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"      William  F.  Giles. 
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SIXTH   CIRCUIT. 

Hon.  Noah  H.  Swayne, 
"      Halmer  H.  Emmons, 
"      Philip  B.  Swing, 
"      Martin  Welker. 

SEVENTH   CIRCUIT. 
Hon.  Thomas  Drummond. 
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Hon.  John  F.  Dillon, 
"      Samuel  Treat, 

"      Cassius  G.  Foster. 

NINTH   CIRCUIT. 

Hon.  Lorenzo  Sawyer, 
"      Edgar  W.  Hillyer. 


PREFACE. 


PREFACE. 


These  reports  will  contain  the  decisions  of  the  Circuit 
Courts  of  the  United  States  in  patent  cases,  from  January 
i  st,  1874,  the  date  to  which  such  decisions  are  reported  in 
Fisher's  Patent  Cases. 

When  the  cases  are  reported  to  date,  volumes  will  there- 
after be  published,  whenever  a  sufficient  number  of  opinions 
can  be  collected  and  prepared. 

After  careful  consideration,  and  upon  the  advice  of  some 
of  the  judges,  we  have  omitted,  except  in  a  few  cases,  the 
insertion  of  preliminary  statements  and  diagrams.  The 
opinions,  in  almost  all  cases,  fully  explain  the  nature  of  the 
questions  and  the  mechanical  features  of  the  inventions  in- 
volved in  the  controversies. 

We  are  under  great  obligations  to  the  judges  for  their 
assistance  and  co-operation,  without  which  the  undertaking 
would  have  been  impracticable.  We  especially  acknowl- 
edge our  indebtedness  to  Judge  Blatchford,  who  has  permitted 
us  to  insert  those  cases,  decided  in  the  Second  Circuit,  which 
appear  in  Blatchford's  Circuit  Court  Reports,  as  therein  re- 
ported by  him.  Judge  Sawyer  has  accorded  us  like  permission 
to  use  the  cases  decided  in  the  Ninth  Circuit,  which  are  re- 
ported in  Sawyer's  Reports,  and  for  which  we  are  indebted  to 
him. 

Hubert  A.  Banning. 
Henry  Arden. 

New  York,  October  1st,  1881. 
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>•    * 


Circuit  Courts    of   the    United    States, 


Isaac  P.  Frink 

vs. 

George  Petry  et  al.     In  Equity.* 

The  first  claim  of  reissued  letters  patent,  No.  3,826,  granted  to  Isaac  P. 
Frink,  February  8th,  1870,  the  original  letters  patent  having  been 
granted  to  him,  as  inventor,  April  17th,  i860,  for  an  "  improved  reflec- 
tor for  gas-lights,"  namely,  "In  a  reflector  in  which  the  illuminating 
rays  are  thrown  down  below  the  source  from  which  they  proceed,  a  re- 
flecting surface,  or  series  of  reflecting  surfaces,  as  set  forth,  lined,  cov- 
ered, coated  or  plated  with  either  plain,  coriugated  or  figured  glass,  in 
combination  with  another  reflecting  surface  placed  above  or  over  the 
first  surface,  when  suitable  space  is  provided  between  the  upper  and 
lower  surfaces  for  the  passage  of  air  and  for  ventilation,  substantially  as 
described,"  is  infringed  by  a  reflector  in  which  the  upper  reflecting  sur- 
face is  of  a  black  color  and  which  has  all  the  features  of  said  claim. 

The  second  claim  of  reissued  letters  patent.  No.  3,827,  granted  to  Isaac  P. 
Frink,  February  8th,  1870,  on  the  surrender  of  the  before  named  origi- 
nal letters  patent,  namely,  "  The  combination  with  the  metallic  body  of 
a  reflector,  of  a  glass  covering  or  lining  therefor,  applied  in  sections  or 
panels,  substantially  as  and  for  the  purposes  described,"  is  infringed  by 

*  11  Blatchf.  C.  C.  R.,  422. 
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a  reflector  in  which* tfcVd. is  a  silvery  coating  on  the  outer  surface  of  the 
glass,  the  inner**s{Mrfr£e  of  such  coating  acting  as  a  reflecting  surface, 
and  the  inner»Vififace  of  the  metallic  body  of  the  reflector  having  no  ca- 
pacity as,  a'.Ce/recting  surface,  and  large  parts  of  the  metallic  body  of  the 
reflector  eyttnor  to  the  glass  being  cut  away,  and  the  exterior  surface  of 
suefe  silvefy  coating  being  covered  with  paint. 

Tbe/«aid  ^second  claim  of  No.  3.827  does  not  claim  the  use  of  glass  in  sec- 
.•  "•••'titfns,  in  any  and  all  reflectors,  but  claims  a  glass  covering  or  lining  for 
°'*\°  the  metallic  body  of  a  reflector,  applied  in  sections  or  panels,  and  com- 
"•„*      bined  with  such  metallic  body,  substantially  as  and  for  the  purposes 
described.     This  means,  the  metallic  body  of  such  a  reflector  as  is  de- 
•\    *  scribed  and  shown  in  the  drawings — a  reflector  in  which  the  illuminating 

rays  are  thrown  down  beneath  the  flame  or  source  from  which  they  pro- 
ceed, and  which  has  a  metallic  body,  and  in  which  such  metallic  body  is 
lined  or  covered  on  the  inside  with  glass,  so  that  there  is  no  intercept- 
ing of  any  of  the  rays  of  light  by  any  part  of  the  metallic  body,  fa  con- 
tradistinction to  having  part  of  the  metallic  body  inside  of  the  glass,  so 
that  such  intercepting  of  rays  of  light  is  produced,  and  which  is  capable 
of  having  the  glass  lining  to  the  metallic  body  applied  by  moulding  or 
blowing  the  glass,  if  it  be  not  attached  in  sections  or  panels,  and  which 
is  manipulated  and  handled  as  a  unit,  and  is  supported  and  kept  in 
position  from  above  and  not  from  below. 

Although  a  reflector  may  have  existed  before,  embodying  all  the  features 
specified  in  the  first  claim  of  No.  3.826,  except  the  one  of  a  glass  lining  to 
the  reflecting  surface  or  surfaces,  yet,  the  employment  of  the  glass,  in 
the  entire  arrangement,  being  new,  and  being  useful  both  in  increasing 
the  reflection  of  the  light  and  in  pi  eventing  the  reflecting  surface  behind 
the  glass  from  being  scratched  or  tarnished,  the  entire  arrangement  in 
such  first  claim  is  patentable,  all  the  features  embodied  in  it  having  a 
mutual  relation  and  interdependence,  which  make  them  patentable,  as  a 
whole. 

The  claims  above  mentioned  are  new  and  valid. 

Circumstances  considered  as  bearing  on  the  question  of  the  prior  existence 
of  an  alleged  prior  invention,  such  as,  the  failure  of  the  alleged  prior  in- 
ventor to  apply  for  a  patent  for  it,  when  he  was  applying  for  a  patent 
for  kindred  inventions. 

(Before  Blatchford,  J.,  Southern  District  of  New  York,  January,  1874.) 

Blatchford,  J. 

In  August,  1873,  a  preliminary  injunction  was  granted  in 
this  case,  restraining  the  defendants  from  making,  using  or 
selling  any  reflectors  containing  the  improvement  claimed  in 
the  first  claim  of  reissued  letters  patent  granted  to  the  plain- 
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tiff  February  8th,  1870,  and  numbered  3,826,  or  the  improve- 
ment claimed  in  the  second  claim  of  reissued  letters  patent 
granted  to  the  plaintiff  February  8th,  187c,  and  numbered 
3,827.  The  original  letters  patent  were  granted  to  the  plain- 
tiff, as  inventor,  April  17th,  i860,  for  an  "  improved  reflector 
for  gas-lights."  They  were  reissued  to  him  December  24th, 
1861,  and  again  reissued  to  him,  in  two  divisions,  February 
8th,  1870,  division  A  being  numbered  3,826,  and  division  B 
being  numbered  3,827. 

No.  3,826  contains  a  drawing  of  two  figures.  Figure  1  is  a 
longitudinal  vertical  section  of  one  of  the  improved  reflectors, 
showing  a  gas-pipe  and  burners  in  elevation.  Figure  2  is  an 
end  or  side  transverse  section  of  the  same  reflector,  taken  at 
righf  angles  to  figure  1.  •  The  specification  says  :  "  This  im- 
proved reflector  is  designed  for  use  in  store  windows,  public 
buildings,  halls,  railroad  and  ferry  or  steamboat  stations, 
churches,  theatres,  and  all  other  places  in  which  the  space  to 
be  lighted  is  large,  and  in  which  the  light  is  required  to  be 
thrown  down  below  the  burner  or  burners  whence  it  proceeds, 
and  to  be  widely  diffused  in  all  directions.  To  this  end  my 
invention  consists  in  the  employment,  in  reflectors  in  which 
the  illuminating  rays  are  thrown  down  below  the  source  from 
whence  they  proceed,  of  a  reflecting  surface,  or  series  of  reflect- 
ing surfaces,  arranged  as  hereinafter  described,  lined,  covered, 
coated  or  plated,  with  either  plain,  corrugated  or  figured 
glass,  in  combination  with  another  reflecting  surface  placed 
above  or  over  the  first  surface,  with  suitable  space  for  the 
passage  of  air,  and  for  ventilation,  between  the  surfaces.  In 
the  example  of  my  improvement  illustrated  in  the  drawing,  A 
represents  the  body  of  the  reflector,  which  may  be  made  of 
tinned  sheet  iron,  or  of  any  other  suitable  material.  It  is 
lined  or  covered  on  the  inside  with  glass,  which  may  be  either 
corrugated,  or  plain,  or  figured,  on  its  surface.  In  the  re- 
flector represented  it  is  corrugated,  which  is  the  mode  in 
which  I  prefer  to  construct  it,  for  the  reason  that  the  corruga- 
tions, especially  when  they  run  up  and  down  the  glass,  as 
shown,  instead  of  horizontally  on  it,  enable  the  illuminating 
rays  to  be  very  widely  and  abundantly  di  ft  used,  so  that  a  re- 
flector provided  with  glass  having  such  a  surface  will  light  up 
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a  much  larger  space  than  when  the  corrugations  are  not  em- 
ployed.    This  glass  lining  or  covering  constitutes  the  lower 
or  first  reflecting  surface  of  my  improvement,  and  it  may  be 
composed  of  a  series  of  surfaces,  as  jc,  x>  x,  fig.  2,  extending 
horizontally  around  the  inside  of  the  body  of  the  reflector.     It 
will  be  seen  that  the  body  of  the  reflector  shown  in  the  draw- 
ing  is  that  of  a  rectangular  truncated  pyramid.     This  form  is 
especially  intended  for  use  in  store  windows,  and  constitutes 
the  subject  of  separate  letters  patent  issued  to  me,  of  even 
date  herewith  ;    but,  any  desired  contour,  whether  circular, 
conical  or  polygonal,   may  be  given   to  the  reflector,  as  its 
shape,  as  it  is  here  described  and  claimed,  is  not  material,  and 
is  designed  to  be  varied  to  suit  the  .particular  situation  in 
which  it  is  placed,  or  the  special  purpose  for  which  it  is  em- 
ployed.    In  the  upper  part  of  the  body  of  the  reflector,  an 
aperture  or  opening,  a,  is  made,  which  serves  to  provide  the 
necessary  passage  for  air  through  the  reflector  ;  but,  as  some 
of  the  rays  of  light  pass  through  this, opening,  I  combine  with 
the  body  A,  which  constitutes  the  first  surface  or  series  of 
surfaces  of  the  reflector,  a  second  reflecting  surface,  shown 
at  B,  which  is  placed  above  the  body,  and  intercepts  and 
throws  down  nearly  all  the    rays  which    would    otherwise 
escape  being  reflected  by  the  body  A,  and  would  thereby  fail 
of  producing  the  best  effect.     This  second  reflecting  surface 
may  be  secured  in  position  in  any  desired  way,  but  it  will  be 
found  convenient  to  suspend  it  by  chains,   wires  or  cords 
from  a  support  attached  to  the  gas  tube,  as  shown  in  the 
drawing.     The  distance  at  which  it  should  be  located  above 
the  body  or  lower  reflecting  surface  A,  will  depend  upon  the 
dimensions  of  the  opening  a,  and  upon  the  effect  which  it  is 
desired  the  light  shall  produce.     The  relative  distance  illus- 
trated in  the  drawing  will,  however,  be  found  to  answer  well 
in  practice.     The  outline  of  this  upper  reflecting  surface  is 
not  material,  as  it  may  be  flat  or  curved.     It  is  represented 
in  the  drawing  as  curved,  and  I  prefer  that  it  should  be  so, 
because,   when  it  is,   it  will  better  reflect  the  rays  of  light 
through  the  opening  0,  thereby  increasing  the  illumination 
below  the  reflector."     The  first  claim  is  in  these  words  :  "  1 
In   a  reflector  in   which   the   illuminating  rays  are  thrown 
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down  below  the  source  from  which  they  proceed,  a  reflecting 
surface,  or  series  of  reflecting  surfaces,  as  set  forth,  lined, 
covered,  coated  or  plated  with  either  plain,  corrugated  or 
figured  glass,  in  combination  with  another  reflecting  surface 
placed  above  or  over  the  first  surface,  when  suitable  space  is 
provided  between  the  upper  and  lower  surfaces  for  the  pass- 
age of  air  and  for  ventilation,  substantially  as  described." 

No.  3,827  contains  a  drawing  of  three  figures,  figures  1 
and  2  being  severally  the  same  as  figures  1  and  2  in  the  draw- 
ing of  No.  3,826.  The  specification  says  :  "In  reissued  let- 
ters patent  bearing  even  date  herewith,  I  have  described  and 
claimed  several  improvements  made  by  me  in  reflectors  of 
that  class  in  which  the  illuminating  rays  are  thrown  down  be- 
neath the  flame  or  source  from  which  they  proceed  ;  and  the 
invention  here  patented  consists  of  a  special  form  and  mode 
of  construction  of  reflectors  of  this  class,  which  are  designed 
for  certain  particular  uses,  such,  for  example,  as  the  windows 
of  stores,  or  for  picture  galleries  and  other  situations  in 
which  the  reflector  is  required  to  be  of  considerable  length. 
In  the  drawing,  A  represents  the  body  of  the  reflector,  which 
may  be  made  of  tinned  sheet  iron,  or  of  any  other  suitable 
substance.  It  should  be  lined  or  covered  on  the  inside  with 
glass  or  other  diaphanous  material,  which  may  be  either  cor- 
rugated, or  plain,  or  figured  on  its  surface,  though  it  is  rep- 
resented in  the  drawing  as  corrugated,  which  is  the  mode  in 
which  I  prefer  to  construct  it.  The  form  of  the  body  of  the 
reflector  is  that  of  an  oblong  truncated  pyramid,  the  sides  of 
which  should  preferably  incline  in  an  angle  of  about  forty- 
five  degrees,  and  an  aperture  or  open  space,  a,  is  provided  in 
the  top,  to  furnish  the  requisite  draft  to  the  flame  and  to  per- 
mit of  ventilation.  The  sides  of  the  reflector  may  be  perfect 
planes,  or  they  may  be  concave  on  their  inner  surface,  if  de- 
sired. *  *  *  The  object  of  the  lining  of  glass  or  other 
equivalent  material  is  to  increase  the  reflection  of  the  light, 
and  to  prevent  the  metallic  surface  of  the  reflector  from  be- 
coming scratched  or  tarnished,  which  would  greatly  impair, 
if  not  destroy,  its  reflecting  power.  It  will  be  observed,  by 
inspecting  the  drawing,  fig.  3,  that  the  glass  which  consti- 
tutes the  lining  or  covering  of  the  reflector  is  made  and  at- 
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tached  in  several  strips,  sections  or  panels,  x,  x,  xy  through- 
out the  area  of  the  inner  surface  of  the  reflector,  instead  of 
being  applied  by  moulding  or  blowing  the  glass  to  corre- 
spond in  figure  with  that  of  the  reflector.  This  method  of 
construction  answers  a  very  important  purpose,  inasmuch  as, 
if  the  glass  lining  was  put  on  in  a  single  piece,  by  being 
moulded  or  blown  to  fit  the  reflector,  great  difficulty  would 
be  found  in  fitting  it  with  sufficient  accuracy  and  tightness, 
especially  if  the  reflector  be  large,  and  skilful  and  expensive 
labor  would  be  required  for  the  work  ;  and,  when  fitted,  the 
glass  would  not  have  proper  freedom  to  expand  and  contract 
without  danger  of  breaking  it,  which  would  make  the  re- 
flector nearly  or  quite  worthless  ;  and  it  would  render  the  re- 
flector, especially  if  it  be  large,  so  stiff  and  rigid  that  it  could 
not  be  handled  or  transported  without  great  liability  to  break 
or  crack  the  glass.  But,  by  my  mode  of  inserting  the  glass 
in  sections  or  panels,  these  evils  are  avoided,  the  different  sec- 
tions or  panels  can  be  rapidly  put  in  place  and  secured,  the 
requisite  expansion  and  contraction  provided  for,  and,  if  any 
of  the  sections  or  panels  break,  they  can  at  once  be  easily  and 
cheaply  replaced  by  others,  while  the  reflector  is  rendered  so 
yielding,  and  so  free  from  undue  rigidity,  that  it  can  be 
moved  or  handled  without  any  danger  of  cracking  the  glass." 
The  second  claim  is  in  these  words  :  "  2.  The  combination 
with  the  metallic  body  of  a  reflector,  of  a  glass  covering  or 
lining  therefor,  applied  in  sections  or  panels,  substantially  as 
and  for  the  purposes  described." 

The  defendants  now  move  for  the  dissolution  of  the  in- 
junction. 

Reissued  patent  No.  3,826  first  came  before  me  in  Septem- 
ber, 1870,  in  a  suit  in  equity  brought  thereon  by  the  plaintiff 
against  Charles  F.  Jacobsen  and  Charles  E.  Mabie,  on  a 
motion  for  a  preliminary  injunction.  The  decision  I  arrived 
at  was,  that  the  case  on  the  part  of  the  plaintiff  was  not  so  en- 
tirely free  from  doubt  as  to  warrant  the  granting  of  the  in- 
junction, but  that  it  was  so  strong  as  to  require  the  entry  of 
an  order  directing  the  defendants  to  file  periodical  accounts, 
under  oath,  of  their  sales  or  deliveries  of  the  articles  alleged 
to  infringe  the  plaintiff's  patent,  and  also  to  file  a  bond  with 
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sureties  to  respond  for  a  recovery  in  the  suit.  An  order  to 
that  effect  was  entered,  and  it  directed  that  an  injunction 
should  issue  on  the  first  claim  of  No.  3,826,  unless  the  terms 
of  the  order  should  be  complied  with.  The  bond  prescribed 
was  not  filed,  and  the  injunction  was  issued.  Neither  of  the 
reissued  patents  had  been  sustained  in  a  suit.  Various  re- 
flectors alleged  to  anticipate  the  invention  of  Frink  were  ad- 
duced on  the  motion — such  as,  some  used  in  the  store  of  one 
McKenzie,  in  Second  Street,  New  York,  some  used  in  a  store 
in  Main  Street,  Poughkeepsie,  and  some  used  in  churches  in 
Williamsburg  and  Astoria.  But,  the  principal  reliance  was  on 
the  alleged  prior  invention  of  one  John  Wyberd,  in  New  York. 

At  the  same  time  that  the  suit  in  equity  against  Jacobsen  and 
Mabie  was  pending,  a  suit  at  law  on  both  of  the  reissued  patents, 
against  them,  in  this  Court,  brought  by  the  plaintiff,  was  also 
pending.  The  two  suits  were  commenced  in  May,  1870.  The 
injunction  continued  in  force,  and,  in  November,  1872,  the  suit 
at  law  was  tried.  On  that  trial,  on  the  question  of  novelty, 
patents  granted  in  the  United  States  to  John  C.  Fletcher, 
March  30th,  1836,  and  July  12th,  1838,  and  a  patent  granted 
in  England  to  Thomas  Boyle,  December  27th,  1854,  and  evi- 
dence as  to  the  reflectors  in  McKenzie' s  store  and  as  to  Wy- 
berd's  alleged  prior  invention,  were  introduced  by  the  de- 
fendants. Rebutting  evidence  was  introduced  by  the  plain- 
tiff, and  the  jury  found  a  verdict  for  the  plaintiff,-  for  nominal 
damages,  on  which  a  judgment  was  entered,  December  20th, 
1872,  for  $435.56,  which  was  costs.  It  is  alleged  that  this 
was  not  a  real  trial,  and  that  the  verdict  was  the  result  of  a 
submission  by  the  defendants,  not  to  the  force  of  the  plain- 
tiff's proved  case,  but  to  considerations  aside  therefrom. 

The  bill  in  the  present  case  was  filed  in  July,  1873.  It  is 
founded  on  both  of  the  reissued  patents.  It  sets  up  the  re- 
covery in  the  suit  at  law  against  Jacobsen  and  Mabie.  Shortly 
before  this  bill  was  filed,  I  had  granted  preliminary  injunc- 
tions in  suits  against  other  parties  on  the  same  patents,  who 
resisted  the  applications  very  strenuously,  and  set  up,  on  the 
question  of  novelty,  alleged  prior  invention  and  use  by 
Francis  P.  Doyle,  John  Cook,  and  William  and  Donald  Mc- 
Kenzie, in  New  York.     In  opposition  to  the  granting  of  the 
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injunction  in  the  present  case,  the  defendants  set  up  the  Eng- 
lish patent  to  Thomas  Boyle,  of  December  27th,  1854.  Prior 
to  the  granting  of  the  injunction  the  defendants  had  been 
making  and  selling  reflectors  constructed  precisely  in  accord- 
ance with  the  descriptions  and  drawings  and  model  of  the 
plaintiff's  patents.  After  the  injunction  was  granted,  they 
varied  the  construction,  by  making  the  upper  reflecting  sur- 
*  face  of  a  black  color,  still  retaining  all  the  features  of  the  first 
claim  of  No.  3,826.  They  made,  also,  another  variation, 
whereby  they  sought  to  maintain  that  they  no  longer  had  a 
reflecting  surface  lined  with  glass,  in  the  sense  of  the  first 
claim  of  No.  3,826,  and  that  they  no  longer  had  combined 
with  the  metallic  body  of  a  reflector  a  glass  lining  therefor, 
applied  in  sections  or  panels,  in  the  sense  of  the  second  claim 
of  No.  3,827.  This  variation  consisted  in  putting  a  silvery 
coating  on  the  outer  surface  of  the  glass,  and  making  the 
inner  surface  of  such  coating  act  as  a  reflecting  surface,  and 
depriving  the  inner  surface  of.  the  metallic  body  of  the  reflector 
of  its  capacity  as  a  reflecting  surface,  and  also,  in  cutting 
away  large  parts  of  the  metallic  body  of  the  reflector  exterior 
to  the  glass,  and  covering  the  exterior  surface  of  the  silvery 
coating  with  paint.  On  a  motion  for  an  attachment  for  vio- 
lating the  injunction  by  making  reflectors  with  these  changes, 
I  held  such  reflectors  to  be  covered  by  the  two  claims  in  ques- 
tion, and  granted  the  motion. 

On  the  present  motion  to  dissolve  the  injunction,  the  de- 
fendants rely,  in  the  first  place,  on  the  alleged  prior  invention 
of  John  Wyberd.  Wyberd,  on  the  20th  of  December,  1859, 
made  an  application  for  a  patent  for  an  "  improved  night- 
light  reflector.' '  Although  the  petition,  specification,  draw- 
ing and  model  were  filed  on  that  day,  the  oath  to  the  specifi- 
cation purports  to  have  been  made  on  the  21st  of  December, 

1858.  The  application  was  rejected  on  the  31st  of  December, 

1859.  The  claim  was  amended,  and  the  amendment,  and  a 
new  oath,  made  January  31st,  i860,  were  filed  March  8th, 
i860.  The  case  was  examined  again  March  2 2d,  i860,  a  patent 
was  ordered  to  issue  March  24th,  i860,  and  it  was  issued 
April  10th,  i860.  The  specification  states  that  the  improve- 
ment is  called  "  the  argen to-crystal  dioptric  illuminator,"  and 
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says  :  "  The  nature  of  my  invention  consists  in  suspending 
over  the  burner  a  reflector  of  octagonal  shape,  composed  of 
series  of  inclined  metallic  plates,  each  series  decreasing  in  cir- 
cumference  and  placed  above  each  other,  and  connected  by 
standards  of  wire  or  iron,  leaving  the  space  between  them 
open  for  ventilation.  The  surfaces  of  the  plates  are  also  cor- 
rugated, so  as  to  assist  in  diffusing  the  light/'  The  claim, 
as  originally  applied  for,  was  in  these  words  :  "  I  claim  the 
construction  of  the  reflector  with  ventilating  spaces  between 
the  plates,  substantially  as  and  for  the  purposes  set  forth." 
The  amendment  referred  to  consisted  in  erasing  this  claim 
and  substituting  the  following,  which  is  contained  in  the 
patent,  as  issued  :  "  I  disclaim  the  arrangement  of  surfaces 
as  described,  considered  as  mere  ventilators,  but  claim,  as 
new,  the  dome-like  arrangement  of  a  system  of  corrugated  re- 
flectors, with  alternate  ventilating  spaces,  as  set  forth.* '  A 
certified  duplicate  of  the  model  filed  by  Wyb^rd,  on  such  ap- 
plication, is  part  of  the  present  case. 

The  application  of  the  plaintiff  was  filed  on  the  6th  of 
March,  i860,  on  a  specification  sworn  to  on  the  3d  of  March, 
i860.  On  suggestions  made  by  the  Patent  Office,  March  12th, 
i860,  amendments  of  the  specification  and  drawings  were  filed 
on  the  15th  of  March,  i860.  On  further  suggestions  made  by 
the  Patent  Office,  March  24th,  i860,  amendments  of  the  speci- 
fication and  claims  were  filed  March  27th,  i860.  The  case 
was  examined  again  March  30th,  i860,  by  the  same  examiner 
who,  on  the  22d  of  March,  i860,  had  examined  and  passed  for 
issue  the  application  of  Wyberd.  A  patent  was  ordered  to 
issue  to  the  plaintiff  April  4th,  i860,  and  it  was  issued  April 
17th,  i860.  A  certified  copy  of  ihe  model  filed  by  the  plain- 
tiff on  such  application,  is  part  of  the  present  case.  This 
model  exhibits  and  contains  everything  that  is  presented  in 
the  descriptions  and  claims  of  the  reissues  Nos.  3,826  and 

3>§27. 
Although  neither  the  papers  filed  in  Wyberd's  application, 

nor  his  patent,  nor  his  filed   model,  represent  or  indicate  the 

use  of  glass  in  his  night-light  reflector,  yet  the  attempt  is 

made  to  show  that,  in  fact,  he  made,  before  the  plaintiff  did, 

reflectors  substantially  like  the  plaintiff's  reflector.     Wyberd's 
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story  is,  that  he  began  making  daylight  reflectors,  lined  with 
glass,  in  1856,  under  a  patent  granted  to  Bernard  Goetz, 
October  2d,  1855,  for  an  "  improvement  in  corrugated  reflect- 
ors.". The  specification  of  this  patent  states,  that  the  object 
of  the  invention  is  to  supply  dark  rooms  with  sufficient  day- 
light, by  means  of  a  silvered  metallic  reflector,  with  an  un- 
dulated or  grooved  surface,  placed  outside  of  a  window,  at 
such  an  angle  to  the  plane  thereof,  as  to  reflect  light  into  the 
room  ;  and  that  the  patentee  takes  the  metallic  substance 
commonly  used  in  silver  plating,  and  known  in  the  arts  as 
composition,  and  coats  or  plates  it  with  silver,  and  then 
grooves  the  surface  of  the  prepared  sheet,  and  covers  it  with 
a  sheet  of  plain  or  fluted  glass.  Wyberd  states,  that,  in  the 
middle  of  1856,  he  became  associated  in  business  with  one 
Suter,  now  residing  in  Baltimore,  and  continued  the  reflector 
business  at  68  Maiden  Lane,  New  York  ;  that  their  principal 
business  was  making  daylight  reflectors  ;  that,  shortly  after, 
he  having  invented  a  night-light  reflector,  lined  with  glass, 
and  having  an  aperture  at  the  top,  with  a  metal  plate  over  it, 
he  commenced  to  manufacture  them  in  1857  ;  that  some  of 
those  he  made  were  circular  and  lined  with  glass,  and  others 
were  oblong,  four-sided,  and  lined  with  glass  in  separate 
pieces  ;  that,  over  the  aperture  in  the  top,  especially  of  the 
large  ones,  he  generally  placed  a  metal  plate  of  tin  ;  that 
Suter  left  him  early  in  1857,  and  he  continued  the  business 
alone  until  August  1st,  1859,  making  all  the  time  such  night- 
light  reflectors  as  above,  though,  until  1859,  his  principal 
manufacture  was  that  of  daylight  reflectors  ;  that,  in  the  lat- 
ter part  of  1858,  he  devised  the  improvement  embraced  in 
the  patent  granted  to  him  April  10th,  i860  ;  and  that  he  con- 
tinued to  make  and  sell  reflectors  lined  with  glass  in  sections, 
until  the  latter  part  of  1861,  part  of  the  time  in  partnership 
with  one  Green,  and  part  of  the  time  associated  with  one 
Lauter,  at  which  time  he  sold  his  patent. 

An  attempt  is  then  made  to  show  the  use  in  Baltimore,  prior 
to  the  plaintiff's  invention,  of  reflectors  like  the  plaintiff's. 
Robert  Q.  Taylor,  of  Baltimore,  testifies,  that  he  purchased 
and  put  up  two  (one  of  which  is  produced  as  an  exhibit)  in 
his  hat  store  at  No.  5  North  Calvert  Street,  Baltimore,  prior  # 
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to,  or  early  in,  1857,  which  are  still  in  use  there.  He  fixes 
the  time,  by  saying  that  one  Hindes,  now  dead,  went  into 
business  with  Suter,  in  Baltimore,  in  1857,  in  making  reflect- 
ors, and  that  the  two  reflectors  were  put  up  before  that. 
Suter  testifies,  that  he  went  into  business  with  Hindes,  in 
Baltimore,  in  1857,  to  make  daylight  reflectors  under  the  Goetz 
patent  ;  and  that  the  firm  was  dissolved  before  the  close  of 
1857.  John  L.  Armiger,  of  Baltimore,  testifies,  that  Hindes, 
who  had  a  hat  store  at  100  North  Gay  Street,  Baltimore,  put 
into  that  store,  before  1858,  two  reflectors  (one  of  which  is 
produced  as  an  exhibit)  like  those  of  Taylor,  which  are  still 
in  use  there  ;  and  that  such  reflectors  were  there  during  the 
copartnership  between  Hindes  and  Suter.  The  son  of  Hindes 
testifies,  that  the  reflectors  were  in  the  shop  windows  of  his 
father  in  1857,  because  they  were  there  during  his  father's 
partnership  with  Suter.  These  affidavits  do  not,  nor  do  any 
others  produced  by  the  defendants,  undertake  to  show  where 
these  Baltimore  reflectors  were  purchased,  or  from  whom,  or 
what  was  their  history,  or  who  devised  them.  No  suggestion 
is  made  by  the  defendants  that  they  are  traceable  to  Wyberd. 
In  reply,  the  plaintiff  produces  a  later  affidavit  from  the 
same  Robert  Q.  Taylor,  in  which  he  says  that  the  statement 
he  made  in  his  former  affidavit  as  to  the  time  when  he 
obtained  the  two  reflectors,  was  based  on  his  memory  alone, 
and  on  certain  statements  made  to  him  in  reference  to  a  busi- 
ness connection  between  Suter  and  Hindes  ;  that  he  has  now 
found,  from  an  entry  in  his  cash  book,  that  he  paid  for  the 
reflector  December  6th,  1859,  and  has  also  found  the  bill 
therefor,  which  he  produces,  and  which  is  dated  New  York, 
December  5th,  1859,  and  is  made  out  as  "  bought  of  John 
Wyberd,  agent  for  manufacturer  of  Wyberd's  patent  day  and 
night-light  reflectors,  4S5  Broome  Street,"  and  is  receipted, 
for  $35.00,  by  the  signature  of  John  Wyberd  ;  and  that  he  was 
induced  to  purchase  the  reflectors  by  seeing  others  in  the 
store  of  Kirk.  The  same  son  of  Hindes,  at  the  request  of  the 
plaintiff,  testifies,  that  his  father's  two  reflectors  were  sent 
from  New  York  or  Philadelphia.  One  McKewen,  who  put 
up,  as  a  gas  fitter,  the  two  reflectors  in  Hindes'  store,  testifies, 
that  he  understood,  at  the  time,  that  they  were  sent  from  New 
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York.  Fischer  Grossman  testifies,  that,  in  July  or  August, 
1858,  he  entered  into  the  employment  of  Wyberd,  as  a  glazier, 
at  68  Maiden  Lane,  New  York,  and  contined  to  work  for  him 
there  until  some  time  in  the  spring  of  1859  ;  that  then  Wyberd 
removed  to  Greene  Street,  near  Broome  Street,  and  carried 
on  the  business  there  for  two  or  three  months,  and  then  re- 
moved to  455  Broome  Street  ;  that  about  that  time  one  Green 
became  connected  with  Wyberd  in  the  reflector  business,  and 
afterwards  one  Lauter  was  associated  in  it  with  Wyberd  at 
455  Broome  Street ;  that  he,  Grossman,  continued  in  the  em- 
ploy of  Wyberd,  and  his  associates  or  successors,  until  1861  or 
1862  ;  that  he  has  examined  the  Taylor  and  the  Hindes  ex- 
hibits, and  knows  that  neither  Wyberd  nor  his  associates 
made  or  sold  any  such  reflectors  prior  to  some  time  in  the 
spring  of  1859,  a  few  weeks  prior  to  the  removal  from  Maiden 
Lane  ;  that  only  a  very  few  of  such  reflectors  were  made  in 
Maiden  Lane  ;  that  no  reflectors  were  made  or  sold  by 
Wyberd,  or  under  his  direction,  prior  to  the  spring  of  1859, 
which  were  lined  with  glass  on  the  inside,  so  far  as  he  knows 
or  believes  ;  that  he  did  all  the  work  for  glass  on  reflectors 
after  he  went  there  in  the  summer  of  1858,  and  knows  that  no 
reflectors,  of  the  description  above  mentioned,  were  made  or 
sold  at  Wyberd's  place  prior  to  the  spring  of  1859  ;  that,  when 
he  so  went  into  Wyberd's  employ,  Richard  M.  Eames  was  in 
Wyberd's  employ  at  Maiden  Lane ;  and  that,  some  few 
months  after  that,  Charles  J.  Eames  went  into  Wyberd's  em- 
ploy at  the  same  place.  Charles  J;  Eames  testifies,  that,  from 
in  or  about  December,  1858,  until  the  fall  or  winter  of  i860, 
he  was  connected  with  Wyberd  in  the  manufacture  of  reflect- 
ors at  68  Maiden  Lane,  59  Greene  Street,  and  455  Broome 
Street,  in  New  York  ;  that  he  had  charge  of  every  form  of  day 
and  night-light  reflectors  made  by  Wyberd  ;  that  Wyberd 
first  commenced  making  night-light  reflectors  lined  with 
glass  in  panels  or  sections,  and  having  an  upper  reflecting 
surface,  at  68  Maiden  Lane,  about  February  or  March,  1859  ; 
that  Wyberd  did  not,  until  February  or  March,  1859,  make 
any  night-light  reflectors  which  had  glass  connected  with 
them,  except  locomotive  head  light  and  certain  concave  side 
light  reflectors  ;  that  he  has  examined  the  Hindes  and  Taylor 
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exhibits,  and  finds  the  frames  or  bodies  of  them  to  be  con- 
structed of  sheet  zinc  ;  that  he  recognizes  them  as  reflectors 
made  by  Wyberd  after  February  or  March,  1859,  as  he,  Eames, 
suggested  making  the  bodies  of  sheet  zinc  ;  that  some  few  of 
said  reflectors  had  been  made  of  sheet  tin  as  early  as  February 
or  March,  1859,  but  not  earlier  ;  that  Wyberd  moved  from  68 
Maiden  Lane  to  Greene  Street  near  Broome  Street  about  the 
1st  of  May,  1859,  and  remained  there  two  or  three  months, 
and  then  removed  to  455  Broome  Street,  when  one  Green 
became  associated  with  him  in  business  ;  that  he,  Eames,  re- 
mained in  the  employment  of  Wyberd  and  Green  for  a  few 
months  ;    that,  some  time  afterwards,  one    Lauter    became 
associated  in  business  with  Wyberd,  at  455   Broome  Street ; 
that  Marvin  S.  Buttles  solicited  orders  for  the  sale  of  reflect- 
ors in  Baltimore  and  Washington  in  the  fall  of  1859,  and  a 
number  of  said  reflectors  were  sent  to  said  cities  to  be  put  up 
for  use  therein  ;  that  said  exhibits  appear  to  be  some  of  the 
reflectors  which  were  so  sent  to  Baltimore  in  1859  ;  and  that 
said  reflectors  were  numbered  consecutively.     Marvin  S.  But- 
tles testifies,  that,  in  the  fall  of  1859,  Wyberd  and  Green,  or 
one  of  them,  were  engaged  in  making  and  selling  reflectors 
at  455  Broome  Street,  and  he,  Buttles,  made  an  arrangement 
with  one  or  both  of  them,  to  act  as  agent  in  soliciting  orders 
and  procuring  sales  of  said  reflectors  for  them  in  Baltimore 
and  Washington,  in  the  fall  of  1859  ;  that,  during  September 
and  October,  1859,  he  was  engaged  in  soliciting  orders  and 
making  sales    of  said  reflectors  in  Baltimore  and  Washing- 
ton ;  that  he  remained  in  Baltimore  several  weeks  canvassing 
to  make  sales,  and  visited  every  place  making  any  pretension 
of  show  in  the  windows,  where    such  reflectors  could  be  ad-, 
vantageously  used  ;  that  Kirk  had  two,  and  Robert  Q.  Tay- 
lor, 5  North  Calvert  Street,  had  two,  and  other  persons,  on 
his,  Butties',  solicitation,  procured  said  reflector  in  the  fall 
of  1859  ;  and  that  he  remembers  calling  on  a  hatter  who  had 
a  store  at  100  North  Gay  Street  and  trying  to  sell  him  some, 
he  then  having  none  in  his  store.     Walter  D.   Burnett  testi- 
fies, that  he  is  a  brother-in-law  of  the  plaintiff,  who  has  been 
in  California  since  July,  1873,  on  account  of  ill  health  ;  that, 
for  the  last  12  or  14  years,  he  has  been  well  acquainted  with 
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the  plaintiff's  business ;  that  he  remembers  certain  suits 
brought  by  Wyberd,  in  this  Court,  in  1861,  on  his  reflector 
patent ;  that  one  was  an  action  at  law  against  the  plaintiff, 
which  was  tried  before  Mr.  Justice  Nelson  and  a  jury,  in  the 
fall  of  1863  ;  that  the  charge  was  that  reflectors  made  in 
accordance  with  the  plaintiff's  patent  infringed  Wyberd's 
patent  ;  that  the  jury  found  a  verdict  for  the  defendant  on  that 
issue  ;  that,  in  1861,  Wyberd  brought  four  suits  in  equity,  in 
this  Court,  on  his  reflector  patent,  one  against  the  plaintiff, 
and  the  other  three  against  persons  who  had  used  reflectors 
made  by  the  plaintiff  ;  that  an  application  for  an  injunction 
in  the  suit  against  the  plaintiff,  made  in  the  fall  of  1861,  was 
denied,  on  the  ground,  mainly,  of  non-infringement,  and 
none  of  the  suits  in  equity  were  proceeded  With  after  the  ver- 
dict in  the  suit  at  law  ;  that  he,  Burnett,  has  known  Wyberd 
since  1861,  and  was  acquainted  with  the  plaintiff  in  1858,  and 
before  that  time,  and  was  familiar  with  his  operations  in  get- 
ting up  his  improvements  in  reflectors,  which  he  afterwards 
patented  ;  and  that  the  plaintiff  completed  his  invention  sub- 
stantially as  patented,  prior  to  December,  1858,  and,  prior  to 
that  time,  made  one  or  more  reflectors  containing  said  im- 
provements, and  made  several  more  of  them  for  sale  in  1859 
by  the  spring,  and  has  ever  since  continued  to  make  and  sell 
them. 

The  affidavits  on  file  in  this  Court,  in  the  suit  in  equity 
against  Jacobsen  and  Mabie,  are  invoked  by  the  defendants 
as  papers  to  be  used  on  this  motion.  Among  those  affidavits, 
produced  on  the  motion  for  an  injunction,  before  me,  in  that 
suit,  are  affidavits  made  by  the  plaintiff,  and  by  said  Burnett, 
and  by  several  other  persons,  clearly  establishing  the  making 
of  his  invention  by  the  plaintiff  as  early  as  the  first  half  of 
November,  1858.  But,  on  that  motion,  the  affidavits  presented 
on  the  part  of  the  defendants  in  that  suit,  in  regard  to  the 
time  that  Wyberd  first  made  reflectors  in  substance  like  the 
plaintiff's,  went  to  show,  that  Wyberd  made  such  reflectors  in 
1857.  The  affidavits,  hereinbefore  recited,  which  overthrow 
this  claim  on  the  part  of  Wyberd,  and  show  that  he  made  no 
such  reflectors  until  February  or  March,  1859,  were  not  pre- 
sented in  the  case  against  Jacobsen  and   Mabie.     Hence,  at 
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that  time,  I  could  not  but  regard  the  plaintiff's  case,  in  respect 
to  Wyberd's  claim  of  prior  invention,  as  not  free  from  doubt. 
But,  on  the  case,  as  now  presented,  I  can  entertain  no  such 
doubt. 

There  are  various  considerations  which  lead  to  this  conclu- 
sion. Wyberd  never  attempted  to  obtain  a  patent  for  a  night- 
light  reflector  having  glass.  He  contented  himself  with  ap- 
plying for  a  patent  for  what  he  had  devised,  in  the  way  of  a 
night-light  reflector,  by  December,  1858.  Night-light  reflect- 
ors, with  glass,  like  the  plaintiff's,  were  a  very  valuable  thing, 
and  soon  made  their  way  into  use,  to  the  exclusion  of  other 
kinds.  If  Wyberd  was  engaged,  from  February  or  March, 
T859,  until  the  latter  part  of  1861,  in  making  and  selling  re- 
flectors in  substance  like  the  plaintiff's,  and  the  plaintiff  was 
engaged  during  the  same  period,  in  the  same  city,  in  making 
and  selling  his  reflectors,  it  is  not  to  be  believed  that  Wyberd 
was  ignorant  of  that  fact  ;  or  that,  after  April,  i860,  he  was 
ignorant  of  the  fact  that  the  plaintiff  was  making  such  reflect- 
ors under  his  patent  of  April  17th,  i860.  If  Wyberd  devised 
the  reflector  in  February  or  March,  1859,  the  fact  that  he  did 
not,  within  two  years  thereafter,  apply  for  a  patent  for  it,  and 
have  his  application  put  into  interference  with  the  plaintiffs 
patent,  indicates  that  he  was  satisfied  that  the  plaintiff  was 
the  prior  inventor.  If  he  himself  adopted  the  arrangement 
from  the  plaintiff's  reflectors,  and  began  to  employ  it  in  Feb- 
ruary or  March,  1859,  it  is  a  matter  of  course  that  he  could 
not  obtain  a  patent  for  it.  If  he  devised,  in  1857,  a  reflector 
like  the  plaintiff's,  it  is  hardly  credible  that  he  should,  in  the 
latter  part  of  1858,  have  devised -what  is  shown  in  his  patent 
of  April  10th,  i860,  and  have  applied  for  a  patent  for  that, 
and  not  have  applied  for  a  patent  for  what  he  so  devised  in 
1857.  All  the  circumstances  of  the  case  point  to  the  conclu- 
sion, that,  when,  on  the  21st  of  December,  1858,  he  swore  to 
his  specification,  he  had  not  devised  any  arrangement  such  as 
that  covered  by  the  plaintiff's  patents.  In  addition  to  this, 
the  plaintiff  has  the  patent,  and  there  is  the  direct  evidence 
showing  priority  in  the  plaintiff. 

The  English  patent  of  Thomas  Boyle,  of  December  27th, 
1854,  specification  filed  June  27th,  1855,  is  adduced  to  affect 
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the  novelty  of  the  second  claim  of  No.  3,827,  and  to  show  that 
the  arrangement,  before  referred  to,  resorted  to  by  the  de- 
fendants after  the  injunction  was  granted,  of  using  glass  with 
a  silvery  coating,  covered  with  paint,  and  cutting  away  large 
parts  of  the  metallic  body  of  the  reflector,  is,  in  substance,  to 
be  found   in   the   Boyle   patent.     The   specification  of  that 
patent  says:  "My  improved   reflectors  consist  of  pieces  of 
sheet  or  crown  glass,  made  reflective  by  deposits  of  silver  leaf 
on  the  back,  and  protected  from  air  and  damp  by  waterproof 
paint  or  pigment.     This  material,  when  properly  prepared, 
possesses  the  brilliancy  of  glass  itself,  and  can  never  tarnish. 
The  surface  of  the  glass  may  be  either  corrugated,  figured,  or 
plain.  I  apply  this  silvered  glass  to  the  construction  of  reflect- 
ors in  movable  pieces,  of  any  required  shape  or  size,  and  the 
pieces  may  be  each  framed  separately  or  not,  according  to 
circumstances.     Thus,  for  the  ordinary  street  lamps,  I  use 
four  sheets  of  reflecting  glass,  each  sheet  being  framed  and 
made  to  the  shape  and  size,  and  fitting  either  over  or  in  place 
of,  the  four  top  panes  in  the  present  lamps.     Each  sheet  is 
fixed  in  such  manner  as  to  admit  of  its  being  readily  removed 
for  the  purpose  of  cleaning.     The  employment  of  such  reflect- 
ors in  the  street  lamps  would  greatly  increase  the  light,  to  the 
convenience  of  the  public,  and  effect  an  important  saving  in 
the  consumption  of  gas.     For  the  ordinary  internal  gas  burn- 
ers or  oil  lamps,  I  use  a  suitably  constructed   wire  or  metal 
frame,  similar  to  those  generally  used  for  supporting  the  paper 
reflecting  shades.     The  outer  circumference  of  this  frame,  in- 
stead of  being  circular  in  shape,  is  many  sided,  to  accommo- 
date any  number  of  pieces  of  flat,   reflecting  glass  arranged 
around  it.     The  pieces  of  glass  are  cut  of  a  triangular  shape, 
in  order  to  fit,  without  overlapping,  around  the  frame,  at  the 
proper  angle  of  reflection,  and  they  may  be  made  to  fit  quite 
close  to  each  other,  side  by  side,  or  be  set  apart,  so  as  to 
leave  a  space  between  each  two  pieces,  through  which  a  por- 
tion of  the  light  passes  upwards  and  around  the  room,  reliev- 
ing the  body  of  the  apartment  from  the  comparative  darkness 
in  which  it  is  placed  by  the  operation  of  the  ordinary  reflect- 
ing shades,  while  concentrating  a  strong  light  on  the  table  or 
desk  underneath  the  lamp  or  burner.     The  frame  is  so  made 
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that  the  pieces  of  glass  may  be  fastened  or  unfastened  at  pleas- 
ure by  a  simple  manipulation,  such  as  turning  a  screw  or 
pressing  a  spring.  Thus  the  operation  of  cleaning  is  facili- 
tated ;  and,  if  one  glass  be  broken,  the  remainder  of  the  re- 
flector being  still  as  good  as  ever,  it  only  requires  another 
glass  to  render  it  as  perfect  as  before.  *  *  *  Figure  1 
shows  an  elevation  of  a  street  lamp,  having  reflectors  applied 
thereto,  according  to  my  invention  ;  figure  2  is  a  plan  thereof. 
The  pieces  of  glass  used  for  the  reflectors  may  be  silvered  or 
rendered  reflectors  by  iny  convenient  means,  coating  the  back 
with  water-proof  paint  or  pigment,  to  which  I  make  no  claim, 
my  invention  consisting  of  combining  several  separate  and 
independent  pieces  of  glass  to  act  as  a  reflector,  each  piece  of 
glass  being  so  arranged,  and  connected  or  combined  with  the 
others  and  with  a  frame,  that  it  may  be  separated  from  them 
and  cleaned  (or  replaced,  if  broken)  separately.  In  street 
lamps,  I  prefer  the  reflectors  to  be  exterior  of  the  ordinary 
glass  at  top  ;  but  this  is  riot  essential,  a,  a}  are  the  four  pieces 
of  glass  which  cover  in  the  top  of  the  lamp,  and  they  may  be 
each  retained  in  position  by  any  convenient  means,  so  long  as 
the  arrangement  admits  of  the  parts  a,  a,  being  taken  out 
separately  to  be  cleaned.  For  this  purpose,  the  drawing 
shows  ledges,  b,  £,  and  springs,  c  j  but  these  may  be  varied. 
Figure  3  shows  a  section,  and  figure  4  a  plan,  of  a  shade  for  a 
lamp  or  burner,  constructed  with  several  separate  pieces  of 
glass,  ay  a,  made  reflectors  by  silver,  and  painted  at  back. 
The  frame,  in  this  arrangement,  consists  of  two  rings,  c>  d, 
with  as  many  sides  as  there  are  pieces  of  glass.  These  rings, 
c>  dy  are  connected  together  by  rods,  ey  e.  In  the  arrangement 
shown  there  are  four  such  rods,  e.  The  upper  part  of  the 
upper  ring,  d,  is  made  cylindrical,  and  it  has  a  screw  thread 
formed  on  the  outside,  to  receive  a  ring,  /,  with  a  screw 
formed  on  the  inside,  by  which,  when  the  screw  ring,  /,  is  in 
its  place,  it  will  retain  the  ring,  g,  and  thus  clip  the  upper 
ends  of  the  glass  reflectors  between  the  ring,  g,  and  the  inner 
ring,  d,  as  shown,  whilst  the  lower  ends  of  the  reflectors,  a,  a. 
will  be  supported  by  the  lip  or  turned-up  edge  of  the  lower 
ring,  c.  *  *  *  What  I  claim  is,  the  manufacture  of  reflect- 
ors for  artificial  light,  by  combining  in  suitable  frames  sepa- 
vol.  1 — 2 
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rate  pieces  of  glass  readily  capable  of  being  separated  from 
each  other  and  from  the  frames,  as  described." 

It  is  quite  apparent  that  the  Boyle  patent  does  not  contain 
what  is  covered  by  the  first  claim  of  No.  3,826,  for  there  is,  in 
the  Boyle  patent,  no  upper  reflecting  surface. 

The§ second  claim  of  No.  3,827  claims  "  the  combination 
with  the  metallic  body  of  a  reflector,  of  a  glass  covering  or 
lining  therefor,  applied  in  sections  or  panels,  substantially  as 
and  for  the  purposes  described."  It  does  not  claim  the  use 
of  glass  in  sections,  in  any  and  all  reflectors.  Boyle's  patent 
shows  glass  in  sections,  in  a  reflector.  But  the  plaintiff  claims 
a  glass  covering  or  lining  for  the  metallic  body  of  a  reflector, 
applied  in  sections  or  panels,  and  combined  with  such  metallic 
body,  substantially  as  and  for  the  purposes  described.  This 
means,  the  metallic  body  of  such  a  reflector  as  he  describes 
and  shows  in  his  drawings — a  reflector  in  which  the  illuminat- 
ing rays  are  thrown  down  beneath  the  flame  or  source  from 
which  they  proceed  ;  and  which  has  a  metallic  body  ;  and  in 
which  such  metallic  body  is  lined  or  covered  on  the  inside 
with  glass,  so  that  there  is  no  intercepting  of  any  of  the  rays 
of  light  by  any  part  of  the  metallic  body,  in  contradistinction 
to  having  part  of  the  metallic  body  inside  of  the  glass,  so  that 
such  intercepting  of  rays  of  light  is  produced  ;  and  which  is 
capable  of  having  the  glass  lining  to  the  metallic  body  applied 
by  moulding  or  blowing  the  glass,  if  it  be  not  attached  in 
sections  or  panels  ;  and  which  is  manipulated  and  handled  as 
a  unit,  and  is  supported  and  kept  in  position  from  above, 
and  not  from  below. 

Neither  one  of  the  two  arrangements  suggested  by  Boyle 
has  a  metallic  body  to  the  reflector  as  the  plaintiff's  reflector 
has,  or  as  the  defendants'  form  of  reflector  had,  even  after 
the  defendants  had  cut  away  large  parts  of  the  metallic  body  ; 
nor  is  either  one  of  them  a  reflector  which  is  kept  in  position 
from  above,  and  not  from  below.  As  neither  one  of  them  has 
a  metallic  body,  so  it  has  not  a  metallic  body  lined  or  covered 
with  glass,  or  capable  of  being  lined  or  covered  with  glass. 
The  arrangement,  suggested  by  Boyle,  of  what  he  calls  a 
shade,  in  addition  to  not  having  the  plaintiff's  metallic  body 
to  the  reflector,  has  the  rods  which  connect  its  two  rings  in- 
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side  of  the  glass,  in  a  position  to  intercept  the  rays  of  light. 
Moreover,  the  street-lamp  arrangement  of  Boyle  cannot,  as  a 
reflector,  be  manipulated  and  handled  as  a  unit.  As  a  four- 
sided  whole,  it  is  rigidly  fixed  to  the  top  of  the  lamp.  It  is 
entirely  clear,  I  think,  that  nothing  in  Boyle's  patent  antici- 
pates the  second  claim  of  No.  3,827. 

The  defendants  also  bring  up  against  the  novelty  of  both 
of  the  claims  in  question  a  patent  granted  to  John  C.  Fletcher, 
March  30th,  1836,  and  a  patent  granted  to  the  same  person 
July  1 2th,  1838. 

Fletcher's  patent  of  18361s  for  an  "improvement  in  the 
double-reflecting  lamp."  It  says:  "The  receptacle  for  the 
oil  is  made  in  the  usual  manner,  of  a  spherical  or  polygonal 
concave  figure,  having  any  convenient  number  of  burners 
placed  in  an  inclined  position,  bringing  the  light  to  the  apex, 
with  chains  for  suspending  it,  and  a  glass  tube  or  chimney,  in 
the  manner  of  Argand's  lamp.  My  improvement  consists  in 
providing  a  receiver  or  trough  for  catching  the  overflowing 
oil,  which,  in  the  common  lamp,  usually  falls  on  the  floor  or 
on  clothing  of  the  company.  This  receiver  is  of  the  same  fig- 
ure as  the  lower  edge  of  the  lamp,  and  the  lamp  is  suspended 
in  it.  The  suspending  chains  are  attached  to  the  trough  by 
brackets.  Another  improvement  consists  in  arranging  two 
sets  of  trapezoidal  reflectors  in  a  spherical  or  polygonal  con- 
cave shape,  one  placed  above  the  light,  for  reflecting  it  over 
the  room,  the  other  below  it,  for  concentrating  the  light. 
The  reflectors  above  the  light  are  placed  in  a  metallic  frame, 
having  an  opening  in  the  centre  for  the  chimney,  and  sus- 
pended in  the  chains  with  the  apex  inverted  or  towards  the 
light.  The  reflectors  below  the  light  are  placed  in  the  con- 
cave or  inner  side  of  the  lamp."  In  this  patent  of  Fletcher's, 
the  illuminating  rays  are  not  thrown  down  below  the  source 
from  which  they  proceed,  in  the  sense  of  the  first  claim  of  No. 
3,826.  The  source  of  the  rays  is  not  below  the  lower  reflect- 
ing surface,  as  in  the  plaintiff's  reflector.  The  rays  are  not 
returned  downward  from  the  lower  reflecting  surface  to  their 
source,  then  passing  on  still  further  downward  beyond  such 
source,  as  in-  the  plaintiff's  reflector.  This  is  an  essential 
point  in  such  first  claim.     In  this  patent  of  Fletcher's,  no 
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space  is  provided  between  the  upper  and  lower  reflecting  sur- 
faces for  the  passage  of  air  and  for  ventilation.  No  air  that 
passes  upward  through  the  interior  of  the  lower  reflecting 
surface  and  in  contact  with  the  flame,  passes  out  under  the 
upper  reflecting  surface.  It  is  all  carried  upward  in  the  glass 
chimney  which  passes  into  the  opening  in  the  centre  of  the 
upper  reflecting  surface.  This  feature  of  a  glass  chimney  in 
this  Fletcher  patent  makes  it  impossible  for  it  to  anticipate 
the  first  claim  of  No.  3,826. 

Under  the  construction  hereinbefore  defined  as  the  proper 
one  to  be  given  to  the  second  claim  of  No.  3,827,  that  claim  is 
not  found  in  Fletcher's  patent  of  1836,  because,  in  that  patent 
the  source  of  the  rays  is  not  below  the  lower  reflecting  surface. 

Fletcher's  patent  of  1838  is  for  an  "  improvement  in  lamps." 
It  describes  a  lamp  which,  it  says,  is  arranged,  in  every  re- 
spect, like  the  one  in  his  patent  of  1836,  except  that  it  has  an 
oil  fountain  on  the  top  of  the  lamp,  above  the  upper  reflecting 
surface,  with  conductors  passing  from  it  to  a  receptacle  at 
the  bottom  of  the  lamp,  and  that  the  conductors  enable  the 
chains  extending  from  the  bottom  of  the  lamp  to  the  frame  of 
the  upper  reflecting  surface  to  be  dispensed  with.  Therefore, 
nothing  more  need  be  said  in  regard  to  this  patent  of  1838. 

It  is  urged,  for  the  defendants,  that,  on  the  assumption  that 
a  reflector  existed  before,  embodying  all  the  features  specified 
in  the  first  claim  of  No.  3,826,  except  the  one  of  a  glass  lining 
to  the  reflecting  surface  or  surfaces,  such  first  claim  presents 
no  patentable  feature  of  novelty.  This  position  cannot  be 
admitted,  for,  the  employment  of  the  glass,  in  the  entire 
arrangement,  being  new,  is  certainly  useful,  both  in  increas- 
ing the  reflection  of  the  light  and  in  preventing  the  reflecting 
surface  behind  the  glass  from  being  scratched  or  tarnished. 
Being  new  and  useful,  the  entire  arrangement  in  the  first 
claim  is  patentable.  All  the  features  embodied  in  it  have  a 
mutual  relation  and  interdependence  which  make  them  patent- 
able, as  a  whole. 

Much  criticism  is  made  on  the  alleged  fact  that  Jacobsen 
and  Mabie,  on  the  trial  of  the  suit  at  law,  after  the  evidence 
was  in,  substantially  ceased  their  resistance.  They  might 
well  have  done  so,  with  no  defence  on  the  question  of  in- 
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fringement,  and  with  no  more  available  materials  on  the 
question  of  novelty  than  the  Fletcher  patents,  and  the  Boyle 
patent,  and  Wyberd's  alleged  prior  invention,  and  the  Mc- 
Kenzie  reflector,  which  latter  I  have  had  before  me  in  several 
of  the  cases,  and  which  amounted  to  nothing. 

The  plaintiff  commenced  making  daylight  reflectors  in 
March,  1857.  He  first  gave  his  attention  in  May,  1858,  to  the 
idea  of  improvements  in  night-light  reflectors,  which  should 
include  a  glass  lining,  and  the  use  of  gas,  and  embody  the 
other  principal  features  now  found  in  his  patents.  He  em- 
bodied those  improvements  and  features  in  a  practical  work- 
ing reflector  in  the  first  half  of  November,  1858.  He  began 
immediately  to  make  and  sell  to  the  public  like  reflectors. 
Following  the  granting  of  his  patent,  he  went  largely  into 
the  business,  and  has,  in  the  succeeding  years,  carried  it  on 
successfully,  so  far  as  introducing  his  reflectors  into  general 
use  is  concerned,  and  has  made  it  his  only  business.  He  has 
asserted  his  exclusive  right  in  every  reasonable  method,  and, 
since  the  reissues  of  his  patent  were  granted,  he  has  given  no 
rest  to  those  who  were  infringing  his  rights.  It  is  not  until 
since  the  reissues  that  any  infringements  seem  to  have  seri- 
ously interfered  with  his  business.  The  improvements  em- 
bodied in  his  patents  enable  the  brilliant  light  of  gas  to  be 
used  in  its  most  effective  way  to  illuminate  objects  underneath 
the  source  of  light.  The  practical  results  of  those  improve- 
ments are  familiar  to  every  one,  and,  on  the  evidence  before 
me,  are  due  to  the  inventive  genius  and  energy  and  persever- 
ance of  the  plaintiff.  The  defendants  have  infringed  with 
full  knowledge  of  the  plaintiff's  patents,  and  of  the  claims 
asserted  by  him  thereunder,  and  he  is  entitled  to  be  protected 
by  an  injunction.  The  changes  he  made  from  previous 
arrangements  may  have  been  small  to  appearance,  but  they 
were  such  changes  as  produced  practical  success  in  what  was 
before  substantially  useless.  The  Fletcher  arrangement  was 
worthless  until  the  source  of  the  rays  of  light  was  placed  be- 
low the  lower  reflecting  surface.  The  Boyle  arrangements 
amounted  to  nothing,  as  a  practical  accomplishment  of  the 
purposes  set  forth  by  the  plaintiff  in  his  patents.  The  de- 
fendants accomplish  the  purposes  so  set  forth  in  respect  to  the 
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first  claim  of  No.  3,826,  and  in  the  way  specified  in  said  claim, 
no  less  by  modifying,  as  they  have  done,  the  color  of  the 
upper  reflecting  surface,  than  if  they  had  not  so  modified  it, 
So,  too,  they  accomplish  the  purposes  so  set  forth  in  respect 
to  that  claim,  and  in  respect  to  the  second  claim  of  No.  3,827, 
and  in  the  way  specified  in  said  claims,  notwithstanding  the 
modifications  they  have  made  in  regard  to  the  reflecting  sur- 
face and  the  metallic  body.  Notwithstanding  such  modifica- 
tions, the  metallic  body  encloses,  supports  and  protects  the 
internal  glass  lining  which  is  applied  to  such  metallic  body, 
and  the  source  of  the  rays  is  below  the  lower  reflecting  sur- 
face, and  no  part  of  the  metallic  body  intercepts  any  of  such 
rays,  and  the  reflector  is  handled  as  a  unit,  and  is  supported 
wholly  from  above,  and  the  glass  lining  is  applied  in  sections. 
It  makes  no  difference,  in  regard  to  these  particulars,  whether 
the  reflecting  surface  behind  the  glass  is  made  a  thin  reflect- 
ing film  applied  to  the  back  of  the  glass,  so  as  to  make  it 
possible,  in  places,  to  remove  the  metal  of  the  metallic  body, 
or  whether  such  reflecting  surface  is  the  inner  surface  of  the 
metallic  body.  In  each  case  the  glass  performs  the  offices 
of  increasing  the  reflection  and  protecting  the  reflecting  sur- 
face from  being  scratched  or  tarnished.  In  each  case  the 
metallic  body,  aside  from  reflecting,  performs  the  same  func- 
tions of  enclosing,  supporting  and  protecting,  in  the  same 
way,  the  internal  glass  lining.  A  silvery  coating,  applied  to 
glass,  as  a  reflecting  surface,  was  a  known  equivalent  for  the 
bright  surface  of  a  metallic  body  behind  glass,  as  a  reflecting 
surface,  the  reflection  in  each  case  being  made  through  the 
glass  ;  and  there  is  nothing  in  the  plaintiff's  patents  which 
restricts  him  to  the  use  of  the  latter,  as  distinguished  from 
the  former. 

I  have  attentively  considered  all  the  questions  involved  in 
this  motion.  In  doing  this,  I  have  examined  all  the  papers 
now  to  be  found  on  the  files  of  this  Court,  in  all  the  suits 
brought  therein  on  the  plaintiff's  patents,  for  the  purpose  of 
satisfying  myself  that  I  have  allowed  no  point  to  escape  my 
notice.  As  against  the  prior  patents  referred  to,  the  strength 
imparted  to  the  plaintiff's  patents,  by  the  fact  that  his  re- 
issues of  1870  were  granted,  notwithstanding  the  existence  of 
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such  prior  patents,  is  sustained  by  a  review  of  the  questions 
involved,  on  principle.  As  against  Wyberd's  alleged  prior 
invention,  the  result,  as  to  the  Baltimore  matter,  shows  how 
little  to  be  relied  on  is  ex  parte  testimony  which  is  brought  as 
to  such  invention.  I  have  said  nothing  more  as  to  the  alleged 
prior  invention  of  Doyle,  because,  although  it  was  referred 
to,  it  was  not  pressed  on  this  motion,  and  I  now  allude  to  it 
only  as  a  part  of  the  history  of  the  litigation  on  the  plaintiff's 
patents,  for  the  purpose  of  saying,  that,  although,  heretofore, 
in  some  of  the  cases,  it  occupied  a  large  share  of  my  time  and 
attention,  and  although  Doyle  may  have  come  to  believe  in 
the  existence  of  the  alleged  facts  to  which  he  testified,  and 
although  others  may  honestly  have  been  induced  to  sustain 
him,  I  came  to  the  undoubting  conclusion,  on  the  evidence, 
that  such  alleged  facts  had  no  foundation  in  truth. 

My  observations  have  been  extended  to  great  length,  but  I 
deemed  nothing  less  to  be  properly  commensurate  with  the 
importance  to  the  parties,  of  the  questions  involved,  and  the 
earnestness  and  ability  with  which  the  views  on  the  part  of 
the  defendants  were  urged. 

The  motion  to  dissolve  the  injunction  is  denied. 

Edwin  W.  Stoughton  and  Miles  B.  Andrus,  for  the  complain- 
ant. 

Samuel  S.  Fisher,  Samuel  A.  Duncan,  Frederic  H.  Betts,  Solo- 
mon J.  Gordon  and  Daniel  S.  Riddle,  for  the  defendants. 
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James  A.  Tarr  et  al. 

vs. 

Charles  E.  Folsom.    In  Equity. 

The  original  patent  for  paints  for  ships'  bottoms,  describes  the  paint  as  com- 
pounded of    a  vehicle,   and    oxide  of  copper  finely    pulverized.      In 
another  part  of  the  specification,  the  patentees  describe  the  oxide  of  cop- 
per   to  be  used,  as  "  copper  ore  in  the  form  of  an  oxide,"  and  say  : 
11  We  prefer  to  employ  the  pyritous  friable  ores,  which  are  easily  reduced 
to  a  fine  powder."     In  a  reissue  of  the  patent,  it  is  stated  that  the  pyri- 
tous friable  ores  contain  mineral  and  earthy  substances,  such  as  various 
other  metallic  oxides,  sulphur,  etc.,  which  serve  to  divide  the  particles  of 
oxide  of  copper,  interposing  between  them   substances  which  dissolve 
more  slowly  than  they  do,  or  which  do  not  dissolve  at  all.     The  paten- 
tees say  in  the  reissue  :  "  We  prefer  to  employ  the  oxide  of  copper, 
made  from  pyritous  friable  ores,"  that  is,  the  oxide  of  copper  made  by 
roasting  the  pyritous  ores  exposed  to  air  and  heat,  and  thus  converting 
the  copper,  which  they  contain,  into  oxide.     It  is  proved  that  the  oxide 
of  copper,  thus  manufactured,  was  well  known  in  the  arts  prior  to  the 
patent :  Held,  that  the  reissued  patent  is  not  for  an  invention  different 
from  the  one  substantially  described  in  the  original  specification. 

A  failure  to  deposit  in  the  Patent  Office,  a  sample  of  one  of  the  ingredients 
of  a  composition  of  matter,  does  not  invalidate  a  patent  for  such  com- 
position, when  the  specification  describes  all  the  ingredients. 

It  is  for  the  Commissioner  to  decide,  before  the  granting  of  the  patent, 
whether  the  deposit  of  the  ingredients  of  a  composition  has  been  made, 
and  after  the  patent  is  granted  for  such  composition,  it  cannot  be 
impeached  on  the  ground  that  such  deposit  has  not  been  made. 

A  paint  for  ships'  bottoms,  composed  of  oxide  of  copper,  yielding  in  sea- 
water  a  poisonous  solution,  with  a  suitable  vehicle  or  medium  and  a  base 
of  earthy  or  mineral  matter,  is  not  an  equivalent  to  a  paint  composed  of 
a  combination  of  oxide  of  copper,  an  alloy  of  antimony,  and  copper  with 
the  same  vehicle  ;  the  three  elements  operating  together  to  produce  the 
poisonous  action. 

The  omission  of  one  of  the  ingredients  of  a  composition,  before  supposed  to 
be  essential,  is  a  patentable  subject,  under  certain  circumstances. 

A  paint  for  ships1  bottoms,  composed  of  a  combination  of  oxide  of  copper, 
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yielding  in  sea  water  a  poisonous  solution,  with  a  suitable  vehicle  or 
medium,  and  a  base  of  earthy  or  mineral  matter,  which  serves  to  divide 
the  particles  of  oxide  of  copper,  interposing  between  them  substances 
which  dissolve  more  slowly  than  they  do,  or  which  do  not  dissolve  at 
all,  is  infringed  by  the  use  of  a  paint  composed  of  the  same  vehicle,  oxide 
of  copper,  and  Brandon  red,  which  is  an  oxide  of  iron  associated  with 
more  or  less  of  earthy  matter,  which,  by  its  imperfect  solution  in  sea- 
water,  retards  the  solution  of  the  oxide  of  copper. 

(Before  Shepley,  J.,  District  of  Massachusetts,  January,  1874.) 

Shepley,  J. 

This  is  a  bill  in  equity  for  an  alleged  infringement  of  let- 
ters-patent granted  to  complainants  on  the  third  day  of 
November,  1863,  and  reissued  on  the  seventeenth  day  of 
October,  1871,  in  two  divisions,  for  an  improved  paint  for 
ships'  bottoms,  or  marine  paint.  The  answer  gets  up  in  de- 
fence that  the  patent  was  surreptitiously  obtained  by  the 
complainants  for  what  was  the  invention  of  one  Owen  Jones  ; 
but  no  evidence  was  introduced  to  sustain  this  defence.  The 
answer  also  sets  up  that  the  specifications  in  the  reissue  de- 
scribe substantially  different  inventions  from  any  described 
and  shown  in  the  original  patent,  or  in  the  specification  thereof, 
or  in  the  samples  filed  in  the  Patent  Office  in  illustration 
thereof. 

The  original  patent  describes  the  paint  as  compounded  of  a 
vehicle  consisting  of  tar  and  naphtha  mixed  together,  and 
oxide  of  copper  finely  pulverized,  in  the  described  proportions. 
In  another  part  of  the  specification  the  patentees  describe  the 
oxide  of  copper  to  be  used  as  "  copper  ore  in  the  form  of  an 
oxide."  The  specification  also  says,  "we  prefer  to  employ 
the  pyritous  friable  ores,  which  are  easily  reduced  to  a  fine 
powder." 

In  division  B  of  the  reissue  the  patentees  state  that  the 
pyritous  friable  ores  contain  mineral  and  earthy  substances, 
such  as  various  other  metallic  oxides,  sulphur,  etc.,  which 
serve  to  divide  the  particles  of  oxide  of  copper,  interposing 
between  them  substances  which  dissolve  more  slowly  than 
they  do,  or  which  do  not  dissolve  at  all.  They  say  in  the 
reissue,  division  B  :  "  We  prefer  to  employ  the  oxide  of  cop- 
per made  from  pyritous  friable  ores  ;M  that  is,  the  oxide  of 
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copper  made  by  roasting  the  pyritous  ores  exposed  to  air  and 
heat,  and  thus  converting  the  copper  which  they  contain  into 
oxide.  The  description  in  the  original  patent  of  "  copper  ore 
in  the  form  of  an  oxide/'  taken  in  connection  with  "  the 
pyritous  friable  ores"  subsequently  referred  to,  substantially 
suggests,  if  it  does  not  accurately  describe,  the  oxide  of  cop- 
per made  by  roasting  the  pyritous  friable  ores  described  in 
the  reissue,  especially  when  we  take  into  account  the  fact  that 
oxide  of  copper  thus  manufactured  is  proved  to  have  been 
well  known  in  the  arts  and  manufactured  in  large  quantities 
prior  to  1863,  and  therefore  the  description  was  sufficiently 
intelligible  to  those  to  whom  it  was  addressed.  It  cannot, 
therefore,  with  justice,  be  said  that  the  reissued  patent  is  on 
its  face  for  an  invention  different  from  the  one  substantially 
— though  not  in  exact  and  precise  language — described  in  the 
original  specification. 

Evidence  also  is  introduced  tending  to  show  that  the  sam- 
ple deposited  in  the  Patent  Office  was  not  such  an  oxide  of 
copper  combined  with  an  earthy  matter  or  base  as  is  described 
in  the  reissued  patent.  As  the  specification  clearly  describes 
the  composition  of  matter,  and  all  the  ingredients  and  pro- 
portions, in  language  perfectly  intelligible  to  those  skilled  in 
the  art,  it  would  not  be  invalidated  by  the  failure  to  deposit 
in  the  Patent  Office  a  sample  of  one  of  the  ingredients.  This 
requirement,  like  some  others,  is  made  obligatory  before  the 
granting  of  the  patent.  It  is  for  the  Commissioner  to  decide, 
before  granting  the  letters-patent,  whether  it  has  been  com- 
plied  with.  If  he  does  so  decide,  and  grants  the  letters- 
patent,  that  cannot  be  subsequently  impeached  by  evidence 
tending  to  show  a  want  of  compliance  with  the  law  as  to  giv- 
ing notice,  or  paying  fees,  or  performing  the  other  acts  re- 
quired to  be  done  before  the  patent  is  granted,  and  the  per- 
formance of  which  is  to  be  proved  to  the  satisfaction  of  the 
Commissioner,  whose  decision  on  these  questions  is  final 
where  he  has  jurisdiction. 

In  considering  the  questions  of  novelty  and  infringement 
in  this  case,  I  shall  consider  them  only  with  reference  to  their 
application  to  division  B.  In  this  aspect  of  the  case,  it  is  not 
necessary  to  decide  whether  the  views  expressed  in  an  opinion 
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given  by  the  learned  judge  of  the  District  Court  of  the  East- 
ern District  of  New  York,  denying  the  motion  for  a  prelim- 
inary injunction  based  upon  an  alleged  infringement  of 
division  A,  which  opinion  was  based  upon  the  evidence  before 
him  on  ex  parte  affidavits,  would  justify  similar  conclusions 
upon  such  .1  state  of  the  evidence  as  is  exhibited  upon  the 
final  hearing  in  this  case.  It  is  apparent  that  the  testimony 
in  this  record,  aided  by  the  elaborate  investigation  and  learned 
arguments  of  the  counsel  on  both  sides,  has  presented  this 
question,  so  far  as  it  relates  to  division  A,  in  many  new  and 
different  lights  from  those  brought  ta bear  upon  it  in  the  pres- 
entation of  the  question  before  that  learned  judge.  But  the 
infringement,  if  there  were  any  in  this  case,  was  of  the  com- 
position of  matter  described  in  division  B.  I  shall  confine 
my  decision  to  that  branch  of  the  patent.  Thus  confining  it, 
I  do  not  think  the  invention  described  in  that  division  had 
ever  been  anticipated,  and  I  do  think  it  describes  a  patentable 
invention.  Division  B  is  for  an  improved  paint  to  prevent 
the  fouling  of  ships'  bottoms  by  the  adhesion  of  barnacles, 
sea-weeds,  and  other  substances  ;  a  paint  which  can  be  ap- 
plied with  a  brush  like  ordinary  paint,  and  which  is  com- 
pounded, first,  of  a  suitable  vehicle  or  medium  ;  second,  of 
the  oxide  of  copper  yielding  a  poisonous  solution  in  water  ; 
third,  together  with  such  earthy  and  mineral  matters  as  sepa- 
rate the  particles  of  the  oxide  and  retard  such  solution.  This 
composition,  the  patentees  state,  practically  protects  ships' 
bottoms  as  well  as  copper  sheathing  or  yellow  metals,  and  at 
much  less  cost. 

Reliance  is  placed  by  the  defendant  principally  upon  the 
paint  of  Charles  Wetterstedt  as  anticipating  this  invention. 
Letters-patent  were  issued  by  the  United  States,  August  5th, 
1 85 1,  to  Charles  Keenan,  assignee  of  Charles  Wetterstedt,  for 
a  new  and  useful  improvement  in  metallic  alloy  paints.  This 
was  a  well-known  paint  in  common  use  at  the  time  complain- 
ants made  their  application,  and  was  referred  to  and  disclaimed 
by  them  in  their  specification,  and  consequently  decided  by 
the  Commissioner  of  Patents  as  not  interfering  with  their  ap- 
plication. We  have  already  seen  that  complainants'  paint, 
division  B,  was  a  combination  of  oxide  of  copper,  yielding  a 
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poisonous  solution,  with  a  suitable  vehicle  or  medium,  and  a 
base  of  earthy  or  mineral  matter.  Wetterstedt  describes  the 
basis  of  his  invention  "  to  consist  in  the  combination  of  reg- 
ulus  of  antimony  in  various  proportions,  with  copper,  tin, 
zinc,  or  lead." 

In  enumerating  the  advantages  of  his  antimonial  paints,  he 
states  that  antimony,  as  a  constituent  of  metallic  paints,   pos- 
sesses the  property  of  hardness  and  power  to  resist  mechani- 
cal abrasion  from  the  friction  of  water,  and  that  it  imparts 
this  property  to  its  alloys,  as  in  case  of  type-metal  ;  also  that 
the  regulus  and  its  alloys  are  more  brittle  than  other  simple 
metals  and  their  compounds  ;  and,  lastly,  he  claims  that  the 
covering  of  copper,  yellow  metal,  or  iron  ships'  bottoms,  with 
antimony,  protects  them,   in  consequence  of  the  protective 
effects  of  its  galvanic  action.     "  The  oxide  of  copper  is  influ- 
enced by  the  antimony  in  a  manner  similar  to  that  of  metallic 
copper,  and  hence,  when  used  to  form  paint  with  antimony 
or  its  alloys,  it  is  but  slightly  affected,  in  consequence  of  the 
protective  influence  of  the  antimony,  but  is  allowed  to  dissolve 
just  sufficiently  to  produce  poisoning  of  animals,  and  adher- 
ing to  the  surface." 

When  his  paint  was  to  be  used  on  iron  surfaces,  after  paint- 
ing the  surfaces  with  two  coats  of  a  paint  made  with  antimony 
and  lead,  he  directs,  in  addition  to  those  two  coats  of  paint, 
another  compound  of  two  pounds  of  the  alloy  of  antimony 
and  copper  with  four  pounds  of  oxide  of  copper  mixed  with 
five  pints  of  the  mixture  of  tar  and  naphtha,  and  three  pints 
of  pure  naphtha.  This  latter  paint  of  Wetterstedt  differed 
from  the  composition  described  in  division  B,  in  the  absence 
of  the  earthy  or  mineral  basis,  which  is  intended  in  the  com- 
position of  complainants  to  protect  the  oxide  of  copper  by 
dissolving  more  slowly  than  that  does,  and  also  in  the  fact 
that,  while  the  same  or  an  equivalent  vehicle  is  used  in  both, 
the  Wetterstedt  paint  has  in  combination  with  that  vehicle, 
in  addition  to  the  oxide  of  copper,  an  alloy  of  antimony  and 
copper,  the  three  elements  operating  together  to  produce  the 
poisonous  action  ;  while  in  complainants'  paint  there  is  no 
equivalent  for  the  alloy  of  antimony  and  copper  in  Wetter- 
stedt's  paint.     This  omission  of  one  of  the  ingredients  before 
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supposed  to  be  essential  would  be,  under  circumstances  like 
these,  a  patentable  subject.  The  mixture  of  antimony,  cop- 
per, and  the  oxide  of  copper,  to  make  the  protective  paint  of 
Wetterstedt,  involved  according  to  the  description  in  his  speci- 
fication, a  complicated  and  expensive  process  ;  and  when  the 
paint  was  made,  it  required  the  use  of  another  and  different 
paint  as  an  auxiliary  protective  agent,  when  used  as  a  marine 
paint. 

The  marine  paint  described  in  division  B  is  comparatively 
simple  and  inexpensive  in  preparation,  and,  according  to  the 
testimony  in  the  case,  at  least  equally  effective  in  its  appli- 
cation. 

Ford's  patent,  which  was  for  a  process  for  purifying  oil  of 
turpentine  and  naphtha,  and  for  dissolving  therein  India  rub- 
ber, gutta-percha,  and  like  gums,  and  applying  such  solutions 
as  a  cement,  varnish,  paint  or  water-proofing  agent,  contains 
a  suggestion  that  such  solutions  may  be  combined  with  oxides 
or  salts  of  copper  to  be  employed  as  a  coating  for  iron  ships' 
bottoms.  He  does  not  seem  to  have  been  aware  that  the  appli- 
cation of  his  paint  to  the  bottoms  of  iron  ships  would  be  worse 
than  useless,  as  proved  by  the  evidence  of  the  experts  in  this 
case.  The  other  patents  set  up  as  anticipating  the  complain- 
ants' invention  seem  to  have  been  introduced  principally  to 
show  the  state  of  the  art,  and  do  not  require  any  more  extended 
notice  in  connection  with  the  question  of  novelty  further 
than  the  simple  statement  that  they  furnish  no  defence  on  that 
ground.  The  evidence  of  infringement  is  clear.  The  vehicle 
used  by  defendant  is  substantially  for  this  purpose  the  same  as 
complainants'.  He  uses  the  same  protective  agent — the  oxide 
of  copper  ;  and  the  Brandon  red  which  he  uses,  being  an  oxide 
of  iron  associated  with  more  or  less  of  earthy  matter,  and  which, 
by  its  imperfect  solution  in  sea  water,  retards  the  solution  of  the 
oxide  of  copper,  is,  in  operation  in  the  combination,  the  equiva- 
lent of  the  mineral  or  earthy  base  in  complainants'composition. 

Decree  for  injunction  as  against  division  Bof  complainants' 
patent,  and  for  an  account,  as  prayed  for  in  the  bill. 

Causten  Browne  and  Jabez  S.  Holmes,  for  the  complainants. 

T.  W.  Clarke,  for  the  defendant. 
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The  United  States  Steam  Gauge  Company 

vs. 
The  American  Steam  Gauge  Company.    In   Equity. 

In  the  construction  of  the  first,  third  and  fifth  claims  of  the  reissued  patent  for 
a  registering  steam  gauge,  granted  to  complainant,  assignee  of  Elijah 
Clarke,  March  5,  1872  :  Held,  that  in  view  of  the  state  of  the  art  at 
the  date  of  the  invention,  these  claims  must  be  limited  to  the  combina- 
tion of  the  particular  elements  which  the  patentee  has  described,  or  their 
substitutes,  known  at  that  lime. 

So  limited,  the  claims  are  not  infringed  by  the  steam  gauge,  for  which  letters 
patent  were  granted  to  T.  C.  Hargrave,  March  19,  1872. 

(Before  Shepley,  J.,  District  of  Massachusetts,  January,  1874.) 

Shepley,  J. 

Complainant  is  the  assignee  of  letters  patent  originally 
issued  to  Elijah  Clarke,  on  the  5th  of  April,  1870,  reissued 
to  the  complainant  on  the  5th  of  March,  1872,  for  a  register- 
ing steam  gauge. 

It  is  claimed  that  defendant  has  infringed  the  first,  third, 
and  fifth  claims  of  complainant's  patent. 

As,  in  the  opinion  of  the  Court,  none  of  the  evidence  intro- 
duced by  the  defendant  on  the  question  of  novelty  affects  the 
validity  of  complainant's  patent,  or  throws  any  reasonable 
doubt  upon  the  question  as  to  Clarke's  being  the  original  and 
first  inventor  of  what  is  described  in  his  patent,  the  prior 
patents  in  evidence  in  the  case  will  be  examined  principally 
in  view  of  the  light  they  throw  upon  the  state  of  the  art,  as 
affecting  the  construction  of  those  claims  in  the  patent  which 
are  in  issue,  bearing  upon  the  question  of  infringement. 
They  are  the  following  : 

1.  In  a  registering  steam  gauge,  the  combination  of  the 
following  instrumentalities,  .viz. :  First,  a  registering-wheel  ; 
second,  suitable  mechanism  for  revolving  the  same  in  one  di- 
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rection,  and  for  preventing  its  return  ;  and  thirds  suitable 
means  for  adjustment,  so  that  the  gauge  will  be  operative  as 
a  register  only  at  a  prescribed  limit  of  steam  pressure,  all 
constructed  and  operating  substantially  as  set  forth. 

3.  In  a  registering  steam  gauge,  the  combination  of  the 
registering-wheel  I,  the  index-finger  P,  the  lever  F,  the 
link  K,  the  pawl  H,  and  detent  J,  for  the  purpose  of  de- 
noting by  the  same  impulse,  at  the  same  time,  the  number  of 
excesses,  and  the  maximum  excess  of  steam  pressure,  all  con- 
structed and  operating  substantially  as  set  forth. 

5.  In  a  registering  steam  gauge,  the  combination  of  the 
set-screw  b,  with  the  lever  F,  for  the  purpose  of  adjustment 
of  the  gauge  to  the  zero  of  the  prescribed  limit  of  steam  pres- 
sure, substantially  as  set  forth. 

The  first  claim  of  the  patent  cannot  be  construed  broadly, 
as  embracing  'he  three  described  instrumentalities  in  the  com- 
bination without  reference  to  their  construction  or  mode  of 
operation,  as  three  corresponding  instrumentalities  are  found 
in  combination  in  the  steam  gauge  described  in  the  English 
patent  of  John  Clarke,  sealed  on  the  eleventh  day  of  Decem- 
ber, i860.  The  patent  of  John  Clarke,  and  the  complainant's 
patent  for  the  invention  of  Elijah  Clarke,  each  contain,  in  the 
organization  of  a  steam  gauge,  first,  a  ratchet,  which  effects 
registration  of  excesses  of  prescribed  pressure  ;  second,  a  lever, 
carrying  a  pawl  operating  to  revolve  the  ratchet-wheel  in  one 
direction,  and  a  detent  operating  to  prevent  its  retrograde 
movement  ;  and,  third,  suitable  means  of  adjustment,  so  that 
the  gauge  will  be  operative  as  a  register  only  at  the  prescribed 
limit  of  steam  pressure.  The  first  claim  of  the  complainant's 
patent  must  therefore  be  construed  in  accordance  with  the  lit- 
eral meaning  of  the  words  used  in  the  claim  itself,  as  embrac- 
ing this  combination  of  those  three  instrumentalities  in  the 
organization  of  a  steam  gauge,  when  constructed  and  operat- 
ing substantially  as  set  forth  in  the  complainant's  specifica- 
tion ;  and  it  is  by  reason  of  the  differences  in  construction  and 
operation  that  this  claim  of  the  patent  is  sustained,  and  sus- 
tained with  the  limitation  to  such  described  mode  of  con- 
struction and  operation.  The  construction  and  mode  of 
operation  of  these  instrumentalities  combined  in  the  organi- 
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zation  of  defendant's  gauge,  manufactured  under  the  Har- 
grave  patent,  differ  as  much  from  the  corresponding  combi- 
nation of  instrumentalities  in  the  Elijah  Clarke  organization, 
as  the  latter  combination  differs  from  that  in  the  English  pat- 
ent to  John  Clarke.  There  is,  therefore,  no  infringement  of 
the  first  claim. 

It  is  not  contended,  and  cannot  be,  with  any  show  of 
reason,  that  the  combination  of  mechanical  elements  enumer- 
ated in  the  third  claim  of  the  reissued  letters  patent  in  suit,  is 
to  be  found  in  defendant's  gauge.  Complainant  contends 
that  the  third  claim  embraces  any  mechanism  in  a  steam 
gauge,  so  organized  as  to  denote  at  the  same  time  and  by  the 
same  impulse  the  number  of  excesses,  and  the  maximum  ex- 
cess, of  steam  pressure. 

In  view  of  the  state  of  the  art  at  the  date  of  the  invention 
of  Elijah  Clarke,  this  claim  must  also  receive  a  more  limited 
construction,  and  be  confined  to  substantially  the  same  in- 
strumentalities as  are  enumerated  in  the  third  claim.  Gauges 
indicating  the  maximum  pressure  were  old  and  in  common 
use,  as  well  as  gauges  like  that  shown  in  the  specification  of 
the  English  patent  to  John  Clarke. 

In  the  specification  of  the  letters  patent  to  David  P.  Davis, 
dated  July  2,  1867,  and  of  the  English  patent  to  Norton  and 
Bailey,  dated  January  7,  1868,  mechanism  is  described  com- 
bined with  the  ordinary  mechanism  of  a  pressure-gauge,  by 
which  a  marking  device  is  actuated  by  the  weighing  device, 
and  makes  a  mark  upon  a  sheet  of  paper,  which  is  moved  for- 
ward at  the  same  time  by  clock-work.  The  pressure  of  the 
steam  is  recorded  by  the  position  of  this  mark  upon  the  sheet 
of  paper.  Parallel  lines  are  traced  upon  the  sheet  of  paper, 
and  these  are  intersected  by  other  parallel  lines,  which  last 
correspond  with  the  movement  of  the  clock-work,  so  that  in  a 
given  unit  of  time  the  paper  is  moved  a  distance  equal  to  the 
distance  between  the  cross-lines.  A  record  is  permanently 
made  upon  the  paper  by  the  pencil  or  other  marking  device, 
so  that  upon  comparison  of  the  line  traced  by  the  pencil  with 
the  two  systems  of  parallel  lines  upon  the  paper,  there  is  reg- 
istered and  indicated  the  actual  pressure  of  steam  at  any  and 
every  given  time,  and,  of  course,  necessarily  the  highest  and 
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lowest  pressure,  and  when  and  how  often  the  pressure  has  ex- 
ceeded or  fallen  below  any  assumed  point  of  pressure.  In 
these  last  named  two  organizations,  it  is  true  that  there  was 
the  added  instrumentality  of  a  coiled  spring,  or  a  weight  to 
move  the  paper.  Yet  these  gauges  both  contained  mechanism 
for  denoting,  by  the  same  impulse — that  is,  by  the  expansive 
force  of  the  steam  acting  upon  the  spring  or  weighing  device 
— at  the  same  time,  the  number  of  excesses,  and  the  maximum 
excess,  of  steam  pressure. 

The  evidence  in  the  record  disproves  any  infringement  of 
the  fifth  claim.  Treating  the  complainant's  patent  as  good 
and  valid,  with  the  construction  here  given  to  the  claims, 
which  secures  to  the  patentee  the  right  to  the  combination  of 
the  instrumentalities  in  the  organization  of  a  pressure-gauge 
which  he  has  described,  and  secures  him  against  infringement 
by  any  mere  formal  alterations  or  substitution  of  ingredients, 
well-known  as  substitutes  at  the  date  of  his  invention,  for  any 
of  the  ingredients  of  his  combination,  yet  a  case  of  infringe- 
ment is  not  made  out  against  the  defendant  by  the  use  of  the 
Hargrave  gauge.  To  show  wherein  the  instrumentalities  in 
this  organization  differ  in  construction  and  mode  of  operation 
from  those  in  the  combination  in  the  Elijah  Clarke  gauge,  s6 
far  as  the  combination  in  that  gauge  is  new,  would  require 
more  space  than  can  well  be  devoted  to  this  branch  of  the 
subject,  as  the  views  I  have  already  expressed  on  the  construe* 
tion  of  the  claims  will  show  clearly  to  parties  and  counsel, 
that,  entertaining  these  opinions  in  relation  to  the  construc- 
tion of  the  claims,  I  could  come  to  no  other  conclusion  than 
that  the  defendant  does  not  infringe  ;  and  the  differences  in 
the  two  organizations  could  not  be  readily  made  intelligible 
to  others  by  any  mere  verbal  description  unaided  by  models 
or  drawings. 

Bill  dismissed. 

Thomas  W.  Clarke^  for  the  complainant. 

George  Z.  Roberts  and  Reuben  Z.  Roberts  for  the  defendant. 
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Wade  H.  Hill  et  al. 

vs. 

G.  Henry  Whitcomb  et  al.    In  Equity. 

A  licensee  under  a  patent,  with  the  exclusive  right  to  use,  rent  and  vend  a 
patented  article  within  a  specified  territory,  cannot  maintain  a  suit  for  an 
injunction  and  account,  against  parties  using  the  patented  article  in 
violation  of  the  license. 

A  licensee  cannot  maintain  an  action  for  infringement  in  his  own  name. 

When  the  patentee  sells  to  a  person  a  machine,  embodying  the  patented 
invention,  with  a  covenant  that  the  vendee  shall  be  the  exclusive  licensee, 
and  have  the  sole  right  to  use  the  patented  invention  within  a  specified 
territory,  and  thereafter  sells  to  another  the  patented  invention,  in 
violation  of  the  contract,  the  licensee  cannot  enforce  his  rights  by  bill  in 
equity,  under  the  jurisdiction  conferred  upon  the  federal  courts  by  the 
patent  act. 

The  licensee  might  seek  relief  for  the  breach  of  contract  under  the  general 
equitable  jurisdiction  of  the  federal  courts,  but  in  that  case  he  must 
bring  himself  within  the  rule  with  regard  to  the  citizenship  of  the  par- 
ties, otherwise  he  must  seek  redress  in  the  State  courts. 

(Before  Sheplev,  J.,  District  of  Massachusetts,  February,  1874.) 

Shepley,  J. 

The  Allen  Manufacturing  Company,  being  the  owners  of 
the  rights  secured  by  three  different  letters  patent  of  the 
United  States,  for  the  inventions  of  Edwin  Allen  in  improve- 
ments in  printing-presses,  on  the  1st  of  February,  1871,  en- 
tered into  a  certain  contract  with  the  complainants.  This 
bill  is  brought  to  enforce  the  rights  of  th*  complainants  under 
that  contract. 

The  contract  begins  with  a  recital  that  the  Allen  Manufac- 
turing Compan)-  are  the  owners  of  a  patent  automatic  envel- 
ope printing  press.  In  fact,  they  were  then  manufacturing  a 
printing-press  which  they  styled  a  patented  automatic  envel- 
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ope  printing  press,  in  the  organization  of  which  were  included 
the  inventions  secured  by  the  three  patents  above  mentioned. 
•4  The  exclusive  right  to  use,  rent,  and  vend,  said  presses  in 
the  county  of  Worcester  and  in  the  State  of  Rhode  Island," 
is  granted  to  Hill,  Devoe  &  Co.,  the  complainants,  the  Allen 
Manufacturing  Company  reserving  for  themselves  "  the  ex- 
clusive right  to  manufacture  said  presses."  The  second  clause 
in  the  contract  provides  that  the  •  company  shall,  within  a 
reasonable  time,  supply  all  presses  ordered  by  complainants 
in  writing,  and  also  that  such  presses  shall  be  in  all  respects 
complete  and  perfect,  and  provided  with  all  the  improvements 
then  in  use  with  said  presses,  and  owned  or  under  the  control 
of  the  party  of  the  first  part  ;  and  said  parties  of  the  second 
part,  the  complainants,  "  shall  have  the  exclusive  right  to  said 
improvements  in  the  territory  aforesaid  under  the  terms  of 
this  agreement.' '  The  third  clause  is  a  covenant  to  protect 
and  defend  the  complainants  in'the  exclusive  use  and  enjoy- 
ment of  the  said  automatic  envelope-printing  presses  in  the 
territory- aforesaid,  and  of  the  improvements  aforesaid,  and  to 
protect  them  against  all  claims  and  demands  of  all  persons 
for  infringement  or  damage  therefor.  The  fourth  clause  pro- 
vides for  the  payment  by  complainants  of  the  sum  of  one 
thousand  dollars  for  each  press  ordered  and  received  by  them, 
and  of  a  royalty  of  one  dollar  per  day  on  each  press  on  which 
envelopes  can  be  printed  of  size  No.  6,  and  corresponding 
royalties  for  other  sizes,  "  when  said  parties  of  the  second  part 
shall  be  protected  in  the  exclusive  use  and  enjoyment  of  them 
according  to  this  agreement."  The  fifth  clause  contains  pro- 
visions concerning  the  sale  by  complainants  to  other  parties, 
not  material  to  the  subject-matter  of  this  inquiry.  It  is  pro- 
vided in  the  sixth  clause  that  complainants  shall  have  the  ex- 
clusive right  in  said  territory  to  use  any  and  all  improvements 
upon  said  presses,  which  shall  hereafter  be  made,  and  which 
shall  be  owned  by,  o.r  under  the  control  of  said  parties  of  the 
first  part,  and  shall  have  the  right  to  adapt  said  improvements 
to  all  presses  purchased  by  them  before  the  date  of  said  im- 
provements. 

The  complainants  were,  therefore,  not  grantees  of  an  ex- 
clusive right  under  the  patents,  or  any  of  them,  to  the  whole 
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or  any  specified  part  of  the  United  States.  They  were 
licensees,  with  the  right  of  using,  and  vending  to  others  to  be 
used,  within  the  specified  territory,  such  presses  embodying 
the  patented  inventions  as  they  might  purchase  of  the  Allen 
Company,  which  owned  the  patents  ;  and  having  coupled  with 
that  license  a  grant  of  the  exclusive  right  to  use,  rent,  and 
vend,  "said  presses  in  the  specified  territory  upon  the  pre- 
scribed conditions,  and  a  covenant  for  protection  in  "  the  ex- 
clusive use  and  enjoyment  of  said  automatic  printing-presses 
aforesaid,  and  of  the  improvements  aforesaid." 

Such  a  contract  clearly  gives  the  licensee  no  right  of  action 
for  an  infringement  of  the  patent.  To  enable  the  purchaser 
to  sue,  the  assignment  must  undoubtedly  convey  to  him  the 
entire  and  unqualified  monopoly  which  the  patentee  held  in 
the  territory  specified,  excluding  the  patentee  himself  as  well 
as  others.  Any  assignment  short  of  this  is  a  mere,  license  ; 
and  the  legal  right  in  the  monopoly  remains  in  the  patentee, 
and  he  alone  can  maintain  an  action  against  a  third  party  who 
commits  an  infringement  upon  it.  Gayler  v.  Wilder,  10  How. 
494  ;  Sanford  v.  Messer,  2  Off.  Gaz.  470. 

After  the  first  day  of  February,  187 1,  the  date  of  the  con- 
tract, the  Allen  Manufacturing  Company,  at  Norwich  in  the 
State  of  Connecticut,  sold  to  G.  Henry  Whitcomb  and  David 
Whitcomb,  the  other  defendants,  a  certain  printing-press 
manufactured  by  the  company,  of  a  style  known  to  them  as  a 
job-press,  being  a  press  of  different  style  from  the  one  in  use 
by  complainants,  but  containing  the  inventions  covered  by 
the  three  letters  patent  before  mentioned  ;  and  the  Whit- 
combs  used  this  job-press  from  time  to  time  in  their  business 
at  Worcester.  There  is  evidence  in  the  case  tending  to  show 
such  notice  of  the  contract  between  the  Allen  Manufacturing 
Company  and  Hill,  Devoe  &Co.,  the  complainants,  as  would, 
according  to  the  rules  established  in  courts  of  equity,  put 
them  upon  inquiry,  and  charge  them  with  knowledge  of  all 
the  facts  to  which  such  inquiry  would  lead.  Complainants 
bring  this  bill  against  the  Whitcombs  and  the  Allen  Manufac- 
turing Company  for  the  use  of  said  press,  charging  it  to  be 
without  their  consent,  and  in  violation  of  the  orators'  rights 
and  privileges  under  said  letters-patent,   and  the  exclusive 
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right  and  privilege  granted  to  them,  and  as  an  infringement 
upon  the  exclusive  rights  and  privileges  of  the  complainants 
under  the  three  letters  patent  aforesaid. 

All  of  the  defendants  strenuously  insist  that  the  sale  of  the 
job-press  to  the  Whitcombs,  to  be  used  in  Worcester,  was  not 
in  violation  of  the  exclusive  rights  and  privileges  granted  to 
the  complainants,  by  reason  of  the  differences  in  the  construc- 
tion and  operation  of  the  job-press,  as  compared  with  the 
automatic  envelope-press.  I  am,  however,  of  opinion  that,  in- 
asmuch as  the  job-press  embodied  in  its  organization  the. 
three  inventions  secured  by  letters  patent,  and  embodied  in 
the  organization  of  the  press  described  in  the  contract,  the 
sale  of  that  press  to  be  used  in  Worcester  was  a  violation  of 
the  agreement  of  the  Allen  Manufacturing  Company  to  pro- 
tect the  complainants  in  the  exclusive  use  of  the  patented  im- 
provements in  that  territory.  I  am  also  of  opinion,  as  before 
stated,  that  the  Whitcombs,  in  a  court  of  equity,  would  be 
charged,  npon  the  evidence  in  this  record,  with  notice  of  the 
equities  of  the  complainants. 

The  complainants  contend  that  the  Allen  Manufacturing 
Company  have  substantially  agreed  with  the  complainants 
that  they  would  not  sell  the  patented  inventions  to  be  used 
within  the  limits  specified  in  the  contract ;  that  they  were 
limited  by  the  contract  not  to  dispose  of  machines  containing 
the  patented  inventions  with  an  unrestricted  right  of  use,  but 
that  the  right  of  user  should  have  been,  by  the  conditions  of 
the  sale,  restricted  to  territory  outside  of  that  territory  within 
which  they  had  covenanted  to  protect  the  complainants  in  the 
exclusive  use.  They  claim  that  the  defendant,  the  Allen  Com- 
pany, sold  without  such  restriction,  and  th«  Whitcombs,  de- 
fendants, bought  with  notice  of  such  contract  relations  sub- 
sisting between  the  company  and  the  complainants.  They 
claim,  therefore,  that  a  court  of  equity  will  treat  that  as  hav- 
ing been  done  which  ought  to  have  been  done  by  the  parties, 
and  protect  the  complainants  in  their  right  to  the  exclusive 
use  within  the  described  limits. 

This  presents  the  question  of  the  jurisdiction  of  this  court. 
Objection  is  made  to  the  equity  jurisdiction,  upon  the  ground 
that  the  complainants  have  a  plain,  adequate,  and  sufficient 
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remedy  at  law,  by  an  action  for  breach  of  the  covenants  and 
agreements  in   the  contract ;    but  this  objection  would   not 
avail,  if  this  court  had  jurisdiction  by  reason  of  the  residence 
of  the  parties,  for  the  reason  that  the  remedy  at  law,  in  a  case 
like  this,  would  not  be  as  practical  and  efficient  to  the  ends  of 
justice  and  its  prompt  administration  as  the  equitable  remedy. 
Wylie  v.  Coxe,  15   How.  415  ;  Garrison  v.  Memphis  Ins.  Co.,  19 
How.  312.     Another  objection   is,  that  the  bill  in  this   case 
does  not  set  out,  as  a  claim  for  equitable  relief,   supposed 
equities  springing  from  a  violation  of  the  contract  and  notice 
to  the  Whitcombs,  but  is  a  bill   for  injunction  and  account, 
on  the  ground  of  alleged  infringement  of  the  exclusive  rights 
of  the  complainants,  under  the  several  patents  set  out  in  the 
bill.     This  objection  is  well  taken.     The  bill  cannot  be  sus- 
tained  as  a   bill   for  infringement   of    rights  under    letters 
patent.     The  complainants  are  licensees  only,  and  as  such 
cannot  maintain  an  action  for  infringement  in  their  own  name. 
The  defendants  are  not  infringers  of  any  rights  under  letters 
patent.     The  Allen  Manufacturing  Company  were  the  owners 
by  assignment  of  the  letters  patent,  and  sole  owners  for  the 
United  States.     They  cannot,  therefore,  be  infringers.     The 
other  defendants,  the  Whitcombs,  bought  their  press  of  the 
company,  which  had  the  power  to  convey  to  them  a  machine, 
with  the  right  to  use  it  anywhere  in  the  territory  owned   by 
the  grantors,  which  embraced  the  whole  United  States.     They 
are  not  infringers  under  the  patent  law.     The  mere  fact  that 
the  patentees,  in  violation  of  a  covenant  which  they  had  made 
with  other  parties  not  to  do  so,  had  conveyed  to  them  the  un- 
restricted right  to  use  the  patented  inventions,  did  not  make 
them  infringers  of  any  rights  under  the  letters  patent. 

For  these  reasons  the  bill,  in  its  present  form,  cannot  be 
maintained.  Inasmuch,  however,  as  that  objection  might  be 
obviated  by  an  amendment  of  the  bill,  setting  out  the 
grounds  of  equitable  relief  upon  which  the  complainants  rety, 
I  think  it  better  not  to  rest  the  decision  upon  any  technical 
grounds  as  to  the  form  of  the  bill  and  the  grounds  of  equit- 
able relief  set  up  in  the  record,  but  to  consider  the  case  as  if 
the  grounds  relied  upon  were  well  charged  in  the  pleadings. 
The  question  then  presented  would  be — When  the  patentee, 
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or  his  assignee,  of  letters  patent  for  an  invention,  sells  to  a 
person  a  machine  embodying  the  patented  invention,  with  a 
covenant  that  the  vendee  and  licensee  shall  be  the  exclusive 
licensee,  and  have  the  sole  right  to  use  the  patented  invention 
within  a  described  territory  ;  and  thereafter  sells  to  another 
the  patented  invention  in  violation  of  his  contract,  to  be  used 
in  the  described  territory,  such  second  vendee  having  notice 
of  the  first  contract — Can  the  licensee  enforce  his  rights  by  bill 
in  equity  in  the  federal  courts,  without  regard  to  the  citizenship 
of  the  parties,  under  the  jurisdiction  conferred  upon  those 
courts  by  the  patent  act  ?  The  fifty- fifth  section  of  the  act  of 
July  8th,  1870,  enacts  "  that  all  actions,  suits,  controversies, 
and  cases,  arising  under  the  patent  laws  of  the  United  States, 
shall  be  originally  cognizable,  as  well  in  equity  as  at  law,  by 
the  circuit  courts  of  the  United  States  ;  .  .  .  and  the  court 
shall  have  power,  upon  bill  in  equity  filed  by  any  party 
aggrieved,  to  grant  injunctions,  according  to  the  course  and 
principles  of  courts  of  equity,  to  prevent  the  violation  of  any 
right  secured  by  patent,  on  such  terms  as  the  court  may  deem 
reasonable."  Is  the  case  supposed  a  case  or  controversy  aris- 
ing under  the  patent  laws  of  the  United  States  ?  I  feel  com- 
pelled to  come  to  the  conclusion  that  it  is  not.  It  is  a  case 
arising  under  a  contract  in  relation  to  a  machine  embodying 
in  its  organization  three  or  more  patented  inventions.  But 
it  is  a  case  arising  out  of  the  contract  and  the  relations  of  the 
parties  under  that  contract,  and  not  under  the  patent  laws  of 
the  United  States.  If  the  Allen  Manufacturing  Company 
were  the  sole  manufacturers  of  a  certain  description  of  print- 
ing-presses not  patented,  and  should  sell  one  of  such  presses 
to  the  complainants,  with  a  covenant  that  they  would  not  sell 
any  like  press  to  any  other  person,  to  be  used  in  the  same 
territory  to  compete  with  the  complainants  ;  and  afterward 
should  sell  to  another  person  who  had  notice  of  the  contract, 
a  like  printing-press,  to  be  used  in  the  same  territory  in  comT 
petition  with  the  first  vendees,  it  would  present  a  case  fur- 
nishing precisely  the  same  ground  for  equitable  jurisdiction 
as  that  claimed  to  exist  in  the  present  case.  It  would  present 
a  case  cognizable  in  a  court  of  equity  in  the  State  of  which  the 
parties  were  citizens,  if  the  court  should  be  of  opinion  that 
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there  was  not  a  full,  adequate,  and  complete  remedy  at  law. 
It  would,  in  my  opinion,  present  a  case  for  equitable  relief  in 
this  court,  if  by  reason  of  the  parties  being  citizens  of  different 
States,  this  court  had  jurisdiction  of  the  case.  But  it  would 
not  be,  and  this  case  is  not,  a  bill  to  prevent "  the  violation  of 
a  right  secured  by  patent,"  but  of  a  right  secured  by  contract. 
The  machine  purchased  by  the  Whitcombs  of  the  patentees 
had  passed  out  of  the  monopoly  and  from  under  the  protec- 
tion of  the  patent  laws  of  the  United  States,  and  was,  like 
other  property,  subject  only  to  the  operation  of  the  laws  of 
the  State.  Goodyear  v.  Beverly  Rubber  Co ».,  i  Cliff.  348  ;  Adams 
v.  Burke,  1  Off.  Gaz.  282  ;  Hawley  v.  Mitchell,  1  Off.  Gaz.  306  ; 
Bloomer  v.  McQuewan,  14  How.  549  ;  Wilson  v.  Rousseau,  4 
How.  646  ;  Metropolitan  Co.  v.  Earle,  2  Fish.  203. 

In  a  court  of  general  equity  jurisdiction,  the  fact  that  the 
patentee  had,  in  fraud  of  his  contract,  conveyed  such  a  right 
to  use  the  machine  in  the  city  of  Worcester  to  one  who  had 
notice  of  the  contract,  would  furnish  a  ground  for  equitable 
relief,  for  the  very  reason  that  thereby  the  purchaser  had 
acquired  the  right  to  use  the  machine  without  violation  of  the 
patent  laws,  when  the  patentee  had  stipulated  that  no  one  but 
the  first  licensee  should  be  able  to  do  so  without  being  liable 
as  an  infringer.  The  case  is  like  that,  cited  by  complainants* 
counsel  of  Taylor  v.  Stibbert,  2  Ves.  Jr.  437,  where  the  vendor 
of  real  estate  was  bound  to  grant  a  lease,  or  answer  in  dam- 
ages for  non  performance.  The  purchaser  bought  with  notice 
of  the  contract,  and  the  court  held  that  he  must  fulfil  it.  The 
equitable  jurisdiction  springs  in  that  case  from  the  breach  of  the 
contract,  the  notice  of  it  to  the  vendee,  and  the  want  of  an  ade- 
quate legal  remedy.  Admitting  that  all  these  elements  exist  in 
the  present  case  they  do  not  confer  jurisdiction  in  this  case  over 
these  parties  ;  for  these  facts  alone  do  not  bring  the  case  within 
any  grant  in  the  Constitution  to  Congress  of  judicial  power,  or 
any  act  of  Congress  conferring  such  power  on  the  federal  courts. 

Bill  dismissed. 

Causten  Browne  and  Jabez  S.  Holmes,  for  the  complainant. 

G.  S.  Hillard,  M.  F.  Dickinson,  Jr.y  and  J,  Em  Maynadier,  for 
the  defendants. 
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Sarah  A.  Moody 

vs. 

George  R.  Taber.    In  Equity. 

A  patent  for  abdominal  supporters,  intended  to  sustain  the  viscera  of  well 
formed  persons,  will  not  be  held  void  for  want  of  novelty,  upon  the  testi- 
mony of  a  physician,  that,  prior  to  the  complainant's  invention,  he  had 
made  several  supporters,  of  which  no  specimens  are  produced,  "  of  the 
same  general  character, "  for  deformed  patients  ;  each  being  peculiar  and 
special  in  its  construction,  and  made  with  a  view  to  the  particular  de- 
formity of  the  patient  for  whom  it  was  intended. 

A  licensee  who  has  elected  to  put  an  end  to  his  license,  and  denies  the 
validity  of  the  patent,  and  refuses  to  recognize  any  title  in  the  patentee, 
will  not  afterwards,  when  the  validity  of  the  patent  has  been  sustained, 
be  permitted  to  set  up  the  license  from  the  patentee  as  a  defense  to  the 
action. 

One  who  purchases  patented  articles  from  a  licensee,  with  knowledge  of  his 
having  repudiated  his  contract  with  the  patentee,  will  be  liable  for  the 
sale  of  such  articles,  as  well  as  for  the  sale  of  those  he  makes  afterwards. 

(Before  Shepley,  J.,  District  of  Massachusetts,  February,  1874.) 

Shepley,  J. 

Defendant  is  charged  with  the  infringement  of  letters  patent 
reissue  numbered  2,165,  granted  to  Sarah  A.  Moody,  for  im- 
provements in  corsets  and  abdominal  supporters.  The  inven- 
tion consists  in  certain  improvements,  and  changes  in  the 
form  and  construction  of  corsets,  to  fit  them  to  perform  the 
function  of  supporting  the  abdomen  in  cases  in  which  an 
artificial  support  is  required.  When  adjusted  according  to 
the  specifications  in  the  patent,  the  operation  of  the  improved 
supporters  is  to  lift  and  support  the  abdominal  viscera,  trans- 
ferring the  strain  from  the  abdominal  muscles  to  the  base  of 
the  spinal  column  and  hips,  and  relieving  the  pelvic  viscera 
from  abnormal  pressure.  The  utility  of  the  invention  is 
proved  by  the  testimony  of  eminent  surgeons,  and  of  distin- 
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guished  physicians  of  both  sexes.     The  exhibits  introduced  to 
establish  the  fact  of  an  anticipation  of  the  complainant's  in- 
vention fail  to  support  the  defence  of  want  of  novelty  set  up 
in  the  answer.     The  one  most  nearly  resembling  the  invention 
of  the  complainant  is  exhibit  No.  6,  produced  by  Dr.  Charles 
H.  Spring.     This,  he  testifies,  was  made  for  and  worn  by  a 
patient  of  his  "  about  five  or  six  years  since."     This  was  after 
the  date  of  complainant's  invention.     He  says  this  was  "  of 
the  same  general  character"  as  those  made  by  him  for  the 
past  ten  or  eleven  years.     But  when  we  consider  the  fact  that 
the  witness  had  given  special  attention  to  diseases  and   de- 
formities of  the  spine,  and  that  each  corset  made  under  his 
direction  was  peculiar  and  special  in  its  construction,   and 
made  with  a  view  to  the  particular  deformity  of  the  patient  in 
each  case,  it  would  not  be  safe  to  treat  a  patent  as  invalid 
upon  testimony  no  more  definite  than  that  which  speaks  of 
those  contrivances  of  an  earlier  date,  of  which  no  specimens 
are  exhibited,  as  being  of  the  same  general  character  as  ex- 
hibit No.  6.     Some  of  the  witnesses  consider  the  invention 
described  in  the  specification  of  the  patent  to  be  of  the  same 
general  character  as  that  described  in  the  specifications  of  the 
patent  to  Elizabeth  Adams.     Yet  a  careful  reading  of  the  two 
will  show  that  there  is  no  similarity,   much  less  identity,  in 
what  is  claimed  as  invention  in  the  two  patents.     Exhibit  No. 
6  itself  is  also  proved  to  be  applicable  only  to  deformities, 
and,  if  applied  to  a  fully  developed  or  well-formed  person, 
would  not  extend  low  enough  to  have  any  elevating  or  sup- 
porting force  to  counteract  the  pressure  of  the  abdominal 
viscera.     This  exhibit,  like  all  the  contrivances  made  under 
Dr.  Spring's  direction,  had  for  its  primary  function  the  sup- 
port of  an  enfeebled,  diseased,  and  deformed  spine.     The  sup- 
port given  in  any  case  to  the  abdominal  viscera  was  merely 
auxiliary  and  secondary.     The  other  exhibits  offered  in  evi- 
dence fail  to   sustain  this  branch  of  the  defence,   for  reasons 
clearly  and  fully  stated   in  the  testimony  of  the  expert  wit- 
nesses, especially  in  that  of  Dr.  Newton. 

Exhibits  A  and  B,  representing  the  corsets  sold  by  the  de- 
fendant, are  clearly  within  the  description  in  the  complain- 
ant's patent.     Without  going  over  in  detail  the  relations  be- 
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tween  the  complainant  and  the  defendant  Taber,  and  also  the 
Boston  Corset  Skirt  Company,  which  was  originally,  and 
prior  to  the  failure  of  the  company,  a  licensee  of  the  complain- 
ant, it  is  sufficient  in  this  case  to  say,  that,  although  the  com- 
pany could  have  availed  itself  of  the  right  to  sell  the  support- 
ers on  hand  at  the  expiration  of  the  contract,  by  paying  the 
license  fee  according  to  the  terms  of  the  contract,  the  com- 
pany elected  to  repudiate  any  rights  or  liabilities  under  the 
contract,  and  to  determine  the  contract  relations  absolutely. 
This  it  did  by  its  letter  of  October  19th,  1869,  in  which  the 
company  say  to  the  complainant :  "  In  order  that  there  may 
be  no  misunderstanding  in  the  future,  we  hereby  give  you 
notice  that  we  understand  the  contract  to  be  at  end,  and  we 
shall  not  therefore  account  to  you  for  any  profits  we  may  de- 
rive from  the  manufacture  and  sale  of  abdominal  supporters 
after  October  10th,  1869." 

The  company  could  not  be  permitted  thus  to  put  an  end  to 
the  contract,  and  deny  the  validity  of  the  patent,  and  refuse 
to  recognize  any  title  in  the  patentee,  and,  afterward,  when 
the  validity  of  the  patent  is  sustained,  to  set  up  a  license  from 
the  patentee  to  vend  those  on  hand  after  October  19th,  the 
date  of  the  letter.  The  defendant  bought  the  balance  on 
hand,  at  the  time  of  the  failure  of  the  company,  of  the  corsets 
manufactured  under  the  patent,  with  full  knowledge  of 
complainant's  rights  ;  and  for  the  sale  of  these,  and  all  made 
and  sold  by  him  like  exhibits  A  and  B,  he  must  be  held  to 
have  infringed,  and  be  liable  to  account  for  the  profits. 
t    Decree  for  injunction  and  account. 

T.  S.   Wakefield  and  /.  B.  Robb,  for  the  complainant. 

Chauncey  Smith  and  IV.  W.  Swan,  for  the  defendant. 


44  DISTRICT   OF  MASSACHUSETTS. 


United  Nickel  Co.  v.  Keith. 


United  Nickel  Company 

vs. 
N.  S.  Keith.     In  Equity. 

The  first  claim  in  the  patent  to  Isaac  Adams,  Jr.,  August  3,  1869,  for  "  the 
electro-deposition  of  nickel  by  means  of  a  solution  of  the  double  sul- 
phate of  nickel  and  ammonia,  or  a  solution  of  the  double  chloride  of 
nickel  and  ammonium,  prepared  and  used  in  such  a  manner  as  to  be  free 
from  the  presence  of  potash,  soda,  alumina,  lime  or  nitric  acid,  or  from 
any  acid  or  alkaline  reaction"  is  infringed,  by  the  use  in  the  electro-de- 
position of  nickel,  of  a  solution  of  the  double  sulphate  of  nickel  and  am- 
monia, containing  one  one-thousandth  part  of  tartrate  of  ammonia,  and 
one  eighth-hundredth  part  of  ammonia,  the  evidence  showing  the  first  of 
these  to  be  an  inert  substance  in  the  solution,  and  the  second  to  be  speed- 
ily eliminated  from  the  solution  in  use,  by  evaporation. 

The  validity  of  the  patents  for  improvements  in  the  electro- deposition  of 
nickel,  granted  to  Isaac  Adams,  Jr.,  August  3,  1869  and  May  10, 
1870,  affirmed. 

(Before  Sheplky,  J.,  District  of  Massachusetts,  February,  1874.)     * 

Shepley,  J. 

The  defendant  is  charged  with  infringement  of  letters  patent 
of  the  United  States,  granted  to  Isaac  Adams,  Jr.,  for  "  im- 
provements in  the  electro-deposition  of  nickel,"  dated  August 
3,  1869,  and  May  10,  1870,  both  of  which  patents  have 
been  duly  assigned  to  the  complainant. 

Defendant  denies  the  infringement,  and  alleges  that  Adams 
was  not  the  original  and  first  inventor  of  what  is  claimed  as 
his  invention  in  either  of  the  patents. 

The  history  of  the  state  of  the  art  of  electro-plating  with 
nickel,  or  what  should  with  more  propriety,  in  view  of  the 
progress  then  made  in  the  art,  be  denominated  the  electro- 
deposition  of  nickel,  prior  to  the  discoveries  of  Dr.  Adams,  is 
sufficiently  given  in  the  opinion  of  this  court  in  the  case  of 
United  Nickel  Co.  v.  Authes,  1  Off.  Gaz/578,  not  to  require  rep- 
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etition  here  otherwise  than  by  reference  to  and  reiteration  of 
the  views  expressed  in  that  case.  Much  additional  evidence 
has  been  introduced  in  the  record  in  this  case  upon  the  issue 
of  novelty  ;  yet,  after  a  careful  review  of  the  whole  evidence, 
both  in  relation  to  what  was  alleged  in  that  case  as  anticipat- 
ing the  discoveries  and  inventions  of  Dr.  Adams,  and  is  again 
alleged  in  this  record  accompanied  with  further  proof,  as  well 
as  what  additional  and  new  matter  is  here  introduced,  I  am 
confirmed  in  the  conviction  that  the  electro-deposition  of 
nickel  by  means  of  the  described  solutions  prepared  and  used, 
as  described  in  his  patents,  and  of  such  an  anode  as  his  pat- 
ents describe,  was  unknown  in  any  practical  application  of  it 
to  the  useful  art  of  electro-plating  of  metals  prior  to  the  dis- 
coveries of  the  patentee.  By  electro-plating  of  metals  as  a 
useful  art,  I  mean  the  uniform,  continuous,  and  coherent  de- 
posit of  one  metal  upon  the  surface  of  another,  so  as  to  pro- 
duce a  coating  of  the  desired  thickness,  purity,  uniformity, 
coherence,  and  permanency  of  adhesion,  as  distinguished 
from  the  mere  electrolysis  or  electro-deposition  of  a  metal  out 
of  a  solution,  whether  such  electro- deposition  be  or  be  not  on 
the  surface  of  another  metal.  And  herein,  in  my  view,  con- 
sists the  difference  in  the  state  of  the  art  prior  and  subsequent 
to  the  discoveries  of  the  patentee.  Prior  to  his  discoveries 
and  inventions,  eiectro-platers  and  electro-metallurgists  well 
understood  how  desirable  a  result  it  would  be  to  be  able  to 
plate  the  surface  of  baser  metals  with  a  coating  of  nickel,  re- 
sembling silver  in  lustre  and  color,  without  its  liability  to 
tarnish  on  exposure  to  the  air.  Yet  while  it  was  thus  well 
understood,  as  stated  by  Napier,  that  if  the  practical  difficul- 
ties could  be  overcome,  "  the  application  of  nickel  to  the  coat- 
ing of  other  metals  would  be  extensive,  and  the  property  of 
not  being  liable  to  tarnish  would  make  it  eminently  useful 
for  all  general  purposes,"  yet,  with  all  the  research  and  in- 
vestigation which  has  been  so  lavishly  bestowed  on  this  case, 
the  defendant  has  signally  failed  to  show  that  electro-plating 
of  metals  with  nickel  had  any  practical  existence,  as  accessible 
or  beneficial  to  the  public,  before  the  date  of  the  inventions  of 
Dr.  Adams.  Since  that  time,  under  the  processes  described 
in  his  patent,  the  art  is  so  extensively  practised,  both  in  this 
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country  and  Europe,  that,  as  stated  by  one  of  the  witnesses  in 
this  case,  it  would  be  less  difficult  to  name  articles  used  in 
the  mechanic  arts  which  have  never  been  nickel-plated  than 
those  to  which  nickel-plating  has  been  applied.  The  claims 
in  the  two  patents  are  as  follows  :  In  the  patent  of  August  3, 
1869— 

"  1.  The  electro-deposition  of  nickel  by  means  of  a  solution 
of  the  double  sulphate  of  nickel  and  ammonia,  or  a  solution 
of  the  double  chloride  of  nickel  and  ammonium,  prepared  and 
used  in  such  a  manner  as  to  be  free  from  the  presence  of 
potash,  soda,  alumina,  lime,  or  nitric  acid,  or  from  any  acid 
or  alkaline  reaction. 

"  2.  The  use  for  the  anode  of  a  depositing-cell  of  nickel, 
combined  with  iron  to  prevent  the  copper  and  arsenic  which 
may  be  present  from  being  deposited  with  the  nickel,  or  from 
injuring  the  solution. 

41  3.  The  methods  herein  described  for  preparing  the  solu- 
tion of  the  double  sulphate  of  nickel  and  ammonia,  and  the 
double  chloride  of  nickel  and  ammonia. 

"  4.  The  electro-plating  of  metals  with  a  coating  of  com- 
pact, coherent,  tenacious,  flexible  nickel,  of  sufficient  thick- 
ness to  protect  the  metal  upon  which  the  deposit  is  made 
from  the  action  of  corrosive  agents  with  which  the  article 
may  be  brought  in  contact." 

Also,  but  which  is  not  involved  in  this  suit — 

"  5.  The  deposition  of  electrotype-plates  of  nickel,  to  be  re- 
moved from  the  surface  on  which  the  deposit  is  made,  and 
used  separately  therefrom." 

In  the  patent  of  May  10,  1870,  the  claims  are  as  follows  : 

"  1.  The  combination,  with  nickel  to  be  used  for  anodes,  of 
a  metal  or  metalloid  electro-negative  to  the  nickel  in  the  solu- 
tion employed. 

"  2.  A  nickel  anode  combined  with  carbon,  and  cast  in  the 
required  form." 

As  the  defendant  has  infringed  the  patent  of  May  10th, 
1870,  by  the  use  of  anodes  in  the  electro-deposition  of  nickel, 
substantially  like  those  described  and  claimed  in  that  patent, 
and  has  also  infringed  the  first  claim  of  the  patent  of  August 
3,  1869,  by  the  use,  in  the  electro-deposition  of  nickel,  of  a 
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solution  of  the  double  sulphate  of  nickel  and  ammonia,  pre- 
pared and  used  in  such  a  manner  as  to  be  free  from  the  pres- 
ence of  potash,  soda,  alumina,  lime,  or  nitric  acid,  or  from 
any  acid  or  alkaline  reaction,  it  is  not  necessary  to  decide  the 
questions  presented  on  the  construction  of  the  fourth  claim  of 
the  patent  of  August  3,  1869. 

In  deciding  that  the  evidence  in  the  record  proves  an  in- 
fringement of  the  first  claim  of  that  patent  by  the  use  of  the 
solution  therein  described,  I  do  not  overlook  the  fact  that 
defendant's  solution  contained  one  one-thousandth  part  of 
tartrate  of  ammonia,  and  one  eight-hundredth  part  of  ammo- 
nia. The  evidence  in  the  case  satisfies  me  that  in  the  defend- 
ant's solution  the  first  was  an  inert  substance,  and  the  second 
would  be,  and  was,  speedily  eliminated  from  the  solution  in 
use,  by  evaporation. 

Decree  for  injunction  and  account. 


Jam$s  B.  Robb%  for  the  complainant. 
A.  y.  Toddy  for  the  defendant. 


Joshua  Merrill 

vs. 
David  M.  Yeomans    et  al.    In  Equity.* 

A  patentee  may  claim  broadly  a  new  product,  however  made,  or  he  may 
claim  the  new  product,  when  made  by  a  described  process,  or  he  may 
claim  the  process,  but  he  cannot  embrace  both  the  process  and  the 
product  in  the  same  claim. 

A  claim  for  "  the  above  described  new  manufacture  of  deodorized  heavy  hy- 
drocarbon oils,  suitable  for  lubricating  and  other  purposes,  free  from 
the  characteristic  odors  of  hydrocarbon  oils  and  having  a  slight  smell  like 
fatty  oil,  from  heavy  hydrocarbon  oils,  by  treating  them  substantially 
as  hereinafter  described,"  is  a  claim  for  a  heavy  hydrocarbon  oil,  having 

*  Affirmed  by  Supreme  Court,  4  Otto,  568. 
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the  characteristics  described  in  the  patent,  and  produced  by  treating  the 
oils  in  the  manner  described  in  the  patent,  and  is  not  infringed  by  a 
similar  oil  produced  by  a  different  process. 

A  patent  for  a  deodorized  heavy  hydrocarbon  oil,  made  from  heavy  hydro- 
carbon oils  (from  which  the  lighter  oils  and  mechanical  impurities  have 
been  previously  separated  by  distillation),  by  distilling  from  them,  under 
atmospheric  pressure,  the  volatile  matters  from  which  the  objectionable 
odors  arise,  is  not  infringed  by  a  hydrocarbon  oil  of  the  same  charac- 
teristics, obtained  directly  from  the  crude  petroleum  by  distillation  in 
vacuo,  in  such  a  manner  as  to  leave  the  heavy  hydrocaibon  oil  as  the 
distillate,  free  from  the  odorous  bodies. 

(Before  Shepley,  J.,  District  of  Massachusetts,  February,  1S74.) 

Shepley,  J. 

The  invention  of  the  complainant  relates  to  the  manufac- 
ture, from  heavy  hydrocarbon  oils  possessing  the  characteris- 
tic odors  of  such  oils,  by  a  process  of  treatment  described  in 
the  specification  in  his  patent,  of  deodorized  heavy  hydro- 
carbon oils,  free  from  such  characteristic  odors,  and* having 
only  a  slight  smell  like  fatty  oil,  and  suitable  for  lubricat- 
ing and  other  purposes. 

The  most  important  and  intricate  questions  presented  at 
the  hearing  of  the  case  relate  to  the  construction  of  the  first 
claim  in  the  patent.  Considered  in  the  broader  view  which 
courts  take  of  the  construction  of  claims,  by  considering  them 
in  connection  with  the  specification,  and  the  discovery  and  in- 
vention therein  described,  the  question  presented  is  :  What  is 
really  the  subject  of  the  complainant's  patent  ?  Is  it  for  a 
new  article  of  manufacture,  or  for  a  new  process  of  manufac- 
turing ?  Is  it,  in  the  words  of  the  statute,  "  for  a  new  and  use- 
ful art,"  or  for  "  a  new  and  useful  manufacture  ?"  It  is  con- 
tended on  the  part  of  the  complainant  that  the  patent 
secures  to  Merrill  his  product,  and  products  substantially  the 
equivalent  of  his,  by  whatever  process  produced.  The  de- 
fendants, on  the  other  hand,  contend  that  the  patent  is  only 
for  a  process.  Another  construction,  which  we  shall  have 
occasion  to  consider  hereafter,  may  be  adverted  to  here,  that 
the  patent  is  for  the  described  product  of  a  specially  described 
process.  The  questions  of  construction  of  the  claims  are  at- 
tended with  more  difficulty,  from  the  fact  that  the  patentee, 
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in  stating  his  invention  and  specifying  his  process  and  mak- 
ing his  formal  claim,  uses  the  word  "  manufacture* '  in  its  two 
different  meanings,  signifying,  respectively,  the  operation  of 
making,  and  the  thing  made. 

To  arrive  at  the  true  construction  of  the  claim,  we  must 
first  understand  the  nature  and  properties  of  "  the  heavy 
hydrocarbon  oils,"  which  are  the  subject  of  the  described  treat- 
ment, next  the  described  treatment,  process,  or  art,  and  finally, 
*'  the  deodorized  heavy  hydrocarbon  oils,"  the  described  pro- 
duct of  the  treatment.  This  renders  necessary  a  hasty  glance 
at  the  history  and  state  of  the  art  prior  to  the  invention  of  the 
complainant. 

These  oils  are  called  hydrocarbons  because  they  are  com- 
posed of  hydrogen  and  carbon,  and  do  not,  like  most  animal 
and  vegetable  oils,  contain  oxygen.     They  are  the  product 
of  distillation  of  bituminous  coals  and  shales,  and  of  natural 
asphaltum  or  bitumen.     The  principal  source  of  supply  at  the 
present  time,  however,  is  from  the  petroleum-wells,  the  pro- 
duct of  which  is  used  either  in  its  natural  state  or  as  converted 
into  a  variety  of  articles  by  the  process  of  distillation.     By 
distillation  a  great  variety  of  products  can  be  obtained  by 
the  same  process  from  coal,  coal-tar,  asphaltum,  and  petrole- 
um.    The  distillation  of  petroleum  was  at  first  practised  only 
for  the  purpose  of  refining  it  by  separating  it  from  foreign 
matters,  and  separating  from  it  some  of  the  combined  car- 
bon, too  large  a  proportion  of  carbon  causing  it  to  generate 
too  much  smoke,  and  rendering  it  unfit  for  use  in  lamps  as 
an  illuminating-oil.     It  soon  became  known  that,  in  distilla- 
tion, petroleum  separated  into  hydrocarbons  of  different  grav- 
ities.     Ordinary  distillation  separated  the  substance    from 
fixed  bodies  held  in  solution  or  suspension  in  it,  and  separated 
the  more  volatile  bodies  from  those  of  less  volatility.     By  de- 
structive distillation  of  petroleum,  the  character  of  the  sub- 
stances was  changed  in  like  manner  as  gas  is  produced  by  the 
destructive  distillation  of  coal. 

In    the    process   of  distillation,   petroleum  separates  into 
hydrocarbon  fluids  of  different  gravities.     The  lightest  fluids 
come  over  and  are  condensed  first,  and  they  increase  in  grav- 
ity as  the  distillation  proceeds.     The  lighter  oils  come  over 
vol.  1 — 4 
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more  readily  and  with  less  heat.     The  heavier  oils  require  a 
higher  degree  of  heat  to  vaporize  them.     During  the  process 
of  distillation,  by  changing  from  time  to  time  the  receiving- 
vessel  into  which  the  distillate  runs  from  the  condenser,  the 
distillate  is  separated  into  the  various  products  having  differ- 
ent gravities.     This  is  termed  fractional  distillation.     By  con- 
tinually changing  the  receiver  from  time  to  time,   fluids  of 
any  desired  gravity  may  be  obtained,  from  the  highest  to  the 
lowest  which  petroleum  will  yield  under  treatment.     An  arbi- 
trary division  of  the  products  is  made  in  practice,  according 
to  the  commercial  uses  of  the  products.     All  the  fluid  which 
first  runs  from  the  still,  until  it  falls  to  a  gravity  of  about  6o° 
Baume1,   is  classed  as  benzole  or  naphtha.     All  in  the  next 
grade,  between  6o°  and  about  38°  or  40°  Baume,  is  known  as 
"  burning-oil,"  or  "  refined  oil,"  and  more  popularly  known 
as  "  kerosene- oil,"  and  is  used  principally  for  illuminating 
purposes.     All  the  distillate  below  380  or  400  Baume  is  known 
as  paraffine-oil,  or  lubricating-oil  ;  and  this  is  the  product  of 
distillation   which   Merrill    refers    to   in  his  specification  as 
"  heavy  hydrocarbon  oil."     The  language  of  the  specifica- 
tion is:  "  My  invention  relates  to  the  heavy  hydrocarbon  oils, 
which   have   heretofore   been  produced    by  distilling  crude 
petroleum,  or  the  crude  oils  obtained  from  the  distillation  of 
bituminous   coals,    bituminous    shales,     bituminous    schists, 
asphaltum,  and  other  substances  producing  hydrocarbon  oils 
by  distillation.     *     *     *     These  oils  are  well  known  to  the 
trade,  and  distiguished    from    the    lighter  burning-oils   and 
naphthas   by  the   term    'heavy   oils,'   their    specific  gravity 
varying  greatly  between  the  asphaltum  oils  and  paraffine  oils. " 
These  heavy  hydrocarbon  oils  thus  produced  had  a  persist- 
ent disagreeable  smell,  which  made  them  offensive  and  un- 
desirable for  use  in  close,  warm  rooms,  as  in  woollen  manu- 
factories.    "  Attempts  had  been  made  to  remove  the  smell  by 
filtration,  but  with  partial  success."     It  had  been  the  practice 
to  treat  such  oils  with  acids  and  alkalies  for  the  purpose  of 
removing  the  peculiar  offensive  odor.     This  resulted  in  im- 
proving the  character  of  the  odor,  but  without  wholly  remov- 
ing the  persistent  disagreeable  smell.     For  several  years  be- 
fore the  date  of  Merrill's  invention  the  progress  of  improved 
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modes  of  treatment  of  paraffin e  oils  had  been  so  great  that 
heavy  hydrocarbon  oils  for  lubricating  uses  had  been  pro- 
duced and  sold  in  large  quantities,  substantially,  although  not 
entirely,  free  from  the  peculiar  odor  of  petroleum  distillates. 

William  Atwood,  a  witness  on  the  part  of  the  complainant, 
who  has  been  connected  with  this  manufacture  from  its  in- 
ception to  this  day,  and  who  is  probably  as  familiar  with  the 
history  of  the  art  and  the  properties  of  the  different  hydro- 
carbons as  any  manufacturing  chemist  in  this  country,  testi- 
fies in  relation  to  the  lubricating-oils  manufactured  prior  to 
the  date  of  the  Merrill  invention  by  the  Portland  Kerosene- 
Oil  Company,  and  known,  in  the  evidence  in  this  record,  as 
the  Portland  oils.  His  testimony  is,  in  substance,  that  the 
Portland  oil,  compared  with  the  oil  manufactured  by  the 
Downer  Company  under  Merrill's  patent,  is  "as  good  as  a 
lubricating-oil,  but  not  for  mixing  with  other  oils,  where  it  is 
desired  that  its  own  peculiar  smell  shall  not  appear.  *  *  * 
There  still  remained  the  odor  of  the  volatile  oils,  which  were 
always  present.  It  was  certainly  desirable  to  remove  any 
odor  arising  from  any  source."  He  also  describes  the  odor 
of  the  Merrill  oil  as  "  a  different  odor"  from  the  odor  of  the 
Portland  oil,  "  being  less  tenacious  :  or,  in  other  words,  one 
can  be  completely  covered  up  with  a  smaller  amount  of  any 
other  odor  than  the  other." 

As  the  Portland  oils,  and  those  substantially  like  them,  sold 
by  the  Downer  Company,  before  the  date  of  Merrill's  inven- 
tion, were  the  best  of  the  heavy  hydrocarbons  sold  as  lubricat- 
ing-oils at  that  time,  it  is  sufficient  to  refer  to  them  as  show- 
ing the  state  of  the  art  at  that  time  without  more  particularly 
adverting  to  the  Maysville  and  other  oils,  which,  also,  had 
been  previously  manufactured  and  sold,  and  which  the  wit- 
nesses have  particularly  described.  It  is  also  contended  in 
behalf  of  the  defendants  that  the  "  Neutral  Topaz  Oil,"  like 
that  sold  by  the  defendants,  had  been  manufactured  by  Dr. 
Tweddle,  of  Pittsburg,  before  the  date  of  Merrill's  invention. 
I  do  not  find,  after  careful  comparison  of  the  testimony  in 
the  case,  sufficient  evidence  to  satisfy  me  that  such  was  the 
fact.  On  the  contrary,  I  am  satisfied  that  Merrill  was  the  first 
and  original  inventor  of  the  process  described  by  him,  and  I 
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therefore  pass  to  the  consideration  of  the  second  step  in  the 
inquiry  as  appertaining  to  his  process,  and  the  product  of  his 
process,  and  the  invention  claimed  and  secured  by  his  patent. 
The  first  step  in  this  inquiry  has  been  to  ascertain  what  was 
the  material  to  be  operated  upon.  This  we  have  found  to  be  a 
heavy  hydrocarbon  oil,  the  product  of  distillation,  objection- 
able for  use  as  a  lubricator  by  reason  of  those  offensive  odors 
peculiar  to  petroleum  distillates.  These  offensive  odors  were 
due  to  the  presence  of  the  more  volatile  oils.  The  heavy 
hydrocarbon  oils  were  generally  sold  as  lubricators,  to  be 
mixed  by  the  purchasers  with  sperm-oil  or  other  fatty  oils. 
They  were  also  mixed  with  such  oils  by  the  manufacturers 
and  dealers,  and  the  mixed  oils  sold  to  the  consumers  for 
lubricators.  Before  the  introduction  of  the  Merrill  oil, 
although  the  producers  of  the  heavy  hydrocarbon  lubricators 
had  succeeded  in  so  far  freeing  them  from  the  volatile  com- 
pounds and  the  lighter  and  thinner  oils,  as  to  put  on  the 
market  and  sell  in  very  large  quantities  an  article  satisfactory 
to  the  consumers  in  relation  to  its  lubricating  qualities,  and 
substantially  free  from  the  peculiar  offensive  odors,  yet  this 
result  was  attained  by  a  sacrifice  of  quantity  to  quality  in  the 
manufacture,  and  was  only  proximately  the  desired  result, 
for  there  still  remained  some  of  the  odor  of  the  volatile  oils. 
This  peculiar  odor  was  so  persistent,  that,  when  mixed  with 
other  oils,  in  whatever  proportions,  it  was  the  predominant 
,odor,  and  pervaded  the  whole  mass. 

The  next  step  to  be  taken  in  the  path  of  inventive  art,  as 
applied  to  the  manufacture  of  paraflfine  or  lubricating  oils, 
was  to  eliminate  the  peculiar  characteristic  odor  of  the 
petroleum  distillates,  and  also  to  increase  the  proportion  of 
deodorized  heavy  hydrocarbon  oil  produced  from  a  given 
quantity  of  crude  oils.  This  brings  us  to  the  second  step  of 
the  inquiry,  Merrill's  process. 

After  stating  that  his  "  invention  relates  to  the  heavy  hydro- 
carbon oils  which  have  been  heretofore  produced  by  distilling 
crude  petroleum,  or  the  crude  oils  obtained  from  the  distilla- 
tion of  bituminous  coals,  bituminous  shales,  bituminous 
schists,  asphaltum,  and  other  substances  producing  hydrocar- 
bon oils  by  distillation  ;"  and,  after  adverting  to  the  various 
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modes  of  treatment,  by  acids  and  alkalies,  and  by  filtration, 
which  had  been  resorted  to,  with  only  partial  success,  to  re- 
move the  persistent  disagreeable  odor  peculiar  to  these  distil- 
lates, he  describes  his  process  as  follows  :  "  To  make  heavy 
hydrocarbon  oils  free  from  the  characteristic  unpleasant 
odors  of  heavy  hydrocarbon  oils,  I  take  the  heavy  oils  which 
have  been  separated  from  the  lighter  oils  and  from  mechanical 
impurities  by  distillation,  and  after  chilling  and  expressing 
the  solid  paraffine,  when  such  operation  is  necessary,  place 
them  in  a  still,  heated  by  a  fire  underneath,  and  slowly  and 
gradually  raise  the  temperature,  until  from  ten  to  thirty  per 
cent  of  the  contents  of  the  still  are  distilled  over,  when  the 
still  is  cooled  down  and  the  remaining  contents  removed. 
The  matters  which  go  over  to  the  condenser  have  a  very  foul, 
offensive,  and  disgusting  odor,  but  the  oil  remaining  in  the 
still,  if  the  operation  has  been  properly  conducted,  is  free  from 
the  characteristic  offensive  odor  of  hydrocarbon  oils,  and  has 
no  smell  except  a  slight  odor  similar  to  fatty  oils.  It  can  be 
mixed,  in  all  proportions,  with  sperm,  lard,  fish  oils,  and  vege- 
table oils,  and  is  so  neutral* in  its  character,  that  it  takes  the 
odor  of  the  oil  that  it  is  mixed  with." 

He  then  goes  on  to  describe,  as  a  separate  and  distinct  in- 
vention, the  introduction  of  superheated  steam  within  the  still, 
whereby  he  claims  the  process  will  be  facilitated,  and  oil  of 
lighter  color  produced.  This  is  the  subject  of  the  second 
claim  in  the  patent.  As  no  question  arises  in  this  case  out 
of  any  alleged  infringement  of  the  claim  relating  to  this  por- 
tion of  the  alleged  invention,  no  further  reference  will  be 
made  to  it.  After  describing  his  apparatus,  and  the  mode  of 
using  it  for  the  introduction  of  superheated  steam  within  the 
still,  he  continues  :  "  I  do  not  wish  to  confine  my  invention  to 
its  use  in  combination  with  the  fire,  because  I  can  accomplish 
the  same  result  by  fire-heat  alone  applied  to  the  still,  or  by 
any  known  mode  of  heating  the  still  which  will  heat  the  oil 
sufficiently  to  distil  over  the  portions  of  the  oil  necessary  to 
be  removed." 

This,  then,  is  his  process  :  Taking  the  heavy  hydrocarbon 
oils,  the  product  of  distillation,  from  which  the  lighter  oils 
and  mechanical  impurities  have  been  separated  by  distillation 
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(and  the  paraffine,  when  necessary,  also  separated  by  the  pro- 
cess of  chilling  and  expressing),  he  distils  from  them  the  vol- 
atile matters  from  which  the  objectionable  odors  arise,  and  at 
the  same  time  prevents  new  formations  of  such  matters  by 
keeping  the  temperature  of  the  oil  in  the  still  below  that  at 
which  these  matters  form  by  decomposition  of  the  oil.  After 
distilling  off  from  twenty  to  thirty  per  cent,  as  the  case  may 
be,  of  volatile  matters,  the  oil  is  left  to  cool  in  the  still,  and  is 
then  drawn  off  into  tanks,  for  sale  and  use. 

The  product  of  Merrill's  process  is  well  and  aptly  described 
in  the  words  of  the  specification  as  a  heavy  hydrocarbon  oil, 
"  so  completely  divested  of  its  fetid  and  pungent  odX>rs,  hav- 
ing only  a  slight  smell  like  a  fatty  oil,  and  so  oily  as  to  be 
greatly  improved  and  increased  in  value  as  a  lubricating-oil, 
or  for  any  purposes  for  which  it  may  be  used,  either  alone  or 
mixed  with  other  oils." 

Having  determined  the  scope  of  Merrill's  invention,  we  are 
better  able  to  determine  what  is  within  the  scope  of  his  claim. 

The  first  claim  in  his  patent  is  as  follows  :  "  I  claim  the 
above-described  new  manufacture  of  deodorized  heavy  hydro- 
carbon oils,  suitable  for  lubricating  and  other  purposes,  free 
from  the  characteristic  odors  of  hydrocarbon  oils,  and  having 
a  slight  smell  like  fatty  oil,  from  heavy  hydrocarbon  oils,  by 
treating  them  substantially  as  hereinbefore  described."  If 
we  were  to  omit  from  this  claim  the  last  seven  words — "  by 
treating  them  substantially  as  hereinbefore  described" — there 
would  be  little  doubt  that  the  claim  was  broadly  for  a  new 
article  of  manufacture,  without  limitation  as  to  the  mode  by 
which  it  might  be  produced.  It  is  claimed  that  the  use  of 
this  last  phrase  in  the  claim,  in  connection  with  the  words  in 
the  first  part  of  the  claim,  render  the  claim,  when  properly 
construed,  a  claim  for  the  described  process  alone.  Substan- 
tially, the  argument  is,  that  "  a  manufacture"  of  oils,  "  by 
treating  them  substantially  as  hereinbefore  described,"  is  a 
claim  for  the  described  process  rather  than  for  the  product. 

A  patentee  who  has  invented  a  new  process  in  the  arts, 
whereby  an  article  of  manufacture  is  produced,  new  in  kind  and 
not  before  known,  may  separately  claim  an<J  patent  both  the 
art  and  the  manufacture.     He  cannot  properly  combine  them 
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in  one  claim.  Differing  in  that  respect  from  the  English  law, 
which  allows  a  patent  for  "  any  manner  of  new  manufactures" 
(a  term  which  includes  process  and  product),  our  law  distin- 
guishes between  a  patent  for  an  art  and  a  patent  for  a  manu- 
facture. "  No  doubt,"  says  Mr.  Justice  Clifford,  in  Goodyear 
v.  Providence  Rubber  Co.,  2  Cliff.  371,  "  can  be  entertained  that 
a  new  product  or  manufacture,  and  a  new  process  or  method 
of  producing  the  new  article,  are  the  proper  subjects  of  sepa- 
rate and  distinct  claims  in  an  original  patent."  Sometimes  an 
old  process  produces  a  new  product.  If  the  thing  produced 
be  new,  in  and  of  itself,  it  is  patentable  as  a  new  manufac- 
ture. It  it  be  capable  of  being  produced  by  various  different 
processes,  as  for  instance,  by  hand  by  the  use  of  hand-tools, 
or  by  automatic  or  other  machines,  yet,  when  the  product  is 
independent  of  the  process,  the  patent  is  infringed  by  the  un- 
licensed manufacture  of  the  new  product  by  any  mode  of 
manufacture,  the  process  of  manufacture  being  wholly  un- 
important. 

In  other  instances,  however,  not  only  does  a  new  process 
produce  a  new  product,  but  the  process  is  inseparable  from 
the  product,  and  inheres  in  it  after  it  is  made,  so  that,  upon 
inspection  of  the  product,  it  is  manifest  that  the  process  must 
have  been  employed.  Whenever  we  sec  the  new  manufac- 
ture "vulcanite,"  we  know  this  product  was  made  by  the 
process  of  subjecting  a  plastic  compound  of  rubber  and  sul- 
phur to  heat,  whereby  the  chemical  change  was  effected  which 
characterizes  the  vulcanite. 

It  is  competent,  therefore,  for  a  patentee,  under  the  appro- 
priate and  fitting  conditions  appertaining  to  his  invention,  to 
claim  broadly  the  new  product,  however  made,  or  to  claim 
the  new  product  when  made  by  a  described  process.  This,  it 
appears  to  us,  is  what  Merrill  has  claimed — a  heavy  hydro- 
carbon oil  having  the  characteristics  described  in  the  patent, 
and  produced  by  treating  the  oils  in  the  manner  described  in 
the  patent.  He  made  his  claim  as  if  he  believed  that  his  oil 
could  only  be  made  by  his  process  ;  and,  if  such  was  his  be- 
lief, the  evidence  has  not  fully  demonstrated  to  our  satisfac- 
tion that  he  was  not  justified  in  that  belief.  The  construction 
we  have  given  to  the  claim  is  the  only  one  which  appears  to 
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us  to  be  admissible,  and  the  only  one  consistent  with  the 
language  used  by  the  patentee,  and  one  which  most  effect- 
ually, probably,  secures  to  him  the  product  of  his  invention. 
The  thing  patented  and  covered  by  the  first  claim  in  the  pat- 
ent, is,  consequently,  a  heavy  hydrocarbon  oil,  produced  from 
heavy  hydrocarbon  oils,  themselves  the  product  of  distilla- 
tion, and  having  the  offensive  odors  peculiar  to  petroleum 
distillates  ;  such  patented  heavy  hydrocarbon  oil  being  so  far 
deodorized  as  to  be  free  from  the  characteristic  odors  of  heavy 
hydrocarbon  oils,  and  having  a  slight  smell  like  fatty  oil,  suit- 
able for  lubricating  and  other  purposes,  and  the  product  or 
result  of  the  treatment  described  in  the  patent.  # 

The  defendants  are  charged  with  an  infringement  of  this 
first  claim  in  the  letters  patent  No.  90,284,  to  Joshua  Merrill, 
the  complainant,  dated  May  18th,  1869.  The  evidence  of  in- 
fringement rests  in  the  proof  that  the  defendants  have  pur- 
chased, used,  and  sold  in  the  market,  quantities  of  heavy 
hydrocarbon  oils,  known  as  "  Neutral  Topaz  Oils/'  being  the 
product  of  a  manufacture  by  Herbert  W.  C.  Tweddle,  of 
Pittsburg,  according  to  the  process  described  in  his  patent 
No.  99,975,  dated  February  15,  1870.  This  neutral  topaz 
oil  is  abundantly  proved  to  possess  many  characteristic  pro- 
perties in  common  with  those  peculiar  to  Merrill's  oil,  and 
which  distinguished  Merrill's  oil  from  the  lubricating  paraf- 
fine-oils  which  had  preceded  it.  The  two  oils  have  substan- 
tially the  same  density  and  odor,  the  same  amount  of  lubricat- 
ing quality,  the  same  freedom  from  the  offensive  odors  of 
petroleum  distillates.  In  both,  the  boiling-point  was  from 
one  hundred  and  fifty  to  two  hundred  degrees  higher  temper- 
ature than  the  boiling-point  of  the  best  of  the  other  hydrocar- 
bon heavy  oils.  Whatever  presuirfption  of  fact  might  arise, 
in  the  absence  of  other  proof  to  the  contrary,  that  the  pro- 
cesses must  be  substantially  the  same,  because  the  results  are 
so  similar,  we  are  not  left  in  doubt,  in  this  case,  as  to  the  pro- 
cess of  making  the  "Neutral  Topaz  Oil."  It  is  clear  that 
the  process  is  essentially  different  from  that  described  in 
Merrill's  patent.  The  very  essence  of  Merrill's  invention  was 
the  elimination  of  offensive  odors  existing  in.  distillates,  the 
product  of  a  destructive  distillation.     It  was  a  deodorizing  pro- 
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cess,  consisting  in  the  removal,  by  distillation,  of  the  light 
offensive  oils  produced  in  the  oil  by  previous  distillations, 
leaving  a  sweet  residuum  in  the  still.  This  product  was  a 
deodorized  oil,  an  oil  disinfected,  an  oil  described  by  him  as 
''completely  divested  of  its  fetid  and  pungent  odors." 
Tweddle  does  not  make  his  oil  from  a  distillate  made  offensive 
by  the  presence  of  the  products  of  distillation,  but  directly 
from  crude  petroleum.  His  process  is  not  a  deodorizing  or 
disinfecting  process  to  remove  the  odorous  bodies  that  had 
been  formed  by  or  existed  after  distillation.  It  is  designed 
to  so  conduct  the  distillation  as  to  leave  the  distillate  of  crude 
petroleum  free  from  those  odorous  bodies.  Tweddle's  has 
been  well  described  as  a  process  of  prevention,  while  Mer- 
rill's is  one  of  cure.  In  the  two  processes,  Merrill's  deodorized 
oil  is  a  residuum  left  in  the  still  ;  Tweddle's  neutral  topaz  oil 
is  a  distillate  which  passes  over  and  is  condensed,  and  falls 
into  the  receiver.  Tweddle's  process  is  conducted  in  vacuo  ; 
Merrill's  under  atmospheric  pressure.  Other  differences  are 
apparent,  upon  examination  of  the  different  processes,  as  de- 
scribed in  the  respective  patents,  and  as  described  by  the  ex- 
pert witnesses.  Sufficient  has  already  been  said  to  show  that 
the  differences  in  the  two  processes  are  so  radical,  that  Twed- 
dle's neutral  topaz  oil  cannot,  with  justice,  be  claimed  to  be 
a  deodorized  heavy  hydrocarbon  oil  manufactured  from  heavy 
hydrocarbon  oils,  by  treating  them  substantially  as  described 
in  Merrill's  patent.  Therefore  the  use  and  sale  of  it  by  the 
defendants  was  not  an  infringement  of  the  first  claim  in  the 
Merrill  patent. 
Bill  dismissed. 

B.  R.  Curtis,  Chauncey  Smith,  and  Walter  Curtis,  for  the  com- 
plainant. 

Causten  Browne,  William  Bakewell,  and  Jabez  S.  Holmes,  for 
the  defendants. 
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William  Smith 

vs. 

The  Glendale  Elastic  Fabrics  Company.  In  Equity.* 

When  the  complainant's  patent  is  assailed  for  want  of  novelty,  and  neither  of 
the  witnesses  give  any  drawings  or  models  of  the  looms,  which  they  tes- 
tify were  used  prior  to  the  complainant's  invention,  and  neither  of  them 
nor  the  experts  testify  that  the  mechanism  described  by  them  was  sub- 
stantially like  that  described  by  the  complainant  in  his  specification,  and 
it  is  not  easy  to  determine  how  much  of  the  product  was  made  by  the 
use  of  such  looms,  they  are  to  be  regarded  as  abandoned  experiments, 
and  will  not  affect  the  validity  of  the  complainant's  patent. 

The  fact  that  defendant  prefers  to  use  the  mechanism  patented  to  com- 
plainant, instead  of  other  mechanism  which  would  accomplish  his  pur- 
pose and  not  infringe  complainant's  patent,  is  evidence  that  there  is  suffi- 
cient utility  in  the  invention  to  support  a  patent. 

Divisions,  numbers  2,843  an^  2,844,  of  the  reissued  patent,  for  an  improvement 
in  weaving,  granted  to  William  Smith,  January  14,  186S,  held  valid. 

(Before  Shepley,  J.,  District  of  Massachusetts,  February,  1874.) 

Shepley,  J. 

This  is  a  bill  in  equity  founded  on  alleged  infringement  of 
letters  patent,  reissued  to  the  complainant,  numbered  respec- 
tively, 2,843  an(*  2,844. 

The  original  patent  was  granted  to  the  complainant  on  the 
fifth  day  of  April,  1853  ;  extended  for  seven  years  from  the 
fifth  day  of  April,  1867  ;  reissued  on  the  eighteenth  day  of 
June,  1867  ;  and  again  reissued  in  three  divisions,  numbered 
2,843,  2,844  and  3,014.  The  latter  reissue,  3,014,  covered  the 
fabric  made  upon  the  mechanism  covered  by  reissues  2,843 
and  2,844,  and  was  the  foundation  of  the  suit  in  behalf  of  this 
complainant  against  Nathan  Nichols,  decided  against  this 
complainant  at  the  October  term,   1872,  of  this  court.     The 

*  Affirmed  by  Supreme  Court,  10  Otto,  no. 
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claims  of  division  A,  2,843,  an<*  division  C,  2,844,  are  respec- 
tively  as  follows  : 

"  The  process,  herein  specified,  of  weaving,  consisting  in 
the  use  of  stationary  warps,  in  combination  with  moving  warps 
and  filling  that  inclose  such  stationary  warps,  substantially 
as  set  forth." 

"  The  heddte  or  its  equivalent,  for  supporting  the  stationary 
central  warps,  in  combination  with  mechanism,  substantially 
as  set  forth,  for  performing  the  weaving." 

The  answer  does  not  specifically  deny  that  the  defendant 
has  used  looms  and  processes  in  the  manufacture  of  elastic 
webbing  substantially  like  those  covered  by  the  complainant's 
patents,  and  the  evidence  in  the  record  establishes  the  fact  of 
such  use. 

The  defence  is  based  upon  a  denial  that  the  complainant 
was  the  original  and  first  inventor  of  what  is  claimed  in  the 
reissued  patents. 

The  evidence  in  the  very  voluminous  record  presented  in 
this  case  relates  principally  to  the  product,  and  but  a  small 
portion  of  it  has  any  relevancy  to  the  issue  of  the  novelty  of 
the  invention  of  the  mechanism  described  in  the  claim  in  re- 
issue 2,844.  Ferdinand  Doebly  and  Henry  G.  Gurney,  wit- 
nesses in  behalf  of  the  defendant,  testify  to  the  use  of  looms 
with  stationary  warps  before  the  date  of  complainant's  inven- 
tion. Neither  of  them  give  any  drawing  or  model  of  the 
looms  to  which  they  testify,  nor  do  the  witnesses  themselves, 
or  any  experts  in  the  case,  testify  that  the  mechanism  de- 
scribed by  them  was  substantially  like  that  described  by  the 
complainant  in  his  specification.  In  the  case  of  Gurney,  only 
a  trifling  quantity  of  the  elastic  web  was  made  in  the  loom 
described  by  him.  It  is  not  easy  to  determine  from  the  testi- 
mony how  much  of  the  product,  which  Doebly  says  was  made 
by  his  father,  was  made  on  the  loom  with  a  stationary  warp. 
I  think  they  are  to  be  regarded  in  the  light  of  abandoned, 
and,  judging  from  the  specimens  of  the  work  filed  as  exhibits 
in  the  case,  as  unsuccessful,  experiments  before  the  date  of 
complainant's  invention.  There  is  considerable  testimony  in 
the  case  tending  to  show  that  the  elastic  webbing  can  be  well 
made    by   the    use  of  a    rising  and   falling   rubber  warp. 
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Machinery  operating  in  that  way  is  open  to  be  used  without 
infringing  the  complainant's  patent.  The  fact  that  defendant 
prefers  to  use  the  mechanism  patented  to  complainant  is  evi- 
dence that  there  is  sufficient  utility  in  the  invention  to  sup- 
port a  patent. 

Decree  for  complainant. 

Thomas  A.  Jenekes,  for  the  complainant. 

E.  R.  Curtis,  and  Benjamin  Dean  for  the  defendant. 


Eliza  Wells,  Administratrix, 

vs. 
Henry  H.  Jacques  et  al.    In  Equity. 

A  patentee  is  entitled  to  all  the  legitimate  results  of  his  invention,  and  it  is  not 
necessary  that  he  fully  comprehended  the  extent  of  his  improvement,  or 
the  capabilities  of  his  machine,  in  order  to  give  to  him,  and  those  claim- 
ing under  him,  all  the  rights  and  benefits  of  his  invention. 

Every  inventor  is  entitled  to  the  benefit  of  all  that  he  invents,  and  if,  from 
inadvertency  or  mistake,  and  not  from  fraud  in  drawing  the  specifica- 
tions or  claims  of  his  patent,  he  fails  to  acquire  a  right  to  his  whole  in- 
vention, he  may  surrender  and  have  a  reissue  of  the  patent,  from  time 
to  time,  until  his  specifications  and  claims  cover  the  whole  ground. 

The  decision  of  the  Commissioner  of  Patents,  in  awarding  a  reissue,  cannot 
be  reviewed  in  a  suit  brought  for  infringement  of  the  reissued  patent, 
unless  it  is  apparent  upon  the  face  of  the  reissue,  that  there  is  such  a 
repugnancy  between  the  old  and  the  reissued  patent,  that  the  court  can 
hold,  as  a  matter  of  legal  construction,  that  they  are  not  the  same  inven- 
tion. (Citing  Seymour  v.  Osborne,  1 1  Wall  ,  543.) 

A  patentee  may  claim  a  combination  of  mechanical  elements,  which  of  them- 
selves will  not  produce  a  new  and  useful  result,  when  his  specification 
shows  how  the  patented  combination  used  with  or  supplemented  by, 
other  devices  and  instrumentalities  therein  described,  will  produce  such 
result. 
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The  separate  claims  of  a  patent  must  be  construed  in  reference  to  the  spe- 
cification, and  a  claim  for  a  combination  which  will  produce  a  useful 
result  only  by  co-operation  with  other  mechanism  or  instrumentalities, 
the  nature  and  operation  of  which  is  described  in  the  specifications,  is 
valid. 

Where  there  is  privity  or  connection  between  the  different  defendants,  they 
are  jointly  liable  upon  a  bill  for  infringing  a  patent. 

The  rule  in  equity,  that  two  or  more  distinct  subjects  cannot  be  embraced 
in  the  same  suit,  does  not  apply  to  a  suit  for  the  infringement  of  a 
patent,  brought  against  two  defendants,  one  of  whom  was  the  owner  of 
the  infringing  machines,  and  the  other  the  lessee  of  the  machines  from 
such  owner.  Such  a  relationship  created  a  privity  between  them,  which 
made  it  proper  to  embrace  them  in  the  same  suit. 

Suit  was  brought  for  infringement  of  complainant's  patent,  as  it  existed  prior 
to  its  last  reissue.  The  defendant  was  using  a  machine  known  as  the 
Boyden  machine.  The  suit  went  to  the  Supreme  Court,  which  held  that 
the  use  of  the  Boyden  machine  was  not  an  infringement  of  the  com- 
plainant's patent  as  it  then  existed.  The  complainant  subsequently 
surrendered  the  patent  and  obtained  a  reissue,  and  then  brought  the 
present  suit  for  the  infringement  of  the  reissued  patent,  against  users  of 
the  same  Boyden  machine.  Held,  that  the  defendants  were  not  pro- 
tected in  the  use  of  the  Boyden  machine  by  the  decree  in  the  former 
suit,  which  was  tried  and  decided  in  reference  to  the  patent  as  it  then 
existed,  and  that  they  must  now  test  their  right  to  use  it  as  against  the 
complainant's  reissued  patent,  as  it  now  exists. 

A  hat-body  machine,  in  which  it  is  claimed  that  the  fur  is  projected  by  a 
rotary  picker  downward  against  a  surtace,  by  which  it  is  guided  upon  a 
former,  is  an  infringement  of  a  patent  for  a  like  machine,  in  which  the 
fur  is  blown  by  such  a  picker  upward  against  the  upper  side  of  a  tunnel 
through  which  it  is  cairied  on  the  former. 

(Before  McKennan  and  Nixon,  JJ.,  District  of  New  Jersey,  February, 
1874.) 

Nixon,  J. 

The  complainant  files  her  bill  against  the  defendants  for 
the  infringement  of  a  patent  originally  granted  to  Henry  A. 
Wells,  April  25th,  1846,  for  a  new  and  useful  improvement  in 
machinery  for  making  hat-bodies,  which  patent  was  extended 
to  the  complainant,  by  an  act  of  Congress  for  seven  years 
from  the  25th  of  April,  1867,  and  was  by  her  surrendered  and 
reissued  May  19th,  1868. 

The  large  amount  of  litigation  in  the  courts  for  several 
years  past  in  regard  to  this  patent,  is,  perhaps,  the  best  evi- 
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dence  that  can  be  had  of  its  value  in  the  art  of  making  hat- 
bodies. 

Useless  inventions  are  not  ordinarily  infringed  ;  or,  if  they 
are,  not  enough  interest  is  involved  in  them  to  induce  the 
owners  to  spend  their  money  and  time  in  protecting  them 
against  the  infringement.  But  it  is  not  too  much  to  say  that 
the  Wells  patent  revolutionized  the  mode  of  forming  fur  hat- 
bodies  ;  that,  upon  its  introduction  the  anterior  slow  and  ex- 
pensive process  of  *'  bowing,"  in  which  the  workman  snapped 
the  string  of  a  bow  upon  the  mass  of  loose  fur  to  throw  it 
upon  the  bat,  was  almost  at  once  superseded  ;  and  that  since 
then  the  Wells  machine  under  its  numerous  reissues,  or  other 
machines  with  such  variations  in  their  mode  of  operation  as 
to  produce  the  same  result  by  the  use  of  substantially  differ- 
ent means,  as  their  owners  allege,  or  by  the  use  of  substan- 
tially the  same  means,  as  the  owner  of  the  Wells  patent 
claims,  have  supplied  the  trade  with  a  cheap  and  complete 
fur  hat-body,  with  the  deposit  of  the  fur  so  graduated  and 
controlled  as  to  defy  all  competition  by  any  other  methods  of 
formation  known  in  the  art. 

The  pleadings  and  proofs  in  this  case  present  two  questions 
for  consideration — 

i.  What  is  the  Wells  patent,  and  what  is  the  complainant 
entitled  to  claim  and  hold  under  it  ? 

2.  Do  the  machines  used  by  the  defendants  infringe  any  of 
these  claims  ? 

i.  Mr.  Wells  calls  his  invention  "  an  improvement  in 
machinery  for  making  hat-bodies,"  thus  recognizing  the  ex- 
istence of  other  machinery  which  was  in  use  in  efforts  to  ac- 
complish the  same  result. 

It  is  alleged  that  it  does  not  clearly  appear  from  his  descrip- 
tions that  he  fully  comprehended  the  extent  of  his  improvement 
or  the  capabilities  of  his  machine.  But  it  is  not  necessary  that 
he  should,  in  order  to  give  to  him,  and  those  claiming  under 
him,  all  the  rights  and  benefits  of  his  invention.  Whatever  are 
the  necessary  and  legitimate  results  of  an  invention — whether 
the  patentee  comprehends  them  all  or  not — belong  to  him  when 
he  has  complied  with  the  requirements  of  the  patent  law,  to 
protect  him  in  its  enjoyment  and  use  against  infringement. 
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His  patent  was  for  a  combination — a  combination  of  old 
and -well-known  mechanical  devices  to  produce  a  new  and  use- 
ful result.     In  his  schedule  to  the  original  patent  he  says — 

"  My  improvements  consist  in  feeding  the  fur  (called  the 
stock),  after  it  has  been  picked,  to  a  rotating  brush  between 
two  endless  belts  of  cloth,  one  above  the  other,  the  lower  one 
horizontal  and  the  upper  inclined,  to  gradually  compress  the 
fur  and  gripe  it  more  effectually  when  it  is  presented  to  the 
action  of  the  rotating  brush,  which,  moving  at  a  great  velocity, 
throws  it  in  a  chamber  or  tunnel,  which  is  gradually  changed 
in  form  toward  the  outlet,  where  it  assumes  a  shape  nearly 
corresponding  to  the  vertical  section  passing  through  the 
axis  of  the  cone,  but  narrower,  for  the  purpose  of  concentrat- 
ing and  directing  the  fur  thrown  by  the  brush  into  the  cone 
— this  casing  being  provided  with  an  aperture  immediately 
under  the  brush,  through  which  a  current  of  air  enters,  in 
consequence  of  the  rotation  of  the  brush  and  the  exhaustion 
of  the  cone,  for  the  purpose  of  more  effectually  directing  the 
fibres  toward  the  cone,  which  is  placed  just  in  front  of  the 
delivery  aperture  of  the  chamber  or  tunnel,  which  aperture  is 
provided  at  top  with  a  bonnet  or  hood  hinged  thereto,  and  at 
the  bottom  with  a  hinged  flap,  to  regulate  the  deposits  of  the 
fibres  on  the  cone  or  other  former,  with  the  view  to  distribute 
the  thickness  of  the  bat  wherever  more'  is  required  to  give 
additional  strength/' 

This  sentence  reveals  what  was  in  the  inventor's  mind — a 
combination  of  machinery  to  produce,  not  a  fur  hat- body 
merely,  but  one  with  a  regulated  distribution  of  the  fur  on  the 
cone,  in  the  process  of  formation,  giving,  as  he  afterward  states, 
"  greater  thickness  in  the  parts  of  the  hat  which  form  the  brim 
and  edge  or  square  of  the  top  than  on  the  top  and  crown." 
.  The  combination  which  he  formed  to  accomplish  this  result 
was  (i),  an  apron  or  endless  belt ;  (2),  revolving  rollers  ;  (3),  a 
rotating  brush  or  picker  ;  (4),  a  chamber  or  tunnel  with  a 
hinged  flap  or  hood  ;  (5),  a  perforated  revolving  cone  ;  and 
(6),  an  exhausting  apparatus  to  produce  a  current  by  exhaust- 
ing the  air  under  the  cone.  After  describing  their  relations 
to  each  other,  and  their  methods  of  operation  and  combination, 
he  states  his  claim  as  follows  : 
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14  What  I  claim  as  my  invention  and  desire  to  secure  by  let- 
ters patent  in  the  machine  above  described,  is  the  arrangement 
of  the  two  feeding  belts,  with  their  planes  inclined   to   each 
other  and  passing  around  the  lips  formed  substantially  as  de- 
scribed, the  better  to  present  the  fibres  to   the  action  of  the 
rotating  brush,  as  described,  in  combination  with  the  rotating 
brush  and  tunnel  or  chamber,  which  conducts  the  fibres  to  the 
perforated  cone  or  other  former  placed  in  front  of  the  aperture 
or  mouth  thereof,  substantially  as  herein  described.     I  claim 
the  chamber  into  which  the  fibres  are  thrown,  in  combination 
with  the  perforated  cone  or  other  former  placed  in  front  of 
the  delivery  aperture  thereof,  for  the  purpose  and  in  the  man- 
ner substantially  as  herein  described  ;  the  said  chamber  being 
provided  with  an  aperture  below  and  back  of  the  brush   for 
the  admission  of  a  current  of  air  to  aid   in  throwing  and  di- 
recting the  fibres  on  to  the  cone  or  other  former,  as  described. 
I  also  claim  the  employment  of  the  hinged  hood,  to  regulate 
the  distribution  of  the  fibres  on  the  perforated  cone  or  other 
former,  as  described.     And  I  also  claim  providing  the  lower 
part  or  delivery  aperture  of  the   tunnel   or  chamber  with  a 
hinged  flap,  for  the  purpose  of  regulating  the  delivery  of  the 
fibres  to  increase  the  thickness  of  the  bat  where  more  strength 
is  required,  as  herein  described,  in  combination  with  the  hood, 
as  herein  described.  '  And  in  the  process  I  claim  hardening 
the  bat  while  on  the  perforated  cone  or  former,  and  prepar- 
atory to  its  removal  therefrom,  by  immersing  it  in  hot  water, 
as  herein  described.     I  also  claim  covering  the  bat  with  felted 
or  fulled  cloth,  before  it  is  removed  from  the  cone  or  former, 
as  described.     And,  finally,  I  claim  the  employment  in  com- 
bination of  both  the  perforated  cones,  one  for  making  pres- 
sure on  and  retaining  the  fibres  of  the  bat  until  hardened,  and 
the  other  to  prevent  the  collapse  of  the  cone  or  other  former 
on  which  the  hat  is  formed,  substantially  as  herein  described. " 
It  is  quite  obvious  to  any  one  familiar  with  the  controver- 
sies in  the  courts  to  which  the  owners  of  the  Wells  patent 
have  been  parties,  that  these  controversies  have  been  aggra- 
vated, if  not  caused,  by  the  defective  manner  in  which  the 
patentee  specified  his  invention  and  stated  his  claims  in  the 
original  patent.     It  is  no  imputation  upon  Mr.  Wells  to  say 
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this,  for  an  examination  of  his  two  caveats,  filed  in  the  Patent 
Office — one  on  the  25th  of  June,  1838,  and  the  other  on  the 
9th  of  October,  1844 — show  that  the  invention  was  with  him, 
not  an  inspiration,  but  a  growth,  proceeding  from  his  mind — 
not  life-sized  and  full  armed  like  Minerva  from  the  brain  of 
Jupiter — but  by  slow  and  patient  development,  like  the  work 
of  the  sculptor  from  the  rough  marble. 

The  owners  of  the  patent  were  not  slow  in  discovering  these 
defects  and  in  attempting  to  remedy  them.  Availing  them- 
selves of  the  provisions  of  the  act  which  authorize  a  surren- 
der when  a  patent  was  found  to  be  inoperative  or  invalid  by 
reason  of  defective  or  insufficient  specification  or  claim,  and 
the  error  arose  from  inadvertence,  accident,  or  mistake,  and 
not  from  a  fraudulent  intention,  this  patent  was  surrendered 
and  reissued  on  what  was  supposed  to  be  amended  and 
corrected  specifications  in  two  separate  letters  patent,  one  of 
which  bore  date  September  30,  1856,  and  the  other  October 
7,  1856,  and  which  are  designated  reissues  Nos.  396  and  400, 
respectively.  These  not  proving  satisfactory  to  the  owners, 
another  surrender  was  made  and  two  new  reissues  had  on  the 
4th  of  December,  i860 — one  numbered  1,086,  for  a  process, 
and  the  other,  numbered  1,087,  f°r  machinery. 

It  was  under  these  reissues  that  the  suit  of  Burr  v.  Duryce% 
so  fully  reported  in  1  Wall.,  531,  was  brought  ;  and  the  de- 
cision of  the  court  in  that  case,  and  the  statement  of  the  prin- 
ciples on  which  it  rested,  most  probably  induced  the  complain- 
ant, after  the  extension  of  the  patent  by  act  of  Congress,  March 
2,  1867,  to  again  surrender  the  reissued  letters  patent  No. 
1,087,  *°  tne  Commissioner,  and  to  obtain  a  new  reissue,  which 
was  dated  May  19th,  1868,  and  numbered  2,942,  and  on  which 
the  present  action  was  commenced  against  these  defendants. 

In  this  last  reissue  no  claim  was  made  for  the  invention  of 
"  the  mode  of  operation*'  of  the  machine,  which  had  subjected 
the  reissue  of  i860  to  so  much  criticism  in  the  courts,  but  her 
claims  are  stated  as  follows  : 

"  1.  The  combination  of  the  rotating  brush  or  picker, substan- 
tially such  as  described  ;  the  rotating  pervious  cone,  provided 
with  an  exhausting  mechanism,  substantially  as  described  ; 
and  the  bottom  plate  or  guide,  substantially  as  described,  for 
vol.  1—5 
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directing  the  fur  fibres  toward  the  lower  part  of  the  cone,  and 
preventing  the  fibres  going  to  waste,  the  said  combination 
having  the  mode  of  operation  specified,  and  for  the  purpose 
set  forth. 

"  2.  The  combination  of  the  feed-apron,  the  rotating  brush 
or  picker,  substantially  as  described  ;  the  rotating  pervious 
cone,  provided  with  an  exhausting  mechanism,  substantially 
as  described  ;  and  the  guide  or  deflector  for  directing  the  fur 
fibres  on  to  the  tip  and  upper  part  of  the  cone,  substantially 
as  described,  the  said  combination  having  the  mode  of  opera- 
tion specified,  and  for  the  purpose  set  forth. 

"  3.  The  combination  of  the  rotating  brush  or  picker,  sub- 
stantially as  described  ;  the  rotating  pervious  cone,  provided 
with  an  exhausting  mechanism,  substantially  as  described  ; 
and  the  side  guides,  or  either  of  them,  substantially  as  de- 
scribed, to  prevent  fur  fibres  from  getting  out  of  the  proper 
influence  of  the  currents  travelling  to  the  cone,  and  to  pro- 
tect the  travelling  fibres  from  disturbing  currents,  the  said 
combination  having  the  mode  of  operation  specified,  and  for 
the  purposes  set  forth. 

"  4.  The  combination  of  the  feeding-apron,  on  which  the  fur 
can  be  placed  in  separate  batches,  as  described  ;  the  rotating 
brush  or  picker,  substantially  as  described  ;  the  rotating  pervi- 
ous cone  or  former,  provided  with  an  exhausting  mechanism, 
substantially  as  described,  the  said-  combination  having  a 
mode  of  operation  substantially  as  described. 

"5.  The  combination  of  the  feed-apron,  on  which  the  fur 
fibres  can  be  placed  in  separate  batches,  each  in  quantity 
sufficient  to  make  one  hat-body  ;  the  rotating  brush  or  picker, 
substantially  as  described;  the  rotating  pervious  cone,  provided 
with  an  exhausting  mechanism  ;  and  the  devices  for  guiding 
the  fur  fibres, substantially  as  described,  the  combination  hav- 
ing the  mode  of  operating  specified  and  for  the  purpose  set 
forth. 

"  6.  In  combination  with  the  pervious  cone,  provided  with  an 
exhausting  mechanism,  substantially  as  described,  the  cover- 
ing cloth,  wet  with  hot  water,  substantially  as  and  for  the  pur- 
pose specified." 

It  will  be  observed  that  these  are  all  claims  for  a  combina- 
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tion;  that  none  of  them  presents  the  concrete  machine,  except 
the  fifth,  and  that  lacks  the  "  covering  cloth  wet  with  hot 
water,"  mentioned  in  the  specification  of  the  sixth  claim  ;  but 
they  are  distinct  combinations  of  the  parts  of  a  machine,  each 
part,  it  is  alleged,  performing  an  independant  and  distinct 
function  For  instance,  in  the  first  claim,  we  have  the  com- 
bination of  the  brush  or  picker,  the  pervious  cone  with  an  ex- 
hausting mechanism,  and  the  bottom  plate  or  guide  for  direct- 
ing the  fur  fibres  toward  the  lower  part  of  the  cone.  That 
does  not  constitute  a  machine.  It  is  nothing  in  itself  and 
standing  alone.  It  is  only  one  of  several  combinations  of  de- 
vices or  instrumentalities  that  go  to  make  up  the  complete 
working  machine.  The  inventor  claims  that,  although  the 
devices  are  old  and  may  be  used  by  anybody,  the  combination 
is  new,  and  that  it  is  a  useful  improvement  in  machinery  for 
manufacturing  hat-bodies.  By  such  a  specification  of  the 
separate  combinations  of  the  parts,  which  are  used  and  needed 
to  constitute  the  aggregate  machine,  the  complainant  has  en- 
deavored to  take  her  case  out  of  the  general  rule  applicable  to 
patents  for  a  combination  alone,  to  wit, that  it  is  no  infringe- 
ment to  use  any  of  the  parts  or  things  which  go  to  make  up 
the  combination  provided  the  whale  combination  is  not  used. 
It  is  fairly  to  be  inferred  from  the  language  of  Chief  Justice 
Taney  in  Proutly  &  Mearsv.  Ruggles  et  aL,  16  Pet.,  341,  that 
the  difficulties  of  the  plaintiffs  in  that  case  arose  from  net 
observing  some  such  method  in  the  specifications  of  their 
claims.  "The  patent  is  for  a  combination,"  he  said,  "and 
the  improvement  consist  in  arranging  different  portions  of 
the  plough  and  combining  them  together  in  the  manner  stated 
in  the  specification  for  the  purpose  of  producing  a  certain 
effect.  None  of  the  parts  referred  to  are  new,  and  none  are 
claimed  as  new,  nor  is  any  portion  of  the  combination  less 
than  the  whole  claimed  as  new,  or  stated  to  produce  any  given 
result.  The  end  in  view  is  proposed  to  be  accomplished  by 
the  union  of  all,  arranged  and  combined  together  in  the  man- 
ner described.  *  *  *  The  use  of  any  two  of  these  parts 
only,  or  of  two  combined  with  a  third,  which  is  substantially 
different,  in  form  or  in  the  manner  of  its  arrangement  and  con- 
nection with  the  others,  is  therefore  not  the  thing  patented. 
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It  is  not  the  same  combination  if  it  substantially  differs  from 
it  in  any  of  its  parts." 

But  the  defendants  insist  that  this  last  reissue  is  invalid  : 

(i.)  Because  it  embraces  more  than  Mr.  Wells  claimed  in 
his  original  patent. 

(2.)  Because  the  devices  in  combination  in  the  different 
claims  cannot  be  employed  alone  for  any  useful  purpose  ;  but, 
only  being  useful  when  combined  in  a  complete  machine,  the 
patent  should  have  been  for  a  unit  and  not  for  the  distinct 
combinations. 

(1.)  With  regard  to  the  first  objection,  it  is  undoubtedly 
true  that  it  is  not  the  province  or  the  design  of  a  reissue  to 
enlarge  the  original  righJt  of  the  inventor,  but  to  cure  some 
defect  arising  from  inadvertency  or  mistake,  and  not  from 
fraud,  in  drawing  the  specifications  or  claims  of  the  first 
patent.  Every  inventor  is  entitled  to  the  benefit  of  all  that 
he  invents,  and  if  he  fails,  for  the  reason  above  assigned,  to 
acquire  a  right  to  his  whole  invention  in  his  letters  patent,  he 
may  surrender  them  and  have  a  reissue,  from  time  to  time, 
until  his  specifications  and  claims  cover  the  whole  ground. 
His  application  is  made  to  the  Commissioner  of  Patents,  and 
that  officer,  not  this  court,  is  the  tribunal  in  which  Congress 
has  vested  the  power  of  determining  whether  sufficient 
reasons  exist  to  grant  the  reissue.  His  decision  in  the  matter 
is  final,  in  the  sense  that  there  is  no  appeal  from  it ;  and  it 
does  not  seem  to  be  re-examinable  here,  unless  it  is  evident 
upon  the  face  of  the  reissue  that  he  has  exceeded  his  authority, 
and  that  there  is  such  a  repugnancy  between  the  old  and  the 
reissued  patent  that  it  must  be  held,  as  a  matter  of  legal  con- 
struction, that  they  are  not  the  same  invention.  Seymour  v. 
Osborne,  11  Wall.,  543. 

Conceding,  then,  that  Mrs.  Wells  was  entitled  to  claim  in 
her  reissue  all  that  was  included  in  her  husband's  first  inven- 
tion, and  nothing  more,  the  question  recurs  :  Where  is  the  re- 
pugnancy between  the  new  and  the  old  ?  It  must  consist  in 
something  added  or  in  something  essentially  different.  What 
more  is  included  in  the  new  than  was  fairly  indicated  and  em- 
braced in  the  old  ?  The  experts  in  the  case  specify  nothing, 
^tnd  the  court,  upon  careful  comparison  of  the  two,  finds  noth- 
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ing.  The  surrender  was  made  to  correct  and  amend  the 
specifications  and  claims.  The  law  gave  to  the  complainant 
that  privilege.  In  exercising  it  she  has  somewhat  varied 
the  form  of  the  expressions  of  some  of  th*e  devices  ;  as,  for 
instance,  the  trunk  or  tunnel  and  the  parts  composing  it  ; 
and  in  the  claims  of  the  reissue  has  segregated  the  parts  to 
more  fully  exemplify  their  functions  and  meaning  ;  but  I 
cannot  perceive  that  she  has  added  anything  or  adapted  any- 
thing that  was  not  suggested  in  the  original  patent. 

(2.)  The  second  objection  to  the  reissue,  divested  of  all  ver- 
biage, amounts  to  this  :  That  an  improvement  on  a  machine  is 
not  patentable,  unless  the  improvement,  standing  alone,  and 
not  in  connection  with  some  other  mechanical  devices  not 
enumerated,  is  practically  operative  and  useful.  I  cannot 
yield  assent  to  that  proposition.  The  separate  claims  of  a 
patent  must  be  construed  in  reference  to  the  specifications  ; 
and  if  the  specifications  point  out  the  arrangements  to  be 
made  or  the  methods  to  be  adopted  in  connection  with  other 
instrumentalities  which  the  inventor  may  not  claim  as  new, 
in  order  to  render  his  invention  practically  useful,  the  test  to 
be  applied  is  not  whether  the  claim  alone  will  produce  an  use- 
ful result,  but  whether  it  will  do  so  supplemented  by  and  in 
connection  with  such  designated  devices  and  instrumentalities. 

In  the  trial  at  law  of  the  case  ^)f  the  complainant  against 
two  of  these  defendants,  Jacques  and  Duryee,  in  the  Circuit 
Court  of  the  United  States  for  New  York,  before  Judge  Wood- 
ruff and  a  jury  in  1871,  the  several  claims  of  this  reissue  were 
discussed,  and  his  Honor  was  requested  to  charge  the  jury,  that 
if  they  believed  that,  with  reference  to  the  state  of  the  art 
and  the  object  to  be  accomplished,  the  combination  described 
in  the  first  claim  would  not  produce  any  useful  effect,  then 
the  patent  reissue,  which  was  stated  in  the  plaintiff's  declara- 
tion, so  far  as  that  claim  was  concerned,  was  void.  He  de- 
clined to  do  so,  but  directed  the  jury  to  construe  the  claim  in 
reference  to  the  specification  of  the  patent,  and  if  they  found 
it  would  produce  a  useful  result,  when  employed  in  the  man- 
ner described  in  the  specification,  it  should  be  regarded  as  a 
patentable  combination. 

And  in  the  subsequent  case  of  the  complainant  against  John 
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Gill,  the  same  judge,  in  charging  the  jury  on  the  question  in- 
volved in  this  objection,  further  observed  : 

•'  An  inventor  is  at  liberty,  when  he  has  made  an  invention, 
if  it  consists  of  several  distinct,  effective,  new  devices,  which, 
as  an  aggregate,  may  constitute,  in  his  judgment,  the  best 
machine  in  the  world,  but  of  which  certain  of  the  parts  may 
be  omitted  and  it  still  be  an  effective,  new,  and  useful 
machine — I  say  the  inventor  is  at  liberty,  in  taking  out  his 
patent,  to  protect  himself  against  that  species  of  innovation 
by  claiming  the  separate,  new,  and  useful  parts  of  the  machine 
by  themselves.  Just  as,  for  illustration,  was  suggested  in  the 
discussion  by  counsel  :  A  party  patenting  a  machine  may  in- 
troduce ingenious  and  new  devices,  which  may  be  better  than 
any  other  for  the  purpose,  but  some  of  which  could  be  sup- 
plied by  old  devices  ;  if  he  patents  the  machine  and  the  com- 
bination containing  his  new  devices — patents  it  only  as  a  com- 
bination— a  party  who  might  think  he  could  make  a  machine 
substantially  useful  for  his  purposes  by  omitting  these  devices 
and  supplying  their  places  by  old  devices  having  a  different 
operation  and  character,  would  be  at  liberty  to  do  so,  and  thus, 
practically,  a  large  benefit,  or  perhaps  the  whole  benefit,  that 
is  due  the  inventor  might  be  lost.  I  say  the  patent  law,  there- 
fore, permits  the  inventor  not  only  to  patent  the  machine  as 
an  aggregate,  but  to  patent  the  new  devices  which  enter  into 
it,  so  that  another  may  not  avail  himself  of  his  ingenuity  in 
that  respect." 

"  That  is  the  reason  why  reissues  often  become  necessary, 
because,  in  the  original  patent,  the  party  did  not  claim  dis- 
tinctly the  separate  items  of  the  property  which  he  had  a  right 
to  claim. *' 

These  views  of  Judge  Woodruff  came  under  the  considera- 
tion of  this  court  upon  an  application  for  a  preliminary  in- 
junction in  the  cases  of  the  complainant  against  Gill  et  aL  and 
against  Yates  et  al.,  and  no  reason  was  found  then  or  now  to 
dissent  from  their  general  correctness. 

Holding,  then,  that  the  several  claims  of  the  reissue  are  war- 
ranted by  the  model  and  specifications  on  which  the  original 
patent  was  granted,  and  not  regarding  the  validity  of  the 
Wells  patent  as  any  longer  an  open  question  in  this  court.  I 
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proceed  to  consider  the  alleged  infringement,  by  the  defend- 
ants. 

But  on  the  threshold  of  this  inquiry  we  are  met  by  the  coun- 
sel of  the  defendants  with  the  objection  that  the  bill  should 
be  dismissed,  because  it  charges  the  defendants  with  a  joint 
infringement,  and  the  proofs  are  that  they  were  several. 

To  sustain  this  objection,  the  settled  rule  in  equity  is  in- 
voked that  two  or  more  distinct  subjects  cannot  be  embraced 
in  the  same  suit. 

But  the  principle  does  not  apply  where  there  is  a  privity  or 
connection  between  the  different  defendants,  in  reference  to 
the  object  or  subject-matter  of  the  action.  The  pleadings  and 
proofs  in  this  case  reveal  the  fact  that  two  of  the  defendants, 
Jacques  and  Duryee,  were  the  owners  of  a  number  of  the 
machines  which  are  alleged  to  infringe  the  complainant's  pat- 
ent. They  used  them  from  the  date  of  the  suit  in  New  York, 
to  wit,  August  20,  1868,  until  November  30,  of  the  same 
year,  when  another  defendant,  The  Newark  Patent  Hat- Body 
Company,  by  its  president,  John  D.  Mitchell,  the  son-in-law 
of  Jacques,  leased  them,  with  other  property  of  Jacques  & 
Duryee,  for  the  consideration  of  fifty  dollars  per  month.  The 
large  amount  of  property  transferred  by  this  lease  to  the  cor- 
poration for  so  inadequate  a  sum  ;  the  reticence  so  apparent 
throughout  the  case  as  to  the  constituents  of  said  corpora- 
tion ;  the  amazing  ignorance  manifested  by  Mr.  Jacques  in 
his  examination  in  reference  to  it,  and  its  formation  so  soon 
after  the  suit  was  commenced  in  New  York  against  Jacques  & 
Duryee,  as  infringers,  all  give  weight  to  the  suspicions  of  the 
complainant  that  the  organization  was  a  mere  contrivance  to 
escape  responsibility. 

But,  without  expressing  any  opinion  on  that  point,  it  is  a 
sufficient  answer  to  the  objection  to  observe  that  the  defend- 
ant corporation  took  of  Jacques  &  Duryee  the  machines  com- 
plained of,  and  continued  their  use  ;  and  that  if  they  were 
infringers  at  all,  they  shared  with  the  lessors  the  fruits  of  the 
infringement ;  and  that  this  relationship  created  such  a  privity 
between  them  as  to  render  it  proper  to  embrace  them  in  the 
same  suit. 

I  do  not  overlook  the  fact  that,  in  the  lease,  they  were  called 
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the  Boyden  patent  hat-body  machines,  and  that  defendants' 
counsel  insist  that  the  court  ought  not  to  imply  that  any 
illegal  or  improper  use  was  intended  by  the  transfer.  The 
court  implies  nothing  ;  but  the  proof  states  that  the  precise 
machines  transferred  to  the  company,  called  by  whatever 
name,  were  those  whose  use,  the  complainant  alleges,  was  an 
infringement ;  and  if  that  allegation  is  sustained,  it  will  be  no 
defence  to  show  that  they  were  known  as  the  Boyden 
machines,  and,  in  fact,  contain  the  improvements  known  as 
the  Boyden  patent. 

Have,  then,  the  defendants  infringed  the  Wells  patent  ? 
They  admit  the  use  of  the  Boyden  patent  hat-body  machines, 
but  claim  that  they  are  protected  in  their  use  by  the  decree  of 
the  Supreme  Court  in  Burr  v.  Duryeey  i  Wall.,  531.  It  is 
true  that  the  court  there  held  that  the  Boyden  patent  for  an 
improvement  in  machinery  for  forming  hat-bodies  was  not  an 
infringement  of  the  Wells  patent  ;  but  the  case  was  tried  and 
decided  in  reference  to  the  Wells  patent  as  it  then  existed. 
Since  then  there  has  been  a  surrender,  amendments  and 
corrections  of  specifications  and  claims,  and  a  reissue  ;  and, 
as  I  have  already  considered,  that  the  claims  of  this  reissue 
are  not  shown  to  have  been  added  to  or  to  have  been  different 
from  the  original  invention,  the  complainant  is  at  liberty  now 
to  test  the  validity  of  the  Boyden  improvement  by  comparing 
it  with  the  claims  of  the  last  reissue  of  the  Wells  patent. 

It  will  be  observed  that  Boyden  did  not  profess  to  invent  a 
machine,  but  to  improve  an  existing  one  ;  and  his  improvement 
related  to  a  new  "  mode  of  directing  or  guiding  the  fur  to  the 
cone,  whereby  trunks  and  all  other  comparatively  complicated 
appliances  hitherto  used  for  the  purpose  were  dispensed  with, 
and  an  exceedingly  simple  and  efficient  device  substituted 
therefor." 

In  this  single  claim,  he  says  :  cc  I  do  not  claim  the  cone 
or  the  picker  ;  neither  do  I  claim  the  feed-apron  ;  but  I  do 
claim  as  new  the  fur-director  or  plate  F,  curved  or  bent,  sub- 
stantially as  shown  and  arranged,  in  relation  with  the  cone  B 
and  picker  D,  to  operate  substantially  as  and  for  the  purpose 
set  forth." 

Now,  it  may  be  conceded  that  the  Boyden  patent  is  all  that 
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the  inventor  claimed  for  it,  as  a  new,  useful,  and  patentable 
improvement,  and  yet  its  use  may  be  an  infringement,  if  it 
cannot,  in  fact,  be  operated  except  in  connection  with  some 
of  the  combinations  of  the  Wells  reissue. 

Upon  this  question  the  experts,  as  usual,  differ.  Mr. 
Waters,  the  complainant's  expert,  testifies  that  all  the  claims 
of  Wells'  patent  are  infringed  by  the  machines  used  by  the 
defendants.  In  order  to  reach  this  conclusion  he  treats  the 
bottom  board,  the  curved  plate  or  fur-director,  the  tins  or 
step-boards,  of  the  Hoyden  machine,  as  mere  mechanical 
equivalents  for  the  bottom  plate,  tlje  guides  or  deflectors,  the 
side-guides,  and  the  devices  for  guiding  :he  fur  fibre  of  the  first, 
second,  third,  and  fifth  claims  of  the  complainant's  reissue. 
The  defendant's  expert,  Mr.  Hibbard,  on  the  other  hand,  re- 
fuses to  regard  these  devices  of  the  two  machines  as  equiva- 
lents ;  claims  that  the  complainant  is  bound  to  use  the  trunk 
or  tunnel  with  flap  and  hood,  as  exhibited  in  the  model  and 
described  in  the  specifications,  as  an  entirety,  and  is  forbidden 
to  separate  the  device  into  bottom  plate,  side  guides,  deflec- 
tors, etc.,  and  distribute  it  into  parts  through  her  different 
claims.  He  further  insists,  and  the  whole  theory  of  the  de- 
fence seems  to  be  based  upon  this,  that  there  cannot  be  a 
patentable  combination  of  a  portion  of  the  parts  necessary  to 
make  up  a  complete  machine,  unless  such  distinct  combina- 
tion, acting  independently  of  the  other  parts,  will  produce 
some  new  and  practically  useful  result.  This  last  proposition 
has  been  already  considered,  and  reference  is  now  made  to  it 
to  afford  the  opportunity  of  observing  that  much  of  the  testi- 
mony of  the  defendant's  expert  must  be  interpreted  in  refer- 
ence to  what  the  court  holds  to  be  this  mistaken  view  of  the 
law  of  the  case. 

If  the  first,  second,  fourth,  and  sixth  claims  of  the  com- 
plainant's reissue  are  patentable  combinations,  when  construed 
in  reference  to  the  specification  of  the  patent,  as  I  hold  them 
to  be,  and  if  Wells  was  the  original  inventor  of  these  devices 
in  combination,  as  there  seems  to  be  no  reasonable  doubt,  I 
think  the  testimony  in  the  case  fully  establishes  the  fact  that 
the  use  of  defendants'  machines  violates  each  of  these  claims, 
even  if  it  should  be  held  that  Boyden's  method  of  getting  the 
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fur  from  the  picker  to  the  cone  and  of  distributing  it  upon 
the  cone  in  proper  quantities  to  make  a  merchantable  hat-body 
was  new  and  preferable  to  the  trunk  or  tunnel  of  the  Wells 
machine. 

And  this  brings  me  to  consider  what  was  in  issue  in  the 
suit  of  Wells  v.  Jacques  before  the  jury  in  the  Circuit  Court  in 
New  York,  and  how  far  the  parties  here  ought  to  be  concluded 
by  that  verdict. 

An  examination  of  Bo}Tden's  specifications  to  his  patent 
clearly  reveals  how  he  distinguished  the  principle  or  mode  of 
operation  of  his  machine  from  the  invention  of  Wells.  Re- 
garding the  trunk  or  tunnel  which  conducted  the  aerial  current, 
bearing  the  fur  from  the  brush  to  the  former,  and,  at  the  same 
time,  regulated  its  distribution  thereon,  as  the  only  new  and 
patentable  device  of  Wells,  he  dispensed  with  the  trunk  or 
tunnel,  hood  and  flap,  and  claimed  that  instead  of  conducting 
the  fur,  he  projected  it  by  means  of  the  strong  current  pro- 
duced by  the  rapid  revolution  of  the  picker  ;  that  the  fur  was 
brought  within  the  influence  of  the  exhaust  by  projection  and 
not  conduction  ;  that,  by  reversing  the  rotation  of  the  picker, 
he  caused  the  fur  to  be  borne  downward  by  the  current  until 
it  struck  the  fur-director  or  plate,  whose  curved  surface  di- 
rected and  regulated  its  proper  distribution  upon  the  cone  ; 
and,  although  the  force  of  the  current  was  somewhat  inter- 
fered with  and  impeded  by  striking  upon  the  bottom  board, 
step-board,  or  tin  guides,  it  was  not  sufficiently  retarded  to 
materially  weaken  the  propulsion  of  the  fur.     His  words  are  : 

"  The  picker  D,  although  of  usual  construction,  is  rotated  in 
a  reverse  direction  to  those  in  ordinary  machines.  The  fur 
from  which  the  hat-bodies  are  formed  is  placed  on  the  apron 
E,  which  conveys  it  as  usual  to  the  picker  D.  The  picker,  by 
its  rapid  rotation,  conveys  the  fur  around  on  the  plate  F, 
which,  in  consequence  of  being  curved  as  described,  causes 
the  fur  to  be  projected  towards  the  cone  B  in  a  series  of  planes, 
*  *  *  the  velocity  of  the  picker  being  sufficiently  great  to 
project  the  fur  within  the  influence  of  the  exhaust  of  the  cone. 
This  peculiar  curve  of  the  plate  F  not  only  gives  the  proper 
direction  to  the  fur,  so  that  the  latter  may  properly  cover  the 
cone,  but  it  directs  the  fur  to  the  cone  in  proper  quantity,  etc. " 
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The  complainant  insists  that  such  an  attempt  to  distinguish 
between  the  projection  and  conduction  of  the  fur-bearing  current 
is  chimerical  ;  and  that  practically  no  such  difference  exists  ; 
that  the  reversal  of  the  operation  of  the  picker,  causing  the 
current  to  strike  On  the  plate  or  deflectors  below,  is  mechani- 
cally the  same  as  the  rotation  of  the  brush  in  the  opposite  di- 
rection causing  it  to  strike  upon  the  upper  part  of  the  trunk 
and  the  hood  above,  and  that  the  distribution  of  the  fur  in 
both  cases  is  effected  by  substantially  the  same  means. 

This  is  a  question  of  fact,  and,  as  I  understand  it,  was  the 
question  which  Judge  Woodruff  submitted  to  the  jury  in 
Wells  v.  Jacques.  In  that  case,  tin -guides  were  used  as  de- 
flectors or  distributers  of  the  fur,  and  the  jury  found  that  they 
infringed  the  complainant's  reissued  patent.  Since  then  the 
defendants  have  substituted  the  wooden  step-board  for  the 
tins  ;  and  their  expert,  Mr.  Hibbard,  states  that  he  considers 
the  two  substantially  the  same,  and  the  one  no  more  an  in- 
fringement than  the  other.  The  verdict  of  the  jury  on  the 
question  of  fact  certainly  estops  one  of  the  defendants,  Jacques, 
as  to  the  tin  guides  ;  the  uncontradicted  admission  of  his  ex- 
pert equally  concludes  him  as  to  the  step-board  being  their 
equivalent ;  and,  after  a  careful  examination  of  the  testimony 
in  the  present  case,  I  can  see  no  reason  to  dissent  from  the 
correctness  either  of  the  verdict  or  the  judgment  of  the 
expert,  and  must  hold  all  the  defendants,  outside  of  any 
question  of  estoppel,  to  be  infringers  of  the  complainant's 
reissue. 

In  the  argument,  the  defendants'  counsel  treated  the  sixth 
claim  of  the  complainant  as  for  a  process  for  hardening  the 
hats  after  they  are  formed.  If  it  were  for  that  it  would  not 
be  proper  for  this  court  to  inquire  whether  the  invention  of 
the  process  belong  to  Ponsford  or  to  Wells,  as  the  Supreme 
Court  has  decided  that  question  in  Burr  v.  Duryee.  But  in 
the  reissue  the  means  for  removing  the  hat  from  the  cone  is 
separated  from  the  process  of  hardening  ;  and  the  claim,  fairly 
interpreted,  is  for  the  means  not  for  the  process.  Here,  again, 
it  is  sufficient  to  say  that  in  the  testimony  the  opinion  of  the 
defendants'  experts  stands  unquestioned  ;  that,  as  regards  the 
mechanical  means  by  which  the  process  is  carried  out,  the 
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claim  of  the  complainant  is  not  anticipated  by  Ponsford's 
English  patent. 

It  is  not  conceived  that  the  result  to  which  I  have  arrived 
is  in  conflict  with  the  views  of  the  Supreme  Court,  as  ex- 
pressed in  the  case  of  Burr  v.  Duryee,  supra,  as  the  issues  were 
there  presented.  It  is  both  the  duty  and  inclination  of  this 
court  to  accept  the  conclusions  to  which  the  court  came.  But 
the  surrender,  the  amendments  of  the  specification  and  claims, 
and  the  reissue  of  the  Wells  patent  since  then,  have  more  com- 
pletely exhibited  the  extent  of  Wells'  invention,  and  have 
placed  some  of  his  separate  patentable  combinations  in  such  a 
position  as  to  enable  the  courts  to  grant  to  the  owner  of  the 
patent  that  protection  which  they  were  unable  to  do  under 
his  original  defective  specifications  and  claims. 

In  the  present  case  there  must  be  a  decree  for  the  com- 
plainant for  an  injunction  and  account  against  all  the  defend- 
ants, except  Duryee,  whose  plea  has  been  accepted  by  the 
complainant  as  an  excuse. 

Edward  N.  Dicker  son,  for  the  complainant. 

Cortlandt  Parker ■,  for  the  defendants. 
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Eliza  Wells,  Administratrix, 


vs. 


John  Gill  et  al. 


Same 


vs. 


Henry  J.  Yates  et  al.     In  Equity. 

The  complainant's  reissued  patent  for  improvement  in  machines  for  making 
hat-bodies,  having  been  adjudged  valid  in  the  case  of  Wells  v.  Jacques 
ttaL  {anU  p.  60),  it  was  held  that  the  defendant's  machine  infringed  the 
patent,  although  their  arrangement  for  conducting,  or  projecting,  or  get- 
ting the  fur  from  the  brush  or  picker  to  the  exhaust  cone,  might  be  in 
some  respects  novel,  and  an  improvement  on  the  complainant's  machine. 

(Before  Nixon,  J.,  District  of  New  Jersey,  March,  1874.) 

Nixon,  J. 

The  observations  which  I  deemed  it  proper  to  make,  in 
reference  to  the  construction  of  the  Wells'  patent  in  Wells  v. 
Jacques  etal.y  render  it  quite  unnecessary  that  I  should  travel 
over  the  same  ground  in  the  above  cases. 

Homing  all  the  claims  of  the  Wells'  reissue  valid,  the  only 
remaining  question  is,  whether  the  use  of  the  Gill  machine  is 
an  infringement. 

It  may  be  true,  as  the  counsel  for  the  defendants  so  ably 
contended,  that  the  arrangements  of  the  devices  in  the  Gill 
machine  for  conducting  or  projecting  or  getting  the  fur  from 
the  brush  or  picker  to  the  exhaust  cone,  are,  in  some  respects 
novel,  and  an  improvement  in  efficiency,  on  the  Wells 
machine  ;  yet  they  are  practically  useless,  except  in  combina- 
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tion  with  the  constituents  of  the  complainant's  reissued  pat- 
ent, and  cannot  be  used  without  infringing  some  of  its  claims, 
particularly  the  fourth. 

This  appears  quite  as  clearly  from  the  admissions  of  the  de- 
fendants1 principal  witnesses,  as  from  the  direct  testimony  of 
the  complainant's  expert. 

Let  there  be  a  decree  for  the  complainant,  in  each  of  the 
above  stated  cases,  and  an  order  for  an  injunction  and  ac- 
count, according  to  the  prayer  of  the  bill. 

Henry  Traphagen^  for  the  complainant. 
A.  S.  Hubbell,  for  the  defendants. 


C.  C.  Coolidge 


/• 


John  McCone.    At  Law.* 

The  claim,  in  a  patent  for  an  amalgamating  pan,  was,  "  constructing  and 
placing  the  shoes  and  dies  upon  upper  and  nether  d isles  obliquely,  at 
about  the  angle  as  described,  together  with  the  beveled  bars  B,  B,  B,  etc., 
substantially  as  described  and  for  the  purposes  set  forth."  The  inven- 
tor in  his  specification  states,  "  the  nature  of  my  invention  consists  in 
the  arranging  of  shoes  and  dies  having  grooves  or  channels  cut  obliquely 
from  the  circumference  to  the  centre  or  axis.  My  invention  also  relates 
to  beveled  bars,  placed  between  each  die  and  partially  filling  the  grooves, 
for  the  purpose  of  keeping  the  ore  near  the  same  as  they  pass  each 
other."  *  *  *  "  I  do  not  claim  broadly  the  use  of  shoes  and  dies  for  the 
'  purpose  of  reducing  amalgamating  ores,  for  these  are  well  known  and 
used  :"  Held,  that  the  claim  was  for  the  shoes  and  dies  as  described,  in 
combination  with  the  beveled  bars. 

The  patent  is  not  infringed  by  making  and  vending  the  shoes  and  dies  with- 
out the  beveled  bars. 

(Before  Sawyer    and    Hillyer,    JJ.,    and    a  jury,   District  of    Nevada, 
March,  1874.) 


*2  Sawyer,  571. 
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The  plaintiff  is  assignee  of  a  patent  issued  to  one  Belknap, 
for  a  combination  of  certain  shoes  and  dies,  and  beveled  bars, 
used  in  amalgamating  pans  for  the  amalgamation  of  silver 
ores.  The  defendant,  a  foundryman,  is  charged  with  making 
and  selling  the  invention  in  violation  of  plaintiff's  rights.  It 
appeared  in  the  testimony  that  some  time  in  1866,  before  the 
assignment  under  which  plaintiff  claims,  the  patentee,  Belk- 
nap, brought  the  patterns  of  his  shoes  and  dies  to  defend- 
ant's foundry,  and  procured  him  to  cast  shoes  and  dies  from 
those  patterns,  which  the  patentee  himself  put  into  the  pans 
of  certain  mills  in  the  neighborhood,  without  charge,  for 
the  purpose  of  introducing  them.  But  the  defendant  made 
no  "  beveled  bars"  to  go  with  the  shoes  and  dies.  These 
could  be  made  of  wood  as  well  as  of  iron,  and  Belknap  him- 
self made  the  beveled  bars  for  those  mills,  wherein  he  had 
introduced  his  invention,  the  defendant  casting  from  the  pat- 
terns furnished  only  the  shoes  and  dies.  Afterward,  be- 
tween 1867  and  the  commencement  of  this  suit,  and  after  the 
assignment  of  Belknap's  patent  to  plaintiff,  the  defendant 
cast  and  furnished  to  various  mill-owners  shoes  and  dies  of 
the  same  kind.  Mill-owners  would  bring  to  defendant  their 
own  patterns  in  such  form  as  they  desired  the  castings  to  be 
made,  and  the  defendant  would  cast  the  shoes  and  dies  from 
the  patterns  so  furnished,  and  the  parties  for  whom  they 
were  cast  would  take  them  away,  put  them  into  the  pans  in 
their  mills  themselves,  and  there  use  them.  They  sometimes 
obtained  dies  without  the  shoes,  and  used  them  with  other 
kinds  of  shoes,  and  sometimes  obtained  shoes  without  the 
dies,  and  used  them  with  other  kinds  of  dies..  The  shoes  and 
dies  were  not  necessarily  used  together,  as  the  Belknap  shoe 
could  be,  and  sometimes  was  used  with  other  kinds  of  dies, 
and  the  Belknap  die  with  other  shoes.  Defendant  never  in- 
quired what  use  was  to  be  made  of  the  shoes  and  dies  cast  by 
him,  but  he  simply  cast  and  furnished  them  from  patterns 
brought  by  his  customers.  There  was  no  testimony  tending 
to  show  that  he  ever  cast  or  furnished  any  of  the  "  beveled 
bars,"  either  with  or  without  the  shoes  and  dies.  On  the 
contrary,  the  testimony  showed  affirmatively  that  he  never 
did  cast  or  furnish  any  beveled  bars.     There  was,  also,   no 
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testimony  tending  to  show  that  the  parties  using  the  shoes 
and  dies  cast  and  furnished  by  defendant  ever  procured  from 
other  sources,  or  used  in  connection  with  the  shoes  and  dies 
furnished  by  him,  any  of  the  "  beveled  bars  "  mentioned  in 
the  plaintiff's  patent,  or  any  mechanical  substitute  therefor, 
except  in  those  instances  where  the  patentee  himself  fur- 
nished them  as  aforesaid,  in  his  efforts  to  introduce  his  in- 
vention. The  casting  and  furnishing  of  shoes  and  dies,  as 
before  stated,  to  parties  other  than  Belknap,  are  the  acts 
complained  of  as  constituting  an  infringement  of  plaintiff's 
rights. 

At  the  close  of  plaintiff's  testimony,  counsel  for  the  defend- 
ant  moved  the  court  to  advise  the  jury  to  find  a  verdict  for 
the  defendant  on  the  ground  that  there  was  no  testimony  to 
show  that  the  defendant  had  manufactured  or  sold  the  plain- 
tiff's invention  ;  the  invention  claimed  and  patented  being,  as 
defendant  insisted,  a  combination  of  shoes,  dies  and  the 
"  beveled  bars"  ;  and  as  the  beveled  bars  had  not  been  made 
or  sold,  or  even  used  in  connection  with  the  shoes  and  dies 
furnished  by  defendants,  the  whole  combination  had  not  been 
made  or  sold  ;  and  that  there  was  no  infringement  by  making 
and  using  a  part  only  of  the  combination. 

The  court  thereupon  delivered  the  following  opinion  : 

Sawyer,  J. 

We  have  examined  the  specifications  annexed  to  the  patent 
very  carefully,  and  it  is  very  plain  to  our  minds  that  the  pat- 
ent is  for  a  combination  of  several  elements  or  parts.  The 
petitioner  commences  by  describing  the  drawings,  and  then 
states  as  follows  : 

"  The  nature  of  my  invention  consists  in  the  arranging  of 
shoes  and  dies,  having  grooves  or  channels  cut  obliquely 
from  the  circumference  to  the  centre,  terminating  in  a  line  of 
a  radius  to  the  centre  or  axis.  My  invention,  also,  relates  to 
beveled  bars  placed  between  each  die,  and  partially  filling  the 
grooves,  for  the  purpose  of  keeping  the  ore  near  the  same  as 
they  pass  each  other. ' ' 

Then  he  describes  how  the  dies  are  fixed  to  the  disks,  and 
tells  us  how  other  dies  have  been  used  in  a  different  arrange-  m 
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ment ;  points  out  how  the  beveled  bars  are  arranged  in  con- 
nection with  the  other  parts  ;  describes  their  operation,  and 
concludes  with  the  claim,  which  is  in  the  following  words  : 

•'  I  do  not  claim  broadly  the  use  of  shoes  and  dies  for  the 
purpose  of  reducing  amalgamating  ores,  for  these  are  well 
known  and  used.  What  I  do  claim,  however,  and  desire  to 
secure  by  letters  patent,  is,  constructing  and  placing  the  shoes 
and  dies  upon  upper  and  nether  disks  obliquely  at  about  the 
angle  as  described,  together  with  the  beveled  bars  B,  B,  B,  etc. , 
substantially  as  described,  and  for  the  purposes  set  forth." 

The  claim  is  for  a  combination.     There  is  no  claim  that  the 
dies  are  new  ;  that  the  direction  of  the  grooves  is  new,  or  that 
the  bars  are  new  ;  but  what  he  does  claim,  is  the  arrangement 
of  these  together,    "  placing  the  shoes  on   upper  and   nether 
disks  about  the  angle  described,  together  with  the  beveled  bars 
B,  B,  B,  substantially  as  described,  and  for  the  purposes  set 
forth."     These     shoes     and    dies,    arranged    as    described, 
"  together  with,"  that  is  to  say,  united  with,  in  conjunction 
with,  in  combination  with,  the  beveled  bars,  substantially  as 
described.     Now,  it  may  be  that  this  claim   is  not  made  in 
such  a  way  as  to  be  so   advantageous   to  the  patentee  as  he 
was  entitled  to  make  it.     It  may  be,  that  he  has  arranged  his 
dies  in  connection  with  the  disks   in  such  a  way  as  to  be  an 
improvement  by  itself,  and  which  may  entitle  him  to  a  patent 
for  that  arrangement,  unconnected  with  the  beveled  bars;  and 
that  he  might  have  put  in  a  claim  and  obtained  a  patent  for 
such  arrangement,  independent  of  the  beveled  bars.     It  may 
be,  that,  having  obtained  a  patent  for  such  arrangement,  he 
could  also  have  obtained  a  patent  for  a  further  combination 
of  that  arrangement  in  connection  with  the  beveled  bars.     If 
that  was  the  object  intended  to  be  covered  by  this  patent,  the 
claimant  has  failed  to  express  it.     It  is  for  the  arrangement  of 
the  dies  and  shoes  together  with,  that  is  to  say,  in  combination 
with  the  bars,  that  is  patented.     The  claim  to  the  whole  is 
made  as  one  indivisible  claim,  as  an  entirety,  and  the  entire 
combination  must  be  made  and  sold  or  used  in  order  to  con- 
stitute an  infringement.     If  the  patentee  failed «to  get  all  he 
desire^s,  or  failed  to  get  his  patent  in  such  a  form  that  any  part 
could  not  be  used  without  an  infringement,  he  has  only  done 
vol.  1—6 
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what,  perhaps,  a  majority  of  the  patentees  before  him,  in  the 
first  instance,  have  done.  It  may  be  necessary  to  surrender 
the  patent  and  procure  a  reissue,  in  order  to  secure  the  full 
benefit  of  his  invention.  However  this  may  be,  he  has  made 
his  claim  in  his  own  way,  and  the  patent  on  that  claim  is  for 
this  one  single  indivisible  combination  of  all  the  elements  as 
an  entirety,  in  manner  substantially  as  described,  and  for  the 
purpose  indicated,  that  is  to  say,  to  cut  the  pulp,  like  shears, 
and  throw  it  up  to  the  cutters  by  means  of  the  bars. 

The  charge  in  this  complaint  is,  that  the  defendant  has  made 
and  sold  this  invention  as  one  single  invention.  The  testi- 
mony shows  that  the  defendant  has  manufactured,  and  fur- 
nished to  mill-owners,  dies,  and  manufactured  and  furnished 
shoes.  One  witness  testifies  that  the  defendant  put  the  dies 
and  shoes  together,  in  some  instances,  in  the  shops,  for  the 
purpose  of  trying  them  to  see  if  they  would  fit;  but  there  is  no 
testimony  which  shows  that  he  has  ever  manufactured  any  of 
these  '*  beveled  bars."  On  the  contrary,  Tyrrell  and  Horn, 
his  employees,  and  Belknap,  say  distinctly,  that  defendant 
never  manufactured  any  of  the  bars,  so  far  as  they  are  aware; 
but  he  has  manufactured  shoes  and  dies  upon  the  request  of 
parties  desiring  to  have  them  manufactured.  There  is  no 
testimony  showing  that  defendant  ever  manufactured  or  sold 
the  beveled  bars. 

The  testimony  shows,  too,  that  these  dies  may  be,  and  some- 
times are,  used  in  connection  with  other  shoes,  and  the  shoes 
in  connection  with  the  other  dies.  They  are  not  necessarily 
used  together  in  the  combination. 

It  is  claimed  that  the  defendant  has  made  the  shoes  and 
dies  without  authority  from  the  patentee,  knowing  they  were 
to  be  used  in  violation  of  the  patent,  and  that  this  renders 
him  liable  even  if  he  did  not  make  the  entire  machine.  Now, 
if  several  different  parties  conspire  together,  one  to  make  one 
part  of  a  patented  machine,  another  another,  and  so  on,  in 
order  to  avoid  responsibility,  it  may  well  be,  that  each  party 
so  conspiring  and  engaged  in  making  a  complete  machine, 
would,  nevertheless,  be  liable,  although  he,  himself,  should 
actually  make  but  one  part  of  the  perfected  machine.  How- 
ever that  may  be,  it  is  not  this  case.     There  is  no  testimony 
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tending  to  establish  such  a  case.  Defendant  casts  certain 
parts  for  customers  from  patterns  furnished  by  them,  without 
inquiry  as  to  their  use.  The  pieces  or  elements  of  this  com- 
bination are  not  new,  and  are  capable  of  use  out  of  this  com- 
bination. Defendant  had  a  right  to  cast  and  sell  them  to  be 
used  separately  ;  and  there  is  no  testimony  showing  either 
that  the  beveled  bars,  or  any  mechanical  substitute  for  them, 
were  used  in  connection  with  any  of  the  dies  and  shoes  which 
defendant  made  without  authority  from  Belknap  ;  or  that  de- 
fendant understood  that  they  were  to  be  so  used.  Belknap, 
I  believe,  does  say  that  bars  were  made  by  himself  to  use  in 
combination  with  those  dies  and  shoes  which  he  ordered 
made  by  defendant  for  the  purpose  of  introducing  his  inven- 
tion ;  but,  beyond  that,  there  is  no  testimony  tending  to  show 
that  any  of  the  parties  made  and  used  the  beveled  bars  in 
connection  with  any  of  the  dies  and  shoes  which  defendant 
made  without  authority  from  the  plaintiff. 

We  have  looked  over  the  testimony  carefully.  My  asso- 
ciate. Judge  Hillyer,  took  very  full  notes,  and  I  find  that  they 
agree  with  my  recollection  of  the  testimony.  There  is  noth- 
ing, then,  to  show  that  this  combination  was  made  or  sold  by 
the  defendant,  or  that  he  has  made  portions  of  it  and  sold 
them  to  other  parties,  with  the  knowledge  that  they  were  to 
be  used  in  connection  with  the  "  beveled  bars"  for  the  pur- 
pose of  making  up  a  single  complete  machine. 

We  think,  therefore,  we  are  bound  to  advise  the  jury  as 
asked. 

[At  the  close  of  the  opinion  the  counsel  for  plaintiff  offered 
to  prove  further,  that  the  "  beveled  bars"  were,  in  fact,  of  no 
advantage  or  use  in  the  combination,  and  might  be  dispensed 
with  in  practice  without  in  any  degree  impairing  the  efficiency 
of  the  machine  ;  that  the  whole  advantage  of  the  machine 
really  consisted  in  the  arrangement  of  the  shoes  and  dies 
obliquely  in  connection  with  the  disks,  as  in  the  other  partic- 
ulars described  in  the  specifications,  so  as  to  cut  outward  in 
the  manner  of  shears.  But  the  court  held  that  the  whole 
combination,  as  an  entirety,  is  the  thing  claimed  as  the  inven- 
tion, and  patented  ;  and  that  no  part,  however  useless,  can  be 
dispensed  with  for  the  purpose  of  working  out  an  infringement, 
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citing,  Rich  v.  Close,  4  Fish.  Pat.  Ca.  282  ;  Vance  v.  Campbell, 
1  Black,  427  ;  Eames  v.  Godfrey,  1  Wall.,  78  ;  Carter  v.  Baker, 
1  Saw.,  512.  See,  also,  Hailes  v.  Van  Wormer,  20  Wall.,  353  ; 
Gould  v.  Rees,  15  Wall.,  194.] 

The  court  thereupon  advised  the  jury  to  return  a  verdict  for 
the  defendant,  which  was  accordingly  done. 

Williams  6r»  Bixler,  for  the  plaintiff. 

Lewis  cV  Deal  and  Beatty,  for  the  defendant. 


William  Webster  et  al. 


vs. 


The  New  Brunswick  Carpet  Company.     In  Equity. 

Where  a  patent  has  been  granted  for  a  combination  of  old  mechanical  ele- 
ments, it  is  an  infringement  to  use  all  of  the  elements  but  one,  and  for 
the  one  not  used,  substitute  another  old  element,  which,  at  the  time  of 
the  invention,  was  known  as  its  mechanical  equivalent,  performing  sub- 
stantially the  same  functions. 

In  order  to  avoid  the  charge  of  infringement  in  such  cases,  the  substituted 
element  must  be  a  new,  one,  or  must  perform  a  substantially  different 
function,  or  must  be  unknown  at  the  date  of  the  patent  as  a  proper  sub- 
stitute for  the  one  omitted  from  the  patented  combination. 

The  patent  granted  to  William  Webster,  August  27th,  1872,  for  "  a  new  and 
useful  improvement  in  looms  for  weaving  pile  fabrics/' described  and 
claimed  the  invention  to  be  a  combination  of  mechanical  elements,  one 
of  which  was  a  wire  bar  or  trough  mounted  on  a  vertical  shaft,  pivoted 
at  the  outer  end,  with  the  end  nearest  to  the  loom  oscillating  to  the  ex- 
tent required  to  transport  the  wire  into  the  shed.  The  defendant  used  a 
loom  containing  all  of  the  elements  of  Webster's  patent,  except  that  last 
mentioned,  for  which  was  substituted  a  wire  bar  or  trough  mounted 
upon  a  horizontal  rock  shaft,  supported  by  two  arms,  and  reciprocating 
equally  throughout  its  whole  length.  It  was  shown  by  the  evidence  that 
the  latter  method  of  supporting  the  trough  was  old  in  the  art  at  the  date 
•of  Webster's  invention,  and  that  it  performed  no  different  function  from 
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the  Webster  method  :  Held,  that  the  defendant's  loom  infringed  the 
patent  of  Webster. 

(Before  Nixon,  J.,  District  of  New  Jersey,  March,  1874.) 

Nixon,  J. 

This  bill  is  filed  against  the  corporation  defendant,  for  in- 
fringing certain  letters  patent,  No.  130,961,  issued  to  William 
Webster,  August  27,  1872,  for  "  a  new  and  useful  improve- 
ment in  looms  for  weaving  pile  fabrics." 

The  answer  denies  the  infringement,  and  sets  up,  as  a  de- 
fence, a  prior  invention  by  one  Ezekiel  K.  Davis  ;  and  that 
letters  patent  were  granted  to  him,  for  inventions  in  looms 
for  weaving  pile  fabrics,  dated  February  9,  1869,  and  num- 
bered 86,651  ;  that  the  looms  which  the  defendants  had  in 
use,  and  which  were  alleged  in  the  bill  of  complaint  to  in- 
fringe the  Webster  patent,  were  constructed  and  operated  in 
conformity  to  the  description  contained  in  the  said  patent  to 
Davis  ;  that  defendants  had  a  license  under  said  patent  to  use 
said  looms  ;  and  that  they  rightfully  and  lawfully  used  under 
said  license. 

I.  The  complainants'  patent  refers  to  the  wire  motions  of  a 
loom  in  the  manufacture  of  pila  fabrics.  It  is  a  patent  for  a 
combination  ;  and  the  question  of  infringement  is  determined 
by  the  construction  of  the  fifth  claim,  which,  in  the  specifi- 
cations is  stated  as  follows  : 

"  In  combination,  the  lay  and  its  rigid  shuttle-box,  the 
pivoted  vibrating  wire  trough,  the  reciprocating  driving 
slide,  and  the  latch  moving  thereon,  the  latter  being  operated 
by  the  wire  box,  the  combination  being  and  operating  sub- 
stantially as  described." 

The  combination  has  six  constituents  : 

(1.)  The  lay  not  differing  from  the  lay  used  in  the  ordinary 
loom,  whose  functions  are  to  support  the  shuttle  in  its  motions 
backward  and  forward. 

(2.)  A  rigid  shuttle-box,  as  distinguished  from  a  sliding  one, 
placed  on  the  same  side  of  the  loom  as  the  wire  motion,  and 
so  attached  to  the  lay  that  it  partakes  of  its  backward  and 
forward  movements. 

(3.)  The  pivoted  vibrating  wire  trough,  which  acts  as  a  support 
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to  the  wires.  By  means  of  the  latch,  and  the  reciprocating 
driving  slide,  the  wires  are  drawn  from  the  fabric  into  this 
trough,  which  oscillates  towards  the  lay,  transporting  the 
wires  into  the  proper  position,  where  they  are  pushed  out  of 
the  trough  into  the  open  shed  of  the  loom. 

(4  and  5.)  The  reciprocating  driving  slide  and  the  latch,  the 
former  forcing  the  wire  from  the  trough  into  the  shed,  and 
the  latter  catching  into  the  head  of  the  wire  by  a  spring  hook, 
drawing  it  again  from  the  fabric  into  the  trough. 

(6.)  The  wire-box,  which  is  a  contrivance  or  receptacle  for 
the  heads  of  the  wires,  when  they  are  inserted  in  the  fabric. 
The  box  has  a  slot  on  its  top,  under  which  there  is  always 
the  head  of  a  wire  when  the  loom  is  in  operation.  The  nose 
of  the  latch  drops  into  this  slot  and  engages  the  head  of  the 
wire  that  lies  nearest  to  the  breast-beam  of  the  loom,  whence 
it  is  withdrawn  to  the  trough.  The  wire-box  has  also  other 
functions.  It  operates  as  a  cam,  disengaging  the  latch  from 
the  wire  head  after  the  wire  has  been  inserted  into  the  shed, 
and  supporting  the  hook  so  that  it  cannot  engage  with  any 
of  the  wires  in  the  box  while  the  hook  and  trough  are  pass- 
ing from  the  open  shed  to  the  breast-beam. 

The  evidence  hardly  admits  of  a  serious  doubt  but  that  the 
defendants  have  infringed  this  combination.  The  testimony 
of  the  complainants'  expert,  Mr.  H.  B.  Renwick,  is  explicit  in 
the  matter.  After  an  examination  of  the  looms  in  use  by  the 
defendant  corporation,  at  their  works  in  New  Brunswick,  and 
after  producing  two  models,  one,  marked  "  P,"  and  repre- 
senting the  parts  making  up  the  combination  referred  to  in 
the  fifth  claim  of  Webster's  patent,  and  the  other,  marked 
'•  D,M  exhibiting  the  loom  seen  by  him  at  New  Brunswick,  so 
far  as  it  represented  the  mechanical  elements  or  contrivances 
that  are  referred  to  in  said  fifth  claim,  he  testified  that  one 
contained  substantially  all  the  parts  embraced  in  the  other  ; 
that  they  operated  in  combination  in  the  same  way,  and  pro- 
duced the  same  effect.  He  said,  referring  to  the  model  of  the 
machine  used  by  defendants  : 

11  In  this  model,  the  lathe  represented  is  an  ordinary  lathe, 
to  which  a  shuttle-box  is  rigidly  attached,  so  that  it  oscillates 
with  the  lathe.     In  it  there  is  a  vibrating  wire  trough  T,  which 
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is  long  enough  to  support  the  wire— support  that  portion  of 
it,  which  is  not  in  either  the  shed  or  the  fabric,  or  the  whole 
of  it  when  the  wire  is  pulled  out — and  so  oscillates  as  to  trans- 
port the  wire  from  the  locality  at  which  it  was  pulled  out  to 
that  at  which  it  is  to  be  inserted,  thus  performing  precisely 
the  same  duties  that  the  wire  trough  performs  in  the  Web- 
ster loom.  It  differs  from  Webster's  solely  in  the  way  in 
which  it  is  mounted,  so  as  to  be  capable  of  oscillating  to  the 
required  extent.  In  Webster's  the  trough  is  mounted  on  a 
vertical  shaft  or  pivot.  In  the  defendants'  loom  the  trough  is 
mounted  upon  a  horizontal  shaft.  But  the  two  troughs  are 
the  same,  and  support  and  transport  the  wire  in  substantially 
the  same  way.  The  defendants'  loom  has  a  reciprocating 
driving  slide,  which  acts  as  a  piston  and  pushes  the  wire  out 
of  the  trough  into  the  shed,  and  also  carries  the  latch  or 
hook,  which  pulls  the  wire  out  of  the  fabric  into  the  trough. 
This  driving  slide  is  identical,  in  all  respects,  with  that  of 
Webster.  The  defendants'  loom  has  also  a  latch  or  spring 
hook,  which  engages  with  a  nick  or  depression  in  the  head  of 
the  wire,  and  operates  to  pull  the  wire  out  of  the  fabric  and 
deposit  it  in  the  trough.  This  latch  is  substantially  identical 
in  construction  and  operation  with  Webster's  latch.  In  the  de- 
fendants' loom  there  is  likewise  a  wire-box,  which  contains  the 
heads  of  the  wires  when  they  are  inserted  in  the  cloth,  and 
along  the  bottom  of  which  the  heads  of  the  wires  slide,  as  in 
Webster's  wire-box.  The  top  of  this  box  in  the  defendants' 
loom,  is  so  shaped  that  when  the  nose  of  the  latch  strikes  the 
top  of  the  box,  the  latch  is  lifted  and  the  wire  released  from 
its  grasp  and  left  in  the  cloth  ;  also,  in  such  a  way  that  it 
holds  the  latch  lifted  while  the  latch  and  trough  are  oscillat- 
ing toward  the  breast-beam,  thus  preventing  the  latch  from 
engaging  with  the  wire  head  while  it  is  so  moving  ;  and  the 
top  of  this  box  has  also  a  slot  in  it,  which  permits  the  latch  or 
hook  to  drop  so  as  to  take  hold  of  that  wire  which  is  nearest 
the  breast-beam,  in  order  that  this  wire  may  be  drawn  out  of 
the  cloth.  The  top  of  the  Webster  latch-box  is  constructed  in 
the  same  way  to  produce  these  same  effects.' ' 

Instead  of  contradicting  this  testimony  of  the  identity  of 
the  two  machines,  the  defendants'  expert,  Mr.  E.  S.  Renwick, 
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in  effect  corroborates  it.  He  recognizes  their  difference  in 
the  mode  of  mounting  and  operating  the  wire  trough,  as  Mr. 
H.  B.  Renwick  did.  But  it  is  a  significant  fact  that  the 
able  counsel  of  the  defendants  addressed  no  question  to  him 
which  would  test  the  accuracy  of  the  direct  testimony  of  the 
complainants'  expert,  that,  notwithstanding  this  difference  in 
mounting,  the  troughs  were  the  same,  and  supported  and 
transported  the  wire  in  substantially  the  same  way  ;  and  the 
responses  made  by  the  witness  to  the  carefully-worded  ques- 
tions 7  and  8  Deft.  Rec.  fol.  276-280)  show  the  reason  why 
he  was  not  interrogated  upon  the  subject.  After  his  examina- 
tion of  "  Exhibit  Davis  Model,  J.  G.  Jr.,"  he  is  asked,  in  ques- 
tion 7,  to  "  state  whether  or  not  there  is  represented  in  any 
condition  of  that  model  substantially  the  combination  speci- 
fied in  the  fifth  claim  of  the  Webster  patent,  if  that  claim  be  twt 
limited  to  the  wire  bar  being  pivoted  at  one  end,"  and  he  re- 
plies, that,  "  if  the  wire  bar  or  wire  trough  recited  in  the  fifth 
claim  be  not  limited  to  one  which  is  connected  with  its  sup- 
port, at  its  outer  end,  by  means  of  a  pivot,  then  the  said 
model  does  contain,  in  substance,  substantially  the  same  com- 
bination as  is  recited  in  the  said  claim,  when  the  model  is  in 
the  condition  of  having  the  shuttle-box  rigidly  connected  with 
the  lay  by  means  of  two  bolts,  etc." 

Again,  he  is  asked,  question  8,  "If  the  fifth  claim  of  the  Web- 
ster  patent  be  limited  to  the  wire  bar  (or  trough),  being  pivoted  at 
one  end  only,  then  does  the  Davis  loom,  as  constructed  by  the 
Gilbert  Loom  Company,  contain  the  combination  specified  in 
that  claim  ?"  and  he  answers  :  "  In  my  opinion  it  does  not, 
because  the  wire  bar  of  the  Davis  loom  is  constructed  with  a 
horizontal  rock  shaft  located  below  it,  in  such  manner  that  the 
bar  reciprocates  bodily  and  equally  throughout  its  whole  ex- 
tent, instead  of  vibrating  or  oscillating  in  a  horizontal  plane, 
as  the  wire  bar  or  trough  described  in  the  Webster  patent 
does  ;  and  because  it  would  be  impossible  to  attach  the  wire 
bar  or  trough  either  to  the  breast-beam  of  the  loom  or  to  the 
lay,  as  described  in  the  Webster  patent,  if  a  horizontal  rock 
shaft,  such  as  the  wire  bar  in  the  Gilbert  loom,  is  connected 
with,  were  employed." 

It  is  to  be  inferred  that  the  only  difference  which  he  found 


MARCH,    1874.  89 


Webster  v.  New  Brunswick  Carpet  Co. 


in  the  combination  used  by  the  defendants  and  the  combina- 
tion patented  by  the  complainant  Webster,  was  the  substitu- 
tion by  the  former  of  a  wire  bar  or  trough,  mounted  upon  a 
horizontal  rock-shaft,  supported  by  two  arms,  and  reciprocat- 
ing equally  throughout  its  whole  length,  for  a  wire  bar  or 
trough  mounted  on  a  vertical  shaft,  pivoted  at  the  outer  end, 
with  the  end  nearest  to  the  loom  oscillating  to  the  extent  re- 
quired to  transport  the  wire  into  the  shed. 

And  all  the  witnesses  of  the  defendants  who  testified  to  the 
substantial  dissimilarity  of  the  mechanism,  based  their  opinion 
upon  these  different  methods  of  imparling  the  necessary 
motions  to  the  wire  trough  in  operating  the  machine. 

In  this  state  of  the  case,  the  question  arises :  Is  this  substi- 
tution of  mechanical  means  a  mere  equivalent  for  the  means 
employed  by  the  complainants,  or  are  they  new,  performing 
substantially  different  functions  ?  Or  in  other  words,  have 
the  defendants  exhibited  invention  by  dropping  one  of  the  in- 
strumentalities of  the  complainants'  combination,  and  supply- 
ing its  place  with  another,  new  or  old,  whereby  new  functions, 
capabilities,  results,  have  been  imparted  to  the  concrete 
machine  ?  If  they  have,  they  will  not  be  treated  as  infringers, 
although  they  use  four  of  the  five  elements  of  the  complain- 
ants' patent,  and  if  they  have  not  they  will  be  so  treated, 
although  they  only  use  four  of  the  five. 

What  is  the  extent  of  the  defendants'  alteration  of  the 
complainants'  patent  ?  It  is  simply  adopting  a  different 
method  of  supporting  the  wire  trough  ;  and  the  means 
adopted  are  old  in  the  art.  They  have  taken  all  the  combina- 
tions of  the  Webster  patent,  except  pivoting  the  support  of  the 
wire  trough  at  the  one  end,  and  producing  the  wire  motions 
by  the  oscillations  of  the  other  ;  and  accomplish  the  result, 
possibly  better  in  degree  and  more  efficiently,  by  supporting 
the  trough  upon  a  horizontal  shaft,  and  running  bodily  from 
end  to  end,  which  was  a  well-known  device,  in  use  for  years 
in  the  Weild  &  Bigelow  looms. 

It  is,  as  if  one,  examining  the  patented  combination  and 
admiring  its  efficiency,  and  desiring  to  appropriate  it  without 
the  license  of  the  inventor,  should  say:  "  This  is  a  skilful  com- 
bination, and  the  result  benefits  mankind.     But  all  the  ingre- 
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dients  are  old,  and,  out  of  the  combination,  belong  as  much 
to  me  as  to  the  inventor.  I  observe  that  he  has  not  incorpo- 
rated into  his  machinery  Weild  &  Bigelow's  mode  of  sup- 
porting the  wire  trough,  and  although  the  effect  and  result 
of  his  mechanism  are  the  same,  his  method  of  producing 
them  seems  to  the  eye  to  be  different.  I  understand  the 
courts  have  held,  that  unless  all  the  constituents  of  a  patented 
combination  are  used,  the  patent  is  not  infringed.  I  will  try 
the  experiment  of  substituting  the  Bigelow  mode  of  support- 
ing and  adjusting  the  wire  trough,  so  that  the  wire  can  be 
carried  from  the  trough  to  the  shed  ;  and,  if  it  prove  success- 
ful, I  shall  secure  all  the  benefits  of  the  inventor's  patent,  leav- 
ing to  him,  what  is  too  often  his  only  recompense,  the  honor 
of  the  invention/ '  He  tries  the  experiment,  and  finds,  to  his 
delight,  that  the  substituted  mechanism  is  quite  equal,  if  not 
superior,  to  the  means  designated  in  the  patent  for  accom- 
plishing the  same  result. 

But  this  is  not  invention.  It  is  piracy  ;  and,  if  the  law  per- 
mits it,  then  all  patents  for  a  combination  are  worse  than 
worthless,  and  may  be  avoided  by  the  exercise  of  the  most 
superficial  attainments  in  mechanical  knowledge. 

But  the  law  does  not  permit  it.  It  protects  the  inventors 
of  combinations  against  the  substitution  of  equivalents,  as 
fully  as  the  inventors  of  other  patentable  improvements. 
Whatever  may  have  been  the  inferences  drawn  from  the 
earlier  decisions  of  the  Supreme  Court  in  regard  to  the  right 
of  the  public  to  use  patented  combinations,  where  all  the  in- 
gredients are  not  taken,  the  recent  case  of  Gould  v.  Rees,  15 
Wall.,  187,  establishes  the  doctrine  that,  in  order  to  avoid  the 
charge  of  infringement  in  such  cases,  the  substituted  ingre- 
dient must  be  a  new  one,  or  must  perform  a  substantially 
different  function,  or  must  be  unknown,  at  the  date  of  the  plain- 
tiff's patent,  as  a  proper  substitute  for  the  one  omitted  from 
the  patented  combination. 

Applying  the  principle  of  this  case  to  the  one  in  hand,  it  is 
clear  that  the  horizontal  shaft,  supporting  the  wire  trough 
by  two  arms,  substituted  by  the  defendants  for  the  pivoted 
shaft  of  the  complainants,  was  not  new  ;  that  it  does  not  per- 
form substantially  different  functions,  and  that  it  was  known 
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at  the  date  of  Webster's  patent  as  a  substitute  for  the  omitted 
mechanism. 

II.  The  other  defences  of  the  defendants  were  not  seriously 
urged,  and  it  is  not  necessary  to  dwell  upon  them.  The  E. 
K.  Davis  patent  of  February  9,  1869,  was  not  exhibited  by 
them  in  evidence;  and,  if  it  had  been,  the  testimony  seems  to 
be  that  the  looms  complained  of  were  not  constructed  in  ac- 
cordance with  the  model,  specifications,  and  claims  of  %that 
patent..  No  allusion  is  made  in  the  description  of  its  organi- 
zation in  Regard  to  the  discovery,  use,  or  utility  of  a  rigid  shut- 
tle-box, which  is  the  central  idea  of  Webster's  alleged  im- 
provement. 

But  it  was  claimed  in  the  answer  and  insisted  on  in  the  argu- 
ment, that  this  was  a  prior  invention  of  Davis,  and  that  he 
caused  a  model  to  be  constructed  as  early  as  1868,  which  was 
capable  of  adjustment  and  use  with  a  rigid  shuttle-box. 

If  the  mutilated  machine,  put  in  evidence  to  establish  this 
claim,  had  been  altered  to  embrace  such  mechanism,  when  the 
brothers  Crossley  saw  it  in  the  autumn  of  1868,  it  is,  never- 
theless, a  fair  deduction  from  the  testimony,  that  Davis  ac- 
quired all  of  his  knowledge  on  the  subject  from  the  inspec- 
tion of  Webster's  original  drawing,  made  by  him  in  the  winter 
of  1865-6,  and  exhibited  to  Davis  and  others  in  the  spring  of 
1868.  That  he  did  not  comprehend  the  value  of  the  inven- 
tion, or  that  he  did  not  then  deem  himself  to  be  its  original 
and  first  inventor,  is  also  to  be  inferred  from  the  fact  that  it 
was  not  claimed  in  his  patent  of  the  subsequent  year. 

The  delay  of  Webster  in  taking  out  his  patent,  after  he  had 
completed  his  invention,  seems  to  be  satisfactorily  explained. 
Under  the  circumstances  it  was  not  unreasonable. 

It  is  the  old  story  of  poor  inventors  patiently  waiting  at  the 
door  of  rich  capitalists.  The  Bigelow  patent  was  about  ex- 
piring, and  Webster's  new  wire  motions  could  only  be  used  in 
union  with  some  of  the  patented  ingredients  of  the  Bigelow 
loom.  As  he  was  unable  to  make  an  arrangement  with  the 
Higgins's,  who  were  licensees  of  Bigelow,  in  regard  to  the 
adoption  of  his  improvements,  and  as  he  could  not  get  others, 
like  Weaver  or  Beattie,  to  unite  with  him,  from  fear  of  suits 
for  infringements,  he  was  obliged  to  wait,  either  for  the  death 
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of  the  Bigelow  patent,  or  until  the  heart*  of  capital  should  re- 
lent, in  order  to  give  his  invention  to  the  world  under  cir- 
cumstances that  might  afford  him  some  compensation  for  his 
years  of  thought  and  unrequited  effort. 

It  is  the  opinion  of  the  court  under  all  the  aspects  of  the 
case,  that  there  should  be  a  decree  for  the  complainants,  ac- 
cording to  the  prayer  of  the  bill. 

C.  A.  Seward  and  B.  R.  Curtis,  for  the  complainants. 

Geo.  Gifford  and  Wayne  Parker,  for  the  defendants. 


Horace  M.  Ruggles 


vs. 

Charles  Eddy  et  al.     In  Equity.* 

The  defendants,  when  sued,  in  equity,  for  infringing  letters  patent  for  a 
stove,  admitted,  in  their  answer,  the  infringement  charged,  and  set 
forth  the  number  of  infringing  stoves  they  had  made  and  sold,  and 
rested  their  defence  on  their  claim  of  ownership  of  the  patent.  The 
plaintiff  had  a  decree.  A  motion  by  the  defendants  for  a  rehearing  was 
denied,  and  an  accounting  in  regard  to  profits  was  had,  in  which  the 
defendants  were  charged  with  the  profits  on  the  said  number  of  stoves, 
and  the  report  of  the  master  was  made.  The  defendants  then,  upon 
allegations  of  mistake  and  error  in  such  admission,  moved  for  leave  to 
amend  their  answer,  and  open  the  case,  so  as  to  contest  the  question  of 
infringement,  or,  at  least,  the  extent  thereof,  before  the  master  :  Held, 
that  the  motion  must  be  denied. 

(Before  Woodruff,  J.f  Northern  District  of  New  York,  March,  1874.) 

Woodruff,  J. 

The  defendants,  at  the  adjourned  term  in  January,  1874, 
moved  the  court  for  an  order  opening  the  decree  made  herein 
at  the  June  term,  1872,  and  allowing  the  defendants  to  amend 

•11  Blatchf.  C.  C.  R.,  524. 
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their  answer,  by  striking  out  such  portion  of  the  same  as  ad- 
mits the  infringement  of  the  complainant's  patent,  and  by  in- 
serting, instead  thereof,  a  denial  of  such  infringement,  and 
thereupon  permitting  the  defendants  either  to  contest  the 
complainant's  case  on  the  merits,  as  to  such  infringement, 
or  to  open  the  proceedings  before  the  master  under  such  de- 
cree, and  direct  the  accounting  thereby  ordered  to  proceed 
anew  upon  such  amended  answer,  instead  of  upon  the  fact  ad- 
mitted in  the  answer  as  it  now  stands. 

The  litigation  between  these  parties  has  been  severe  and 
protracted.  On  the  4th  of  January,  1845,  the  original  letters 
patent  for  the  invention  in  controversy  were  granted  to  one 
Henry  Stanley.  In  1853,  the  patentee  sold  and  assigned  to 
Henry  J.  Ruggles  his  inventions,  and  the  letters  patent 
therefor,  "  to  the  full  end  of  the  term  for  which  said  letters 
patent  are  or  may  be  granted,  as  fully  and  entirely  as  the 
same  would  have  been  held  and  enjoyed  by  me,"  (him)  "  had 
this  assignment  and  sale  not  have  been  made."  On  the  24th 
of  July,  1858,  Henry  J.  Ruggles  executed  a  similar  assign- 
ment to  the  complainant.  On  the  24th  of  December,  1858, 
on  the  petition  of  the  patentee,  Henry  Stanley,  the  said  pat- 
ent was  extended  for  the  period  of  seven  years  from  the  day 
on  which  it  was  about  to  expire,  viz.,  from  the  4th  day  of 
January,  1859.  On  the  4th  of  January,  1859,  the  patentee, 
acting  upon  the  idea  that  the  extension  of  the  patent  did  not 
enure  to  the  benefit  of  the  complainant,  assigned  the  extended 
term  to  John  Stanley,  and  John  Stanley,  on  the  24th  of  March 
following,  assigned  the  same  to  the  defendants  in  this  cause. 
The  defendants,  subsequently,  claiming  to  be  the  owners, 
made  several  surrenders,  and  obtained  re-issues,  of  the  said 
letters  patent.  The  defendants,  having  begun  the  manufac- 
ture of  stoves  which  the  complainant  deemed  to  be  an  in- 
fringement of  the  patent,  the  complainant  notified  them  that 
he  claimed  title  thereto,  and  afterwards,  in  May  or  June,  1859, 
he  filed  his  bill  in  this  court,  setting  up  his  title  to  the  ex- 
tended term,  alleging  infringement  of  the  patent  by  the  de- 
fendants, and  praying  discovery  on  oath  and  an  injunction 
and  relief?  To  this  bill  the  defendants,  under  the  advice  of 
their  then  counsel,  in  July,  1859,  put  in  an  answer,  under  the 
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oath  of  each  of  the  defendants,  admitting  that  they  were  en- 
gaged  in  nianufacturing  stoves  upon  the  plan  and  principle 
of  the  said  invention,  but  setting  up  title  to  the  said  extended 
letters  patent  under  the  assignment  by  the  patentee  to  them. 
They  also  commenced  an  action  thereunder  against  third 
parties,  founded  on  their  claim  to  the  extension  and  the  re- 
issues they  had  obtained,  in  which  they  produced  proof  that 
their  patterns  were  made  under  such  re-issues.  The  com- 
plainant, having  failed  to  obtain  an  injunction  pendente  lite,  by 
reason  of  the  doubt  whether  the  extended  term  had  passed  to 
him,  discontinued  his  above-named  suit.  But,  subsequently, 
in  the  year  1871,  the  complainant  filed  the  present  bill  of  com- 
plaint, demanding  a  discovery  under  oath,  to  which  the  de- 
fendants put  in  their  answer  in  this  cause,  verified  on  the  2d. 
of  September,  1871,  and  put  in  under  the  advice  of  counsel 
other  than  those  employed  in  the  former  suit.  In  this  answer, 
the  defendants,  both  verifying  the  same  by  oath,  admit  that 
they  have  made,  and  caused  to  be  made  and  sold,  10,097  coal 
stoves,  of  the  description  named  in  the  bill  of  complaint, 
which  description  plainly  conforms  to  the  patent  ;  and,  as  be- 
fore, the  defendants  set  up,  among  other  things,  their  own 
title,  and  a  denial  that  the  complainant  has  title  to  the  ex- 
tended term.  Under  these  pleadings  and  the  complainant's 
replication,  proofs  were  taken,  and,  at  the  March  term  of  this 
court,  1872,  the  cause  was  brought  to  a  hearing  on  pleadings 
and  proofs,  and  was  heard  and  considered,  without  an  intima- 
tion that  the  admission  of  the  infringement  contained  in  the 
answer  was  not  intelligently  and  advisedly  made.  The  whole 
contest  before  the  court  was  upon  the  question  of  title  to  the 
extended  term  of  the  patent.  At  the  June  term,  1872,  the 
court  made  a  decree  affirming  the  complainant's  title  to  the 
extended  term,  and  ordering  an  injunction  and  an  account  of 
the  profits  accruing  to  the  defendants  from  their  infringement. 
In  the  opinion  of  the  court,  attention  was  called  10  the  fact 
that,  on  the  question  of  infringement,  there  was  no  dispute 
between  the  parties,  (10  Blatchf.  C.  C.  R.,  52.)  At  the  October 
term,  1872,  the  defendants  moved  for  a  rehearing  ;  but,  at  the 
instance  of  their  counsel,  the  hearing  of  their  motion  was 
postponed   to  the  January   term,  1873.     The  grounds  of  the 
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motion  were,  not  that  the  defendants  had  not  infringed  the 
patent,  if  the  complainant  had  title,  but  that  that  question  of 
title  ought  to  receive  further  examination.  Meantime,  in 
November,  1872,  the  accounting  before  the  master  was  begun, 
but  successive  stays  of  proceedings  were  sought  by  the  defend- 
ants and  temporarily  obtained,  with  a  view  to  the  application 
for  a  rehearing,  motions  for  which  stays  the  complainant  was 
required  to  oppose  ;  and,  in  January  term,  1873,  the  defend- 
ants did  not  appear  at  all  to  urge  their  motion  for  a  rehearing. 
In  all  these  proceedings,  the  defendants  and  the  complainant 
acted  upon  the  admission  made  by  the  defendants  of  their  in- 
fringement—  an  admission  deliberately  made,  with  the  ap- 
proval of  various  counsel.  Not  only  so,  it  is  entirely  manifest 
that  the  defendants,  in  their  manufacture  of  the  stoves,  were 
acting  under  their  own  claim  to  the  Stanley  patent  and  the 
reissues  thereof  which  they  had  obtained  ;  and  that  they 
acted,  and  knowingly  and  purposely  acted,  in  defiance  of  the 
complainant,  and  claimed,  as  well  as  admitted,  that  their 
stoves  were  constructed  according  to  the  patent  the  title  to 
which  was  then  in  contest.  The  proceedings  before  the 
master  on  the  accounting  proceeded  to  a  final  report.  The 
complainant  was  contented  to  charge  the  defendants  with 
making  and  selling  the  precise  number  of  stoves  which  they 
admitted  in  their  answer  they  had  made  and  sold,  10,097  ;  and 
for  the  making  and  selling  of  that  number  the  master  made 
his  report  of  the  gains  and  profits  realized  by  the  defendants 
from  the  manufacture  and  sale  of  the  stoves  thus  admitted  to 
have  been  made  by  the  defendants.  And  now,  after  five  years 
of  litigation,  in  which  no  doubt  that  the  stoves  made  by  the 
defendants  were  infringements  of  the  patent,  if  the  complain- 
ant had  title,  had  been  suggested  to  the  court  or  to  the  com 
plainant,  in  any  stage  of  the  litigation,  conducted  on  the  part 
of  the  defendants  by  various  counsel,  and  more  than  a  year 
after  the  decree,  they  come  and  ask  that  the  litigation  be 
opened,  and  their  answer  be  amended,  that  they  may  contest 
the  question  of  infringement.  They  do  not  claim  even,  that, 
upon  the  information  which  they  gave  their  counsel,  they 
have  been  fraudulently  dealt  with,  but  they  allege  that,  in 
fact,  they  had  made  an  alteration  in  one  of  the  devices  con- 
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tained  in  the  Stanley  stove,  which  withdrew  the  stoves  made 
by  them  from  the  operation  of  the  Stanley  patent,  and  that, 
if  their  several  counsel  had  sufficiently  studied  the  patent  and 
examined  the  stoves  which  the  defendants  actually  made  and 
sold,  their  counsel  would  not  have  permitted  them  to  make 
the  admissions  under  oath,  which  appear  in  their  answers. 

I  think  the  indulgence  here  sought  is  not  only  without  pre- 
cedent, but  beyond  the  power  of  the  court,  if  that  power  is 
to  be  deemed  governed  by  any  rules  whatever,  in  the  exercise 
of  its  judicial  discretion  ;  and,  especially,  as  a  precedent,  it 
would  be  most  unjust  to  adverse  parties,  and  would  be  so  to 
this  complainant,  to  subject  him  to  a  renewal  of  the  litigation. 
He  has  taken  the  defendants  at  their  word.     When  warned 
that  they  were  infringing  his  rights,  they  set  him  at  defiance. 
They  knew  what  he  claimed,  and  they  not  only  admitted  that 
they   were   infringing  those  rights,  if  he  had   title,    but,    in 
point  of  fact,  they  did  purpose  and  intend  to  make  stoves  in 
accordance  with  the  patent,  and  under  the  protection  of  the 
monopoly.      Again   and  again  they  avowed  this  ;    and  the 
utmost  they  can  now  say  is,  that,  if  they  and  their  counsel 
had  been  more  diligent,   they  would  have  been  induced  to 
aver,  that,  by  reason  of  a  change  in  one  particular,   in   the 
construction  of  the  stove,  they  had  avoided  the  patent — an 
averment  which  the  complainant  now  denies,  and  as  to  which 
the  defendants  now  invite  him  to  a  new  litigation.     I  express 
no  opinion  upon  the  effect  of  that  change.     But,  I  cannot  re- 
sist the  impression,  that,  taking  it  lo  be  true,  as  the  defend- 
ants  now  allege,  that  most  of   the   stoves  which  they  have 
made  are  like  the  model  produced  on  this  motion,  containing 
the  alleged  alteration,  the  change,  if  it  were  conceded  to  with- 
draw the  stove  from  the  operation  of  the  patent ',  upon  a  rigid 
and  technical  construction  of  its  terms,  was,  nevertheless,  so 
far  an  appropriation  of  the  important  features  of  the  imention, 
as  to  make  the  defence  of  such  change  rather  technical  than 
meritorious,  especially  when  the  intentional,  persistent,  and 
determined  defiance  of  the  complainant  is  viewed  in  connec- 
tion with  the  defendants'  equally  manifest  intention  to  claim 
the  patent  as  a  protection  to  their  own  alleged  monopoly  of 
the  right  to  make  just  such  stoves.     For,  even  though  it  be 
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said  that  they  believed  that  these  stoves  were  protected,  rather 
by  the  reissues  which  they  had  obtained,  than  by  the  original 
patent,  such  suggestion  does,  nevertheless,  assume  that  it  is 
the  same  invention,  and  so  the  effort  now  made  is  to  obtain 
an  advantage,  not  because  the  defendants  have  not  used  the 
invention  which  is  the  complainant's  property,  but  because  his 
patent  does  not  perfectly  secure  to  him  the  whole  of  the 
actual  invention.  It  must  be  conceded  that  this  is,  if  true,  a 
sufficient  defence,  both  at  law  and  in  equity,  but,  on  an  ap- 
plication fcr  so  great  indulgence,  after  so  many  opportunities 
to  set  it  up  have  gone  by,  it  does  not  strongly  commend 
itself  to  our  sense  of  justice. 

But,  apart  from  this  latter  suggestion,  I  am  constrained  to 
hold  the  defendants  concluded.  Their  case,  as  made  by 
themselves,  rests  either  upon  their  own  want  of  due  diligence, 
or  the  want  of  due  intelligence  on  the  part  of  their  counsel. 
By  this  the  complainant  ought  not  to  be  so  far  prejudiced  as, 
after  decree,  reference,  and  report  of  the  master,  to  be  com- 
pelled to  go  again  through  the  litigation,  on  a  point  distinctly 
presented,  and  proper  to  be  met  at  the  outset.  Their  case, 
as  presented  by  the  counsel  whom  they  have  employed  for  the 
purposes  of  this  motion,  and  who  regards  it  as  clear  that,  as 
to  most  of  the  stoves  which  they  have  made,  they  had  avoided 
the  operation  of  the  patent,  seems,  at  first  view,  one  of  hard- 
ship ;  but,  if  that  is  so,  the  defendants  have  brought  it  upon 
themselves,  by  their  own  negligence,  or  by  relying  on  a  de- 
gree of  vigilance,  study,  and  accuracy  on  the  part  of  their 
several  counsel,  which  they  now  think  was  inadequate  to  their 
protection.  No  case  has  been  referred  to  which,  in  any  de- 
gree, tends  to  sanction  the  latitude  of  indulgence  which  the 
defendants  here  seek.  Cases  are  numerous  tending  in  the 
other  direction,  of  which  India  R.  Co.  v.  Phelps,  8  Blatchf.  C. 
C.  R.,  85  ;  Hitchcock  v.  Tremainet  9  Id.,  550  ;  Prevost  v.  Gratzy 
Pet.  C.  C.  R.,  364;  and  Livingston  v.  Hubbs,  3  Johns.  Ch.  R., 
124,  are  examples. 

The  motion  must  be  denied. 


Horace  M.  Rugglesy  for  the  complainant. 

Esck  Coweny  for  the  defendants. 
vol.  1 — 7 
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The  Troy  Iron  and  Nail  Factory 

vs. 

John  F.  Winslow  et  al.    In  Equity.* 

A  suit  in  equity  was  brought  against  three  persons  doing  business  as  copart- 
ners, and,  as  such,  carrying  on  a  manufactory,  to  restrain  th$m  from 
using  a  machine  for  which  the  plaintiff  held  letters  patent,  and  to  com- 
pel the  defendants  to  account  for  and  pay  to  the  plaintiff  the  profits  rea- 
lized by  the  defendants  from  the  use  of  said  machine  at  said  manufac- 
tory. The  plaintiff  had  a  decree  for  such  injunction  and  account.  The 
accounting  was  had,  the  master's  report  thereon  was  filed,  reporting  an 
amount  of  profits  as  due  to  the  plaintiff,  exceptions  thereto  were  filed 
and  argued,  the  opinion  of  the  court  on  such  exceptions  was  filed,  but 
no  final  decree  bad  been  entered.  Then  one  of  the  defendants  died, 
leaving  a  will  appointing  an  executor.  The  plaintiff  then  filed  a  bill  of 
revivor,  praying  the  revival  of  the  suit  against  the  executor  :  Held% 

(i.)  That  the  profits  reported  constituted  a  debt  due  by  the  copartnership  to 
the  plaintiff  ; 

(2.)  That  the  suit  did  not  abate  by  the  death  of  one  of  the  copartners  ; 

(3.)  That,  it  not  being  alleged  that  the  surviving  copartners  were  insolvent, 
or  that  the  copartnership  assets  were  not  sufficient  to  satisfy  the  plain- 
tiff's demand,  the  bill  of  revivor  must  be  dismissed. 

No  suit  at  law  or  in  equity  can,  in  this  country,  be  sustained  against  the  rep- 
resentatives of  a  deceased  copartner,  or  to  charge  his  estate  for  the 
copartnership  debts,  if  the  surviving  partners  are  solvent  and  the  assets 
of  the  firm  are  sufficient. 

•Cases  in  England,  holding  apparently  a  contrary  doctrine,  noticed. 
(Before  Woodruff,  J.,  Northern  District  of  New  York,  March,  1874.) 

"Woodruff,  J. 

A  suit  was  begun,  and  has  hitherto  been  prosecuted,  against 
Erastus  Corning,  John  F.  Winslow  and  James  Horner,  doing 
business  as  copartners,  and,  as  such  copartners,  being  the  pro- 
prietors of,  and  carrying  on  their  business  at,  what  was  known 

■* 

*n  Blatchf.  C.  C.  R.,  513. 
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as  the  Albany  Iron  Works,  for  an  injunction  to  restrain  the 
use  by  them  of  a  machine  for  which  the  complainant  held  let- 
ters patent  theretofore  granted  to  Henry  Burden,  and  to  com- 
pel the  said  defendants  to  account  for  and  pay  .to  the  com- 
plainant the  profits  realized  by  the  defendants  from  the  use  of 
the  said  machine  by  them  at  the  works  aforesaid.     The  com- 
plainant had  an  interlocutor}'  decree  therein,  declaring  the 
rights  of  the  complainant,  awarding  an  injunction,  and  de- 
creeing that  the  defendants  account  for  such  gains  and  profits. 
For  the  purposes  of  such   accounting,    a    reference   was 
ordered,  to  ascertain  the  amount  of  such  gains  and  profits, 
such  accounting  was  had,  and  the  master's  report  filed.     Ex- 
ceptions to  such  report  were  filed  and  were  argued,  and  the 
opinion  of  the   court  upon   the    exceptions   has    been    filed 
(6  Blatchf.  C.  C.  R.,  328),  but  no  final  decree  has  been  entered. 
Afterwards,   Erastus  Corning,   one  of  the  defendants,  died, 
leaving  a  last  will  and  testament,  wherein  he  appoints  Erastus 
Corning,  Junior,   executor.      Thereupon,    the    complainant, 
preparatory  to  a  final  decree,  and  with  a  view  to  an  appeal 
therefrom,  moved  this  court  that  the  said  executor  be  substi- 
tuted as  defendant  in  the  place  of  his  testator,  and  that  the 
cause  proceed  against  such  executor,  and  the  other  defendants 
in  the  suit,  "  in  the  same  manner  that  it  would  proceed,  were 
the  said   Erastus  Corning,    deceased,    still    living."      That 
motion  was  denied.     The  complainant  has  now  filed  a  bill  of 
revivor,  setting  out  the  proceedings  in  such  suit,  alleging  its 
abatement  by  the  death  of  the  said  Erastus  Corning,  and 
praying  that  the  same  be  revived  against  the  said  executor, 
etc.     The  executor  has  answered,  and,  by  stipulation,  the  par- 
ties have  agreed  upon  certain  facts,  and  the  case  has  been 
brought  to  a  hearing  upon  pleadings  and  proofs. 

Upon  consideration  of  the  facts  disclosed  by  the  pleadings 
and  proofs,  in  substance  as  above  recited,  I  adhere  to  the 
views  which  governed  the  decision  of  the  motion  heretofore 
made  in  the  principal  cause.  The  theory  of  the  case  made  by 
the  complainant,  and  by  the  proofs,  etc.,  is,  that  the  original 
defendants,  as  copartners,  by  the  unlawful  use  of  the  inven- 
tion, the  exclusive  right  to  the  use  of  which  was  vested  in  the 
complainant,  have  realized  gains  and  profits  which  rightfully 
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and  in  equity  belong  to  the  complainant ;  that,  in  equity, 
they  were  liable  to  be  treated  as  trustees,  receiving  those 
profits  to  the  use  and  for  the  benefit  _.*  the  complainant  ;  and 
that  the  defendants  were,  therefore,  in  equity,  debtors  of  the 
complainant  to  the  amount  of  such  gains  and  profits.  No 
question  of  damages  sustained  by  the  complainant  by  the 
wrong  done  arises  in  such  case.  When  the  original  bill  was 
filed,  and  when  the  decretal  order  was  made,  the  law  did  not 
permit  the  recovery  of  damages  in  such  a  suit.  To  recover 
damages,  a  patentee  must  go  to  a  court  of  law,  treat  the  de- 
fendants as  tort-feasors,  and  establish  his  damages,  which, 
being  proved,  might  be  recovered,  whether  the  defendants 
had  made  any  profits  by  their  infringement  of  the  patent  or 
not.  The  subsequent  alteration  of  the  law  by  a  statute  which 
enables  the  complainant  in  a  suit  in  equity  to  recover  damages, 
does  not  apply  to  this  case  nor  affect  the  present  litigation. 
The  original  defendants  then,  as  copartners  in  the  business  of 
manufacturing,  etc.,  have  received  gains  and  profits,  for  which 
they  have  been  required  to  account  to  the  complainant,  and 
for  which  he  is  entitled  to  ask  a  final  decree.  Those  gains 
and  profits  constitute  a  debt  due  by  the  copartnership  to  the 
complainant.  The  liability  is,  in  equity,  in  its  nature,  ex 
contractu,  and  a  copartnership  liability  or  obligation.  On  the 
death  of  Erastus  Corning,  his  two  copartners  survived  him. 
The  copartnership  property  became,  on  such  decree,  vested 
in  them,  and  the  copartnership  liabilities  devolved  upon  them, 
as  survivors.  The  suit,  therefore,  did  not  abate.  Nothing 
was  necessary  but  a  suggestion  of  the  death  of  Erastus  Corn- 
ing, and  the  suit  would  thereupon  proceed  against  the  others. 
This  is  a  familiar  elementary  principle,  and  there  is  nothing 
in  an  equity  suit  founded  on  letters  patent,  and  a  prayer  for 
an  account  of  the  profits  arising  from  the  infringement  thereof, 
which  withdraws  this  case  from  its  operation.  The  fact,  that 
the  infringement  was  a  tortious  act,  and  the  original  defend- 
ants were  tort-feasors,  and  might  have  been  so  treated,  will 
not  help  the  complainant.  He  did  not  so  treat  them,  and,  so 
far  as  the  tortious  nature  of  the  defendants'  acts  gave  charac- 
ter to  the  defendants  or  their  liability,  the  inference  is  the 
other  way.     As  tort-feasors,   they  may  have  been  severally 
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liable,  and,  being  so,  it  would  be  even?  more  plain  that  the 
suit  did  not  abate,  and  that  the  survivors  arcs'feparately  liable. 
There  is  no  allegation  or  claim  that  those  Slir^fvprs  are  not 
solvent,  or  that  the  copartnership  assets  are..- "not  entirely 
sufficient  for  the  satisfaction  of  the  complainant's  demand. 
Some  modern  English  cases  have  held  that  a  creditor*  of  a 
copartnership  may  proceed  in  equity  against  the  suryWors 
and  the  representatives  of  a  deceased  copartner,  in  the  saftie 
suit,  for  the  recovery  of  a  copartnership  debt,  and  indicate 
that  this  may  be  done  without  first  resorting  to  the  copartner- 
ship fund  or  the  surviving  partners,  and  without  showing 
that  they  are  insolvent.  See  Wilkinson  v.  Henderson,  1  Mylne 
&  Keen,  582  ;  Devaynes  v.  Noble,  2  Russ.  &  Mylne,  495.  In 
other  cases,  the  creditor  was  held  entitled  to  pursue  the  estate 
of  the  deceased  where  the  survivors  had  become  bankrupt, 
and  without  reference  to  the  state  of  the  accounts  between 
the  partners  or  the  fund  in  the  hands  of  the  assignees  of  the 
bankrupt  survivors.  See  Devaynes  v.  Noble,  1  Merivale,  529  ; 
Vulliamy  v.  Noble,  3  Id.,  592.  The  case  of  Wilkinson  v.  Hen- 
derson is  pointed  in  its  declaration  that,  in  a  suit  in  equity  by 
a  creditor  of  the  copartnership  against  the  representatives  of 
a  deceased  partner  and  the  survivor,  the  complainant  is  en- 
titled to  satisfaction  out  of  the  assets  of  the  deceased,  although 
it  be  not  shown  that  the  surviving  partner  is  insolvent  ;  and 
it  was  held  that,  in  that  suit,  no  decree  could  be  made  against 
the  surviving  partner,  but  against  the  assets  of  the  deceased 
only,  because  the  liability  of  such  survivor  was  at  law,  and, 
when  that  was  the  case,  equity  could  not  even  render  a  de- 
cree against  such  survivor  and  the  representatives  of  the  de- 
ceased jointly,  but  the  decree  must  be  against  the  estate  of 
the  deceased  alone.  The  decision  was  by  the  Master  of  the 
Rolls,  and  his  opinion  does  not,  it  seems  to  me,  very  satisfac- 
torily meet  the  grounds  upon  which  the  contrary  doctrine 
rests.  The  copartnership  property  is  the  primary  fund  for 
the  payment  of  the  copartnership  debts.  That  fund  has 
passed  to,  and  the  title  therein  has  become  vested  in,  the  sur- 
vivors, and,  in  their  hands,  it  is  held,  in  equity,  in  trust  for 
the  payment  of  those  debts.  At  law,  confessedly,  the  repre- 
sentatives of  the  deceased  are  not  liable  at  all,  and  the  surviv- 
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ors  are  solely  lial}4fe#  "acnd  there  is,  in  ordinary  cases,  no  reason 
for  going  into.* 'equity  until  legal  remedies  have  been  ex- 
hausted, or,  at/Jeast,  until  it  is  shown  that  they  will  be  un- 
availing ;  driri  this  latter  consideration  has  the  same  force,  in 
an  original  suit  in  equity,  to  charge  the  copartnership  with  a 
debVas  ft  the  original  remedy  was  at  law.  Non  constat,  that 
a  d&cfetf  against  the  survivors,  and,  through  them,  to  reach 
thVftand  presumptively  in  their  hands,  will  not  be  completely 
.  '.dffectual.  They  hold,  and  are  legally  entitled  exclusively  to 
/••/.hold,  in  this  case,  the  very  fund  which  the  complainant  seeks 
,  "  to  recover.  No  case  is  cited  showing  that  the  doctrine  some- 
what loosely,  as  I  think,  indicated  in  the  English  cases  above 
referred  to  has  been  adopted  or  followed  in  this  country,  and, 
so  far  as  I  have  observed,  the  rule  is  held  otherwise  and  in 
conformity  with  what  I  have  already  above  stated. 

Where  it  is  shown  that  the  survivors  are  insolvent,   then, 
indeed,  the  court  of  equity  will  entertain  a  bill  to  charge  the 
separate  estate  of  the  deceased  partner,  and,   under  statutes 
which  limit  the  time  for  the  presentation  of  claims  to  an 
estate  in  course  of  settlement  and  distribution  before  a  Surro- 
gate or  in  Courts  of  Probate,   and  which  statutes  authorize 
and  require  that  all  claims  be  so  presented,   they  may,   per- 
haps, be  received  and  allowed,  lest  they  be  barred  pending  a 
litigation  with  the  survivors,   Camp  v.  Grant ',  21   Conn.,  41  ; 
but,  waiving  such  possible  qualifications,  it  is  held  that  the 
creditors  of  the  copartnership  have  no  claim,  even  in  equity, 
to  payment  out  of  the  estate  of  the  deceased  partner,  unless 
the  surviving  partners  are  insolvent,  nor  even  then,  as  held  in 
some  cases,  and  by  law-writers,   though  not  without  conflict 
of  decision,  until  the  separate  creditors  of  the  deceased  are 
satisfied.     The  United  States  bankrupt  law,  §  36,   makes  a 
like  provision.     Surely  this  case  is  not  to  be  incumbered  by 
an  endeavor  to  marshal  the  assets  of  the  deceased  copartner, 
the  defendants'  testator.     Thus,  in  Trustees,  <5rv.,  v.  Lawrence, 
11  Paige,  80,  the  Chancellor  notices  that  there  are  some  recent 
cases  in  England  in  conflict  with  the  decisions  in  this  country, 
and  holds  that  a  creditor  of  a  copartnership  cannot  file  a  bill 
in  equity  against  the  representatives  of  a  deceased  copartner 
without  showing  that  the  survivors  are  insolvent,  or  showing 
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some  other  ground  of  necessity  for  such  a  proceeding.  The 
case  of  Wilder  v.  Keeler,  3  Paige,  167,  proceeds  upon  the  like 
principle,  and  upon  the  necessity,  as  the  case  may  be,  of 
marshalling  the  assets  in  favor  of  creditors  of  the  separate 
estate  of  the  decedent.  The  case  of  The  Trustees,  6^.,  v.  Law- 
rence was  considered  further  on  appeal  to  the  Court  of  Errors, 
2  Denio,  577,  the  recent  English  cases  were  reviewed,  and  the 
decree  of  the  Chancellor  was  unanimously  affirmed.  Numer- 
ous cases  in  this  country  are  cited  to  show  that  the  doctrine 
upon  which  alone  the  decision  seems  to  have  been  placed  in 
England,  viz.,  that  the  liability  of  copartners  is  joint  and 
several,  is  not  sustained  in  this  country,  so  as  to  warrant  any 
such  conclusion  as  was  drawn  therefrom.  That  their  liability 
is  not  solely  joint,  in  such  sense  that  the  death  of  a  copartner 
terminates  his  liability,  so  that  his  estate  can,  in  no  event,  be 
charged,  must  be  conceded,  but  it  is  not  several  in  such  sense 
that  a  several  action,  either  at  law  or  in  equity,  can  be  main- 
tained against  his  representatives  on  mere  proof  of  a  copart- 
nership liability.  Thus,  in  Sturges  v.  Beach,  1  Conn.,  509,  it 
is  said,  that  it  is  only  on  the  failure  of  the  survivors  that  the 
estate  of  the  deceased  can  be  made  liable  in  equity.  In  Alsop 
v.  Mather ;  8  Conn.,  584,  apparently  overlooking  some  of  the 
cases  already  decided  in  England,  it  is  said,  that  "  there  is  no 
case  in  England  or  in  this  country,  in  law  or  in  equity,  of 
pursuing  the  effects  of  a  deceased  partner  while  the  surviving 
partner  is  solvent."  The  same  rule  is  affirmed  in  the  opinion 
of  the  court  in  Filley  v.  Phelps,  18  Conn.,  294.  The  cases  of 
Lang  v.  Keppele,  1  Binn.,  123  ;  Caldwell  v.  Stillman,  1  Rawle, 
212  ;  and  Hubble  v.  Perrin,  3  Ham.  Ohio  R.,  287,  are  cited  to 
the  same  effect.  The  cases  of  Reimsdyk  v.  Kane,  by  Mr.  Jus- 
tice Story,  1  Gall.,  371,  and  Pendleton  v.  Phelps,  4  Day,  481, 
in  the  Circuit  Courts  of  the  United  States,  affirm  the  same 
rule,  and  so  does  the  case  of  Bennett  v.  Woolfolk,  15  Geo.,  213. 
In  the  opinion  of  the  court  in  Bloodgood  v.  Bruen,  4  Seld., 
362,  371,  the  same  doctrine  is  positively  slated,  and  it  is  de- 
clared that,  until  the  insolvency  of  the  copartner,  no  cause  of 
action  exists  against  the  estate  of  the  deceased,  and  that  it  is 
by  such  insolvency  the  cause  of  action  accrues  against  such 
estate,  and,  therefore,  that  the  statute  of  limitations  does  not 
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begin  to  run  in  favor  of  the  estate  until  the  cause  of  action 
has  so  accrued.  So  late  as  the  year  1858,  the  subject  was 
again  considered  in  the  Court  of  Appeals  of  this  State,  after 
the  enactment  of  our  Code  of  Procedure,  (which,  however, 
has  no  application  to  suits  in  equity  in  the  Federal  Courts, 
under  the  5th  section  of  the  Act  of  Congress  of  June  1st,  1872, 
17  U.  S.  Stat,  at  Large,  197).  In  that  case,  the  court  again 
review  the  cases  in  England,  above  adverted  to,  and  collate 
most  of  the  cases  in  this  country  above  mentioned,  and  hold 
that  the  personal  representatives  of  a  deceased  partner  cannot 
be  joined  as  a  party  defendant  with  the  surviving  partner,  in 
an  action  for  a  partnership  debt,  where  the  complaint  does 
not  show  the  complainant's  inability  to  procure  satisfaction 
from  the  survivor. 

The  bill  herein  must  be  dismissed,  with  costs. 

Elisha  Foote,  for  the  complainant. 

Amasa  J.  Parker \  for  Erastus  Corning,  Jr.,  executor. 
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Samuel  Wetherill  and  George  W.  Gilbert,  Admin- 
istrators, etc.,  of  George  J.  Gilbert,  deceased, 
and  Martha  M.  Jones,  Administratrix,  etc.,  of 
Samuel  T.  Jones,  deceased, 


vs. 


The  New  Jersey  Zinc  Company. 


Samuel  Wetherill  and  George  W.  Gilbert,  Ad- 
ministrators,  etc.,  of  George  J.  Gilbert,  de- 
ceased, 

vs. 
Same.    In  Equity. 

This  was  a  motion  for  an  attachment  against  the  defendants  for  contempt,  by 
reason  of  their  alleged  violation  of  the  perpetual  injunction  decreed  in  this 
suit,  enjoining  the  defendants  from  constructing,  using  or  selling  the 
complainants'  patent  for  a  process  for  making  white  oxide  of  zinc.  The 
affidavits  of  the  complainants  used  upon  the  motion,  fully  sustained  the 
alleged  violation  of  tne  injunction,  which  was  denied  by  the  affidavits 
read  by  defendants,  who  urged,  that,  as  the  proofs  were  conflicting,  the 
motion  should  be  denied,  and  the  question  of  infringement  involved,  be 
determined  upon  a  new  bill :  Held,  that  where  application  is  made  to 
the  court  for  summary  correction  for  violation  of  an  injunction,  if  the 
violation  has  been  wilful,  the  summary  method  of  correction  is  impera- 
tive ;  but  if  the  violation,  either  as  to  its  character,  or  the  fact  of  its  com- 
mission, is  doubtful  upon  the  proofs,  such  mode  of  interposition  ought 
not  to  be  applied.  The  court  must  weigh  the  conflicting  evidence,  and 
as  it  establishes  clearly,  or  falls  short  of  establishing,  a  substantial  trans- 
gression, it  must  act  or  forbear  to  act  accordingly.  The  summary  exer- 
cise of  the  power  of  the  court  will  not  be  arrested  by  the  mere  fact  that 
the  proofs  of  violation  are  conflicting,  or  that  the  thing  used  by  the  de- 
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fend  ants  is  in  some  respects  different  from  the  thing  whose  use  is  inter- 
dicted. 

A  patent  for  a  process  for  making  white  oxide  of  zinc,  by  spreading  mingled 
ore  and  coal,  in  a  comminuted  form,  upon  a  thin  layer  of  chestnut  coal, 
placed  upon  perforated  grate  bars,  and  forcing  air  through  the  grate 
and  the  mass  above  it  to  keep  up  combustion,  and  also  supply  the  vapor- 
ized zinc  with  sufficient  oxygen  in  the  furnace  chamber  to  convert  it  into 
white  oxide  ;  and,  when  the  metallic  zinc  is  expelled  from  the  ore,  re- 
moving the  scoria  or  slag,  ready  for  a  repetition  of  the  process,  is  in- 
fringed by  spreading  upon  a  bed  of  coarsely  broken  slag,  without  grate 
bars,  a  layer  of  charcoal,  upon  which  is  placed  pea  coal,  finely  crushed 
ore,  xlust  coal  and  marble,  and  forcing  a  blast  of  air  through  the 
broken  slag  and  the  mass  above  it ;  and,  when  the  metallic  zinc  is 
ejected,  withdrawing  a  sufficient  amount  of  the  slag  from  the  bottom  to 
allow  a  fresh  charge  of  ore,  coal  and  marble,  to  be  placed  on  the  top  of 
the  remaining  slag,  while  still  in  a  heated  condition  and  broken  into 
fragments. 

It  is  not  less  an  infringement,  because  air  is  introduced  above  the  charge, 
after  the  zinc  vapor  appears,  in  order  to  supply  any  deficiency  in  the 
blast  through  the  slag,  for  oxidizing  the  zinc. 

The  defendants,  who  had  been  enjoined,  by  the  decree,  from  infringing  the 
complainants'  patent,  adjudged  guilty  of  contempt. 

An  attachment  awarded  against  the  president  of  the  defendant  corporation, 
he  having  been  served  with  the  injunction,  and  having  devised  and  prac- 
tised the  transgressing  process. 

(Before  McKennan,  J.,  District  of  New  Jersey,  March,  1874.) 

McKennan,  J. 

At  a  final  hearing  of  this  cause,  it  was  adjudged,  that  the 
defendants  had  infringed  letters  patent  granted  to  Samuel 
Wetherill,  on  the  13th  of  November,  1855,  and  extended  for 
seven  years,  for  a  process  for  making  white  oxide  of  zinc,  and 
they  were  perpetually  enjoined  "  from  the  further  construct- 
ing, using,  or  selling  in  any  way  or  manner,  directly  or  in- 
directly, the  said  patented  improvements  or  any  part  or  parts 
thereof."  They  are  now  alleged  to  have  violated  this  injunc- 
tion, in  the  use  of  a  process  substantially  the  same  as  Wether- 
ill's,  or  at  least  embracing  its  essential  features,  and  a  motion 
has  been  made  for  an  attachment  against  them  for  contempt. 

The  affidavits  presented  in  support  of  this  motion,  fully  sus- 
tain the  alleged  violation  of  the  injunction.  This  is  contro- 
verted by  counter  affidavits,  and  hence  it  is  urged  that  the 
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motion  should  be  denied,   and  the  question  of  infringement 
involved,  investigated  and  determined  upon  a  new  bill. 

It  is  certainly  desirable  that  any  adjudication  by  the  court, 
touching  interests  of  such  magnitude  as  are  involved  in  this 
proceeding,  should  be  in  such  form  that  it  maybe  susceptible 
of  revision  by  a  superior  tribunal.  But  that  is  no  sufficient 
reason  for  withholding  from  a  litigant  the  benefit  of  a  remedy 
to  which  he  is  entitled,  if  he  establishes  a  meritorious  claim  to 
it,  nor  would  it  justify  the  court  in  abdicating  the  discharge 
of  a  duty  which  the  law  imposes  upon  it.  Not  onfy  has  a 
party,  in  whose  favor  judicial  process  has  been  awarded,  a 
right  to  demand  the  full  measure  of  protection  it  was  intended 
to  afford  him,  but,  in  a  more  general  sense,  it  is  essential  to 
the  due  administration  of  justice,  that  obedience  to  it  should 
be  enforced.  If  its  requirements  are  wilfully  unheeded,  a 
summary  method  of  correction  is  imperative  ;  on  the  other 
hand,  if  the  delinquency,  either  as  to  its  character  or  the  fact 
of  its  commission,  is  doubtful  upon  the  proofs,  such  mode  of 
interposition  ought  not  to  be  applied.  This  is  the  import  of 
all  the  authorities.  It  is  not  enough,  therefore,  to  arrest  a 
summary  exercise  of  the  power  of  the  court,  that  the  proofs 
of  the  violation  of  its  decree  are  conflicting,  or  that  the  thing 
used  by  the  respondent  is,  in  some  of  its  features,  different 
from  the  thing  whose  use  is  interdicted.  The  evidence  must 
be  carefully  weighed,  and  as  it  establishes  clearly  or  falls 
short  of  establishing  a  substantial  transgression,  it  is  the  duty 
of  the  court  to  act  or  forbear  to  act  accordingly. 

The  decisive  inquiry  here,  then,  is  whether  a  violation  of 
the  injunction  is  satisfactorily  proved  ? 

Before  Wetherill's  invention  metallic  ores  were  reduced  bv 
means  of  blast  and  muffled  furnaces  ;  and  at  the  final  hearing 
of  this  cause,  the  methods  of  operation  in  both  of  these  were 
fully  described  to  illustrate  the  state  of  the  art,  and  to  establish 
the  novelty  of  Wetheriirs  method.  To  contradistinguish  these 
processes,  as  well  as  to  indicate  the  points  of  resemblance 
between  the  process  used  by  the  defendants  and  claimed 
to  be  an '  infringement,  and  Wetherill's,  the  characteristic 
features  of  Wetherill's-  process  were  stated  to  consist  in  the 
employment  of  a  thin  bed-tire  of  chestnut  coal  and  of  a  super- 
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incumbent  layer  of  pulverized  ore  and  pea  coal  of  the  approx- 
imate thickness  of  three  inches  ;  the  enforced  passage  of  at- 
mospheric air  in  numerous  jets  through  the  mass,  by  which 
its  combustion  is  maintained  ;  the  vaporization  of  the  zinc 
and  its  oxidation  in  the  furnace  above  the  charge,  when 
the  zinc  in  the  ore  is  expelled,  and  the  repetition  of  the 
process.  In  the  blast-furnace — to  which  alone,  as  a  prior 
device,  it  is  necessary  to  refer — the  fuel  and  ore  are  not  com-  „ 
minuted,  nor  is  the  charge  spread  in  a  thin  layer,  and  when 
its  working  is  begun  it  must  necessarily  be  continued  with- 
out interruption  until  the  furnace  is  blown  out.  In  all  these 
particulars  the  Wetherill  process  is  different.  The  bed-fire 
consists  of  fuel  in  a  comminuted  form  ;  so  also  does  the 
charge  of  mingled  ore  and  carbon.  This  charge  is  spread  in 
a  layer  of  the  maximum  depth  of  eight  or  nine  inches,  and 
through  it,  is  diffused  a  blast  of  air,  not  only  to  keep  up  com- 
bustion, but  to  supply  the  vaporized  zinc  with  sufficient 
oxygen  in  the  furnace-chamber  to  convert  it  into  white  oxide, 
and,  when  the  metallic  zinc  is  expelled  from  the  ore,  the 
scoria  or  slag  is  removed,  and  the  process  repeated.  It  is 
thus  an  alternating  process,  inasmuch  as  it  is  susceptible  of 
temporary  suspension  and  repetition,  whereby  it  is  dis- 
tinguishable from  the  operation  of  the  blast-furnace,  which  is 
continuous  and  incapable  of  interruption. 

The  process  used  by  the  defendants,  is  claimed  to  differ 
essentially  from  Wetherill's,  first,  in  the  character  of  the 
charges  employed,  and,  second,  in  the  continuity  of  their 
treatment ;  and  upon  the  determination  of  these  facts  the  re- 
sult of  the  present  application  depends. 

The  bottom  of  the  furnace-chamber  described  in  Wetheriirs 
patent  is  composed  of  perforated  iron  grate-bars.  The  double 
function  of  these  bars  is  to  support  the  burden  of  the  bed-lire 
and  the  charge,  and  to  diffuse  through  it  a  blast  of  air  forced 
into  the  closed  ash-pit  below.  When  the  furnace  is  to  be  put 
in  operation,  a  thin  bed  of  comminuted  coal  is  placed  upon 
the  grate-bars,  and  when  this  is  ignited,  the  charge  of  mixed 
ore,  and  coal  is  superimposed,  and  is  spread  out  eventy 
through  a  wide  door  provided  for  that  purpose,  so  as  to  cause 
an  equable  diffusion  of  the  air  through  it.     As  soon  as  the 
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vapors  of  zinc  are  observed  to  come  off,  the  connection  with 
the  collecting-chamber  is  opened,  into  which  the  oxide  passes 
and  is  gathered  in  bags.  When  the  charge  is  brought  to  the 
condition  of  clinker,  or  is  "  slagged  up,"  the  process  of  re- 
duction is  at  an  end,  and  the  clinker  is  then  removed  and  the 
furnace  recharged  as  before. 

The  furnace  used  by  the  defendants  has  a  like  large  super- 
ficial area,  into  which  a  wide  door  opens,  and  is  provided  with 
a  blast  underneath  the  charge,  but  it  is  without  grate-bars. 
When  it  is  to  be  put  in  operation,  the  bottom  is  filled  to  the 
depth  of  about  two  and  a  half  feet  with  scoria  or  slag,  coarsely 
broken,  "  upon  this  is  put  a  bed  of  charcoal,  then  pea  coal 
upon  the  burning  charcoal,  and  then,  when  the  pea  coal  is  all 
on  fire,  is  put  finely-crushed  ore,  dust  coal,  and  marble,"  of 
the  depth  of  about  six  inches.  Through  the  wide  or  charging 
door,  the  blow  holes  in  the  charge  are  filled,  and  it  is  thus 
made  of  uniform  thickness.  The  first  products  of  combustion 
are  discharged  into  the  air.  until  the  green  flames  of  burning 
zinc  are  observed,  when  a  supplemental  blast  is  introduced 
above  the  charge,  and  the  oxide  is  conducted  to  the  collect- 
ing-chamber. When  the  charge  is  slagged,  the  scoria  is 
thoroughly  broken  through  the  opened  charging  door,  a  por- 
tion of  the  lower  stratum  of  scoria,  equal  to  that  produced  by 
the  worked -off  charge,  is  drawn  off  from  below,  and  a  new 
charge  similar  to  the  previous  one  is  introduced  directly  upon 
the  red-hot  scoria. 

In  starting  the  operation  of  the  furnace,  the  defendant's 
method  is,  in  the  main,  indistinguishable  from  Wetherill's. 

The  preliminary  bed-fire  is  the  same  in  both,  and  so  also  is 
the  charge  in  every  essential  particular.  In  the  one  case, 
however,  the  charge  is  supported  upon  a  bed  of  perforated 
iron  grate-bars,  and  in  the  other  upon  abed  of  coarsely  broken 
clinkers.  But  are  not  the  functions  performed  by  both  these 
beds  exactly  the  same,  and  are  not  the  clinkers,  therefore, 
only  the  equivalent  of  the  grate-bars  ?  The  office  of  the  bars 
is  to  support  the  burden  of  the  charge,  and,  at  the  same  time, 
not  only  to  permit  the  passage  of  air  from  the  blast  into  the 
charge,  but  also  to  diffuse  it  throughout  the  charge  so  as  to 
insure  the  equable  combustion  of  it,  and  supply  the  resulting 
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zinc  vapor  with  oxygen  to  convert  it  into  white  oxide.  Now, 
it  is  manifest  that  the  charge  rests  upon,  and  is  sustained  by 
the  clinker-bed,  and  that  the  air,  forced  into  the  latter  by  the 
blast,  passes  up  through  it  and  into  the  charge.  But  does  it 
diffuse  it  throughout  the  charge  ?  The  air  does  not  permeate 
the  body  of  the  clinker,  because  it  is  a  hard,  incombustible 
substance,  composed  chiefly  of  iron.  It  can  only  escape 
through  the  crevices  in  the  disintegrated  clinker,  and  as  the 
fragments  of  scoria  are  reduced  in  size,  so  the  number  of  air- 
passages  is  increased.  The  result,  then,  is  that  these  crevices, 
distributed  through  the  mass  of  broken  clinkers,  are  filled 
with  air,  which  is  conveyed  diffusively,  by  means  of  them,  into 
and  through  the  superincumbent  charge.  As  a  physical  fact, 
this  is  self-evidently  plain.  And  so  the  effect  must  be  to  pro- 
mote diffusive  and  equable  combustion  and  oxidation  of  the 
vapor  evolved  by  it. 

But,  after  the  first  charge  is  worked  off,  the  residual  scoria 
is  not  taken  out  of  the  furnace,  but  is  broken  up  into  smaller 
fragments,  and  a  quantity  of  the  cinder  below,  equal  to  it,  is 
withdrawn  from  the  bottom  of  the  furnace,  so  that  a  uniform 
depth  of  bed-cinder  is  maintained.  Now,  suppose  the  grate- 
bars  employed  in  the  Wetherill  process  were  so  arranged  that 
they  could  be  drawn  out  of  their  place,  and  so  permit  the  re- 
siduum of  the  charge  to  fall  into  the  ash-pit  below,  to  be  thence 
taken  out  as  occasion  might  require,  would  it  not  be  as 
effectually  removed  from  the  furnace,  as  if  it  were  withdrawn 
through  the  charging-door  ?  All  that  Wetherill's  patents  re- 
quires is  the  removal  of  the  residuum,  so  as  to  give  place  for 
a  new  charge,  and  the  use  of  his  process,  with  only  such  a 
modification,  would  be  a  palpable  infringement.  Is  not  this 
just  what  is  done  in  the  defendants'  method  ?  The  slag  of  the 
reduced  charge  is  not  actually  taken  out  of  the  furnace,  but 
an  equal  portion  below  it  is  taken  out,  and  it  is  removed  from 
the  place  occupied  by  it  before,  to  afford  space  for  another 
charge.  Without  this  displacement,  the  new  charge  could 
not  be  introduced  and  worked,  and  it  is  only  that  this  may 
be  done,  that  the  slag  is  withdrawn  in  the  Wetherill  process. 

The  defendants,  however,  introduce  a  supplemental  blast 
into  the  furnace-chamber  above  the  charge.     No  such  blast  is 
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used  in  the  Wetherill  process,  and  the  proof,  at  the  final  hear- 
ing of  the  cause,  demonstrated  that  the  results  were  perfect 
without  it.  Now,  if  the  means  employed  by  the  defendants 
to  supply  the  charge  with  air  beneath  it  operate  less  efficiently 
than  WetheriU's,  although  they  are  identical  in  function  and 
mode  of  operation,  does  it  follow  that  a  necessary  supplement 
of  air  in  one  case  and  not  in  the  other,  renders  the  processes 
different  ?  We  think  clearly  not.  But,  in  point  of  fact,  the 
oxidation  of  the  zinc  fumes  is  effected  by  the  lower  blast  in 
the  defendants'  method,  as  in  WetheriU's.  This  is  the  import 
of  Mr.  Ren  wick's  testimony,  in  which  he  says  that  vapors  fit  to 
go  to  the  collecting-chamber  were  coming  off  the  charge  before 
the  supplemental  blast  was  turned  on.  But,  in  view  of  the  pre- 
ponderating weight  of  the  proofs  taken  before  the  final  hear- 
ing, if  the  product  is  not  perfect  without  this  additional  sup- 
ply of  oxygen,  it  must  be  ascribed  to  the  defective  application 
of  the  lower  blast,  and  not  to  any  essential  difference  in  the 
character  of  the  method  of  introducing  it. 

We  are,  therefore,  drawn  to  the  conclusion,  that  a  prelim- 
inary bed-fire,  or  thin  charge  of  comminuted  ore  and  carbon- 
aceous matter,  and  the  enforced  passage  of  the  air  in  numer- 
ous jets  through  the  mass,  by  which  its  combustion  is  main- 
tained and  vaporization  and  oxidation  of  the  zinc  above  the 
charge,  when  it  is  expelled  from  the  ore,  are  effected,  are 
features  common  to  both  WetheriU's  and  the  defendants' 
methods. 

It  remains,  then,  to  consider,  whether  the  defendants'  pro- 
cess is  a  continuous,  such  as  is  practised  in  blast-furnaces, 
or  an  alternating  one.  In  the  treatment  of  the  metallic  ores 
in  blast-furnaces  the  operation,  when  it  is  once  begun,  must 
go  on  uninterruptedly.  There  is  no  suspension  during  the 
process  of  recharging,  nor  can  there  be.  "  Slagging  up*' 
would  occur,  and  as  an  unavoidable  consequence,  stoppage  of 
the  draft  and  of  combustion.  Not  so,  however,  with  regard 
to  the  process  in  question.  Mr.  Ren  wick's  testimony  clearly 
establishes  that  it  may  be  interrupted  or  suspended,  and  re- 
sumed, without  the  injurious  consequences  which  follow  in 
the  blast-furnace.  And  it  shows  also  that  the  very  result,  the 
slagging  up  of  the  charge,  which  must  be  avoided  in  the  blast- 
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furnace,  is  necessarily  produced.  It  proves  more  than  this. 
As  an  intelligent  expert,  he  was  taken  to  the  defendants' 
works,  that  he  might  witness  a  practical  exhibition  of  the  con- 
tested method,  and  describe  it  as  it  really  is. 

The  inference,  therefore,  is  unavoidable  that  it  was  shown 
to  him  as  the  defendants'  usually  practised  it,  and  as  they  in- 
tended it  should  be  practised. 

He  thus  describes  the  consecutive  steps  of  the  process  : 
After  a  charge  was  worked  off,  the  blast  was  shut  off,  and  the 
operation  of  the  furnace  stopped  ;  a  portion  of  the  clinker, 
equal  to  the  slag  of  the  last  charge,  was  withdrawn  through 
the  lower  doors  provided  for  that  purpose  ;  the  slag  of  the 
worked-off  charge  was  thoroughly  broken  up,  and,  by  reason 
of  the  withdrawal  of  a  portion  of  the  lower  contents  of  the 
furnace,  its  top  level  was  seven  or  eight  inches  below  the  level 
of  the  bottom  of  the  charging  door  ;  a  new  charge  about  six 
inches  in  depth  was  introduced  ;  the  upper  and  lower  doors 
were  closed,  and  the  blast  was  turned  on  ;  the  upper  or  charg- 
ing door  was  opened,  and  the  blow-holes  covered  with  fresh 
charge  ;  all  the  doors  being  closed  and  the  blast  on,  the  pro- 
ducts were  permitted  to  go  to  waste  until  the  vapors  of  zinc, 
fit  to  go  to  the  collecting-chamber,  were  observed  to  come  off, 
when  the  supplemental  blast  was  turned  on,  and  the  connec- 
tion with   the  bag-room  opened. 

Now,  the  process  thus  described  is  not  an  uninterrupted 
one.  From  the  time  when  the  blast  is  shut  off,  until  it  is 
turned  on  again,  the  operation  of  the  furnace  is  suspended. 

Its  operation  is  continued  only  until  the  condition  of  the 
charge  indicates  the  exhaustion  of  its  metallic  ingredients,  as 
far  as  this  can  be  accomplished.  When  slagging  occurs,  and 
while  it  lasts,  the  production  of  the  oxide  ceases.  To  restore 
it,  the  exhausted  charge  must  be  displaced,  its  form  changed, 
and  new  material  introduced  in  its  place.  The  condition, 
which  it  is  necessary  in  the  blast-furnace  to  avoid,  simply  in- 
dicates, in  the  defendants'  method,  the  termination  of  the 
operation  and  the  time  for  its  renewal.  In  the  one,  it  is  ab- 
normal, and  disastrous  ;  in  the  other,  it  is  a  necessary  and 
desired  result.  Obviously,  the  breaking  up  of  the  exhausted 
charge,  and  the  depression  of  its  top  level,  are  only  a  prepar- 
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ation  for  the  reception  and  working  of  a  new  charge  ;  and 
whatever  time  may  be  thus  occupied  is  the  measure  of  the 
interval  between  the  complete  treatment  of  one  charge,  and 
the  renewed  treatment  of  another. 

This  is  not  the  method  pursued  in  the  blast-furnace,  nor  is 
it  capable  of  such  treatment,  but  in  the  necessaiy  suspension 
and  renewal  of  its  operation,  it  is  notably  different  from  the 
continuous  process. 

We  are,  then,  satisfied  that  the  method  complained  of  is, 
in  substance  and  character,  the  same  with  the  method  pursued 
by  the  defendants  before  the  injunction,  for  the  use  of  which 
they  were  adjudged  to  be  infringers. 

A  bailable  attachment  must,  therefore,  be  awarded  against 
the  president  of  the  defendant  company,  upon  whom  the  in- 
junction was  served,  and  who  is  shown  to  have  devised  and 
practised  the  transgressing  process. 


George  Harding^  for  the  complainants. 
Benjamin  Williamson,  for  the  defendants. 


The  Union  Paper  Bag  Machine  Company  et  al. 


vs. 

George  L.  Newell  et  al.    In  Equity/ 

In  a  suit  in  equity  for  the  infringement  of  letters  patent,  the  answer  did  not 
state  the  name  or  residence  of  any  person  alleged  to  have  had  prior 
knowledge  of  the  patented  invention,  or  set  up  a  defence  of  the  aban- 
donment of  the  invention  to  the  public  by  the  inventor,  although  it 
averred  generally  prior  knowledge  and  use  of  the  invention.  The  plain - 
titf  took  proofs  for  final  hearing,  and  rested  his  case.  The  defendant 
took  no  proofs.  The  court  then  granted  a  preliminary  injunction  in  the 
suit,  restraining  the  infringement  of  one  of  the  claims  of  the  patent. 

*  n  Blatchf.  C.  C.  R.f  549. 
VOL.  I — 8 
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Afterwards,  and  after  the  time  for  taking  proofs  had  expired,  the  defend- 
ant, without  having  obtained  leave  to  amend  his  answer,  or  an  exten- 
sion of  the  time  for  taking  proofs,  applied  to  the  court  to  dissolve  the 
injunction,  on  affidavits  setting  out  matters  intended  to  show  that  the 
invention  covered  by  said  first  claim  was,  with  the  consent  and  allow- 
ance of  the  inventor,  in  public  use,  at  a  place  named,  for  more  than  two 
years  before  the  patent  was  applied  for,  and  that  the  invention  was  pre- 
viously known  by  persons  named  :  Held,  that,  inasmuch  as  such  de- 
fences could  not  be  availed  of  by  the  defendant  in  the  taking  of  proofs 
for  final  hearing,  they  could  not  be  availed  of  to  dissolve  the  injunction. 

(Before  Blatchford,  J.,  Southern  District  of  New  York,  April,  1874.) 


Blatchford,  J. 

By  the  61st  section  of  the  Act  of  July  8,  1870  (16  U.  S. 
Stat,  at  Large,  208),  it  is  provided,  that,  in  a  suit  in  equity  for 
relief  against  an  alleged  infringement  of  letters  patent,  cer- 
tain specified  defences  may  be  pleaded,  and  proofs  of  the  same 
may  be  given  upon  certain  specified  notice  in  the  answer  of 
the  defendant,  and  with  a  certain  specified  effect.  Among 
the  defences  specified  in  the  section  are,  that  the  patentee 
"  was  not  the  original  and  first  inventor  or  discoverer  of  any 
material  and  substantial  part  of  the  thing  patented,' '  and 
14  that  it  had  been  in  public  use  or  on  sale  in  this  country,  for 
more  than  two  years  before  his  application  for  a  patent,  or 
had  been  abandoned  to  the  public."  As  to  notice  in  the  an- 
swer, the  section  requires,  that,  in  giving  such  notice  as  to 
proof  of  previous  invention,  knowledge  or  use  of  the  thing 
patented,  the  defendant  shall  state  in  the  answer  "  the  names 
and  residences  of  the  persons  alleged  to  have  invented,  or  to 
have  had  the  prior  knowledge  of,  the  thing  patented,  and 
where  and  by  whom  it  had  been  used."  As  to  the  effect 
specified,  the  section  provides,  that,  "  if  any  one  or  more  of 
the  special  matters  alleged  shall  be  found  for  the  defendant, 
judgment  shall  be  rendered  for  him,  with  costs." 

This  is  a  suit  in  equity  for  relief  against  an  alleged  infringe- 
ment by  the  defendants  of  letters  patent  of  the  United  States, 
granted  to  Benjamin  S.  Binney,  assignee  of  E.  W.  Goodale, 
as  inventor,  September  12,  1865,  for  a  "  machine  for  mak- 
ing paper  bags."  The  bill  was  filed  May  13,  1873.  The  an- 
swer  was   filed  July   7,    1873.       The   replication   was   filed 
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August  25,  1873.  The  plaintiff  commenced  taking  proofs 
for  final  hearing,  by  the  examination  of  witnesses  orally, 
before  an  examiner,  under  the  67th  rule  in  equity,  as  amend- 
ed, and  by  the  putting  in  of  documentary  proof,  on  the 
23d  of  October,  1873.  The  plaintiff  rested  his  case  on  the  6th 
of  November,  1873.  The  defendants,  so  far  as  appears,  have 
taken  no  proofs  for  final  hearing.  On  the  26th  of  November, 
1873,  this  court,  after  a  full  hearing  of  both  parties,  granted 
a  preliminary  injunction  restraining  the  defendants  from  in- 
fringing the  patent,  by  using  the  invention  described  and 
claimed  in  the  first  claim  thereof,  (n  Blatchf.  C.  C.  R.,  379.) 
The  answer  of  the  defendants  sets  up,  in  general  terms,  a 
denial  that  E.  W.  Goodale  was  the  original  and  first  inventor 
of  what  is  claimed  in  the  patent,  or  of  any  substantial  or 
material  part  thereof,  and  a  denial  "  that  the  same  was  not 
known  or  used  before,  or  that  it  was  not,  at  the  time  of  the 
application  for  letters  patent,  *  *  *  in  public  use  or  on  sale," 
and  avers,  in  general  terms,  "  that  the  said  alleged  invention 
and  improvements  contained  in  said  letters  patent  were  in  pub- 
lic use  and  on  sale  for  more  than  two  years  prior  to  the  date 
of  the  aforesaid  application  for  letters  patent  therefor,  or  of 
any  invention  of  the  same  by  and  on  the  part  of  said  E.  W. 
Goodale."  But  the  answer  does  not  state  the  name  or  resi- 
dence of  any  person  whom  it  alleges  to  have  previously  in- 
vented, or  to  have  had  prior  knowledge  of,  the  thing  patented, 
nor  does  it  state  where  or  by  whom  the  thing  patented  had 
been  previously  used.  Nor  does  it  set  up  any  defence  of  the 
abandonment  of  the  invention  to  the  public  by  E.  W.  Goodale, 
as  inventor.  Under  this  state  of  facts,  the  defendants  not 
having  obtained  any  leave  to  amend  their  answer,  or  any  ex- 
tension of  the  time  for  taking  proofs,  which  has  expired  by 
the  lapse  of  time,  now  apply  to  the  court,  on  affidavits,  to 
dissolve  the  injunction  referred  to.  The  affidavits  seem  to  be 
intended,  so  far  as  they  relate  to  defences  authorized  by  the 
61st  section,  to  raise  the  defence  that  the  invention  covered  by 
the  first  claim  of  the  patent  was,  with  the  consent  and  allow- 
ance of  E.  W.  Goodale,  in  public  use  at  Clinton,  in  Massachu- 
setts, for  more  than  two  years  before  the  application  for  the 
patent   was  made,   and,    perhaps,    the  defence   that   E.    W. 
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Goodale  was  not  the  original  and  first  inventor  or  discoverer 
of  what  is  covered  by  the  first  claim  of  the  patent.  The 
plaintiff  takes  the  objection,  as  a  bar  to  the  hearing  of  the 
application,  so  far  as  it  rests  on  said  defences,  that,  inasmuch 
as  the -defences  attempted  to  be  set  up  in  the  affidavits  could 
not  be  availed  of  by  the  defendants  in  the  taking  of  proofs  for 
final  hearing,  both  because  the  proofs  are  closed  and  the  case 
is  ready  for  final  hearing,  and  because,  also,  the  defendants 
have  laid  no  foundation,  in  their  answer,  for  putting  in  any 
proof  to  sustain  such  defences,  such  defences  cannot  be 
availed  of  to  dissolve  the  injunction  granted.  This  objection 
must  prevail.  No  ground  is  shown,  in  any  other  respect,  for 
dissolving  the  injunction. 

In  order  to  avoid  any  implication  that  the  defences  sought 
to  be  set  up  in  the  affidavits,  as  defences  under  the  6ist  section, 
would,  on  the  papers  put  in  on  both  sides  on  the  application, 
be  regarded  as  made  out  to  such  an  extent  at  least  as  to  war- 
rant the  dissolving  of  the  injunction,  or  to  have  required  the 
withholding  of  the  injunction  when  originally  granted,  it  is 
proper  to  say  that  an  examination  of  such  papers  has  led  me 
to  the  conclusion,  that  no  such  result  would  follow  from  a 
consideration  of  the  facts  established  by  such  papers. 

The  motion  to  dissolve  the  injunction  is  denied. 

Marcus  P.  Norton,  for  the  motion. 
George  Harding,  opposed. 
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Smith 

vs. 

Samuel  Baker's  Administrators.    In  Equity. 

Where  the  defendant,  in  a  suit  for  an  injunction  to  restrain  the  infringement 
of  a  patent  and  for  an  account,  dies  before  the  decree,  his  equitable  lia- 
bility as  an  infringer  is  not  determined  by  his  death,  and  a  bill  of  revivor 
against  his  personal  representatives  will  lie,  to  prevent  the  abatement  of 
the  suit. 

The  English  rule,  that,  as,  upon  the  death  of  the  defendant,  there  can  be 
no  decree  for  an  injunction,  therefore  there  can  be  no  decree  for  an  ac- 
counting, because  the  equity  for  an  account  is  incident  to  the  injunction, 
is  inapplicable  to  the  equitable  jurisdiction  of  the  federal  courts  of  the 
United  States,  conferred  upon  those  courts  by  the  patent  laws,  and 
especially  since  this  jurisdiction  has  been  amplified  by  the  act  of 
1870,  to  embrace  the  allowance  of  damages  in  an  equitable  proceeding 
for  infringement,  which  were  before  recoverable  only  at  law. 

(Before  McKennan,  J.,  Eastern  District  of  Pennsylvania,  April,  1874.) 

McKennan,  J. 

The  complainant's  original  bill  prayed  for  an  injunction 
and  an  account  of  profits  derived  by  the  defendant,  Samuel 
Baker,  from  the  alleged  infringement  of  a  patent  therein  de- 
scribed. Before  any  decree  was  rendered,  Samuel  Baker  died, 
and  the  present  bill  is  filed  against  his  personal  representatives 
to  revive  the  original  suit,  to  the  end  that  they  may  be  re- 
quired to  account  for  the  profits  so  received  by  their  intestate. 
To  this  bill  the  defendants  have  demurred,  on  the  ground 
that,  by  the  death  of  the  defendant,  the  original  bill  abated 
and  cannot  be  revived,  because  the  cause  of  action  springing 
from  a  tort  committed  by  him  does  not  survive  against  his 
personal  representatives. 

At  common  law  all  actions  for  personal  wrongs  abate  by  the 
death  of  either  of  the  parties.     But,  the  rule  is  operative  upon 
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the  form,  rather  than  upon  the  cause  of  the  action.  While, 
therefore,  personal  actions  in  which  the  general  issue  is,  "  not 
guilty"  are  ended  by  the  death  of  either  party,  yet  where,  by 
means  of  the  wrong,  the  wrong-doer  has  acquired  beneficial 
property,  an  action  will  survive  by  or  against  the  personal 
representatives  of  the  deceased  party  to  recover  the  value  of 
such  property.      United  States,  v.  Daniel,  6  How  ,  n. 

An  analogous  principle  is  applicable  to  proceedings  in 
equity,  and  hence  if  an  interest  or  liability,  which  a  suit  has 
been  instituted  to  enforce,  is  not  determined  by  death,  an 
abatement,  by  reason  of  the  death  of  any  litigant,  may  be 
averted  by  a  bill  of  revivor. 

An  infringer  of  the  rights  of  a  patentee,  is  accountable,  in 
equity,  for  the  profits  accruing  to  him  by  the  appropriation  to 
his  own  use,  of  the  patentee's  invention.  These  profits  are 
property  acquired  by  the  infringer,  which  rightfully  belong 
to  the  patentee.  He  may,  therefore,  instead  of  resorting  to  an 
action  at  law,  to  recover  damages,  commensurate  with  the  loss 
caused  by  the  unlawful  act  of  the  infringer,  elect  to  treat  him 
as  a  trustee  of  the  profits  realized  by  him,  and  enforce  his 
accountability  for  them  in  that  character  in  a  court  of  equity. 
Cowing  v.  Rumse)\  4  Fish.,  276.  Upon  such  a  basis,  the  equit- 
able liability  of  an  infringer  is,  clearly,  not  determined  by  his 
death,  and  a  bill  of  revivor  against  his  personal  representa- 
tives will  lie  to  prevent  the  abatement  of  the  suit  brought  in 
his  lifetime  to  enforce  it. 

It  is  urged,  further,  that,  as  there  can  be  no  decree  for  an 
injunction,  the  respondents  cannot  be  compelled  to  account, 
because  the  equity  for  the  account  is  strictly  incident  to  the 
injunction.  This  is  the  doctrine  of  many  of  the  English  cases, 
of  which  Jesus  College  v.  Bloom,  3  Atk.,  264,  is  the  leading  one. 
Grierson  v.  Eyre,  9  Ves.,  346  ;  Baily  v.  Taylor,  1  Russ  &  My., 
73  ;  Adams  Eq.,  219.  The  reason  of  it,  is  that,  as  the  grant  of 
an  injunction  necessarily  presupposes  that  the  complainant 
has  sustained  a  loss  by  the  defendant's  act,  for  which,  in  strict 
right,  he  is  entitled  to  compensation  in  damages,  of  which  a 
court  of  law  appropriately  has  cognizance,  and  as  a  claim  for 
such  damages  would  involve  the  necessity  of  proceeding  in 
two  courts  at  once,  in  equity  for  injunction  and  at  law  for 
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damages,  the  Court  of  Chancery  having  jurisdiction  for  the 
purpose  of  the  injunction,  will  prevent  that  circuity  and  ex- 
pense ;  and  although  it  cannot  decree  damages  for  the  com- 
plainant's loss,  it  will  substitute  an  account  of  the  defend- 
ants' profits.  But,  as  was  observed  by  Mr.  Justice  Grier,  in 
Sickles  v.  Gloucester  Manf.  Co.,  1  Fish.,  224,  "  the  exceptions  to 
the  rule  have  become  so  numerous,  that  the  rule  can  hardly 
be  recognized  as  existing,"  and,  therefore,  "  whenever  the 
subject-matter  cannot  be  as  well  investigated  in  "  an  action  at 
law,  "a  court  of  equity  exercisesa  sound  discretion  in  decree- 
ing an  account.  See  Car/isle  v.  Wilson,  13  Ves.,  276."  The 
reason  of  the  rule  is,  however,  inapplicable  to  controversies  in 
the  Federal  courts,  involving  the  rights  of  patentees  of  in- 
ventions under  the  laws  of  the  United  States,  for,  as  Judge 
Grier  further  says,  "  exercising  our  jurisdiction  in  these 
controversies,  not  by  assumption  for  a  special  purpose  only, 
or  as  ancillary  to  other  tribunals,  but,  under  plenary  au- 
thority conferred  by  statute,  the  technical  reason  which 
compelled  the  English  Chancellor  to  refuse  a  decree  for 
an  account,  where  he  could  not  decree  an  injunction,  can 
have  no  application."  And  as  this  authority  is  amplified 
by  the  Patent  Act  of  1870,  so  as  expressly  to  embrace  the 
allowance  of  damages  in  an  equitable  proceeding  for  infringe- 
ment, which  were  before  recoverable  only  at  law,  there  is  no 
longer  the  semblance  of  reason  for  an  imperative  observance 
of  the  English  rule  in  such  contentions  as  this. 
The  demurrer  is,  therefore,  overruled. 

Horace  Binney,  3rd,  and  George  Harding,  for  the  complainant. 

Lewis  Stover,  and  J.  C,  Fraley,  for  the  defendants. 
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The  Rumford  Chemical  Works 

vs. 
John  Hecker  et  al.     In  Equity.* 

In  a  suit  in  equity,  in  this  court,  on  letters  patent,  containing  four  claims 
against  two  defendants,  J.  and  G.,  the  plaintiff  had  a  decree  adjudging 
infringement  of  the  fourth  claim,  and  an  account  of  profits,  and  an  in- 
junction. The  accounting  was  proceeded  with.  One  of  the  defendants, 
G.,  was  called  as  a  witness  for  the  plaintiff,  on  the  accounting,  and  ob- 
jected to  give  certain  information  asked,  on  the  ground  that  the  inquiry 
went  beyond  the  scope  of  the  claim  infringed,  until  the  defendants  could 
apply  to  this  court  for  instructions.  The  plaintiff  then  brought  a  suit  in 
equity  in  New  Jersey,  on  the  same  patent,  against  G.  alone,  claiming  to 
recover  in  it,  for  the  time  covered  by  the  suit  in  this  court,  damages  for  the 
infringement  covered  by  the  suit  in  this  court,  (such  damages  not  being 
claimed  in  the  bill  in  the  suit  in  this  court,  it  having  been  filed  befoi  e 
the  enactment  of  the  55th  section  of  the  Act  of  July  8th,  1870,  16  U.  S. 
Stat,  at  Large,  206,)  and  also  profits  and  damages  for  the  infringement 
of  the  patent  after  the  date  of  the  decree  in  the  suit  in  this  court.  Proofs 
for  final  hearing  were  taken  and  closed  in  the  suit  in  New  Jersey.  The 
plaintiff  also  brought  suits  for  infringement  in  South  Carolina  and  Geor- 
gia, against  persons  who  had  infringed  only  by  selling  articles  bought 
by  them  from  the  defendants  in  the  suit  in  this  court.  The  taking  of 
proofs  for  final  hearing  in  the  South  Carolina  suit  had  been  closed.  The 
defendants  in  the  suit  in  this  couit  then  applied  to  this  court,  in  the  suit 
in  this  court,  for  an  injunction  restraining  the  plaintiff  from  further 
prosecuting  the  said  other  three  suits,  and  from  commencing  other  suits 
against  purchasers  from  them,  alleging  that  they  had  been  called  on  to 
account,  in  the  suit  in  this  court,  for  the  making  and  selling  of  the  arti- 
cles covered  by  the  said  other  three  suits  :  Held,  That  this  court  had 
no  power,  in  the  suit  in  this  court,  to  regulate  the  conduct  of  the  plain- 
tiff by  injunction  or  stay  or  repression,  except  as  regarded  proceedings 
in  this  suit,  and  that  the  New  Jersey  suit  might  prcperly  have  been 
brought  even  in  this  court,  and  that,  as  to  the  New  Jersey  and  South 
Carolina  suits,  the  application,  to  be  entertained  at  all,  should  have  been 
made  before  the  plaintiff  took  proofs  for  final  hearing. 

(Before  Blatchford,  J.,  Southern  District  of  New  York,  April,  1874.) 

•  n  Blatch.  C.  C.  R.,  552. 
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Blatchford,  J. 

In  this  case,  on  the  20th  of  March,  1873,  after  final  hearing 
on  pleadings  and  proofs,  a  decree  was  made,  adjudging  the 
first  three  claims  of  the  reissued  letters  patent  granted  to  the 
plaintiffs,  June  9,  1868,  on  which  the  suit  was  brought,  to 
be  void,  and  the  fourth  claim  thereof  to  be  valid,  and  decree- 
ing that  the  defendants  had  infringed  said  fourth  claim,  and 
should  account  to  the  plaintiffs  for  the  profits  in  consequence 
of  said  infringement,  and  should  be  perpetually  enjoined 
from  infringing  said  fourth  claim.    (10  Blatchf.  C.  C.  R.,  136.) 

The  said  reissued  letters  patent  were  granted  for  an  4<  im- 
provement in  pulverulent  acid  for  use  in  the  preparation  of 
soda  powders,  farinaceous  food,  and  for  other  purposes." 
The  four  claims  of  the  patent  are  as  follows  :  1.  "As  a  new 
manufacture,  the  above  described  pulverulent  phosphoric 
acid."  2.  "  The  manufacture  of  the  above  described  pulveru- 
lent phosphoric  acid,  so  that  it  may  be  applied  in  the  manner 
and  for  the  purposes  above  described."  3.  "  The  mixing,  in 
the  preparation  of  farinaceous  food,  with  flour,  of  a  powder  or 
powders,  such  as  described,  consisting  of  ingredients  of  which 
phosphoric  acid,  or  acid  phosphates,  and  alkaline  carbonates, 
are  the  active  agents,  for  the  purpose  of  liberating  carbonic 
acid,  as  described,  when  subjected  to  moisture  or  heat,  or 
both."  4.  "  The  use  of  phosphoric  acid  or  acid  phosphates, 
when  employed  with  alkaline  carbonates,  as  a  substitute  for 
ferment  or  leaven,  in  the  preparation  of  farinaceous  food." 
The  accounting  ordered  was  entered  upon,  and  in  the  course 
of  it  the  defendant  George  V.  Hecker  was  called  as  a  witness 
on  the  part  of  the  plaintiffs,  before  the  master,  and  showed 
that,  when  the  suit  was  commenced,  the  defendants  were  mak- 
ing and  selling  self-raising  flour,  in  preparing  which  they  used 
an  acid  called  the  Lauer  acid;  that,  before  the  said  decree  was 
made,  they  discontinued  the  use  of  the  Lauer  acid  ;  that,  after 
they  so  discontinued  using  the  Lauer  acid,  they  used,  at 
times,  in  the  preparation  of  self-raising  flour,  as  a  substitute 
for  the  Lauer  acid,  a  substance  which  they  made,  and  which 
was  manufactured  from  bone  black,  muriatic  acid  and  sul- 
phuric acid,  and,  at  other  times,  a  substance  purchased  by 
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them  ;  that  they  used  both  down  to  the  time  he  was  testify- 
ing, in  November,  1873  ;  and  that,  during  the  same  time,  they 
used  other  acids,  of  which  the  principal  one  was  tartaric  acid. 
He  was  then  asked  by  the  plaintiffs  to  cause  to  be  prepared 
from  the  books  of  the  defendants  a  statement  showing,  from 
the  time  they  began  to  use  the  Lauer  acid  , which  was  in  April 
or  May,  1868,  the  amount  of  self-raising  flour  sold  by  the  de- 
fendants, made  by  the  use  of  the  Lauer  acid  ;  and  the  amounts 
of  such  flour  sold  by  them,  made  by  the  use  of  acids  which 
they  manufactured  ;  and 'the  amounts  of  such  flour  sold  by 
them,  made  by  the  use  of  acids  which  they  purchased.  The 
defendants  objected  to  the  giving  of  this  information,  on  the 
ground  that  the  accounting  could  only  extend  to  the  use  of 
the  flour  in  making  bread  by  any  of  the  defendants.  The 
master  ruled  that  the  statement  must  be  prepared,  but  the 
witness  declined  to  prepare  it  until  the  defendants  could  apply 
to  the  court  for  instructions  in  the  premises.  Such  applica- 
tion has  not  been  brought  to  a  hearing.  The  only  acid 
passed  upon,  on  the  question  of  infringement,  before  the  de- 
cree was  made,  was  the  Lauer  acid.  None  of  the  acids  used 
after  the  use  of  the  Lauer  acid  was  discontinued  have  as  yet 
been  passed  upon  in  this  suit  or  by  this  court,  on  the  ques- 
tion of  infringement.  The  proceedings  on  such  accounting 
have  proceeded  no  further,  and  have  not  been  concluded. 

In  September,  1873,  the  plaintiffs  brought  a  suit  in  equity 
in  the  Circuit  Court  for  the  District  of  New  Jersey,  on  the 
same  patent,  against  the  said  George  V.  Hecker  alone.  The 
bill  in  that  suit  sets  out  the  bringing  of  this  suit ;  that  it  was 
brought  before  the  passage  of  the  Patent  Act  of  July  8,  1870  ; 
and  that  the  bill  in  it  did  not  pray  for  a  recovery  or  assess- 
ment of  the  damages  sustained  by  the  plaintiffs  by  the  in- 
fringement of  the  patent  by  the  defendants.  The  bill  in  that 
suit  then  prays  that  the  damages  sustained  by  the  plaintiffs, 
by  the  infringement  of  the  patent  by  George  V.  Hecker,  since 
the  granting  of  the  patent,  may  be  assessed  and  adjudged  to 
the  plaintiffs.  It  then  sets  out  the  making  of  the  said  decree 
in  this  suit,  and  avers  that,  since  said  decree  was  made, 
George  V.  Hecker  has  discontinued  making,  using  and  sell- 
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ing  the  acid  which  was  made,  used  and  sold  by  him  at  the 
time  of  the  filing  of  the  bill  in  this  suit,  and  which  was  so 
made,  used  and  sold  by  him  prior  to  the  entry  of  the  said  de- 
cree in  this  suit,  and  that  he  has  substituted  and  uses  a  new, 
other  and  different  pulverulent  acid  from  that  used  by  him  at 
the  commencement  of  this  suit,  and  during  its  progress,  and 
that  such  new  acid  is  not  embraced  within  said  decree,  and 
has  not  been  adjudged  by  the  court  to  be  an  infringement  of 
the  plaintiff's  rights  under  said  patent,  and  is  not  properly 
subject  to  be  accounted  for  in  the  accounting  ordered  by  said 
decree,  but  forms  the  subject  of  a  new,  distinct  and  indepen- 
dent suit.  It  then  avers,  that,  since  the  20th  of  March,  1873, 
(the  date  of  the  decree  in  this  suit,)  George  V.  Hecker  has  in- 
fringed the  patent  by  making,  using  and  selling  the  pulveru- 
lent acid  in  infringement  of  the  claims  of  the  patent,  and 
prays  that  he  may  account  for  and  pay  over  to  the  plaintiffs 
the  damages  they  have  sustained  by  his  unlawful  acts  prior 
to  the  20th  of  March,  1873,  and  also  the  damages  they  have 
sustained  by  his  wrongful  acts  since  the  20th  of  March,  1873, 
and  also  his  gains  and  profits  by  reason  of  such  unlawful  man- 
ufacture, use  and  sale  since  March  20, 1873,  of  such  pulveru- 
lent acid  made  in  accordance  with  the  claims  of  the  patent. 
The  answer  of  George  V.  Hecker,  in  the  suit  in  New  Jersey, 
admits  that,  after  the  making  of  the  said  decree,  he  ceased  to 
manufacture  and  use  acid  prepared  in  the  manner  in  which 
the  acid  which  was  the  subject  of  the  bill  in  this  suit  was  pre- 
pared, and  that  he  has  since  made  and  used  an  acid,  but  states 
that  he  is  ignorant,  and  cannot  answer,  whether  said  acid  is 
substantially  the  same  as,  or  an  equivalent  for,  the  acid  which 
was  the  subject  of  this  suit,  and  avers  that  it  would  require  a 
scientific  research  to  enable  him  to  answer  touching  the  nature 
and  character  of  said  acid.  This  answer  was  sworn  to  on  the 
3d  of  December,  1873.  The  taking  of  proofs  in  the  New  Jer- 
sey suit  was  commenced  on  the  22d  of  January,  1874.  It  was 
continued  by  both  parties  during  March,  1874,  and  has  been 
concluded. 

The  plaintiffs  have  also  brought  a  suit  in  equity  on  the 
same  patent,  since  September,  1873,  in  the  Circuit  Court  for 
the  District  of  South  Carolina,  against  Benjamin  Feldmann 
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and  Robert  Teskey.  The  bill  therein  avers  the  making,  using 
and  selling  by  them,  since  the  granting  of  the  patent,  of  pul- 
verulent acid  in  infringement  thereof,  at  Charleston.  The 
answer  denies  that  the  defendants  have  made,  used  or  sold 
any  bread,  or  any  self- raising  flour,  manufactured  or  prepared 
by  them,  and  avers  that  all  of  the  self-raising  flour  they  have 
used  or  sold  has  been  bought  by  them  of  the  agents  of  John 
Hecker  and  George  V.  Hecker.  The  taking  of  proofs  in  the 
South  Carolina  suit  was  begun  on  the  17th  of  February,  1874, 
and  was  continued  by  both  parties  during  March,  1874,  and 
has  been  concluded. 

A  like  suit  in  equity  was  brought  by  the  plaintiffs  in  Feb- 
ruary, 1874,  in  the  Circuit  Court  for  the  Southern  District  of 
Georgia,  against  Julius  Koox.  The  bill  therein  avers  the 
making,  using  and  selling  by  him,  since  the  granting  of  the 
patent,  of  pulverulent  acid,  in  infringement  thereof,  at  Savan- 
nah.    That  suit  has  been  proceeded  with  no  further. 

The  defendants  in  this  suit  now  apply  to  the  court  therein, 
for  an  injunction  restraining  the  plaintiffs  from  further  pros- 
ecuting said  suits  in  New  Jersey,  South  Carolina  and  Georgia, 
and  from  commencing  other  suits  against  purchasers  of  self- 
raising  flour  from  the  defendants  in  this  suit.  The  applica- 
tion is  based  on  the  facts,  that  the  self-raising  flour  sold  by 
the  defendants  in  the  suits  in  South  Carolina  and  Georgia, 
was  made  by  the  defendants  in  this  suit,  and  sold  by  them  to 
the  defendants  in  the  suits  in  South  Carolina  and  Georgia  ; 
that  the  defendants  in  this  suit  have  been  called  on  to  account 
in  this  suit,  for  the  making  and  selling  of  the  self-raising 
flour  sold  by  them  to  the  defendants  in  the  suits  in  South 
Carolina  and  Georgia,  and  for  the  making  and  selling  of  the 
self-raising  flour  covered  by  the  New  Jersey  suit ;  and  that 
the  proofs  of  infringement  relied  on  in  the  evidence  in  the 
suits  in  New  Jersey  and  South  Carolina,  are  sales  of  self-rais- 
ing flour  in  September,  1873,  and  November,  1873,  re- 
spectively. 

If  this  court  were  applied  to,  by  the  defendants  in  this 
suit,  to  stay  the  accounting  under  the  decree  therein,  on  the 
ground  that  the  plaintiffs  had,  by  inequitable  conduct,  de- 
barred  themselves   from   the    right   to    proceed   with    such 
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accounting,  or  to  exclude  certain  matters  from  the  account- 
ing, on  the  ground  that  the  plaintiffs  had,  by  inequitable 
conduct,  debarred  themselves  from  the  right  to  have  such 
matters  included  in  the  accounting,  the  application  would  be 
recognized  as  one  based  on  sound  principles.  The  pursuit  by 
the  plaintiffs,  in  another  suit,  against  George  V.  Hecker,  of 
an  accounting  for  the  same  things  sought  to  be  accounted  for 
against  him  in  this  suit,  might  be  ground  for  excluding  such 
things,  as  respects  him,  from  the  accounting  in  this  suit,  unless 
the  plaintiffs  should  elect  to  abandon  such  pursuit  in  the 
other  suit.  But  it  is  difficult  to  see  upon  what  recognized  or 
sound  principle  this  court  has  any  jurisdiction  or  power  or 
right,  on  the  bill  filed  in  this  suit,  to  assume  to  regulate  the 
conduct  of  the  plaintiffs  by  injunction  or  stay  or  repression, 
except  as  regards  the  proceedings  in  this  suit.  The  plaintiffs 
are  a  Rhode  Island  corporation.  They  have  come  into  this 
court  by  bill,  and  submitted  themselves  to  its  jurisdiction, 
only  so  far  as  it  may  be  necessary  for  this  court  to  make 
orders  to  regulate  the  proceedings  in  this  suit,  and  decrees 
giving  or  withholding  the  relief  sought  by  the  bill  in  this  suit. 
To  grant  the  injunction  asked  for,  would  be  to  turn  the  de- 
fendant into  the  plaintiff,  and  the  plaintiff  into  the  defendant, 
and  to  administer  independent  affirmative  relief  in  favor  of  a 
party,  without  his  coming  into  court  as  an  actor,  by  bill  or 
other  pleading  containing  allegations  capable  of  being  put  in 
issue  by  formal  pleading  or  of  being  contested  on  proofs,  and 
to  do  so  on  matters  arising /<v/  litem  mo/am. 

Independently  of  these  considerations,  it  may  be  remarked, 
that  the  New  Jersey  suit,  on  the  allegations  of  the  bill  in  it, 
sustained  by  those  of  the  answer  in  it,  is  one  which  might 
very  properly  have  been  brought  even  in  this  court. 

Moreover,  the  application,  to  be  entertained  at  all  in  re- 
spect to  the  New  Jersey  and  South  Carolina  suits,  should 
have  been  made  before  the  plaintiffs  had  been  put  to  the 
trouble  and  expense  of  taking  their  proofs  for  final  hearing. 

The  application  is  denied. 

William  M.  Evarts,  for  the  complainants. 
Charles  F.  Blake,  for  the  defendants 
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Samuel  G,  Monce  et  al. 

vs. 
Benjamin  F.  Adams.    In  Equity.* 

The  invention  covered  by  the  letters  patent  granted  to  Samuel  G.  Monce, 
June  8,  1869,  for  an  "  improved  tool  for  cutting  glass,"  the  claims  of 
which  are,  "  1.  The  cutler,  A,  constructed  substantially  as  shown  and 
described,  and  for  the  purposes  set  forth  ;  2.  The  combination  of  the 
cutter,  A,  frame,  B,  and  handle,  C,  substantially  as  and  for  the  purposes 
described,"  consists,  so  far  as  the  revolving  steel  cutter  is  concerned,  in 
the  fact  that  its  sides  are  made  parallel  and  then  bevelled  towards  each 
other  at  an  angle  of  about  45°  to  the  axis  of  the  cutter,  so  as  to  meet 
about  midway  between  the  same,  in  a  cutting  edge,  and  to  be  at  right 
angles  10  each  other. 

The  value  of  a  diamond,  for  cutting  glass,  depends  not  merely  on  its  hard- 
ness, but  on  the  fact  that  its  surfaces  are  curved,  the  meeting  of  any  two 
of  them  presenting  a  curvilinear  edge,  and  that  the  diamond  is  so  placed 
that  the  line  of  the  intended  cut  is  a  tangent  to  this  edge,  near  to  its 
extremity,  and  that  the  two  surfaces  of  the  diamond  laterally  adjacent 
are  equally  inclined  to  the  surface  of  the  glass,  and  the  cutting  edges  are 
at  right  angles  to  each  other. 

The  conditions  necessary  tc  form  a  glazier's  diamond  are  found  in  the  inven- 
tion of  the  patent. 

The  patent  is  valid. 

The  cutter  of  the  patent  was  not  anticipated  by  a  cutter  for  cutting  glass, 
made  of  hardened  steel,  which  made  a  cut  at  an  angle  of  450  to  the  sur- 
face of  the  glass,  the  cutter  of  the  patent  making  the  cut  at  a  right  angle 
to  such  surface. 

The  cutter  of  the  patent  was  the  first  successful  substitute  for  the  glazier's 
diamond. 

The  specification  of  the  patent  is  not  ambiguous,  in  saying,  merely,  that  the 
cutter  is  to  be  "  har4ened,"  and  in  not  saying  what  degree  of  hardness 
is  to  be  given  to  it. 

(Before  Shipman,  J.,  District  of  Connecticut,  April,  1874.) 

*  12  Blatchf.  C.  C.  R.,  1. 
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Shipman,  J. 

The  complainants  are  the  owners  of  a  patent  for  an  alleged 
new  and  useful  "  improved  tool  for  cutting  glass,"  and  have 
brought  their  bill  against  the  defendant,  alleging  an  infringe- 
ment by  the  latter,  and  praying  for  an  injunction  and  an 
account.  The  patent  was  granted  to  Samuel  G.  Monce,  one 
of  the  complainants,  on  the  8th  of  June,  1869.  The  defence 
contained  in  the  answer,  and  chiefly  relied  upon,  is  a  denial 
that  said  Monce  was  the  first  inventor  of  the  patented  article. 

It  is  also  alleged,  that  the  description  of  the  invention  set 
forth  in  the  specification  is  incomplete  and  ambiguous. 

The  patented  article  was  designed  to  be  an  economical  and 
effective  substitute  for  a  glazier's  diamond,  in  the  cutting  of 
glass.  The  alleged  invention  is  thus  described  in  the  specifi- 
cation :  "  My  invention  consists  in  the  use  or  employment  of 
a  revolving  steel  roller^  the  periphery  of  which  roller  is  bev- 
elled on  both  sides,  so  as  to  form  a  cutting  edge,  and  is  fitted 
to  revolve  in  a  suitable  frame,  and  attached  to  a  handle  for 
operating  the  same.  The  cutter  is  made  from  steel,  and  is 
turned  smooth  and  round,  and  afterwards  hardened.  The 
sides  are  parallel,  or  nearly  so,  for  a  short  distance,  and  then 
bevelled  towards  each  other,  so  as  to  meet  about  midway  be- 
tween the  same,  thus  forming  the  point  or  cutting  edge.  The 
bevelled  portion  of  the  sides  should  be  at  an  angle  of  about 
forty-five  degrees  to  the  axis  of  the  cutter,  and,  consequently, 
will  be  at  near  right  angles  to  each  other.  It  is  not  necessary 
that  the  angles  of  the  bevelled  sides  should  be  at  exactly 
right  angles  to  each  other,  but,  near  that  angle,  or  a  very 
little  more  obtuse,  the  cutter  is  found  to  operate  to  the  best 
advantage.  The  cutter  can  be  fitted  to  revolve  upon  a  pin, 
or  on  solid  journals  at  each  end,  which  latter  mode  I  prefer, 
and  show  the  same  in  drawings.  The  frame,  near  one  end,  is 
provided  with  bearings  for  the  journals,  which  journals  should 
be  a  little  shorter  than  the  thickness  of  the  sides  of  the  frame, 
in  order  that,  when  the  sides  are  placed  against  a  straight 
edge  or  other  gauge,  the  end  of  the  journal  shall  not  come  in 
contact  with  such  gauge.  The  handle,  C,  can  be  of  any  de- 
sired form,  and  secured  to  the  frame  in  any  proper  manner. 
I  construct  said  handle  like  the  handle  ordinarily  used  for  a 
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diamond  tool.  *  *  *  By  my  invention  I  produce  a  tool 
for  cutting  glass,  which  is  equally  convenient  in  use  as  an 
ordinary  diamond,  and  can  be  sold  at  a  large  profit,  for  one- 
tenth  of  the  usual  cost  of  a  diamond."  The  claim  is  as  fol- 
lows :  "  I  do  not  claim  simply  a  revolving  cutter,  but  what  I 
claim  as  new,  and  desire  to  secure  by  letters  patent,  is,  i.  The 
cutter,  A,  constructed  substantially  as  shown  and  described, 
and  for  the  purposes  set  forth  ;  2.  The  combination  of  the 
cutter,  A,  frame,  B,  and  handle,  C,  substantially  as  and  for 
the  purposes  described/ ' 

The  drawings  attached  to  the  specification  show  that  the 
instrument  is  a  tiny  steel  revolving  cutter  or  wheel,  made  as 
described  in  the  specification,  attached  to  a  frame  and  handle, 
the  whole  resembling  very  much  the  glazier's  diamond  ordi- 
narily in  use.  It  is  clearly  proved  that  this  instrument  is  ex- 
ceedingly well  adapted  to  the  purpose  for  which  ,it  was  de- 
signed ;  that  very  large  quantities  have  been  sold  at  a  cheap 
rate  ;  that  it  has  superseded  the  use  of  all  other  steel  glass- 
cutters  ;  and  that  it  is  an  efficient  and  useful  tool,  while  pre- 
vious inventions  have  been  failures.  A  glazier's  diamond  is 
sold  at  from  $3.50  to  $5.00,  while  this  article  is  sold  at  fifty 
cents  or  less.  The  use  of  a  tool  for  glass-cutting  is  thus 
brought  within  the  reach  of  every  householder.  It  is  admit- 
ted, that  the  invention  does  not  consist  of  a  revolving  cutter  ; 
and  it  is  obvious  that  it  does  not  consist  in  a  revolving  cutter 
of  a  high  degree  of  hardness,  for,  "  hardened  "  steel  cutters 
had  been  known  previously  to  the  date  of  the  patent.  The 
invention,  then,  so  far  as  the  cutter  is  concerned,  must  consist 
in  its  form — in  the  fact  that  the  sides  are  made  parallel,  and 
then  bevelled  towards  each  other  at  an  angle  of  about  forty- 
five  degrees  to  the  axis  of  the  cutter,  so  as  to  meet  about  mid- 
way between  the  same,  in  a  cutting  edge.  The  sides,  at  the 
cutting  edge,  will,  consequently,  if  they  are  at  an  angle  of 
forty-five  degrees  to  the  axis  of  rotation,  be  at  right  angles  to 
each  other.  As  has  been  said,  the  object  of  the  patentee  was 
to  make  an  economical  substitute  for  the  glazier's  diamond, 
which  should,  if  possible,  possess  the  requisites  which  experi- 
ence had  shown  were  best  adapted  to  successful  glass-cutting. 

In  order  to  determine  whether  the  utility  and  success  of 
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this  invention  depends  upon  any  peculiarities  in  the  form  of 
the  cutter,  it  is  desirable  to  ascertain  upon  what  depends  the 
efficiency  of  the  diamond.  While  almost  any  diamond  will 
scratch  or  tear  the  surface  of  glass,  it  is  a  fact  that  the  value 
and  efficiency  of  a  diamond  to  be  used  for  the  cutting  or  sever- 
ing of  glass,  depends  not  merely  on  the  hardness,  but  upon 
the  form,  of  the  cutting  surface.  Other  gems  than  the 
diamond  will  successfully  cut  glass,  provided  they  can  be 
shaped  into  forms  similar  to  those  of  the  diamonds  used  for 
this  purpose.  Dr.  Wollaston,  in  the  Philosophical  Transac- 
tions for  1816,  thus  explains  the  peculiarities  required  for  the 
glazier's  diamond  :  "In  the  natural  diamond,  there  is  this 
peculiarity,  in  those  modifications  of  the  crystals  that  are 
chosen  for  this  purpose,  that  the  surfaces  are,  in  general,  all 
curved,  and,  consequently,  the  meeting  of  any  two  of  them 
presents  a  curvilinear  edge.  If  the  diamond  is  so  placed,  that 
the  line  of  the  intended  cut  is  a  tangent  to  this  edge,  near  to 
its  extremity,  and  if  the  two  surfaces  of  the  diamond  laterally 
adjacent  be  equally  inclined  to  the  surface  of  the  glass,  then 
the  conditions  necessary  for  effecting  a  cut  are  complied  with. 
The  curvature  is  not  considerable,  and,  consequently,  the 
limits  of  inclination  are  very  confined.  If  the  handle  be  too 
much  or  too  little  elevated,  the  one  extremity  of  the  curve 
will  be  made  to  bear  irregularly  upon  the  glass,  and  will 
plough  a  ragged  groove,  by  pressure  of  its  point.  But,  on 
the  contrary,  when  the  contact  is  duly  formed,  a  simple 
fissure  is  effected,  as  if  by  lateral  pressure  of  the  adjacent  sur- 
faces of  the  diamond,  diverted  equally  to  each  side.  The 
effects  of  inequality  in  the  lateral  inclination  of  the  faces  of 
the  diamond  to  the  surface  of  the  glass  are  different  accord- 
ing to  the  degree  of  inequality.  If  the  difference  be  very 
small,  the  cut  may  still  be  clean,  but,  as  the  fissure  is  then 
not  at  right  angles  to  the  surface,  the  subsequent  fracture  is 
found  inclined  accordingly.  When  an  attempt  is  made  to 
cut  with  an  inclination  that  deviates  still  more  from  the  per- 
pendicular, the  glass  is  found  superficially  flawed  out  on  that 
side  to  which  the  greater  pressure  was  diverted,  and  the  cut 
completely  fails." 

Again,  from  the  testimony  given  in  this  case  it  appears, 
vol.  1 — 9 
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that  it  is  necessary,  for  practical  use,  as  a  glass-cutter,  that  the 
sides  of  the  instrument  should  be  bevelled  towards  each  other 
at  about  a  right  angle,  for  two  reasons  :  ist.  A  more  acute 
angle  would  not  be  sufficiently  durable.  2d.  Experience  has 
shown  that,  in  order  to  cut  glass  successfully,  the  cutting 
edges  of  the  tool,  whether  of  a  diamond  or  of  any  other  cut- 
ter, must  be  at  a  right  angle  to  each  other.  This  fact  is  also 
asserted  by  the  authorities  upon  the  subject.  The  reason  why 
such  an  angle  is  necessary  does  not  seem  to  be  clearly  ex- 
plained. Hence,  the  requisites  of  the  form  of  a  tool  best 
adapted  to  glass-cutting,  are  three-fold  :  1st.  The  cutting 
edge  should  be  curvilinear.  2d.  The  cutting  edges  should 
be  at  right  angles  to  each  other.  3d.  The  two  surfaces  of  the 
diamond  which  are  adjacent  to  the  cutting  edge  should  be 
equally  inclined  to  the  surface  of  the  glass.  The  cutter 
should  also  be  so  placed  in  its  frame  as  most  easily  to  bring 
the  cut  which  is  to  be  made  at  right  angles  with  the  surface 
of  the  glass. 

Recurring,  now,  to  the  alleged  invention,  the  sides  of  the 
cutter  are  made  parallel  and  then  bevelled  towards  each  other 
at  an  angle  of  about  forty-five  degrees  to  the  axis  of  the  cut- 
ter, so  as  to  meet  about  midway,  in  a  cutting  edge.  The  con- 
ditions necessary  to  form  a  glazier's  diamond  are  thus  com- 
plied with  ;  for,  by  making  the  two  sides  of  the  cutter  parallel 
for  a  short  distance,  and  then  bevelling  them  towards  each 
other  at  an  angle  of  forty-five  degrees  to  the  axis  of  rotation* 
till  they  meet,  "  the  two  surfaces"  of  the  cutting  instrument, 
"  laterally  adjacent,  are  equally  inclined  to  the  surface  of  the 
glass."  The  frame  being  attached  to  the  cutter  in  the  precise 
way  in  which  the  handle  is  attached  to  the  diamond,  the  in- 
clination of  the  cut  will  naturally  be  at  right  angles  to  the 
rsurface  of  the  glass,  and  the  lateral  pressure  of  the  adjacent 
surface  of  the  cutter  is  "  diverted  equally  to  each  side." 
Furthermore,  the  sides,  at  the  cutting  edge,  being  at  or  near 
an  angle  of  forty- five  degrees  to  the  axis  of  rotation,  will  be 
at  or  near  an  angle  of  ninety  degrees  to  each  other. 

Having  thus  ascertained  wherein  the  peculiarity  of  the  cut- 
ter consists,  is  this  form  a  new  invention  of  the  patentee,  or 
has  it  been  anticipated  by  others  ?    The  respondent  claims 
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that  this  alleged  invention  is  an  instance  of  double  use — the 
mere  application  of  an  old  device  to  a  new  purpose.  He  in- 
troduces the  patents  of  Charles  Wilson,  of  March  13,  1847, 
and  April  10,  1849,  of  Joseph  E.  Stanwood,  of  April  26,  1859, 
and  of  A.  H.  Hook,  of  September  13,  1864,  to  show,  not  only 
that  the  use  of  steel  cutters  for  cutting  hard  substances  was 
well  known,  but  that  the  cutter  in  each  of  these  patents  was 
of  a  similar  form  with  the  one  in  the  Monce  patent. 

The  first  patent  to  Charles  Wilson  was  for  a  mode  of  cut- 
ting stone  or  other  like  material,  by  means  of  a  revolving  cut- 
ter, operating  in  a  described  manner,  and  was  particularly  de- 
signed for  the  smoothing  and  finishing  of  grindstones. 
Whether  the  knives  in  Wilson's  machine  are  able  to  cut  glass 
or  not  is  unknown.  In  either  event,  the  particular  form  or 
shape  of  the  knives  or  cutters  was  not  a  part  of  Wilson's 
machine,  and,  whether  they  were  or  were  not  accidentally 
bevelled  at  an  angle  of  forty-five  degrees,  was  an  unrecog- 
nized circumstance,  of  no  value  or  importance  to  his  discovery. 
The  second  patent  of  Wilson  is  entirely  immaterial  to  the 
present  case. 

The  patent  of  Stanwood  was  for  a   revolving  cutter,   so 
operating  upon  gas  or  iron  pipe,  secured  in  place  by  a  clamp 
or  jaw,  as  to  cut  the  pipe.     Sometimes,  one  of  the  cutters, 
detached  from  the  heavy  frame  in  which  it  is  placed,  will  cut 
or  tear  glass.     Ordinarily,  however,  an  instrument  intended 
for  cutting  pipe  cannot  be  successfully  used  upon  glass.     The 
requisites  for  successful  pipe-cutting  are  very  different  from 
those  for  successful  glass-cutting,  and,  consequently,  it  is  only 
in  exceptional  cases  that  a  gas-pipe  cutter  can  be  used  upon 
glass.     Such  a  cutter  could  never  be  made  a  practical  substi- 
tute for  a  diamond.     But,  in  this,  as  in  the  first  Wilson  pat- 
ent, the  invention  which  is  the  distinctive  feature  of  the  Monce 
patent  is  unknown  and  unrecognized.     In  the  Stanwood  de- 
vice,  the  sides  of  the  cutter  may  or  may  not  be  bevelled 
towards  each  other  at  a  particular  angle.     The  angles  vary  in 
different  specimens  of  the  article,  sometimes  exceeding,  and 
sometimes  being  under,  forty-five  degrees. 

The  Hook  patent  is  for  a  paper-cutter.  It  is  sufficient  to  say, 
that  one  of  its  sides  is  at  right  angles  to  the  axis  of  rotation. 
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The  respondent  also  introduced  the  cutter  attached  to  a 
book-binders'  machine  for  cutting  pasteboard,  and  claims 
that  it  has  long  been  in  use,  and  will  cut  glass.  The  paste- 
board cutters  exhibited  upon  the  trial,  did  not  cut  glass  readily 
or  easily.  The  truth  probably  is,  that  such  a  cutter  of  un- 
usual hardness  will  also  sever  glass,  but  those  ordinarily  and 
usually  made  will  not  answer  this  purpose.  The  sides  of  the 
pasteboard  cutter  are,  apparently,  but  slightly  inclined 
towards  each  other. 

Thus  far,  the  well  known  principle  relied  upon  by  the  re- 
spondent is  inapplicable  to  the  present  case,  inasmuch  as  it  is 
untrue,  that  the  distinctive  feature  of  the  patented  article  was 
used  as  a  part  of  the  cutters  previously  existing.  The  alleged 
invention  of  Monce  was  neither  a  part  of  the  invention  of 
previous  patentees,  nor  was  it  a  part  of  their  machines,  un- 
less by  accident,  and,  lastly,  the  cutters  in  their  machines 
will  not  practically  perform  the  office  of  this  cutter,  to  wit  : 
the  cutting  of  glass  for  glaziers'  purposes.  The  peculiarity  in 
the  form  of  this  cutter  has  accomplished  an  effect  not  before 
produced,  that  is,  has  made  a  successful  glass-cutter. 

The  respondent  also  claims,  that  the  alleged  invention  had 
been  previously  anticipated,  in  every  particular,  by  the  patent 
of  O.  M.  Pike,  of  December  29,  1868,  and  by  the  harness- 
leather  cutter  used  and  produced  by  the  witness  Septimus  C. 
Stokes.  . 

Pike's  patent  was  for  a  glass-cutter.  His  cutter  was  a  small 
rod  of  hardened  steel,  turning,  near  one  end,  upon  two  fric- 
tion wheels,  and,  at  the  other  end,  in  a  hardened  steel  socket 
in  a  thumbscrew.  The  object  of  the  thumbscrew,  the  friction 
wheels  and  the  steel  socket  was  to  make  the  friction  on  the 
cutter  as  little  as  possible.  When  the  instrument  is  used,  the 
end  of  the  cutter  is  placed  upon  the  surface  of  the  glass,  and 
the  side  of  the  frame  drawn  along  the  straight  edge  or  pat- 
tern. The  instrument  is  so  made  that,  in  order  to  bring  the 
point  of  the  cutter  in  contact  with  the  surface  of  the  glass,  so 
as  to  cut,  the  cutter  must  be  placed  upon  the  glass  at  an 
angle  of  forty-five  degrees.  This  article  has  not  proved  prac- 
tically a  success,  and,  by  recurring  to  the  quotation  hereto- 
fore made  from  Dr.  Wollaston,  it  is  not  difficult  to  understand 
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the  cause  of  the  failure.  The  fissure  should  be  made  at 
right  angles  with  the  surface,  otherwise,  if  the  cut  deviates 
much  from  the  perpendicular,  "  the  glass  is  found  super- 
ficially flawed  out  on  that  side  to  which  the  greater  pressure 
was  diverted,  and  the  cut  completely  fails."  As  the  Pike 
tool  must  be  held  at  an  angle  of  f  orty-fi  ve  degrees  to  the  glass, 
the  cut  is  made  at  an  angle  of  forty-five  degrees,  instead  of 
being  at  right,  angles,  to  the  surface.  The  cut  becomes  a  side- 
wise  or  slanting  cut,  and,  the  greater  pressure  being  con- 
stantly directed  upon  one  side,  the  instrument  is  unevenly 
worn,  and,  in  a  short  time,  loses  its  cutting  power.  The  de- 
fect in  the  Pike  instrument  is  remedied  in  the  Monce  patent, 
by  making  the  cutter  a  wheel  instead  of  a  revolving  rod.  The 
wheel  can  then  be  placed  upon  the  end  of  the  handle,  like  the 
handle  of  an  ordinary  diamond,  instead  of  at  the  side  of  a 
frame,  and  can  be  placed  upon  the  glass  so  that  the  lateral 
pressure*  of  the  two  sides  of  the  cutter  upon  the  surface  will 
be  equal,  and,  consequently,  the  cut  will  be  at  right  angles, 
and  not  slanting,  to  the  surface. 

The  Stokes  cutter  was  originally  for  cutting  leather.  It 
was  purchased  in  1861  by  the  owner,  who  was  then  a  saloon 
keeper,  and  used,  at  first,  for  cutting  newspapers  into  cigar 
lighters.  Stokes  discovered  that  it  would  cut  glass,  and  has 
occasionally  used  it  for  that  purpose  since,  for  his  own  con- 
venience or  amusement.  The  wheel  was  evidently,,  at  one 
time,  much  larger  than  it  is  now,  and  has  been  worn  to  the 
present  edge  by  use.  The  wheel  is  of  great  hardness,  and 
will,  when  ground  to  a  sharp  edge,  cut  glass.  That  it  can  be 
uniformly  used  for  a  glass-cutter  is  not  claimed.  That  such 
an  instrument  could  not  be  made  practically  available  in  the 
market  and  by  householders,  as  a  glass-cutter,  is  obvious. 

The  result  is,  that  the  respondent  has,  in  my  judgment, 
failed  to  show  that  the  alleged  indention  has  been  anticipated 
either  by  a  prior  patent  or  by  prior  use. 

There  is  another  fact  in  this  case  not  unworthy  of  mention. 
The  small  and  inexpensive  tool  which  is  the  subject  of  con- 
troversy has  proved  to  be  of  great  utility,  and  has  achieved 
success.  The  energy  and  research  of  the  respondent  and  of 
his  counsel  has  not  discovered  a  successful  substitute  for  the 
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glaziers'  diamond,  other  than  the  patented  article.  It  has 
confessedly  superseded  all  prior  inventions.  Under  these  cir- 
cumstances, the  language  of  the  court,  in  Stanley  Works  v. 
Sargent,  8  Blalchf.  C.  C.  R.,  344,  is  not  inappropriate. 
"  Utility  is  not  an  infallible  test  of  originality.  To  be  new, 
in  the  sense  of  the  act,  it  must  be  produced  of  original 
thought  or  inventive  skill,  and  not  a  mere  formal  and  mechan- 
ical change  of  what  was  old  and  well  known.  But,  the  effect 
produced  by  a  change  is  often  an  appropriate,  though  npt  a 
controlling,  consideration,  in  determining  the  character  of  the 
change  itself." 

The  respondent  also  insists  that  the  patent  is  void  for  am- 
biguity, both  in  the  specification  and  in  the  claims  :  1st.  Be- 
cause the  specification  does  not  state  what  degree  of  hardness 
is  to  be  given  to  the  cutter.  It  simply  says  "  hardened."  As 
has  been  before  remarked,  the  patent  was  not  for  a  hardened 
revolving  cutter.  That  was  a  well  known  invention.  As  the 
term  "  hardened,"  among  mechanics,  implies  that  it  shall  be 
made  as  hard  as  can  ordinarily  be  done,  and  not  tempered,  it 
was  not  necessary  for  the  patentee  to  set  forth  in  his  specifi- 
cation more  particularly  the  degree  of  hardness  to  be  given  to 
the  cutting  instrument. 

2d.  It  is  claimed  that  the  specification  is  ambiguous,  in  that 
it  does  not  point  out  what  is  old,  and  specify  what  is  new,  in 
the  alleged  invention.  In  the  claim,  the  patentee  expressly 
disclaims  a  revolving  cutter,  but  does  claim  a  cutter  con- 
structed substantially  as  shown  and  described,  and  for  the 
purposes  set  forth.  This  claim  has  reference  to  the  shape, 
form  and  angles  of  the  cutter — to  the  particular  construction 
and  peculiar  shape  of  his  cutter,  which  adapted  it  to  the  pur- 
poses of  a  glass-cutter.  He  did  not  intend  to  claim,  and  did 
not,  in  my  judgment,  claim,  a  hardened  roller,  or  a  cutter 
brought  to  any  particular  degree  of  hardness. 

I  see  no  force  in  the  other  criticisms  upon  the  ambiguity  of 
the  specification,  which  seems  to  me  to  be  as  exact  and  accu- 
rate as  the  nature  of  the  subject  will  permit. 

No  question  is  made  in  regard  to  the  fact  of  infringement 
by  the  respondent.  He  has  made  and  sold  an  exact  imitation 
of  the  plaintiffs'  invention. 
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An  injunction  must,   therefore,  issue,   and  a  reference  be 
made  to  a  master  to  take  and  state  an  account. 


Charles  E.  Mitchell^  for  the  complainants. 
W,  Edgar  Simonds,  for  the  defendant. 


The  Rumford  Chemical  Works 


vs. 

George  V.  Hecker.    In  Equity. 

In  this  case  two  motions  were  made,  one  on  behalf  of  the  complainant,  that 
the  cause  be  set  down  for  trial,  and  the  other  on  behalf  of  the  defend- 
ant, for  a  continuance  to  the  next  term  and  for  relief  from  a  stipulation 
for  its  trial  at  the  present  term.  The  cause  had  been  at  issue  for  more 
than  four  months,  and  the  time  for  taking  testimony  had  expired  and  had 
not  been  extended  by  the  court.  Notice  had  been  given  by  complain- 
ant's counsel,  that  the  cause  would  be  placed  on  the  calendar,  and  thirty 
days'  additional  time  for  the  taking  of  testimony  had  been  allowed  to  the 
defendant  by  the  complainant's  counsel,  upon  the  condition  that  the 
cause  should  be  put  on  the  calendar  and  argued  at  such  time  as  the  court 
would  hear  it.  The  cause  was  placed  upon  the  calendar  and  the  court 
was  ready  for  the  arguments.  It  appeared  from  affidavits  and  the  cer- 
tificate of  a  physician,  read  upon  the  motion  tor  a  continuance,  that  the 
defendant's  attorney,  who  bad  from  the  first  been  intimately  connected 
with  and  had  charge  of  this  case,  and  previous  cases  involving  the  same 
subject  matter,  was  unable,  by  reason  of  protracted  ill  health,  to  argue  the 
cause,  and  that  it  was  necessary  he  should  have  at  least  three  months' 
rest,  before  he  could  undertake  professional  labors,  and  undergo  the  men- 
tal anxieties  connected  with  important  law  suits.  Under  these  circum- 
stances, the  court  granted  the  motion  for  a  continuance,  stating,  that  as 
the  motion  was  made  at  the  first  term  after  the  joinder  of  issue,  it  should 
be  considered  favorably,  although,  ordinarily,  it  would  not  be  a  safe 
ground  upon  which  to  rely,  when  the  proceedings  had  been  long  pending 
and  the  sickness  of  long  standing. 

(Before  Nixon,  J.,  District  of  New  Jersey,  April,  1874.) 
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Nixon,  J. 

Two  motions  are  made  in  this  case  by  the  counsel  of  the  re- 
spective parties.  (1)  A  motion,  on  behalf  of  the  complainant, 
that  the  cause  be  set  down  for  trial  at  the  present  term,  and, 
(2)  a  motion,  on  behalf  of  the  defendant,  fpr  a  continuance 
to  the  next  term,  and  for  relief  from  a  stipulation  for  its  trial 
at  this  term. 

The  original  bill  was  filed  September  25,  1873,  and  the 
Cause  was  at  issue  on  the  4th  of  December  last.  Under  the 
69th  rule  in  equity,  the  time  for  taking  testimony  ceased  on 
the  4th  of  March,  unless  the  time  was  enlarged,  by  order  of 
the  court,  for  some  special  cause  shown.  No  application  has 
been  made  by  either  party  for  such  purpose,  and  hence,  after 
notice  given  by  the  counsel  of  the  complainant  on  January 
24th,  that  the  case  would  go  on  the  calender  at  the  March 
term,  and  after  thirty  days  of  additional  time  for  taking  testi- 
mony was  procured  of  complainant  by  the  defendant,  and 
agreed  to  by  the  counsel  of  complainant,  on  the  condition  that 
the  case  should  be  put  on  the  calender,  and  argued  at  such 
time  as  the  court  would  hear  the  same  ;  it  was  placed  on  the 
calender,  and  the  court  is  now  ready  for  the  argument. 

I  have  read  all  the  affidavits,  accompanying  the  moving 
papers  on  each  side,  and  duly  considered  their  contents.  I 
find  much  to  justify  the  complainant's  motion,  that  the  cause 
should  be  set  down  peremptorily  for  hearing  at  this  term,  and 
little  to  authorize  the  court  to  grant  the  defendant's  motion 
for  a  continuance  to  the  September  term,  except  the  protract- 
ed indisposition  of  Mr.  Keller.  For  that  reason  alone,  I  am 
inclined  to  yield  to  the  defendant's  request.  Mr.  Keller's  in- 
timate connection  with,  and  control  over,  the  previous  cases, 
in  which  the  subjects  and  questions  of  the  present  case  were 
largely  involved,  not  only  render  his  services  of  peculiar  value 
to  the  defence,  but  make  it  difficult  to  supply  his  place  with 
other  counsel. 

No  question  is  raised  in  regard  to  the  present  unsettled  con- 
dition of  his  health.  The  certificate  of  his  family  physician, 
Dr.  Weber,  is  clear  upon  this  point.  He  says  :  "  In  my  opin- 
ion, three  months,  at  least,  of  absolute  rest  will  be  required 
to  restore  Mr.  Keller's  health,  so  as  to  enable  him  to  under- 
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take  the  professional  labors,  and  undergo  the  mental  anxieties, 
connected  with  important  law  suits;  and  I  have  no  doubt  that 
any  attempt  on  his  part,  to  do  so  before,  will  be  followed  by 
renewed  attacks  of  pneumonia,  and  that  not  only  his  health 
will  be  injured,  much  more  than  it  is  even  now,  but  also  his 
life  may  be  put  in  danger." 

The  court  listens  more  readily  to  such  a  suggestion,  as  a 
reason  for  postponement,  when  it  comes  at  the  first  term  after 
issue  joined.  It  would  not  be  a  safe  ground  to  rely  upon 
ordinarily,  when  the  proceedings  have  been  long  pending, 
and  the  sickness  of  longstanding. 

However  desirable  it  may  be  to  the  complainant  to  have  the 
hearing  before  the  summer  vacation,  in  which  desire  we  are  in 
full  sympathy,  the  reasons  disclosed  by  the  defendant  for  a 
continuance  of  the  case,  under  existing  circumstances,  are 
deemed  sufficient  to  authorize  the  court  to  grant  his  motion, 
and  it  is  ordered  accordingly. 

In  regard  to  the  request  of  the  complainant  that  an  injunc- 
tion should  issue  against  the  defendant,  if  his  motion  should 
be  allowed,  it  is  only  needful  to  add,  that  the  case,  presented 
upon  the  bill  and  answer,  is  not  one  for  a  provisional  injunc- 
tion ;  and  no  intimations  have  been  made  to  the  court  that 
the  defendant  is  not  entirely  responsible.  If  such  proof  had 
been  offered,  the  court,  on  allowing  the  motion,  would  have 
been  strongly  inclined  to  require  ample  security  of  the  de- 
fendant, for  the  payment  of  all  damages  and  profits,  for  the 
subsequent  use  of  the  alleged  infringed  patent  of  the  com- 
plainant, upon  the  failure  to  file  which,  an  injunction  would 
have  been  ordered  until  the  hearing  and  final  decree. 


C.  A.  Seward,  for  the  complainant. 
Keller  &  Blake,  for  the  defendant. 
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William  Roemer 

vs. 

Edward  Simon  et  al.    In  Equity.* 

In  a  suit  for  the  infringement  of  a  patent,  where  the  defendant  offers  the  evi- 
dence of  persons,  without  having  given  notice  in  the  answer  of  their 
names  and  residences,  for  the  purpose  of  proving  that  the  complainant 
is  not  the  original  and  first  inventor  of  any  material  and  substantial 
part  of  the  thing  patented,  and  the  evidence  is  received  without  objection 
from  the  complainant's  solicitor,  and  the  witnesses  are  cross  examined 
on  behalf  of  the  complainant,  it  is  a  waiver  of  the  want  of  notice  in  the 
answer,  and  the  acceptance  of  the  testimony  cannot  afterwards  be  ob- 
jected to  on  that  ground. 

The  patentee  must  not  only  believe  himself  to  be  the  original  inventor 
of  the  thing  patented,  but  he  must  in  fact  be  the  original  and  the  first 
inventor.  If  he  acquired  his  knowledge  of  the  invention  from  another, 
he  is  not  the  original  inventor  ;  and  if  another  has  anticipated  him  with- 
out his  knowledge,  by  use  of  the  patented  article  in  the  United  States, 
or  by  a  published  description  of  it  in  the  United  States,  or  abroad,  he  is 
not  the  first  inventor. 

The  patent  granted  to  William  Roemer,  July  31st,  1866,  for  "  Improvement 
in  travelling  bags  ;"  held  invalid  for  want  of  novelty. 

The  case  of  William  Roemer  v.  Samuel  Logoxviiz  et  al.9  wherein  the  same 
patent  was  held  valid,  not  followed. 

(Before  Nixon,  J.,  District  of  New  Jersey,  April,  1874.) 

Nixon,  J. 

The  bill  is  filed  in  this  case  for  an  alleged  infringement  of 
letters  patent,  granted  to  the  complainant,  July  31,  1866,  for 
"  improvement  in  travelling  bags." 

The  defendants,  in  their  answer,  aver,  that  the  complainant 
is  not  the  original  and  first  inventor  of  the  improvement 
claimed  ;  that  it  had  been  previously  in  use,  and  was  known  to 
a  large  number  of  persons  named  ;  that  a  knowledge  of  the 

*  Affirmed  by  Supreme  Court,  5  Otto,  214. 
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invention  had  been  acquired  by  the  complainant  abroad,  and 
that  he  had  surreptitiously  and  unjustly  obtained  said  patent 
here  ;  and  that  it  had  been  described  in  a  printed  publication, 
by  one  Samuel  Fisher,  in  London,  prior  to  the  supposed  in- 
vention thereof  by  complainant. 

The  testimony  in  the  case  is  conflicting,  and  in  many  re- 
spects unsatisfactory  ;  especially,  that  of  the  complainant,  the 
defendants  and  several  of  their  employees.  I  have  been  un- 
able to  reconcile  many  of  their  statements  of  facts  and  cir- 
cumstances, and  am  obliged  to  conclude  that  they  have 
allowed  their  interests  or  their  feelings  to  warp  their  judgment, 
and  to  distrust  the  accuracy  of  their  recollections.  View- 
ing much  of  the  evidence  in  this  light,  and  the  affirmative 
being  upon  the  defendants,  I  think  they  have  failed  to  estab- 
lish all  their  defences,  except  the  one  alleging  a  prior  public 
use  of  the  invention,  and  I  proceed  to  examine  the  proofs  and 
the  law  upon  that  point.  ' 

The  proofs  may  be  properly  considered  under  the  two 
heads  of  (1),  foreign,  and  (2),  domestic  prior  use. 

1.  In  regard  to  the  foreign  prior  use,  a  number  of  wit- 
nesses, undoubtedly,  testify  that  travelling  bags,  having  fast- 
enings upon  them  like  the  complainant's  patent,  were  largely 
manufactured  and  used  abroad,  and  were  sent  to  this  coun- 
try and  exhibited  for  sale  in  the  public  market. 

A  commission  was  taken  out  by  the  defendants,  for  the  ex- 
amination of  Mr.  Samuel  Fisher,  a  dressing-bag  maker,  resid- 
ing in  London,  and  to  it  was  annexed  a  copy  of  the  drawing, 
accompanying  and  illustrating  the  patent  of  the  complainant, 
and  which  clearly  revealed  the  character  of  the  invention 
claimed.  Mr.  Fisher  examined  the  said  drawing,  and,  in  an- 
swer to  the  5th  interrogatory  says  : 

11  The  fastening,  or  catch,  described  in  the  drawing  attached 
to  this  commission,  and  marked  '  William  Roemer's  improve- 
ment in  travelling  bags,  valises,  etc.,  patented  July  31,  1866/ 
was,  I  believe,  invented  by  a  person  named  Morse,  of  London, 
and  was  manufactured  by  him,  before  the  year  1861.  Before 
that  date,  I  frequently  purchased  bags,  with  the  fastening  or 
catch  referred  to,  of  him,  he  having  given  me  to  understand 
that  the  said  invention  was  protected  by  registration  up  to 
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the  year  1861  ;  after  that  date,  both  before  and  after  the  year 
1 86 1,  I  have  manufactured  and  sold  bags  with  the  said  fasten- 
ing or  catch/' 

Oscar  Ditzes,  a  satchel -maker,  who  came  to  this  country  in 
April,  1869,  testifies  that,  in  1863  he  worked  in  Cologne,  on 
bags  having  catches  or  fastenings  on  them,  like  those  described 
in  Roemer's  patent ;  that  previous  to  this,  in  1862,  he  was 
with  the  complainant,  in  the  employ  of  Vogel  Brothers,  in 
London,  and,  while  there,  saw  many  of  such  catches  at  Keller 
&  Bertrams,  No.  28  Remsen  Street,  and  at  Schaffer  Brothers  ; 
that  they  were  the  invention  of  a  German,  whose  name  and 
place  of  business  he  does  not  remember  ;  and  that  two  of  them 
were  attached  on  the  top  of  the  frame  of  each  travelling  bag, 
in  the  mode  exhibited  in  the  drawing  of  the  complainant's 
patent. 

Henry  I.  Sayers,  of  the  firm  of  H.  I.  Sayers  &  Co.,  of  New 
York,  says  that,  previous  to  1866,  he  was  connected  with  the 
firm  of  Calhoun  &  Robbins,  and  had  particular  charge  of  the 
bag  department  ;  that  he  frequently  saw,  upon  bags  imported 
from  Paris,  catches  or  fastenings  to  the  jaws  of  the  bags,  con- 
structed and  arranged,  upon  the  same  general  idea,  of  those  of 
the  defendants'  Exhibit,  No.  17,  to  wit,  two  or  more  saddles 
or  brass  pieces  on  the  top  and  sides  of  the  frame  with  the  two 
ends  turned  down,  and  holding  together  the  jaws  of  the  satchel. 

Henry  S.  Doxsey,  salesman  for  H.  I.  Sayers  &  Co.,  and 
formerly  his  fellow-clerk  at  Calhoun  &  Robbins,  states  that 
the  last  named  firm  moved  from  26  and  28  Vesey  Street,  to 
No.  410  Broadway,  January  1,  1866  ;  that  before  the  removal, 
in  thefallof  1865,  he  recollects  seeing  there,  on  sale,  imported 
French  travelling  bags,  with  two  catches  fastened  to  the  top 
of  the  frame  ;  that  the  clamp  was  attached  to  the  frame  by  a 
plate,  and  closed  over  the  jaws  of  the  bag,  and  that  they  only 
differed  from  the  catches  on  the  frame,  exhibit  No.  17,  in  the 
manner  of  their  finish. 

Thomas  Walter  Griffith,  now  a  resident  of  Newark,  New 
Jersey,  and  formerly  of  Canada,  (defendants'  Exhibit  No.  14 
being  shown  to  him,)  testifies,  that  he  first  saw  such  catches 
or  fastenings  upon  a  bag  in  the  possession  of  one  Benedict, 
travelling  from  Niagara  Falls  to  Toronto,  in  1854  or  1855  ; 
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that  his  mind  was  so  much  impressed  with  the  utility  of  the 
contrivance  for  fastening  the  jaws  of  travelling  bags,  and 
especially  for  preventing  the  sides  from  bulging  out,  that  after- 
wards, on  purchasing  a  bag  in  London,  in  1858,  he  had  such 
catches  placed  upon  the  frame  ;  that  he  used  the  bag  with  the 
catches  for  eight  or  ten  years,  visiting  the  United  States  with 
it  more  than  a  dozen  times,  while  he  owned  it,  and  generally 
stopping  at  the  Fifth  Avenue  Hotel  in  New  York  ;  that  he  has 
frequently  seen  them  upon  the  bags  of  English  officers,  sta- 
tioned in  Canada ;  and,  that  the  catch  he  had  and  saw,  was 
precisely  like  the  defendants'  Exhibit  No.  14,  except  that  the 
clamps  turned  all  the  way  round  under  the  plate,  and  did  not 
have  the  small  knob  on  this  exhibit  which  prevented  such  turn- 
ing. 

Carl  Frederick  Sperling,  having  made  and  affixed  to  the  jaws 
of  a  travelling  bag  frame,  a  catch  similar  in  all  respects  to 
complainant's  patent,  and  marked,  defendants'  Exhibit  10, 
says,  that  he  came  to  this  country  in  April,  1866;  that  he  worked 
at  bag-making  in  London  from  August,  1863,  to  about  March, 
1866  ;  that  while  in  London,  he  applied  to  travelling  bags, 
catches  or  fastening,  like  Exhibit  10  ;  that  such  catches  were  in 
use  in  London,  at  that  time,  and  were  on  sale  in  the  market ; 
and,  that  he  purchased  them  there,  at  a  shilling  a  pair,  but  did 
not  largely  use  them  on  account  of  the  price. 

There  was  no  contradiction  of  these  witnesses,  and  their  evi- 
dence seems  to  establish  the  defendants'  proposition,  that, there 
was  a  foreign  prior  use  of  the  improvement  described  and 
claimed  in  the  complainant's  patent. 

2.  In  reference  to  the  knowledge  and  public  use  of  the  in- 
vention in  this  country,  in  addition  to  the  testimony  aforesaid 
of  Sayers  and  Doxsey,  the  attention  of  the  court  has  been  par- 
ticularly directed  to  the  evidence  of  John  Hill  and  Edward 
Taylor. 

Hill  was  a  trunk-maker,  and  carried  on  the  business  from 
1849  to  1857,  at  the  corner  of  Broadway  and  Warren  Street, 
New  York  ;  and,  from  1857  to  t86o  at  the  corner  of  Broadway 
and  Tenth  Street ;  and,  afterwards  worked  for  Stillings  on 
Brbadway,  from  1863  to  1867.  A  bag,  marked  defendants'  Ex- 
hibit No.  2,  and  having  a  catch  or  fastening  embracing  all  the 
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features  of  the  complainant's  patent,  being  shown  to  this  wit- 
ness, he  says,  that  he  made  and  applied  to  travelling  bags  just 
such  catches,  while  he  was  in  business  at  the  corner  of  Tenth 
Street  and  Broadway,  and  also  while  he  was  at  Sellings' ;  that 
bags  would  be  brought  in  for  repairs,  and  he  would  put  upon 
the  frames,  sometimes  one  and  sometimes  two  of  these  catches 
or  fastenings,  instead  of  straps  and  buckles,  to  hold  the  jaws 
of  the  bag  together,  and  that  he  made  them  out  of  a  buckle, 
when  he  had  one  that  fitted  the  frame,  and  when  not,  out  of  a 
piece  of  wire.  He  speaks  of  the  application  of  such  catches 
as  of  frequent  occurrence,  but  has  no  recollection  of  using 
them  before  his  removal  from  Broadway  and  Warren  Street. 

Taylor  was  his  apprentice  from  1850  to  1857,  while  he  was 
at  the  corner  of  Broadway  and  Warren,  and  worked  for  him, 
from  1857  to  i860,  at  Tenth  Street  and  Broadway.  He  testi- 
fies that  while  in  Mr.  Hill's  employ,  from  1850  to  1857,  at 
Broadway  and  Warren,  he  often  repaired  travelling  bags,  and 
put  catches  on  them  to  hold  the  jaws  together ;  that  he  would 
cut  a  buckle  in  two,  so  as  to  make  a  fastening  for  each  end,  and 
attach  it  to  the  top  of  the  frame  with  a  piece  of  brass,  and 
would  also  make  them  out  of  brass  wire,  if  he  had  no  buckle 
to  suit ;  that  when  the  bags  had  no  fastenings,  he  would  put 
on  two  or  three  catches,  "  one  at  each  end,  and  right  on  the 
top  of  the  frame  ;"  that  before  their  removal  to  Broadway 
and  Tenth  Street,  the  first  which  he  remembers  of  applying, 
was  upon  a  black  leather  bag,  sent  to  be  repaired  by  a  gentle- 
man from  the  Irving  House  ;  that,  in  that  case,  he  made  the 
catches  out  of  iron  wire,  and  applied  them  on  top  of  the 
frame,  the  same  as  the  defendants'  Exhibit  2  ;  that  the  work 
then  and  at  other  times  was  done  under  the  directions  of  Mr. 
Hill,  and  was  of  more  frequent  occurrence,  after  their  re* 
moval  to  Tenth  and  Broadway,  because  they  did  more  general 
jobbing  there. 

Both  of  these  witnesses  also  speak  of  often  seeing,  at  that 
time,  foreign-made  bags  with  the  jaws  held  together  with 
catches,  attached  to  the  frame,  and  acting  in  the  same  manner 
as  the  catches  of  the  complainant's  patent.  If  they  speak  the 
truth,  and  there  was  no  attempt  made  to  impeach  the  accuracy 
of  their  statements,  there  is  no  reasonable  doubt,  that  the  pat- 
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ented  improvement  of  the  complainant,  was  known  and  in 
public  use  in  the  United  States  for  several  years  prior  to  his 
application  for  a  patent. 

This  suit  was  commenced  in  1872.  The  provisions  of  the 
Patent  Act  of  July  8,  1870,  apply  to  it,  and  the  24th  section  of 
that  act  provides,  that  any  person  who  has  invented  or  dis- 
covered any  new  and  useful  art,  machine,  etc.,  or  any  new 
and  useful  improvement  thereof,  not  known  or  used  by  others, 
in  this  country,  and  not  patented  or  described  in  any  printed 
publication  in  this,  or  any  foreign  country,  before  his  inven- 
tion or  discovery  thereof,  and  not  in  public  use  or  on  sale, 
for  more  than  two  years  prior  to  his  application,  unless  the 
same  is  proved  to  have  been  abandoned,  may,  upon  payment 
of  the  duty,  etc.,  obtain  a  patent  therefor. 

One  of  the  special  defences  given  in  the  61st  section  is, 
that  the  plaintiff  is  not  the  original  and  first  inventor  of 
any  material  and  substantial  part  of  the  thing  patented,  but, 
in  order  that  the  defendant,  may  have  the  benefit  of  such  a 
defence,  he  must  give  notice  to  the  plaintiff,  in  the  answer 
filed,  of  the  names  and  residences  of  the  persons  having  the 
prior  knowledge  of  the  invention,  and  where  and  by  whom  it 
had  been  used.    16  Stat,  at  Large,  208. 

The  62d  section,  further  enacts,  that  whenever  it  shall  ap- 
pear that  the  patentee,  at  the  time  of  making  his  application 
for  the  patent,  believed  himself  to  be  the  original  and  first  in- 
ventor of  the  thing  patented,  the  same  shall  not  be  held  to  be 
void,  on  account  of  the  invention,  or  any  part  thereof,  having 
been  known  or  used  in  a  foreign  country,  before  his  inven- 
tion, if  it  had  not  been  patented  or  described  in  a  printed 
publication. 

There  is  no  evidence  in  the  case  showing  that  the  invention 
has  been  patented  abroad,  or  described  in  any  printed  publica- 
tion ;  nor  do  I  find  any  satisfactory  proof  that  the  patentee, 
at  the  time  of  his  application,  did  not  believe  himself  to  be 
the  original  and  first  inventor  of  the  thing  patented. 

The  provisions  of  the  last  named  section,  dispose  of  all  the 
evidence  of  the  defendants,  which  was  introduced  to  prove 
the  knowledge  and  use  of  the  invention  in  foreign  countries, 
and  leave  for  the  consideration  of  the  court  the  single  ques- 
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tion,  whether  there  was  such  a  knowledge  and  public  use  of 
the  thing  patented  in  the  United  States,  previous  to  the  date  of 
the  complainant's  application,  as  to  avoid  his  patent. 

Thirteen  persons  or  firms  were  named  in  the  defendants' 
answer,  as  having  known  or  used,  here,  the  invention  of  the 
complainant  before  1866.  Of  the  whole  number,  only  the 
two  defendants,  Edward  and  William  Simon,  and  John  Hill, 
Edward  Taylor,  and  Thomas  Walter  Griffith  were  called  as 
witnesses  upon  this  point.  I  have  attached  weight  only  to 
the  testimony  of  the  three  last  named,  and  to  Henry  P.  Sayers, 
and  Henry  S.  Doxsey.  It  does  not  appear  that  the  complain- 
ant had  previous  notice  of  the  examination  of  Sayers  and 
Doxsey;  and,  if  his  solicitor  had  objected  to  their  being  sworn, 
upon  the  ground  of  the  lack  of  notice,  the  objection  would 
have  been  sustained,  and  no  consideration  would  have  been 
given  to  their  evidence.  BlancJmrd  v.  Putnam,  8  Wall.,  420  ; 
Roberts^.  Blake,  3  Off.  Gaz.,  268.  But,  no  such  objection  was 
made  in  their  case,  and  it  is  a  familiar  principle  that  the  fail- 
ure to  interpose  it,  when  the  witness  is  offered,  before  the  ex- 
amination, is  a  waiver  of  the  notice,  and  that  it  is  too  late, 
after  acquiescing  in  the  admission  of  the  testimony,  and  after 
cross-examinations,  to  object  to  the  evidence  for  the  want  of 
notice.     Brown  v.  Hall,  6  Blatchf.  C.  C.  R.,  401. 

It  must  be  borne  in  mind  that  it  is  not  necessary  to  hold, 
in  order  to  avoid  the  patent,  that  the  complainant  knew  of 
the  prior  existence  and  use  of  his  invention.  He  must  not 
only  believe  himself  to  be,  but  he  must  be,  both  an  original 
and  the  first  inventor.  If  he  acquires  his  knowledge  of  the  in- 
vention from  another,  he  is  not  the  original  inventor  ;  and  if 
another  has  anticipated  him,  without  his  knowledge,  he  is  not 
the  first  inventor. 

After  a  most  careful  examination  of  the  testimony  of  Hill, 
Taylor,  Griffith,  Sayers,  and  Doxsey,  and  after  reasonable 
allowance  for  the  imperfections  of  human  memory,  giving 
such  examination  and  making  such  allowance,  from  a  strong 
pre-disposition  in  favor  of  the  validity  of  the  Roemer  patent, 
arising  from  the  adjudication  of  this  court  in  the  case  of  the 
same  complainant  against  Samuel  Logowitz  et  al.,  in  which 
the  patent  was  sustained,  it  seems  impossible  to  doubt,  that 
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the  device  of  the  complainants  for  fastening  together  the  jaws 
of  satchels  and  travelling  bags,  was  known  and  used  in  this 
country  for  many  years,  before  the  patentee  claims  to  have 
made  his  invention,  and  that  its  use  was  not  a  single  experi- 
ment by  an  inventor,  who  afterwards  abandoned  it  from  its 
supposed  inutility,  but  was  so  frequently  applied  to,  and  used 
upon,  travelling  bags,  as  to  invest  the  public  with  the  rights 
to  use  the  device,  notwithstanding  the  patent. 

The  evidence  sustains  the  defence  of  want  of  novelty  and 
prior  use,  and  there  must  be  a  decree  for  the  defendants. 


Jonathan  Marshall,  for  the  complainant. 
F.  H.  Betts,  for  the  defendants. 


George  Crouch 

vs. 

Heinrich  Speer  et  al.    In  Equity. 

The  test  whether  an  invention  is  useful  in  the  sense  of  the  law,  is  not  whether 
it  is  not  mischievous,  or  hurtful,  or  insignificant,  but  whether  it  is  capa- 
ble of  use  for  a  purpose  from  which  some  advantage  can  be  derived.  If 
it  be  useful  in  this  sense,  the  degree  or  extent  of  its  usefulness,  is  alto- 
gether unimportant.  It  is  not  necessary  that  it  should  be  the  best  means 
of  producing  a  desirable  result,  but  a  means,  although  inferior  to  others, 
of  producing  it. 

A  rigid  cross  bar,  connecting  the  ends  of  the  handle  of  a  shawl  strap,  and 
provided  with  loops  for  the  straps,  is  a  patentable  invention. 

Where  witnesses  are  called  to  prove  want  of  novelty  in  the  invention,  of  whom 
notice  was  not  given  in  the  answer,  the  evidence  of  such  witnesses,  if 
objected  to,  will  not  be  considered  in  determining  the  question  of  nov- 
elty. When,  however,  the  evidence  is  taken  without  objection,  the  de- 
fect of  want  of  notice  is  deemed  waived,  and  the  evidence  cannot  after- 
ward be  objected  to  on  that  ground.  A  patent  is  prima  facie  evidence  that 
the  patentee  was  the  original  and  first  inventor,  and  any  one,  who  contro- 
verts this,  assumes  the  burden  of  proof,  and  undertakes  to  show  affirma- 
VOL.  I — IO 
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tively  that  there  was  a  prior  knowledge  and  use  of  the  alleged  invention, 
under  such  circumstances  as  to  give  to  the  public  the  right  to  its  con- 
tinued use  as  against  the  patentee. 

The  burden  of  proof  is  on  the  defendant,  to  show  want  of  novelty  in  an  in- 
vention ;  and  where  the  defendants'  testimony  is  inconsistent,  and  con- 
tradictory, and  there  is  a  reasonable  doubt  as  to  its  correctness,  the  com- 
plainant's prima  facie  case,  even  if  uncorroborated,  must  prevail. 

The  reissue  patent,  granted  to  George  Crouch,  March  7,  187 1,  for  improve- 
ment in  shawl  straps,  held  valid. 

(Before  Nixon,  J.,  District  of  New  Jersey,  April,  1874.) 

Nixon,  J. 

This  suit  is  brought  for  an  alleged  infringement  of  a  patent 
for  "  improvement  in  shawl-straps,"  originally  granted  to  the 
complainant,  and  surrendered  and  reissued  March  7,  1871. 

The  defendants  put  in  a  joint  answer,  admitting,  in  sub- 
stance, the  manufacture  and  use  of  the  thing  patented,  but 
denying,  (1)  that  there  was  anything  new  or  useful  in  the  pat- 
ent, and,  (2)  that  the  complainant  was  the  original  and  first 
inventor  ;  and  alleging  that  the  improvement  claimed  had 
been  known  and  used,  in  this  country,  prior  to  the  invention  of 
the  complainant. 

The  patentee  states  in  his  schedule,  that  before  his  invention 
straps  had  been  used  to  confine  a  shawl  or  other  similar  article 
in  a  bundle,  and  a  leather  cross-piece,  with  loops  at  the  ends, 
had  extended  from  one  strap  to  the  other  ;  and  above,  and  at- 
tached to  this  cross-piece,  was  a  handle  ;  that  the  cross-piece 
or  connecting-strap  was  liable  to  bend,  and  allow  the  straps 
to  be  drawn  toward  each  other  by  the  handle  in  sustaining 
the  weight ;  that  hence  the  bundle  was  not  kept  in  the  proper 
shape,  and  the  handle  was  inconvenient  to  grasp  ;  and,  that  his 
invention  consisted  in  a  rigid  cross-bar  beneath  the  handle, 
combined  with  suspending-straps,  that  are  to  be  passed  around 
the  shawl  or  bundle,  such  straps  passing  through  the  loops  at 
the  ends  of  the  handle. 

He  then  states  his  three  claims,  as  follows  : 

1.  The  rigid  cross-bar  A,  connecting  the  ends  of  the  handle 
B,  and  provided  with  loops,  c,  for  the  straps  D,  substantially 
as  and  for  the  purposes  set  forth. 

2.  The  loops  C  C,  made  of  the  leather  of  the  handle,  and 


APRIL,    1874.  147 


Crouch  v.  Speer. 


secured  to  the  rigid  cross-bar  A,  as  and  for  the  purposes  set 
forth. 

3.  The  rigid  cross-bar  for  a  shawl- strap,  made  of  sheet 
metal,  corrugated  and  covered  with  leather,  as  and  for  the 
purposes  set  forth. 

If  the  third  claim  includes  anything  not  embraced  in  the 
first,  it  is  the  limitation  of  the  rigid  cross-bar  to  sheet  metaly 
corrugated.  I  find  no  evidence  in  the  case  that  the  defendants 
have  infringed  by  the  use  of  the  corrugated  metal  cross-bar, 
except  their  admissions,  that  they  had  manufactured  and  sold 
Exhibit  No.  4.  The  metal  in  that  exhibit  is  covered  with 
leather.  It  has  the  external  appearance  of  being  corrugated, 
but  whether  it  is  or  not,  is  left  to  conjecture,  as  no  one  seems 
to  have  testified  on  the  subject.  While,  therefore,  it  re- 
mains in  doubt  whether  there  has  been  any  infringement  by 
defendants  of  the  third  claim  of  the  patent,  there  is  no  ques- 
tion about  their  infringement  of  the  first  and  second  claims. 
Their  whole  defence  is  an  admission  that  they  have  infringed 
these,  which  they  endeavor  to  justify  on  the  ground  that  there 
had  been  a  knowledge  and  use  of  the  improvement  in  this 
country  prior  to  the  date  of  the  complainant's  invention. 

(1.)  The  defendants'  first  allegation  is,  that  there  is  noth- 
ing new  or  useful  in  the  complainant's  patent.  If  they  mean 
by  this  that  it  is  not  the  subject  matter  of  a  patent,  the  objec- 
tion must  be  examined  and  answered  in  the  light  of  the  pro- 
visions of  the  24th  section  of  the  Patent  Act  of  1870,  16  Stat., 
201.  That  section  authorizes  a  patent  to  be  granted  for  "  any 
new  and  useful  art,  machine,  manufacture,  or  composition  of 
matter,  or  any  new  and  useful  improvement  thereof."  It  will 
be  seen  that  utility  and  novelty  are  the  requisite  conditions. 
The  inventions  or  the  improvement  claimed  must  have  both, 
or  the  letters  patent  secure  nothing  for  the  patentee. 
Whether  it  is  useful,  in  the  sense  of  the  law,  is  not  whether  it 
is  not  mischievous,  or  hurtful,  or  frivolous,  or  insignificant, 
but  whether  it  is  capable  of  use  for  a  purpose  from  which 
some  advantage  can  be  derived.  If  it  be  useful  in  this  sense, 
the  degree  or  extent  of  its  usefulness  is  altogether  unimpor- 
tant. It  is  not  necessary,  in  other  words,  that  it  should  be  the 
best  means  of  producing  a  desirable  result,  but  a  means, 
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Testing  the  complainant's  patent  by  this  principle,  it  is  un- 
doubtedly useful.  The  rigid  cross-bar  and  the  loops  holding 
the  straps,  securing  them  in  their  place,  and  made  of  the 
leather  of  the  handle,  if  new,  add  neatness  and  finish  and  value 
to  the  manufacture  ;  and  this  is  shown  by  the  fact  that  these 
defendants,  active  business  men,  and  alive  to  the  public  de- 
mands, gave  these  methods  of  manufacturing  a  preference  over 
others  in  finishing  and  furnishing  shawl-straps  for  the  markets. 

(2.)  It  only  remains  to  consider  whether  the  defendants' 
second  allegation  of  the  want  of  novelty  in  the  complainant's 
patent  has  been. proved. 

In  accordance  with  the  requirements  of  the  61st  section  of 
the  Patent  Act,  the  defendants,  in  their  answer,  gave  notice 
of  prior  knowledge  and  use  of  the  alleged  improvement  of 
complainant  by  Speer  &  Mattner,  Speer  &  Brother,  Nicholas 
Murphy,  Henry  Van  Buren,  and  Henry  Simon.  Neither 
Mattner  nor  Simon  were  sworn  on  the  examination  ;  nor  was 
Reinhold  Speer,  until  all  the  testimony  in  chief  and  in  rebut- 
tal, was  closed  on  both  sides.  The  complainant's  solicitor, 
very  properly,  objected  to  his  introduction,  at  that  stage  of  the 
proceedings,  to  testify  upon  any  points  pertinent  to  the 
issues  made  in  the  pleadings.  A  number  of  witnesses,  how- 
ever, were  examined  on  this  subject,  of  whom  no  notice  was 
given,  but  to  whose  testimony  no  exceptions  were  taken  when 
they  were  offered,  except  in  the  case  of  Louisa  Stephan. 

That  objection  renders  her  evidence  inadmissible,  and  it 
has  not  been  considered.  In  the  other  instances  the  court 
must  assume  that  the  want  of  notice  was  waived  by  the  com- 
plainant. Parties  are  not  allowed  to  experiment  with  wit- 
nesses, suffering  them  to  be  examined,  and  subjecting  them  to 
cross-examination,  and  afterward,  if  the  testimony  does  not 
happen  to  suit  them,  asking  for  its  exclusion.  The  object  of 
the  statute  is  to  guard  plaintiffs  against  surprise  ;  but  if  they 
will  not  avail  themselves  of  the  privilege,  and  require  the  pre- 
vious notice,  they  must  not  expect  the  court  to  invoke  for 
them  the  provisions  of  the  act. 

In  considering  the  case,  it  should  be  remembered,  that  the 
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patent  is  prima  facie  evidence  that  the  patentee  was  the 
original  and  first  inventor.  Any  one  who  controverts  this, 
assumes  the  burden  of  proof,  and  undertakes  to  show  affirma- 
tively that  there  was  a  prior  knowledge  and  use  of  the  alleged 
invention,  under  such  circumstances  as  to  give  to  the  public 
the  right  of  its  continued  use  against  the  patentee. 

This  the  defendants  have  failed  to  do  ;  the  evidence  intro- 
duced by  them  is  frequently  contradicted,  and  is  inconsistent 
with  itself  and  many  well  established  facts. 

The  most  unsatisfactory  portion  of  it,  and  the  part  which 
leads  to  the  gravest  suspicions  of  a  want  of  candor  and  ac- 
curacy, is  the  testimony  of  the  defendant,  Heinrich  Speer,  and 
that  of  his  principal  witness,  Edward  Simon. 

Let  us  first  advert  to  the  evidence  of  the  defendant,  Heinrich 
Speer.  He  states,  and  repeats  the  statement  in  subsequent 
parts  of  his  testimony,  that  he  arrived  in  this  country  on  the 
16th  day  of  February,  1866  ;  that  he  came  directly  to  Newark  ; 
worked  "on  his  own  hook"  for  three  weeks,  and  then  en- 
gaged with  Mr.  Simon  about  the  end  of  March  ;  remained 
there  until  June,  and  left  his  employ;  went  to  work  again  for 
himself,  and  peddled  his  wares  until  the  end  of  the  year  ;  then, 
in  1867,  began  work  for  Mr.  Peddie,  and  continued  with  him 
about  two  years,  Mr.  Peddie  furnishing  the  stock  for  shawl- 
straps,  to  wit,  sheepskin,  cowhide  leather,  and  steel  springs, 
the  latter  being  used  to  make  the  rigid  cross-bar. 

He  is  evidently  mistaken  in  regard  to  all  the  material  facts 
of  his  statement.  He  came  to  this  country  on  a  travelling 
pass-card,  which  had  been  renewed  to  him  on  the  28th  day  of 
May,  1866,  at  his  residence  in  the  city  of  Glogau,  in  Prussia. 
After  that  date  he  went  to  Munich,  to  Berlin,  to  Hamburg, 
and  to  Liverpool,  whence  he  sailed  to  the  United  States.  If 
he  landed  here  in  the  month  of  February,  and  it  seems  to  be 
impossible  that  he  should  fail  to  remember  whether  he  crossed 
the  ocean  at  so  recent  a  date,  and  for  the  first  time,  in  mid- 
winter or  in  summer,  it  was  not  earlier  than  February,  1867. 
If  he  began  work  for  Simon  at  the  end  of  March,  it  was  as 
late  as  March,  1867  ;  and  if  he  remained  there  until  the  close 
of  the  year,  he  could  not  have  worked  for  Peddie  before  1868. 

And  to  this   effect  is  the  testimony  of  Peter  Marten,   the 
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foreman  of  Peddie  &  Co.  and  of  Mr.  Jenkinson,  one  of  the 
members  of  the  firm.  Marten  says  that  Heinrich  Speer  com- 
menced work  there  in  1868  ;  that  he  worked  for  about  a  year 
on  ladies'  satchels,  and  after  that  began  upon  shawl-straps  ; 
and  that  Reinhold  Speer  did  not  begin  until  about  a  year 
after  Heinrich.  Mr.  Jenkinson,  after  referring  to  the  books  of 
the  firm,  testified  that  Heinrich  began  to  work  for  them  in  July, 

1868,  and  Reinhold  not  until  afterward. 

Marten  never  knew  or  heard  of  Peddie's  having,  or  having 
manufactured,  shawl-straps  with  rigid  cross-bars  before  about 

1869,  and  cannot  believe  that  they  could  have  been  in  use 
without  his  knowledge.  Mr.  Jenkinson  is  more  cautious,  but 
he  is  not  willing  to  say  that  he  ever  heard  of  them  before 
1868.  It  is  to  be  regretted  that  Mr.  Peddie,  who,  the  defend- 
ant Speer  alleges,  furnished  him  with  the  steel  bars  for  stiffen- 
ing the  shawl-straps  as  early  as  1867,  was  not  examined.  He 
was  absent  and  travelling  for  his  health  ;  but  the  evidence  of 
Mr.  Fitzgerald  stands  uncontradicted,  that  when. the  com- 
plainant notified  Mr.  Peddie  in  1870,  that  the  sale  of  shawl- 
straps,  with  the  rigid  cross-bar,  was  an  infringement  of  his 
patent,  he  at  once  stopped  the  manufacture  and  purchase  and 
sale  of  such  articles,  and  complained  that  he  had  been  im- 
posed upon  by  Speer's  misstatements  in  regard  to  his  antici- 
pating the  patent. 

Is  it  not  quite  obvious  from  all  this  that  Speer  has  antedated 
— it  is  not  necessary  to  say  wilfully — his  arrival  in  this  coun- 
try ;  that  the  different  witnesses  who  speak  of  the  use  of  the 
rigid  cross-bar  by  him  in  1867,  are  mistaken  in  regard  to  the 
year,  and  that  such  use  by  him  must  be  postponed  to  at  least 
one  year  later. 

Edward  Simon  is  hardly  more  fortunate  in  the  consistency 
and  accuracy  of  his  statements.  He  says,  in  his  examination 
in  chief,  that  he  has  been  the  manufacturer  of  shawl-straps,  in 
Newark,  since  1856  ;  that,  in  making  them,  a  flat  bar  of  iron 
was  applied  between  the  two  pieces  of  leather ;  that  it  was 
used  during  the  year  i860,  "  off  and  on  ;"  and  that  the  loop 
at  the  end  of  the  handle,  was  like  the  loop  on  complainant's 
Exhibit  D  ;  that  his  firm  was  served  with  a  notice  from  the 
complainant,  Crouch,  in  1868  or  1869,  not  to  infringe  his  pat- 
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ent,  but  that  they  kept  on  making  shawl-straps  ;  and  further 
that  Heinrich  Speer  worked  for  them  early  in  the  winter  of 
1866.  It  is  singular  and  significant  that  the  only  material 
statements  in  this  testimony,  which,  from  their  nature,  are 
capable  of  being  contradicted,  are  the  date  of  the  complain- 
ant's notice  to  them,  and  the  date  of  Speer' s  employment  by 
them.  And  neither  are  true.  He  corrects  the  first  himself 
afterward,  and  Heinrich  Speer  was  doubtless  in  Europe  "  early 
in  the  winter  of  1866." 

He  was  asked,  on  cross-examination,  when  he  first  used  iron 
in  the  cross-bar  of  shawl-straps,  and  he  answered  :  "  In  1865 
or  1866,  and  before."  When  pressed  to  state  what  time  he 
meant  "  by  before,"  he  replied,"  1864,"  that  during  that  year 
and  the  subsequent  years  to  1868,  they  had  manufactured  large 
quantities  of  shawl-straps,  with  the  rigid  cross-bar,  that  they 
made  the  bar  themselves  from  hoop-iron  and  sheet-iron,  and 
put  the  straps  upon  the  market  and  sold  them,  "  in  New  York 
and  all  over  the  country,  north,  south,  east,  and  west,  and  the 
Canadas  and  California." 

He  was  then  asked,  if  he  had  not  fixed  a  previous  date  for 
selling  shawl-straps  with  iron  cross-bars,  in  an  affidavit  filed 
in  this  case,  on  the  motion  for  a  preliminary  injunction.  He 
replied  :  "  Yes  ;  as  far  back  as  1858,  1859,  and  i860." 

He  was  also  cross-examined  in  regard  to  the  notice  which 
the  firm  had  received  from  the  complainant,  warning  them 
against  infringement,  and  what  was  done  in  reference  to  it ; 
and  his  responses  are  so  remarkable,  and  so  fully  exhibit  the 
general  tenor  of  his  testimony,  that  I  quote  it  from  defendant's 
record,  page  26  : 

"  Q.  51.  You  received  a  notice  from  Mr.  Crouch  some  time 
in  the  latter  part  of  1870,  to  discontinue  an  infringement  on 
his  patent  ? 

"A.  What  time  in  1870? 

"  Q.  52.  The  latter  part — December? 

"  A.  I  think  we  did.     There  was  one  sent  to  us. 

"  Q-  53*  What  did  you  do  with  reference  to  that  notice  ? 
Did  you  stop  making  shawl-straps  having  the  flat  iron  cross- 
bar in  them  ? 

A.  Did  not  stop  it  altogether— not  to  my  knowledge.     In 
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fact,  we  are  using  to-day,  on  all  our  bag-handles  an  iron  wire, 
which  goes  through  the  handle,  fastened  on  the  end  with  a 
screw,  and  fastened  on  the  handle  fastening,  on  which  we 
claim  a  patent. 

11  Q.  54.  What  do  you  mean  by  saying,  "  did  not  stop  it 
altogether,  to  my  knowledge  ?" 

41  A.  Working  up  our  scraps  from  iron,  as  well  as  pasteboard 
and  leather  fillings.  In  fact,  our  shawl-strap  manufactory 
did  not  amount  then  to  any  account,  etc. 

"  Q-  55*  Did  you  not  stop  using  the  cross-bar  at  the  time, 
or  shortly  after  the  time,  of  receiving  the  notice  ? 

"A.  Not  on  the  notice.     Not  on  account  of  the  notice. 

"  Q.  56.  But  you  stopped  using  them,  did  you  not  ? 

"  A.  On  the  request  of  different  customers.  Remarks  were 
made  that  by  a  bend  you  break  them.  They  don't  go  back, 
you  see. 

"  Q.  57.  Then  you  stopped  using  them  altogether,  in  con- 
sequence of  these  remarks,  did  you  ? 

41  A.  You  have  asked  me  that  three  or  four  times  already. 
Make-it  as  a  final  question,  and  I  will  give  you  a  final  answer 

"  Q.  58.  Same  question  repeated. 

11  A.  As  a  final  question,  I  will  answer  you.  (Counsel  for 
complainant  objects  to  the  dictation  of  witness  as  to  what  shall 
be  the  question.)  I  will  give  you  what  I  know  about  it.  In 
the  first  place,  pasteboard  scraps  are  cheaper  than  iron  scraps. 
2d.  I  have  been  too  much  annoyed,  from  our  machine  opera- 
tors, (sewing  machine),  to  stitch  them  with  the  iron  cross-bars 
for  the  same  price  as  with  pasteboard  and  leather  chip  fillings. 
They  hroke  too  many  needles,  and  they  have  to  buy  them. 
3d.  Our  drummers,  or  salesmen,  as  you  call  them,  while  the 
people  found  out  by  bending,  with  the  iron  bar,  it  will  break 
or  keep  crooked;  gradually  we  stopped  using  them. 

"  Q.  59.  Do  you  make  straps  now  with  iron  or  pasteboard, 
for  stiffening  in  the  cross-bar  ? 

"  A.  We  make  very  few  straps,  and  the  bar  filled  with  paste- 
board, and  we  do  make  a  very  cheap  shawl-strap — a  handle, 
with  two  loops  attached  to  it,  with  an  iron  filling,  three-eighths 
iron,  and  a  round  handle  ;  no  cross-bar  on  it. 

14  Q.  60.  You  say,  in  answer  to  question  58  :  "  Gradually 
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we  stopped  using  them."      Have  you  commenced  making, 
since  then,  shawl-straps  with  iron  cioss-bars  in  them  ? 

"A.  Not  as  I  know." 

Let  us  compare  all  the  testimony  of  this  witness  with  other 
evidence  introduced  by  the  defendants  from  the  manufactory 
of  Simon  &  Co.  They  first  examined  Nicholas  Murphy,  the  ' 
foreman  of  the  establishment.  He  testifies,  that  he  has  super- 
intended the  making  of  shawl-straps  for  Simon  &  Brothers, 
since  1866,  and  that  At  invented  and  first  used  these  in  that 
year — the  flat  iron  bar  for  stiffening.  He  assigns  no  satis- 
factory reason  why  he  fixed  the  date  in  1866  ;  but  he 
acknowledges  that,  when  the  notice  of  Crouch  was  served 
upon  them,  they  stopped  putting  iron  into  the  body  of  the 
strap,  and  used  pasteboard  instead. 

Henry  M.  Van  Buren,  who  has  been  manufacturing  shawl- 
straps  for  Simon  &  Brothers,  since  1865,  is  next  sworn,  and  his 
statement  is  that  they  used  the  flat  cross-bar  from  1867  to 
1870  ;  that  he  and  Nicholas  Murphy  were  its  inventors,  and 
first  brought  it  into  use  in  1866.  He  admits,  in  his  cross-ex- 
amination, that  Mr.  Simon  put  in  the  iron  in  1865,  as  an  ex- 
periment— "  put  it  in  to  try  how  it  would  work  ;"  that  they 
manufactured  very  few  in  1866,  with  the  iron  cross-bar  but 
a  large  number  in  1867  ;  but,  he  assigns  no  satisfactory  reason, 
why  he  fixes  the  manufacture  in  these  years,  rather  than  in 
1868  and  1869. 

In  the  midst  of  such  diversity  of  statement,  who  speaks  the 
truth  ?  But  the  testimony  of  Mr.  Fitzgerald  brings  to  light  a 
still  greater  contradiction,  he  says,  that  in  the  year  1870, 
shortly  after  the  complainant  had  sent  the  notice  to  Edward 
Simon  &  Bros,  that  they  must  cease  their  infringement,  he 
called  at  their  store,  and  they  asked  him  why  a  notice  had 
been  sent  to  them,  as  they  were  not  infringing  the  patent ; 
that  they  had  never  made  shawl-straps  with  rigid  cross-bars  ; 
that  they  manufactured  nothing,  except  a  common  cheap 
article,  such  as  they  then  had  on  hand,  and  invited  him  to  ex- 
amine their  stock  for  himself ;  that  he  made  the  examination, 
and  found  that  the  shawl-straps  were  without  the  rigid  cross- 
bar. 

No  one  has  been  offered  to  contradict  this  evidence  ;  but, 
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on  the  other  hand,  Joseph  R.   Davis,  then  a  salesman  in  the 
employ  of  the  Simons,  substantially  confirms  it. 

It  is  impossible  to  give  much  weight  to  testimony  so  in- 
consistent and  contradictory.  I  have  adverted  to  it  at  greater 
length  than  usual  in  such  cases,  to  show  that  there  is  ground 
for  reasonable  doubt,  in  regard  to  its  correctness.  Where 
such  doubt  exists,  the  complainant's  prima  facie  case,  even  if 
uncorroborated,  must  prevail. 

But  it  does  not  stand  without  corroboration.  The  com- 
plainant called  William  H.  Cleaveland,  William  Roemer, 
Peter  Marten,  Jacob  Lagowitz,  Joseph  R.  Davis,  and  Philip 
P.  Lynch,  to  testify  as  to  the  state  of  the  art.  They  seem  to 
be  intelligent  and  disinterested  witnesses  ;  have  been  for 
years,  more  or  less,  connected  with  the  manufacture  and  sale 
of  shawl-straps,  and  they  all  trace  the  origin  of  the  rigid 
cross-bar,  to  the  invention  of  the  complainant,  or  deny  its  ex- 
istence or  use  prior  to  1868. 

Upon  the  whole  case,  I  am  of  the  opinion,  that  there  should 
be  a  decree  sustaining  the  validity  of  the  complainant's  pat- 
ent, and  giving  him  profits  and  damages  for  its  infringement, 
since  March  7,  1871,  the  date  of  the  reissue,  and  also  an 
injunction,  restraining  the  defendants  from  further  infringe- 
ment. 

Jonathan  Marshall,  for  the  complainant. 

James  M.  Scovel,  for  the  defendants. 
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Charles  N.  Black,  Administrator,    et  al. 

vs. 
Samuel  Thorne  et  al.    In  Equity.* 

In  talcing  an  account  of  profits  in  this  suit,  under  the  decree  therein,  (10 
Blatchf.  C.  C.  R.,  66, )  the  master  proceeded  on  the  principle  of  charg- 
ing to  the  defendants,  as  profits,  the  cost  or  value  of  all  the  wood  which, 
but  for  the  use  of  the  patented  improvements,  they  would  have  burned  in 
their  furnaces,  and  made  a  report  accordingly.  On  the  accounting,  the 
defendants  inquired  of  one  of  their  witnesses,  whether  he  had  examined 
and  worked  any  furnaces  substantially  differing  from  the  plaintiffs'  fur- 
nace and  worked  substantially  different  from  the  plaintiffs'  process,  which 
existed  at  the  time  the  defendants  constructed  their  furnaces,  and,  if  he 
had,  what  was  the  economical  working  of  such  furnaces,  as  compared 
with  the  plaintiffs'  furnace  and  process.  The  master,  on  the  plaintiffs' 
objection,  excluded  the  evidence,  as  incompetent.  The  defendants  ex- 
cepted to  the  ruling,  and  afterwards  excepted  to  the  report  on  the 
ground  of  the  exclusion  of  such  evidence  ;  Held, 

(1.)  That  the  ascertainment  of.  the  profits  made  by  the  use  of  the  patented 
improvements  to  produce  heat,  by  the  burning  of  wet  fuel,  necessarily 
presented,  as  the  question  to  be  determined — what  advantage  did  the 
defendants  derive,  in  producing  heat,  from  burning  wet  tan  by  the  em- 
ployment of  the  patented  improvements,  over  what  would  have  resulted 
to  them  from  the  use,  to  produce  equally  beneficial  results  in  the  way  of 
heat,  of  other  methods  for  producing  such  equally  beneficial  results,  open 
to  the  public  and  to  them  to  be  used  at  the  time  they  used  the  patented 
improvements. 

(2.)  That  the  evidence  excluded  ought  to  have  been  received. 

(Before  Blatchford,  J.,  Southern  District  of  New  York,  April,  1874.) 

■ 

Blatchford,  J. 

The  master  was  ordered  by  the  decree  to  take  an  account 
of  the  profits  derived  by  the  defendants  from  their  infringe- 
ment of  the  plaintiffs'  two  patents.  (10  Blatchf.  C.  C.  R.,  66.) 

*  12  Blatchf.  C.  C.  R.,  20. 
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The  infringement  proved  was  by  the  use,  in  burning  wet  tan, 
to  make  heat  employed  in  and  about  the  tanning  of  hides,  of 
furnaces  containing,  and  employing,  in  their  use,  the  im- 
provements covered  by  the  plaintiffs'  patents.  The  defend- 
ants used  the  infringing  furnaces  to  produce  heat.  They 
burned  wet  tan  in  such  furnaces  to  produce  heat.  The  claims 
of  the  plaintiffs'  patents  are  confined  to  the  use  of  the  im- 
provements claimed  only  to  produce  heat  by  the  burning  of 
wet  fuel.  The  ascertainment  of  the  profits  made  by  the  use 
of  the  patented  improvements  to  produce  heat  by  the  burn- 
ing of  wet  fuel,  necessarily  presents,  as  the  question  to  be  de- 
termined— what  advantage  did  the  defendants  derive,  in  pro- 
ducing heat,  from  burning  wet  tan  by  the  employment  of  the 
patented  improvements,  over  what  would  have  resulted  to 
them  from  the  use,  to  produce  equally  beneficial  results  in 
the  way  of  heat,  of  other  methods  for  producing  such  equally 
beneficial  results,  open  to  the  public  and  to  them  to  be  used 
at  the  time  they  used  the  patented  improvements.  This  re- 
quires that  the  inquiry  should  be  limited  to  the  production  of 
heat,  and  to  the  production  of  equally  beneficial  results  in 
the  way  of  heat,  but  it  does  not  require  that  the  heat  should 
be  that  capable  of  being  produced  by  burning  wet  tan  alone. 
It  extends  to  any  fuel. 

The  master,  in  taking  the  account  of  profits,  has  proceeded 
on  the  principle  of  charging  to  the  defendants,  as  profits,  the 
cost  or  value  of  all  the  wood  which,  but  for  the  use  of  the 
patented  improvements,  they  would  have  burned  in  their 
tanneries.  The  view  is,  that  the  cost  of  the  wood  was  saved, 
because  the  wet  tan  burned  cost  nothing  as  fuel,  and  would 
otherwise  have  been  useless.  This  principle  is  correct,  if,  to  ob- 
tain equally  beneficial  results  in  the  way  of  heat,  by  other  open 
methods,  would  have  required  the  use  of  wood  to  the  given 
amount  or  value.  The  solution  of  the  question,  therefore;  in- 
volves these  inquiries  :  (1.)  Whether  there  was  any  other 
open  method  whereby  equally  beneficial  results  in  the  way  of 
heat  could  have  been  obtained,  and,  if  so,  what  it  was  ;  (2.) 
What  would  have  been  the  expense  of  such  method,  in  con- 
struction, operation  and  fuel,  as  compared  with  the  expense 
of  the  use  of  the  plaintiffs'  improvements,   in  construction, 
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operation  and  fuel.  If  the  first  inquiry  should  require,  on 
evidence,  the  answer,  that  it  was  a  method  which,  to  produce 
the  equally  beneficial  results  in  the  way  of  heat,  would  require 
a  certain  quantity  of  wood  or  other  article,  as  fuel,  then  the 
saving  in  expense,  in  fuel,  would  be  the  cost  of  the  wood  or 
other  fuel. 

Now,  I  understand  the  above  inquiries  to  involve  an  inves- 
tigation into  the  matters  inquired  about  in  a  question  put,  on 
the  reference  before  the  master,  by  the  counsel  for  the  defend- 
ants, to  the  defendants'  witness  Du  Faur.  The  question  was, 
whether  he  had  examined  and  worked  any  furnaces  substan- 
tially differing  from  the  plaintiffs'  furnace,  and  worked  sub- 
stantially different  from  the  plaintiffs'  process,  which  existed 
at  the  time  the  defendants  constructed  their  furnaces,  and,  if 
he  had,  what  was  the  economical  working  of  such  furnaces, 
as  compared  with  the  plaintiffs'  furnace  and  process.  This 
question  was  objected  to  on  the  part  of  the  plaintiffs,  as  being 
incompetent,  and  as  having  been  already  asked.  The  master 
sustained  the  objection,  and  the  defendants  took,  on  the 
record,  an  exception  to  the  ruling.  The  defendants  have  also 
filed  an  exception  to  the  master's  report,  (exception  10),  on 
the  ground  that  he  erred  in  excluding  proof  of  the  economy 
of  furnaces  used  in  the  combustion  of  wet  spent  tan,  substan- 
tially different  from  the  plaintiffs'  furnace,  and  worked  sub- 
stantially different  from  the  plaintiffs'  process,  as  compared 
with  the  plaintiffs'  furnace  and  process,  and  which  furnaces 
were  existing  and  in  use  at  the  time  the  defendants  con- 
structed their  furnaces  which  are  complained  of.  The  evi- 
dence so  excluded  ought  to  have  been  received.  It  was  com- 
petent and  relevant.  It  could  not  be  told,  a  priori,  that  the 
answer  to  it  would  introduce  nothing  which  had  not  already 
been  given  in  evidence  in  the  case.  It  does  not  appear 
whether  the  master  sustained  the  objection  to  the  question  on 
the  ground  that  it  was  incompetent,  or  on  the  ground  that  it 
had  been  already  asked,  or  on  both  grounds.  Where  and 
when  the  question  had  been  already  asked  of  the  witness  is 
not  stated  in  the  objection,  or  pointed  out  in  the  record. 
There  may  have  been  general  evidence  given  by  the  witness, 
in  the  proofs  for  final  hearing,  as  to  the  working  of  furnaces 
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substantially  differing  from  the  plaintiffs'  furnace,  and  worked 
substantially  different  from  the  plaintiffs'  process,  which  ex- 
isted at  the  time  the  defendants  constructed  their  furnaces, 
and  which  were  open  to  them  to  be  used,  and  as  to  the  gen- 
eral economical  working  of  such  furnaces,  as  compared  with 
the  plaintiffs'  furnace  and  process  ;  but  the  inquiry  before  the 
master  involved  the  details  of  such  economical  working,  with 
a  view  to  arriving  at  the  saving  in  money  effected  by  the  use 
of  the  plaintiffs'  patented  improvements. 

It  is  no  answer  to  these  views  to  say,  that  the  court  has 
held,  in  this  case,  that  the  patentee  was  the  first  to  discover, 
and  put  in  practice,  the  true  method  of  economically  burning 
wet  fuels,  and  obtaining  from  them  better  results  than  from 
equal  quantities  of  dry  fuels.  That  is  true,  but  still  the 
difference  in  economy  which  the  defendants  have  derived 
from  using  the  patented  improvements  is  now  the  subject  of 
inquiry.  It  may  be  that  equally  beneficial  results  in  the  way 
of  heat  could  not  have  been  obtained  by  the  use  of  any  num- 
ber of  furnaces  burning  any  quantity  of  fuel,  wet  or  dry,  or 
both.  It  may  be,  that,  to  produce  equally  beneficial  results 
in  the  way  of  heat,  would  have  required  a  certain  number  of 
furnaces,  involving  a  certain  expense  for  construction  and 
working,  and  a  certain  quantity  of  a  given  kind  of  fuel,  cost- 
ing a  certain  sum.  It  may  be,  that  the  result  of  all  these  in. 
quiries  will  be  to  show  that,  after  all,  the  defendants  have 
saved  the  expense  of  all  the  wood  it  would  have  taken  to 
produce  heat  enough  for  use  in  tanning  the  same  number  of 
hides  which  they  have  tanned  by  the  use  of  the  heat  produced 
by  the  infringing  furnaces  ;  and  that,  with  that  saving,  they 
have  still  had  a  surplus  of  unused  heat.  If  so,  the  proper 
inquiry  will  have  been  made,  and  the  result  arrived  at  will 
have  been  reached  on  a  presentation  of  ail  the  evidence  prop- 
erly bearing  on  it. 

As  these  views  require  the  report  to  be  set  aside,  and  the  case 
to  be  sent  back  for  the  taking  of  further  evidence,  in  conform- 
ity with  this  opinion,  an  order  will  be  entered  to  that  effect. 

Dorman  B.  Eaton  and  Andrew  J.   Todd,  for  the  defendants. 
Charles  N.  Black,  for  the  complainants. 
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The  Russell  and  Erwin  Manufacturing  Company 

vs. 

The  P.  and  F.  Corbin  Manufacturing  Company  et  al. 

In  Equity/ 

The  claim  of  the  letters  patent  granted  to  Rodolphus  L.  Webb,  December 
31,  1867,  for  an  "  improvement  in  reversible  locks  and  latches/' 
namely,  "  The  combination  of  a  lock  and  latch,  when  the  latch-bolt  and 
its  operative  mechanism  are  arranged  in  a  case  or  frame  independent  of 
the  main  case,  and  constructed  so  that  the  latch-bolt  may  be  reversed, 
substantially  as  described,  without  removing  the  said  independent  case 
from  the  main  case,"  is  infringed  by  the  combination  of  a  lock  and  latch, 
in  which  the  latch-bolt  and  its  operative  mechanism  are  arranged  in  a 
skeleton  frame  in  an  outer  or  lock  case,  which  operates  to  preserve  the 
proper  relations  of  the  yoke  and  tumbler,  while  being  moved  forward 
and  backward,  although  it  does  not  so  operate  when  the  latch  and  latch 
mechanism  are  removed  from  the  outer  or  lock  case. 

Infringement  is  not  avoided  by  the  fact  that,  when  the  patentee's  latch-bolt 
is  drawn  forward,  for  the  purpose  of  reversing  it,  the  case  01  frame 
moves  forward  with  it  in  a  straight  line,  and  that  the  defendants'  frame, 
when  the  latch-bolt  is  drawn  forward,  moves  forward  in  a  curved  line. 

Nor  is  infringement  avoided  by  the  fact,  that  the  defendant  introduces  a 
catch,  operated  by  a  spring,  to  hold  in  position  the  latch  and  its 
mechanism,  after  reversal,  until  the  knob-spindle  is  inserted. 

The  word  "  independent,"  in  the  claim,  does  not  mean  that  the  latch  and  its 
mechanism  operate  without  any  contributory  aid  from  the  main  case  or 
adjuncts  thereto,  but  means  that  the  frame  containing  the  latch  and  its 
mechanism  is  separate  from,  or  forms  no  part  of,  the  main  case. 

(Before  Woodruff  and  Shipman,  JJ.,  District  of  Connecticut,  April,  1874.) 

Woodruff,  J, 

The  bill  of  complaint  herein  is  filed  to  restrain  the  alleged 
infringement  by  the  defendants,  of  letters  patent  for  an  "  im- 
provement in  reversible  locks  and  latches,"  granted,  on  the 

*  12  Blatchf.  C.  C.  R.f  36. 
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31st  of  December,  1867,  to  Rodolphus  L.  Webb,  and  assigned 
by  him  to  the  plaintiff  on  the  12th  of  May,  1868,  and  to  re- 
cover from  the  defendants  the  gains  and  profits  arising  from 
such  infringement,  and  for  other  relief.  The  answer  of  the 
defendants  places  their  defence  upon  two  grounds,  viz.,  that 
the  invention  described  in  the  patent  is  not  the  invention  of 
Webb,  but  of  one  Burton  Mallory,  and  was  known  and  used 
by  him  before  the  said  Webb  had  any  knowledge  thereof,  and 
was  described  in  letters  patent  granted  to  Mallory  May  5, 
1863  ;  and  that,  under  any  proper  construction  of  the  patent 
to  Webb,  the  defendant  corporation  has  not  made  use  of,  or 
employed,  any  improvement  described  or  claimed  in  the  said 
letters  patent,  or  sold  any  locks  which  correspond  with  the 
construction  claimed  by  the  patentee,  as  described  in  his 
claim.  They  then  allege,  that  the  locks  which  they  have 
made  and  sold  are  constructed  with  the  improvements  de- 
scribed in  letters  patent  issued  to  W.  T.  Munger,  March  1, 
1870. 

In  a  suit  in  this  court  between  the  present  complainant  and 
the  same  Burton  Mallory  referred  to  in  the  answer  of  these 
defendants,  we  considered  the  construction  and  validity  of 
the  claims  in  the  patent  granted  to  Webb,  held  him  to  be  the 
first  inventor,  and  adjudged  the  said  Burton  Mallory  an  in- 
fringer of  the  rights  of  these  complainants.  Russell  6*  Erwin 
Mfg  Co,  v.  Mallory \  10  Blatchf.  C.  C.  R.,  140.  The  defend- 
ants in  this  cause  have  so  far  acquiesced  in  that  decision  that, 
on  the  trial  of  this  cause,  the  only  question  raised  and  dis- 
cussed, or  to  which  proofs  on  the  part  of  the  defendants  were 
addressed,  was  whether  the  locks  and  latches  produced,  and 
which,  as  admitted,  the  defendant  corporation  is  engaged  in 
manufacturing  and  selling,  do  infringe  the  patent  granted  to 
Webb  on  which  this  suit  is  founded.  Upon  that  question  we 
entertain  no  serious  doubt.  There  is,  it  is  true,  a  conflict  of 
testimony.  The  defendants  have  examined  experts,  who 
point  out  noticeable  differences  between  the  latch  mechanism 
made  by  the  defendants  and  that  made  by  the  complainant, 
but  those  differences  are  mainly  formal,  and,  in  some  re- 
spects, verbal  only.  If,  in  any  feature,  there  is  material 
change  of  construction,  it  is,  at  most,  an  addition,  modifica- 
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tion  or  improvement  on  the  structure  of  the  patentee,  which, 
nevertheless,  embraces  its  substantial  features,  and  operates 
by  the  same  substantial  means  and  in  substantially  the  same 
way.  We  do  not  think  it  necessary  to  enter  very  fully  into 
the  details  of  the  patented  invention,  in  disposing  of  this 
case.  It  is  described  with  some  minuteness,  in  the  opinion  of 
the  court  in  the  suit  against  Burton  Mai  lory,  above  referred 
to.    (10  Blatchf.  C.  C.  R.,   140.) 

The  claim  of  the  patentee  is  in  these  words  :    "  What  I 
claim,  therefore,  and  desire  to  secure  by  letters  patent,  is, 
the  combination  of  a  lock  and  latch,  when  the  latch-bolt  and 
its  operative  mechanism  are  arranged  in  a  case  or  frame  inde- 
pendent of  the  main  case,  and  constructed  so  that  the  latch- 
bolt  may  be  reversed,  substantially  as  described,  without  re- 
moving the  said  independent  case  from  the  main  case/'     The 
description  in  the  preceding  specification,  and  the  drawings 
and  model  of  the  patentee,  show,  that  the  case  or  frame  in 
which  the  latch  mechanism  is  arranged  is  of  thin  sheet  metal, 
partially  surrounding  the  mechanism  of  the  latch,  to  hold  the 
parts  in  proper  relative  position  when  drawn  forward  for  the 
reversal  of  the  latch-bolt,  and  while  it  is  being  returned  to  its 
place.     But,  the  patent  cannot  be  avoided  by  making  that 
case  or  frame  a  skeleton  frame  operating  in  substantially  the 
same  way.     The  patentee  seems  to  have  anticipated  some 
such  attempt  to  limit  the  meaning  of  the  word  "  case,"  by 
inserting  the  words  "  case  or  frame,"  as,  for  the  purposes  of 
his  invention,  synonymous,  as,  in  their  connection  and  appli- 
cation to  this  mechanism,  we  think  they  are.     The  defend- 
ants use  a  frame,  which  operates  to  preserve  the  proper  rela- 
tions of  the  yoke  and  tumbler,  while  being  moved  forward 
and  backward,  as  does  the  complainant's  "case  or  frame/' 
It  was  suggested,  that  it  does  not  so  operate,  when  the  latch 
and  latch  mechanism  are  removed  from  the  outer  or  lock  case, 
but  that,  when  so  removed,  the  forward  end  of  the  bolt  is  not 
sustained  but  falls,  and  the  due  adjustment  of  the  mechanism 
is  not  preserved  ;   whereas,   it  is  said,  the  case  used  by  the 
complainanc  always  preserves  the  parts  in  their  proper  ad- 
justment, whether  in  or  out  of  the  outer  or  lock  case.     We 
apprehend    the  question  of    infringement  does  not  depend 
vol.  1 — 11 
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upon  what  capacity  the  several  parts  of  the  latch  mechanism 
used  by  the  defendants  have  or  have  not,  when  in  no  con- 
dition for  practical  use,  or  outside  of  the  conditions  in  which 
the  latches  of  both  parties  are  intended  to  operate,  and  in 
which  alone  they  are,  in  fact,  used.  If,  therefore,  in  point  of 
fact,  there  be  any  such  difference  between  the  two  structures, 
(which,  however,  the  complainant  denies),  the  question  would 
still  be — do  the  defendants,  in  making  their  locks  and  latches, 
construct  and  insert  a  mechanism  and  frame,  which,  in  the 
actual  condition  and  relation  to  the  means  of  practical  use,  is 
like  the  complainant's  patented  invention,  producing  the 
same  result,  in  substantially  the  same  way,  by  substantially 
the  same  means  ?  If  they  do,  then  it  is  not  material  that, 
outside  of  those  conditions,  or  removed  from  the  outer  or 
lock  case,  the  complainant's  latch  mechanism  and  frame  has 
the  capacity  of  holding  the  parts  in  due  relation,  which  the 
defendants'  has  not.  This  may  show  that  the  defendants' 
device  is  not  good  or  not  so  useful  and  convenient  as  the  com- 
plainant's ;  but,  that  is  all. 

Besides,  the  patent  to  Webb  is  not  for  the  latch  with  its 
mechanism  and  case  in  a  condition  not  adapted  to  use.  As 
more  fully  explained  in  the  former  suit,  above  referred  to,  it 
is  limited  to  the  structure  which  contains  the  latch  mechan- 
ism within  an  outer  case.  It  will  not  avail,  therefore,  to 
say,  that  they  do  not  infringe,  because  when  removed  from 
the  outer  case,  the  defendants'  devices  will  not  operate  in  the 
same  manner  as  the  complainant's  device  will  do  when  thus 
removed.  If  the  defendants  can  make  their  peculiar  frame 
and  mechanism  of  the  latch  useful  outside  of  any  outer  case, 
probably  the  complainant  would  not  object  that,  by  doing  so, 
the  patent  was  infringed.  If  the  opinion  in  the  former  case 
was  correct,  the  defendants  infringe,  if  their  device,  con- 
structed and  used  in  the  arrangement  and  connection  de- 
scribed in  the  patent  for  the  aggregate  structure,  does 
operate  in  the  same  way  and  produce  the  same  result  by  sub- 
stantially the  same  means.  In  this  view,  we  think  the  de- 
fendants' frame  is  not  even  entitled  to  be  treated  as  an  equiv- 
alent. It  is,  in  substance,  the  same  thing  as  the  complainant's 
case  or  frame. 
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Again,  there  is  a  difference  in  the  line  of  motion  of  the  case 
or  frame.  When  the  complainant's  latch-bolt  is  drawn  for- 
ward, for  the  purpose  of  reversing  it,  the  case  or  frame  moves 
forward  with  it,  in  a  straight  line.  By  means  of  a  projection 
in  the  main  case,  at  a  corner  or  projecting  angle  of  the  de- 
fendants' frame,  the  movement  of  their  frame,  when  the 
latch-bolt  is  drawn  forward,  is  in  a  curved  line  forward,  the 
frame  being  made  to  turn  on  such  projecting  angle  as  a  cen- 
tre of  motion.  This  difference  is  so  obviously  an  immaterial 
variation,  so  far  as  the  question  of  infringement  is  concerned, 
that,  although  the  defendants'  expert  witnesses  gave  it  some 
prominence,  their  counsel  expressly  declined  to  claim  for  it 
any  significance. 

So,  another  difference  is  stated  by  the  defendants'  experts. 
When  the  complainant's  latch-bolt  has  been  drawn  forward, 
reversed  and  returned  to  position,  but  the  knob-spindle  has 
not  been  inserted,  it  can  easily  be  drawn  forward  again  ;  it  is 
not  held  in  place  until  such  spindle  is  inserted.  The  same  is 
true  of  the  defendants'  devices  which  are  claimed  to  infringe. 
But,  the  defendants  have  superadded  another  device — a  catch 
operated   by  a  spring,  by   which,    when   the  latch  and   its 

P  mechanism  is  returned  to  its  proper  position,  it  is  caught  and 

held  in  position,  before  the  knob-spindle  is  inserted.     This  is 

J  a  merely  superadded  device.     If  of  any  conceivable  utility, 

it  may  improve  the  aggregate  structure,  but  it  has  no  effect 
whatever  upon  the  office,  functions  or  mode  of  operation  of 
the  patented  devices,  nor  does  it  justify  the  defendants  in  ap- 

|  propriating  them  to  their  use. 

I  It  is  further  insisted,  that,  because  the  complainant's  pat- 

'  ent,  and,  especially,  the  claim  therein,  characterizes  the  case 

or  frame  as  "  independent"  of  the  main  case,  and  the  defend- 
ants, in  their  structure,  make  the  main  case  useful  by  insert- 
ing studs  therein  to  receive  the  bearing  of  the  bolt  spring, 
there  is,  therefore,  no  infringement.  That  argument  can 
have  no  force,  unless  we  should  construe  the  claim  as  involv- 
ing, in  the  aggregate  structure,  the  complete  independency 
of  the  latch  mechanism  from  any  office  or  function  of  the 
main  case.  Such  is,  in  substance,  the  argument.  In  the  first 
place,  the  claim  does  not,  in  terms  or  by  a  just  interpretation 
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of  its  meaning,  import  that  the  latch  and  its  mechanism,  in 
the  combination  in  which  it  is  described  and  patented,  operate 
without  any  contributory  aid  from  the  main  case  or  adjuncts 
thereto  ;  but,  only,  that  the  case  or  frame  is  independent  of 
the  main  case,  which  means,  separate  from,  or  forming  no 
part  of,  the  main  case  ;  and  this  is  literally  and  exactly  true 
of  both  complainant's  and  defendants  'case  or  frame.  Second, 
when  the  claim  and  specification  are  read  together,  it  becomes 
obvious,  that  the  contributory  aid  of  the  main  case  to  the 
successful  operation  of  the  latch,  in  connection  with  a  lock 
case,  as  it  is  patented,  is  just  as  essential  as  in  the  defend- 
ants' device.  Studs  therein  guide  the  movement  of  the  latch 
mechanism,  the  inner  side  of  that  case,  or  a  stud  therein, 
(shown  in  the  drawings),  sustain  the  mechanism  against  the 
backward  thrust,  and  against  the  bearing  of  the  spring  before 
the  knob-spindle  is  inserted,  and  the  latch  is  sustained  by,  and 
slides  between,  the  two  surfaces  of  that  outer  case.  The 
claim  does  not,  therefore,  mean,  and  could  never  be  under- 
stood by  one  who  ever  read  the  specification  or  saw  the  model, 
that  the  latch  and  its  mechanism  operated  independently  of 
the  main  case.  All  that  it  imports  is,  that  there  was  an  outer 
case  and  a  separate  inner  frame  or  case,  in  which  the  latch 
mechanism  is  arranged  or  held  in  position.  Whether  the 
bearing  of  the  bolt  spring  was  against  the  case  or  frame  of 
the  latch  mechanism,  or  against  a  stud  or  studs  in  the  outer 
case,  is  of  no  materiality  to  the  claim  of  the  patent.  The 
whole  operates  substantially  in  the  same  way,  and  produces 
the  same  result,  and  by  substantially  the  same  means. 

A  decree  must  be  entered  for  the  complainant,  agreeably 
to  the  prayer  of  the  bill  of  complaint,  with  costs  to  the  com- 
plainant. 

Charles  E.  Mitchell  and  Benjamin  F.  Thurston^  for  the  com- 
plainant. 

Charles  R.  Ingersoll  and  Charles  F.  Blakey  for  the  defendants. 
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John  C.  Birdsall 

vs. 

A.  McDonald. 


Same 

vs. 

The  Ashland  Machine  Company.    In  Equity. 

A  patentee  cannot  be  charged  with  having  abandoned  his  invention,  where 
the  application  was  not  filed  in  the  Patent  Office,  for  more  than  two  years 
after  it  was  sworn  to,  during  all  which  time  the  solicitors  had  the  appli- 
cation, model,  and  requisite  funds  in  their  hands,  but  neglected  to  file 
the  application,  and  the  patentee  was  ignorant  of  such  neglect. 

Public  use  in  good  faith,  for  experimental  purposes,  and  for  a  reasonable 
period,  more  than  two  years  before  applying  for  a  patent,  cannot  affect 
the  rights  of  the  inventor.  The  objection  rests  upon  the  principle  of  for- 
feiture, and  is  not  to  be  favorably  regarded.  Every  reasonable  doubt 
should  be  raised  against  it.     But  if  clearly  established,  it  is  fatal. 

The  decision  of  the  Commissioner  of  Patents,  in  awarding  a  reissue  is  prima 
facie  correct  in  all  cases,  and  it  is  conclusive,  unless  impeached  for 
fraud,  or  unless  it  is  clear,  upon  the  face  of  the  several  specifications, 
that  the  reissue  is  not  for  the  same  thing  as  the  original  patent. 

A  reissued  patent  can  be  impeached  on  the  ground  of  fraud,  only  by  bill  in 
equity  in  an  independent  proceeding  had  directly  for  that  purpose,  in  the 
name  and  by  the  authority  of  the  United  States.  Citing  Rubber  Com- 
pany  v.  Goodyear,  9  Wall.,  788  ;  Mowry  v.  Whitney \  14  Wall.,  434. 

A  combination  is  legitimate,  when  all  the  elements  co-operate  in  producing 
a  result,  and  are  necessary  to  it,  though  their  several  functions  are  not 
performed  simultaneously,  but  in  immediate  succession. 

The  superiority  of  an  alleged  invention  in  utility  and  effect,  over  what  had 
gone  before  it,  is  proof,  tending  to  establish  the  fact  of  novelty. 
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The   reissued  patent  granted  to  John  C.  Birdsall,  numbered   1,299,  ncld 
valid. 

(Before  Swayne  and  Welker,  JJ.,  Northern  District  of  Ohio,  April,  1874.) 

Swayne,  J. 

These  are  suits  in  equity  founded  upon  certain  patents 
issued  to  the  complainant,  touching  machinery  for  getting 
out  clover-seed.  Except  in  one  particular,  hereafter  men- 
tioned, the  bills  in  both  cases  contain  the  same  allegations. 
The  parties  agree  as  to  the  state  of  the  art,  down  to  the  period 
of  the  alleged  inventions  of  the  complainant. 

Before  that  time  clover-heads  were  detached  from  the  stems, 
preparatory  to  hulling,  by  the  tramping  of  horses,  by  thrash- 
ing with  flails,  by  cutting  with  cradles,  (the  two  first  fingers 
being  covered  with  canvas  and  the  heads  cut  off  near  the 
place  of  their  attachment  to  the  stems,)  by  removing  the 
heads  in  the  field  by  an  instrument  known  as  a  stripper,  and, 
after  mowing,  by  ordinary  thrashing-machines.  The  heads 
were  also  sometimes  detached  by  a  machine  designed  specially 
for  that  purpose.  Hulling  out  the  seed  was  a  distinct  pro- 
cess. This  was  usually  done  by  a  machine  used  for  that  pur- 
pose alone.  Machines  for  thrashing  and  those  for  hulling 
were  frequently  worked  at  the  same  time,  side  by  side. 

These  instrumentalities  were  irrespective  of  the  machines 
to  which  our  attention  has  been  called  by  the  learned  coun- 
sel for  the  defendants.  They  were  intended,  it  is  claimed, 
each  to  combine  the  processes  of  detaching  the  heads,  hulling 
out  the  seeds,  and  removing  the  chaff,  without  the  aid  of  any 
other  instrumentality. 

In  regard  to  the  date  of  the  complainant's  original  invention, 
the  proofs  satisfy  us  of  the  following  facts  :  He  made  his  first 
combined  thrashing  and'hulling  machine  in  the  summer, or  fore 
part  of  the  fall,  of  the  year  1855.  It  was  not  entirely  success- 
ful. It  cut  the  seeds  to  some  extent,  and  had  other  defects  sub- 
sequently corrected.  He  made  one  or  two  more  machines  in 
the  year  1856.  His  model  for  the  Patent  Office  was  completed 
about  the  1st  of  December,  1855.  He  made  oath  to  his  applica- 
tion for  a  patent  January  19,  1856.  He  exhibited  a  machine  at 
the  State  fair  at  Buffalo  in  1857,  and  took  the  first  premium. 
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There  is  some  conflict  in  the  testimony  as  to  this  branch  of 
the  case,  but  it  is  much  less  than  is  usual  wheie  the  invention 
involved  is  so  important,  where  the  adverse  interests  are  so 
numerous  and  potent,  and  where  the  preparation  for  the  de- 
fense has  been  so  thorough.  The  effect  of  the  evidence  is 
such  as  to  leave  no  doubt  in  our  minds  upon  the  subject. 

There  is  no  foundation  for  the  objection  that  the  invention 
was  abandoned  to  the  public.  The  measures  taken  by  the 
complainant  to  procure  a  patent,  and  its  subsequent  issue,  are 
conclusive  against  the  proposition.  It  is  true  the  application 
was  not  filed  in  the  Patent  Office  until  the  3d  of  February, 
1858,  more  than  two  years  after  it  was  sworn  to  ;  but  the  de- 
lay was  owing  to  the  remissness  of  the  agents,  to  whom  the 
business  of  procuring  the  patent  was  confided.  They  had 
the  application,  the  model,  and  the  requisite  funds  in  their 
hands  during  all  the  intervening  time.  The  complainant 
was  ignorant  of  their  neglect,  and  should  not  be  held  re- 
sponsible for  the  delay  that  occurred.  He  sold  no  machine 
prior  to  two  years  before  the  filing  of  the  application.  He 
used  the  one  first  made  publicly,  but  to  what  extent  and  un- 
der what  circumstances,  is  not  clearly  shown  by  the  evidence. 
It  is  shown  that  the  use,  whether  more  or  less,  was  tentative, 
and  that,  by  the  light  of  experience  thus  acquired  he  made 
the  subsequent  and  better  ones.  Public  use  in  good  faith  for 
experimental  purposes  and  for  a  reasonable  period,  even  be- 
fore the  beginning  of  the  two  years  of  limitation,  cannot 
affect  the  rights  of  the  inventor.  The  objection  rests  upon 
the  principle  of  forfeiture,  and  is  not  to  be  favorably  regarded. 
Every  reasonable  doubt  should  be  raised  against  it.  But 
where  either  of  the  facts  of  this  class,  specified  in  the  statutes, 
is  clearly  made  out,  the  result  is  as  if  there  had  been  the  fail- 
ure of  condition  precedent,  and  the  defect  is  fatal  to  the  pat- 
ent. Neither  a  court  of  law  nor  a  court  of  equity  has  any  dis- 
pensing power.  It  is  alike  the  duty  of  both  to  give  full  effect 
to  the  law.  Neither  can  interpolate  a  qualification  with 
which  Congress  has  not  seen  fit  to  temper  the  rules  prescribed. 
The  complainant  is  not  barred  by  laches  or  acquiescence. 

The  facts  disclosed  in  the  record  are  not  such,  we  think, 
as  to  take  away  his  right  to  maintain  these  suits.     The  com- 
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plainant's  bill  against  McDonald  and  others  is  founded  upon 
two  patents,  reissue  No.  1,299  an(*  the  original  patent,  No. 
35,209.  The  bill  charges  the  defendants  in  that  case  with 
infringing  all  the  claims,  three  in  number,  of  the  reissue,  and 
the  third  claim  of  the  original  patent. 

As  regards  the  reissue,  the  case  is  the  same  as  to  the  de- 
fendants in  both  suits.  The  third  claim  of  No.  35,209  is 
as  follows  : 

"  The  spiral  conveyer  W  in  combination  with  the  hulling 
cylinder,  for  distributing  the  tailings  from  the  elevator  uni- 
formly to  the  feed  rolls  and  hulling  cylinder." 

As  to  this  claim,  we  deem  it  sufficient  to  remark  that  the 
evidence  has  failed  to  satisfy  us  of  its  originality  with  the 
complainant,  or  its  infringement  by  the  defendants,  as 
alleged. 

The  subject  is  of  little  importance  as  compared  with  the 
issues  arising  under  the  other  patent.  We  shall,  therefore, 
say  nothing  further  upon  the  subject.  The  bill  must  be  dis- 
missed as  to  this  claim. 

In  the  specifications  of  the  original  patent  No.  20,249,  issued 
May  18,  1858,  of  which  No.  1,299  is  a  reissue,  the  invention  is 
described  as  consisting  of  "  certain  new  and  useful  improve- 
ments in  machines  for  thrashing  and  hulling  clover."  The 
claim  is  as  follows  : 

"  Having  thus  described  my  invention,  what  I  claim 
therein  as  new  and  desire  to  secure  by  letters  patent,  is  the 
arrangement  of  the  slatted  belt  b  by  with  the  bolt  B  B',  table 
T,  thrashing  cylinder  D,  hulling  cylinder  L,  and  fan  F,  the 
whole  operating  in  the  manner  and  for  the  purpose  substan- 
tially as  set  forth." 

In  the  specifications  of  the  reissue  the  patentee  says  : 

"  Be  it  known  that  I  *  *  have  invented  a  new  and  useful 
machine  for  thrashing  clover,  to  separate  the  seed,  hull,  and 
clean  it  at  one  operation,  or  in  one  machine. 

"  Prior  to  my  invention,  clover  was  thrashed  by  a  machine 
which  only  separated  the  seed,  with  the  hulls  on  it,  from  the 
straw  and  heads,  and  the  seed  was  taken  by  manual  labor,  and 
put  into  another  machine  of  a  different  construction,  to  re- 
move the  hulls  and  cleanse  the  seed. 
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"  The  object  and  purposes  of  my  invention  and  improve- 
ments have  been  to  make  a  machine,  which  would  thrash  the 
clover  and  separate  the  seed  from  straw  or  stalks  and  heads, 
remove  the  hulls  from  the  seed,  and  clean  it  ready  for  use  or 
market.  And  I  have  succeeded  in  making  a  machine  which 
will  thrash,  hull,  and  clean  more  than  twice,  and  nearly  three 
times,  as  fast  as  it  has  been  done  heretofore,  with  the  same  or 
a  given  quantity  of  labor  and  power. 

44  The  nature  of  my  invention  and  improvements  in  machines 
for  thrashing  clover,  and  hulling  and  cleaning  the  seed,  con- 
sists in  arranging  and  combining  in  one  machine  the  cylinder 
which  thrashes  the  bolls  and  seed  from  the  straw  or  stalks, 
and  the  cylinder  which  hulls  the  seed,  so  that  the  bolls  and 
seed  thrashed  may  be  separated  from  the  straw  or  stalks,  and 
conveyed  from  the  thrashing  to  the  hulling  cylinder,  and  the 
seed  hulled  before  it  passes  out  of  the  machine  ;  and  in  com- 
bining with  the  above  a  bolting  or  screening  and  conveying 
apparatus,  to  separate  the  bolls  and  seed  from  the  straw  or 
stalks,  and  deliver  them  to  the  hulling-cylinder  ;  also  in  com- 
bining with  the  thrashing  and  hulling-cylinders  a  screening 
and  fanning  apparatus,  to  separate  the  hulls  or  bolls,  and 
clean  the  seed  after  it  leaves  the  hulling-cylinder.' * 

He  then  proceeds  to  give  a  full  and  clear  description  of  the 
machine  and  of  the  mode  of  constructing  it,  and  concludes 
as  follows  : 

"  I  will  now  state  what  I  desire  to  secure  by  letters  patent, 
to  wit : 

"  I  claim  the  arranging  and  combining  in  one  machine  the 
cylinder  which  thrashes  the  bolls  and  seed  from  the  straw  or 
stalks,  and  the  cylinder  which  hulls  the  seed  ;  so  that  the 
bolls  and  seed  thrashed  may  be  hulled  before  it  (the  seed) 
passes  out  of  the  machine. 

"  And  in  combination  with  the  thrashing  and  hulling  cylin- 
ders, above  claimed,  I  claim  the  bolting  or  screening  and 
conveying  apparatus,  which  separates  the  bolls  and  seed 
from  the  straw  or  stalks  and  delivers  them  to  the  hulling 
cylinder. 

44  And  in  combination  with  the  thrashing  and  hulling  cylin- 
ders, I  claim  the  screening  and  fanning  apparatus,   which 
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separates  the  hulls  or  bolls,  and  cleans  the  seed,  after  it  leaves 
the  hulling  cylinder." 

It  is  objected  that  the  reissue  is  broader  than  the  original 
patent,  and,  therefore,  void. 

The  Commissioner  of  Patents  awarded  the  reissue.  The 
subject  was  placed  by  the  law  within  his  jurisdiction.  His 
decision  is  to  be  held  prima  facie  correct  in  all  cases,  and  it  is" 
conclusive,  unless  impeached  for  fraud,  or  unless  it  is  clear 
upon  the  face  of  the  several  specifications,  that  the  reissue  is 
not  for  the  same  thing  as  the  original  patent.  Where  a 
remedy  is  sought  for  fraud,  it  must  be  in  an  independent  pro- 
ceeding had  directly  for  that  purpose  by  a  bill  in  equity  in 
the  name  and  by  the  authority  of  the  United  States.  Rubber 
Company  v.  Goodyear,  9  Wall.,  788  ;  Mowry  v.  Whitney,  14  Wall., 

434. 

Inventors  are  a  meritorious  class  of  men.     They  are   not 

monopolists  in  the  odious  sense  of  that  term.  They  take 
nothing  from  the  public.  They  contribute  largely  to  its 
wealth  and  comfort.  Patent  laws  are  founded  on  the  policy 
of  giving  to  them  remuneration  for  the  fruits,  enjoyed  by 
others,  of  their  labor  and  their  genius.  Their  patents  are 
their  title  deeds,  and  they  should  be  construed  in  a  fair  and 
liberal  spirit,  to  accomplish  the  purpose  of  the  laws  under 
which  they  are  issued.  We  have  examined  carefully  the 
specifications  of  both  patents,  and  are  satisfied  that  the  com- 
missioner decided  correctly. 

It  is  further  objected  that  the  reissue  is  for  a  mere  aggrega- 
tion of  old  things — that  the  aggregation  involved  nothing  of 
invention,  and  was  without  merit,  and,  therefore,  not  patent- 
able. 

The  slightest  examination  of  the  specifications,  the  model, 
and  the  evidence  will  at  once  dispose  of  this  illusion.  The 
machine,  though  made  up  of  several  elements,  is  a  unit.  Its 
purpose  is  to  get  out  clover  seed  and  prepare  it  for  use.  All 
its  parts  co-operate  for  that  result,  and  are  necessary  to  that 
end.  Without  either  there  will  be  a  failure  to  the  extent  of 
the  function  which  it  performs,  and  the  work  intended  to  be 
accomplished  would  be  imperfectly  done.  It  is  not  neces- 
sary that  every  function  should  be  performed  simultaneously. 
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Their  connection  and  operation,  as  in  this  case,  in  immediate 
succession  is  sufficient.  There  is  no  analogy  between  this 
case,  and  the  one  relied  upon  by  the  counsel  for  the  defend- 
ants as  authority  upon  the  subject. 

In  order  to  consider  intelligently  the  questions  of  novelty 
and  infringement,  it  is  necessary  to  determine,  in  advance, 
the  proper  construction  of  the  patent.  It  is  for  improve- 
ments upon  pre-existing  machines.  This  is  its  most  promi- 
nent point.  The  improvements  are  in  the  combinations  de- 
scribed. The  parts  are  old.  There  is  nothing  new  in  any  of 
them.  The  novelty  lies  in  combining  them  in  the  manner  set 
forth,  and  in  the  striking  and  valuable  effects  thus  produced. 
We  agree  with  the  counsel  for  the  defendants,  that  we  are  to 
look  to  the  body  of  the  specification  for  the  intermediary  and 
auxiliary  means  of  giving  to  the  things  claimed  as  the  com- 
plainant's invention,  operative  effect,  but  we  do  not  agree  with 
them  in  the  inference  they  draw  from  this  proposition. 

The  specific  claims  set  up  are:  1.  The  combination  of 
thrashing  and  the  hulling  cylinders.  2.  In  combination  with 
these,  the  bolting,  screening,  and  conveying  apparatus,  which, 
operating  between  the  thrashing  and  the  hulling  .cylinder, 
supplies  the  latter  with  the  material  upon  which  its  function 
is  to  be  wrought.  3.  In  combination,  also,  with  the  two 
cylinders,  the  screening  and  fanning  apparatus. 

If  any  machine,  of  practical  success  and  value,  having  these 
combinations,  was  "  known  and  used  by  others  before"  the 
complainant  completed  his  invention,  then  his  patent  is  void. 
If,  on  the  other  hand,  there  had  been  no  such  machine,  his 
patent  is  valid  ;  and,  in  such  case,  every  machine  since  con- 
structed, having  substantially  the  same  combinations,  though 
not  using  the  same  instrumentalities,  but,  instead  of  them, 
mechanical  equivalents  older  than  the  invention,  is  a  violation 
of  his  rights.  This  proposition  assumes  that  the  machine  of 
the  complainant  was  a  success.  The  proof  shows  that  it  was 
a  great  and  brilliant  one.  The  result  of  his  invention  was 
his,  and  another  cannot  appropriate  it,  by  merely  changing 
the  form  and  shape  of  the  appliances  employed.  That  these 
appliances  had  long  been  known  in  the  state  of  the  art,  and 
that  those  employed  by  the  patentee  are  of  the  same  character, 
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is  immaterial.  It  is  the  combinations,  and  their  new  effect, 
that  are  to  be  regarded.  Any  change  merely  colorable,  in- 
volving no  new  idea,  requiring  not  invention,  but  only  me- 
chanical skill,  to  make  it,  a  change  which  retains  the  idea  of 
the  patentee  and  the  substance  of  his  invention,  notwith- 
standing the  different  drapery  in  which  that  substance  is 
clothed,  cannot  avail  to  protect  a  party  charged  with  infringe- 
ment. 

The  superiority  of  an  alleged  invention  in  utility  and  effect, 
over  what  had  gone  before  it,  is  proof  tending  to  establish  the 
fact  of  novelty. 

If  the  views  we  have  expressed  as  to  the  construction  of  the 
patent,  and  the  rules  we  have  laid  down  upon  the  subject  of 
infringement,  are.  correct,  it  will  hardly  be  denied,  if  the 
patent  is  valid,  that  the  defendants  have  offended  as  charged 
in  the  bills. 

Viewing  the  subject  from  this  standpoint,  no  question  was 
raised  by  the  counsel  for  the  defendants  in  the  discussion 
before  us.  The  main  stress  of  their  argument  was  upon  two 
propositions  :  That  the  patent  was  void  for  want  of  novelty  : 
that  if  it  were  not  void,  the  patentee  having  used  instru- 
mentalities, all  of  which  were  old,  in  making  his  combina- 
tions, the  defendants  had  a  right  to  use  other  and  different 
old  instrumentalities  in  the  same  way  and  for  the  same  pur- 
pose. 

We  shall  forbear  to  examine  in  detail  the  evidence  relating 
to  the  second  proposition.  In  our  view  it  supports  fully  the 
complainant's  allegations,  and  brings  the  case  within  the  rules 
we  have  laid  down  upon  the  subject.  The  question  of  novelty 
is  the  only  one  about  which  we  have  felt  any  difficulty.  At 
first  the  defence  struck  us  as  formidable.  Reflection  and  a 
full  examination  of  the  evidence  has  removed  all  doubt  from 
our  minds  and  enabled  us  to  reach  a  satisfactory  conclusion. 
It  is  insisted  that  the  complainant's  alleged  invention,  was 
anticipated  by  what  was  designated  in  the  argument  as  :  The 
machine  of  Hizer :  the  machine  of  Rowe :  the  machine  of 
Mathews  &  Hale  :  the  machine  of  Hathaway  :  the  machine  of 
Feezler. 

The  argument  before  us  was  directed  chiefly  to  the  two 


APRIL,    1874.  173 


Birdsall  v.  McDonald. 


machines  first  mentioned,  and  our  remarks  will  be  confined  to 
them.  The  question  relating  to  the  Hizer  machine  was  be- 
fore the  Commissioner  when  he  granted  the  reissue.  His 
opinion  upon  that  occasion  is  in  evidence.  He  says:  "It 
only  requires  an  inspection  of  these  (the  model  and  drawing) 
to  show  that  this  machine  never  had,  and  never  was  intended 
to  have,  a  thrashing  cylinder.  The  Hizer  machine  was  de- 
signed to  take  the  clover  heads,  after  they  had  been  separated 
from  the  straw,  and  hull  them.  It  was  a  huller,  and  not  a 
thrasher  and  huller.1 ' 

A  large  number  of  witnesses  were  examined  on  both  sides. 
This  view,  we  think,  is  sustained  by  a  very  decided  prepon- 
derance of  the  evidence.  France  testifies  that  the  upper 
cylinder  was  a  picker  with  wooden  pins,  and  merely  picked 
the  chaff  apart.  He  and  thirteen  others  testify  that  the  heads 
were  tramped  or  thrashed  off  before  they  were  fed  to  the  ma- 
chine. None  of  the  witnesses  examined  had  better  means  of 
knowledge  or  are  more  trustworthy  than  these.  Ten  of  them 
testify  that  they  saw  the  machine  in  use,  and  that  it  had  but 
a  single  cylinder.  The  machine  was  used  for  one  of  them — 
Patterson.  He  saw  the  first  combined  machine  he  ever  saw, 
the  October  before  his  deposition  was  taken. 

Crites,  another  of  them,  says,  he  ran  a  machine  on  shares 
with  Hizer  two  seasons — 1847  and  1848.  He  says  the  heads 
were  thrashed  or  tramped  off  and  fed  to  the  machine  with  a 
scoop  or  shovel.  He  never  knew  of  Hizer  building  a 
machine  with  two  cylinders,  and  he  never  saw  a  machine 
with  two  cylinders,  until  the  Monday  before  he  was  ex- 
amined. 

C.  H.  Lizor  furnished  Hizer  with  money  to  enable  him  to 
get  his  patent,  and  got  one  of  the  machines.  It  had  but  one 
cylinder.  George  H.  Lizor  helped  Hizer  to  make  his  model. 
It  had  one  cylinder.  He  first  heard  of  a  combined  machine 
two  years  before  he  testified. 

Heck  manufactured  the  machines  in  the  summer  and  fall 
of  1847.  They  had  one  cylinder.  They  did  not  prove  suc- 
cessful, and  the  manufacture  was  abandoned.  Allen  Smith 
worked  with  Heck,  and  his  testimony  is  to  the  same  effect. 
He  first  heard  of  a  combined  machine  in  1858  or  1859. 
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Knox  saw  a  picker  on  the  machine.  Hizer  took  it  off  and 
laid  it  away  before  the  machine  was  used.  Mowray  testifies 
that  the  picker  was  a  failure,  and  was  removed.  Mrs.  Hizer, 
the  widow  of  the  patentee,  was  well  acquainted  with  the  ma- 
chine. Her  testimony  is  clear  upon  the  subject.  She  says  : 
14  The  first  machine  had  a  roller  on  top,  a  picker  they  called 
it.  Well,  then  the  clover  got  tangled  with  the  roller  on  top; 
so  they  could  not  work  with  that  on.  Then  it  worked  and 
cleaned  the  seed  after  he  took  that  off."  By  that  she  says  she 
means  the  picker.  She  says  further,  that  the  picker  was  taken 
off,  the  day  Hizer  began  to  use  the  machine. 

Comment  is  unnecessary.  There  is  some  conflicting  evi- 
dence, but  it  fails  to  neutralize  the  effect  of  that  to  which  we 
have  adverted. 

The  patent  issued  to  Rowe  is  in  evidence.  It  is  dated  April 
30,  1 86 1,  nearly  three  years  after  the  emanation  of  the  patent 
to  the  complainant.  The  defendants  rely,  of  course,  not  upon 
the  patent  to  Rowe,  but  upon  machines  used  by  him  at  differ- 
ent periods  from  1845  to  1857.  The  complainant's  counsel  ad- 
mit, that,  during  that  time,  Rowe  did  make  and  use  two  or 
three  machines  with  two  cylinders,  but  he  insists  that  they 
were  both  hullers  ;  that  neither  was  a  thrasher  ;  that  the 
machines  were  experimental,  were  failures,  and  that  they 
were  finally  abandoned.  The  defendants  examined  eleven 
witnesses,  and  the  complainant  fifteen.  We  shall  advert  to 
only  so  much  of  the  evidence  taken,  as  we  deem  material  for 
the  purposes  of  this  opinion,  giving  the  names  of  the  several 
witnesses  in  connection  with  a  brief  resume*  of  their  testimony, 
respectively. 

Henry  C.  Smale,  age  63,  farmer  in  West  Virginia,  had  a  Rowe 
machine  to  thrash  clover  seed  for  him  in  1855,  and  for  two  or 
three  years  thereafter.  The  machine  was  run  by  Bender  & 
Hyeronymous.  It  did  not  work  at  all.  He  had  a  great  deal 
of  trouble  with  it.  It  left  about  one-third  of  the  seed  in  the 
straw.  The  clover  was  gathered  with  a  cradle  which  had 
three  fingers  and  a  trough. 

John  B.  Tites  had  a  Rowe  machine  thrash  for  him  in  1852. 
It  had  two  cylinders.  It  thrashed  slow,  gave  trouble  about 
choking,  and  ground  the  seed.      The  first  day  it  thrashed 
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three  and  a  half  bushels.  Don't  know  whether  this  was  an 
average  day's  work.  The  best  and  plumpest  of  the  seed  were 
broken  and  of  no  account. 

Jacob  Wolf  saw  the  Rowe  machine  in  1847.  First  had  a 
single  huller.  First  change  Rowe  made  was  by  adding  the 
screen  ;  then  the  second  cylinder  or  stemmer  that  knocked  the 
seed  off  the  straw.  Heard  Colonel  Lucas  tell  Rowe,  when  he 
attached  the  second  cylinder,  to  get  out  a  patent.  Rowe  said 
he  did  not  want  a  patent  as  the  machine  then  was.  An 
average  day's  work,  before  the  extra  cylinder  was  added,  was 
from  three  to  five  bushels.  After  the  second  cylinder  was 
added,  the  machine  did  not  thrash  so  much.  The  upper 
cylinder  hulled  out  considerable  seed  when  the  clover  was 
dry. 

A.  J.  Read. — He  used  one  of  Rowe's  machines  in  1850.  It 
had  two  cylinders.  The  machine  separated  the  hulls  from 
the  straw.  The  second  cylinder  hulled  the  seed.  Some  days 
the  machine  thrashed  twelve  bushels,  but  the  seed  was  dirty 
and  had  to  be  sifted  ;  he  never  saw  any  clean  seed  from  the 
machine.  Some  days  it  did  not  thrash  more  than  a  bushel  ; 
some  days  the  machine  thrashed  without  breaking  the  seed  ; 
some  days  they  were  broken  very  much.  Rowe  often  said  he 
did  not  consider  the  machine  "  a  genuine  one,"  but  expected 
to  perfect  it.  The  clover  was  sometimes  prepared  by  strip- 
ping and  sometimes  by  cradles. 

Michael  Wolf. — He  tried  a  Rowe  machine  in  1848,  and 
could  not  make  it  work.  The  seed  was  broken  so  much  that 
Rowe  would  not  let  him  hull  any  more.  He  finished  that  job, 
and  several  others  that  had  been  begun,  with  a  Fitz  machine 
with  one  cylinder. 

George  W.  Spotts  knew  of  one  of  Rowe's  double  cylinder 
machines  in  1855.  The  machine  was  taken  to  Scavel's,  and  left 
there  to  rot.  '*  Rowe  was  most  invariably  altering  his 
machines,  and  often  told  me  he  could  perfect  a  better  machine. 
The  war  broke  out  and  broke  the  old  gentlemen  up.  He 
never  succeeded.  *  * 

B.  W.  Kanode.  —The  Rowe  machine  got  out  from  four  to 
six  bushels  of  seed  per  day.     The  seed  was  cut. 

Samuel  Walton. — Rowe  stated  that  the  machines  he  had 
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been  working,  up  to  the  time  he  got  his  patent  in  1861,  were 
experimental.  Did  not  consider  them  perfect.  That  he  had 
made  numerous  changes  in  that  time.  He  said  that  he  did  not 
consider  any  of  his  machines,  up  to  that  time,  worth  getting 
a  patent  for. 

Hiram  King. — Resides  at  Hagerstown,  Maryland.  Is  a 
wheelwright.  Became  acquainted  with  Rowe  in  1847  or 
1848.  He  was  then  running  a  huller.  Worked  for  him  in 
1847  in  repairing  an  old  two-cylinder  machine.  Worked  for 
him  again  in  1858  upon  an  old  machine,  and  assisted  him  in 
building  a  new  one. 

'*  Q-  45- — Do  you  know  anything  of  the  practical  working 
of  the  old  two-cylinder  machine  ?" 

14  A.  I  do  ;  as  far  as  my  judgment  about  machinery,  they 
were  not  practical  machines.' ' 

There  is  other  testimony,  more  favorable  to  the  machine, 
but  it  fails  to  repel  the  force  of  that  to  which  we  have  re- 
ferred. There  is  also  proof  of  the  defective  working  of  a  two- 
cylinder  Rowe  machine  reproduced,  and  expert  testimony 
taken  by  the  complainant.  We  do  not  deem  it  necessary  par- 
ticularly to  advert  to  either. 

Let  the  Rowe  machine,  as  described  by  all  the  witnesses,  be 
contrasted  with  the  machine  of  the  complainant.  The  latter 
is  capable  of  thrashing  and  hulling  out,  and  cleaning  and 
preparing  thoroughly,  the  seed  for  the  market.  Its  superiority 
lies  alike  in  the  quantity  and  the  quality  of  the  work  which  it 
performs.  We  think  the  Rowe  machine  was  experimental,  im- 
perfect, and  of  no  practical  value. 

The  line  of  demarkation  between  the  Birdsall  machine  and 
those  that  went  before  it,  is  that  which  separates  success  from 
failure.  There  can  be  no  better  proof  of  this  than  the  crowd 
of  imitations  which  have  followed  the  invention  of  the  com- 
plainant. 

There  is  less  ground  for  claiming  that  either  of  the  other 
machines,  which  have  been  mentioned,  is  a  defence  for  the  de- 
fendants, than  that  those  are,  which  have  been  considered. 
The  testimony  of  Davis  and  Schuyler,  under  the  circum- 
stances, requires  no  remark.  We  hold  that  the  attack  on  the 
patent  for  want  of  novelty  has  failed. 
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It  appears  in  the  evidence  that  there  was  a  struggle  between 
these  parties  upon  this  question,  before  the  Commissioner, 
when  the  patent  was  extended.  The  proceeding  was  ex  parte. 
We  have  considered  the  case  as  if  no  such  contest  had 
occurred. 

A  decree  will  be  entered  in  each  case  in  favor  of  the  com- 
plainant, in  the  usual  form,  for  an  injunction,  for  an  account, 
and  for  costs. 

S.  S.  Fisher,  for  the  complainant. 

George  Willey  and  George  Rixy  for  the  defendants. 


The    Northwestern    Fire    Extinguisher    Company 

ET  AL. 
VS. 

The  Philadelphia  Fire  Extinguisher  Company.    In 

Equity. 

A  patent  will  not  be  void,  because  of  an  error  in  the  Christian  name  of  one 
^      of  the  patentees,  provided  it  contains  a  description  of  him,  by  which  he 
can  be  identified. 

Where  the  Christian  name  of  one  of  the  patentees  was  erroneously  stated  in 
the  patent,  but  he  was  described  in  it,  as  a  joint  inventor  with  another, 
and  was  identified  as  such,  the  patent  was  held  to  be  valid,  notwithstand- 
ing such  error. 

The  decree  of  a  court  of  probate,  appointing  an  administrator,  cannot  be 
impeached  in  a  suit  upon  a  patent  granted  to  him  as  the  representative 
of  the  inventor  ;  such  a  decree  must  be  treated  as  valid,  until  it  is  re- 
versed or  annulled  by  some  direct  proceeding  to  that  end.  It  cannot  be 
attacked  in  a  collateral  proceeding. 

A  patent,  granted  to  an  administrator  of  a  deceased  inventor,  is  a  grant  in 
trust  for  the  heirs  of  the  inventor,  but  it  is  not  essential  to  the  validity  of 
the  patent,  or  the  efficacy  of  the  trust,  that  the  beneficiaries  should  be 
named  upon  the  face  of  the  patent  Citing,  Stimpson  v.  Rogers  et  aL , 
4  Blatchf.  C.  C.  R.,  333- 
VOL.  I— 12 
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In  a  suit  upon  a  patent,  granted  to  the  administrator  of  a  deceased  inventor, 
the  heir  of  the  inventor,  being  the  beneficiary  of  the  trust  raised  by  the 
grant  of  the  patent  to  the  administrator,  is  a  necessary  party  to  the  suit, 
unless  the  inventor,  prior  to  his  death,  had  parted  with  all  of  his  in- 
choate or  equitable  title  to  the  invention  ;  in  which  case,  the  administra- 
tor would  take  and  hold  the  patent  for  the  use  of  those  upon  whom  the 
beneficial  ownership  of  it  was  devolved  by  the  inventor's  own  act  before 
it  was  granted,  and  the  heir,  having  no  benficial  interest,  would  not  be  a 
necessary  party  to  the  suit. 

A  description  of  an  invention,  contained  in  an  application  for  a  patent  which 
was  rejected,  cannot  be  given  the  effect  which  the  act  of  Congress  gives 
to  a  publication,  because  it  lacks  the  essential  quality  of  a  publication, 
in  that  it  was  not  designed  for  general  circulation,  nor  made  accessible 
to  the  public  generally. 

Although  a  written  description  of  a  machine,  illustrated  by  drawings,  which 
has  not  been  given  to  the  public,  does  not  constitute  an  invention,  still, 
rejected  specifications  and  drawings  may  be  received  in  evidence,  after 
the  invention  is  perfected,  to  ascertain  the  date  of  the  invention,  the  de- 
sign of  the  inventor,  and  the  principle,  intended  functions,  and  the  mode 
of  operation  of  the  mechanism. 

A  trial  of  a  machine  in  public,  which  proves  the  capacity  of  the  machine  to 
effect  what  its  inventor  proposed,  entitles  him  to  the  merit  of  having 
produced  a  complete  invention,  and  cannot  be  regarded  as  a  mere  ex- 
periment, entitling  a  subsequent  inventor  to  a  patent  for  the  same  in- 
vention. Gaylcr  v.  Wilder,  10  How.  477,  and  Parkhurst  v.  Kinsman y 
1  Blatchf.  C.  C.  R.,  488,  distinguished. 

A  patent  for  an  apparatus,  in  which  the  alkaline  solutions  for  forming  carbonic 
acid  gas  were  kept  separate  until  required  to  extinguish  a  fire,  when  they 
could  be  readily  mingled,  held  void,  on  it  appearing  that  similar  appa- 
ratus had  been  employed  in  soda  fountains  for  the  supply  of  beverages*. 

Where  an  effect  or  result  has  been  before  produced,  the  mechanical  agencies 
by  which  it  is  reproduced,  if  they  are  not  in  themselves  new,  are  not 
the  subject  of  a  patent. 

The  reissued  patent,  for  an  improvement  in  extinguishing  fires,  granted  July 
16th,  1872,10  Dawson  Miles,  as  administrator  of  P.  F.  Carlier,  and  to 
Alphonse  A.  C.  Vignon,  adjudged  void  for  want  of  novelty  in  all  the 
devices  claimed. 

(Before  McKennan,  J.,  Eastern  District  of  Pennsylvania,  April,  1874.) 

McKennan,  J. 

Suit  brought  on  letters  patent,  reissued  to  Dawson  Miles, 
administrator  of  P.  F.  Carlier,  deceased,  and  Alphonse  A.  C. 
Vignon,  No.  4>994>  dated  July  16,  1872  (original  patent  No. 


APRIL,    1874.  179 


Northwestern  Fire  Extinguisher  Co.  v.  Philadelphia  Fire  Extinguisher  Co. 

88,844,  dated  April  13,  1869),  for  improvement  in  extinguish- 
ing fires. 

The  claims  of  the  reissued  patent  are  as  follows  : 

44  1.  The  improvement  in  the  art  of  extinguishing  fires, 
hereinbefore  described,  by  throwing  upon  the  fire  or  confla- 
gration, a  properly  directed  stream  of  mingled  carbonic-acid 
gas  and  water,  by  means  of  the  pressure  or  expansive  force 
exerted  by  the  mass  of  mingled  gas  and  water  from  which 
the  stream  is  derived. 

44  2.  We  claim  a  strong  vessel,  provided  with  a  proper  plug 
or  lid,  by  which  an  orifice  in  it  can  be  closed,  and  a  stop-cock, 
through  which  its  contents  can  be  ejected,  and  a  flexible  tub- 
ing or  hose  for  directing  the  stream  as  ejected  at  the  will  of 
the  operator,  these  parts  being  substantially  as  described, 
and  capable  of  operating  as  specified. 

44  3.  We  claim  a  strong  vessel  provided  with  a  proper  plug 
or  lid  for  closing  an  orifice  in  it,  and  also  with  a  stop-cock,  in 
combination  with  another  vessel  or  tube,  the  combination 
being  substantially  such  as  specified,  and  the  construction 
being  substantially  such  as  described,  so  that  the  vessels  may 
keep  separately  the  ingredients  for  making  carbonic-acid  gas, 
and  that  when  their  contents  are  mingled,  they  may  be  dis- 
charged in  a  stream  of  carbonic-acid  gas  and  water. 

44  4.  We  claim,  in  combination  with  the  vessel's  lid  or  plug 
and  stop-cock  combined,  and  capable  of  operating  as  in  the 
above  third  claim,  a  hose  and  nozzle,  so  applied,  as  described, 
that  the  mingled  stream  of  carbonic-acid  gas  and  water  may 
be  suitably  directed,  as  hereinbefore  set  forth. 

44  5.  As  the  preferred  arrangement  of  our  apparatus,  we 
claim  a  strong  vessel,  provided  with  a  lid  or  plug  and  a  stop- 
cock near  the  bottom  thereof,  in  combination  with  a  vessel  or 
tube  arranged  in  the  interior  thereof,  the  arrangement  being 
substantially  as  described. 

'4  6.  We  claim  a  strong  vessel  provided  with  a  lid  or  plug 
and  a  stop-cock,  in  combination  with  a  vessel  or  tube  arranged 
in  the  interior  thereof,  and  a  rod  passing  through  the  wall  of 
the  outer  vessel,  and  capable  of  operating  substantially  as 
described. 

44  7.  We  claim  a  strong  vessel  provided  with  a  lid  or  plug 
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and  a  stop  cock,  in  combination  with  a  vessel  or  tube  arranged 
in  the  interior  thereof,  and  a  rod  and  cock  or  valve,  the  whole 
being  and  operating  substantially  as  described. 

44  8.  We  claim  the  elements  or  parts  of  a  whole  apparatus 
specified  in  the  fifth  claim,  and  arranged  as  therein  specified, 
in  combination  with  a  flexible  hose  and  nozzle,  and  with 
handles  or  loops,  whereby  the  apparatus  may  be  supported 
and  the  stream  directed,  substantially  as  specified. 

14  9.  We  claim,  in  combination,  a  strong  vessel,  a  lid  or  plug 
for  closing  the  same,  a  stop-cock  near  the  bottom  of  the 
vessel,  a  hose  and  nozzle,  and  handles  or  loops,  whereby  a 
volume  of  water  charged  with  carbonic-acid  gas  may  be  con- 
fined and  transported,  and  a  stream  thereof  directed,  in  the 
manner  and  for  the  purposes  described. 

44  10.  The  keeping  of  the  acid  and  alkali  or  alkaline  solution 
in  separate  and  distinct  vessels,  but  in  such  proximity  to  each 
other  that  they  may  be  immediately  brought  into  contact 
when  the  apparatus  is  required  for  use,  one  mode  of  accom- 
plishing which  we  have  above  set  forth. 

44  11.  A  closed  receptacle,  made  of  suitable  material,  contain- 
ing one  of  the  gas-generating  ingredients,  placed  within  the 
main  reservoir,  containing  the  other  gas-generating  ingredient, 
to  be  discharged  of  its  contents  in  the  manner  herein  set  forth, 
or  by  other  equivalent  means." 

This  bill  is  founded  upon  a  reissued  patent  to  Dawson  Miles, 
administrator  of  the  estate  of  Phillipe  F.  Carlier,  deceased,  and 
Alphonse  A.  C.  Vignon,  as  joint  inventors  of  an  44  improve- 
ment in  extinguishing  fires. ' '  They  are  described  as  residents 
of  the  city  of  Paris  and  subjects  of  the  Emperor  of  France  at 
the  time  of  the  invention.  The  answer  denies  that  there  was 
Any  person  named  Phillipe  F.  Carlier,  and  avers  that  Francois 
Phillipe  Carlier  was  the  name  of  Vignon's  associate  in  the 
alleged  invention  ;  and  for  this  misnomer  it  is  urged  that  the 
patent  is  void. 

It  was  the  opinion  of  the  judges  in  Humble  v.  Glover,  Cro. 
Eliz.,  328,  that  an  omission  or  mistake  of  the  Christian  name 
of  a  grantee  rendered  the  grant  void  ;  and  so  the  rule  is 
stated  by  Lord  Bacon,  (Maxims,  107).  But  even  then  a 
different  rule  prevailed  with  regard  to  wills  ;  for  extrinsic  evi- 
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dence  was  admitted  to  ascertain  the  person,  when  two  were 
of  the  same  name,  or  when  there  had  been  a  mistake  in  the 
Christian  name  of  the  devisee.  Cheyney's  case,  5  Co.,  68  ; 
Ulrich  v.  Litchfield,  2  Atk.,  372.  Lord  Coke,  however,  held, 
Co.  Litt.,  vol.  2,  p.  255,  Thomas'  ed.,  that  a  misnomer  of  a 
grantee  would  not  avoid  the  grant,  where  he  was  so 
otherwise  described  as  to  individuate  him  ;  and  he  says  : 
41  So  it  is,  if  lands  be  given  to  Robert  earl  of  Pembrook, 
where  his  name  is  Henry  ;  to  George,  Bishop  of  Norwich, 
where  his  name  is  John  ;  and  so  of  an  abbott,  etc.,  for  in 
these  and  the  like  cases  there  can  be  but  one  of  that  dignity 
or  name." 

Chief  Justice  Kent  refers  approvingly,  in  Jackson  v.  Stanley, 
10  Johns.,  137,  to  this  statement  of  Lord  Coke  and  says  : 
"  In  all  the  cases  which  I  have  seen,  where  there  was 
a  misnomer,  there  was  some  description  connected  with 
the  name,  and  there  was  no  other  person  who  set  up  a 
title  in  competition,  under  the  erroneous  name."  But 
he  does  not  hold  the  admission  of  parol  evidence  to 
identify  the  grantee  to  be  erroneous.  Indeed  it  is  the  obvi- 
ous sequence  of  his  argument,  that  such  evidence  would  have 
been  held  admissible,  to  show  the  person  intended  by  the  pat- 
ent in  question,  if  any  description  had  been  connected  with 
his  name.  So,  therefore,  in  the  subsequent  case  of  Jackson  v. 
Goes,  13  Johns.,  524,  Chief  Justice  Thompson  says:  "The 
identity  of  the  grantee,  as  well  as  of  the  thing  granted, 
must,  generally  speaking,  partake,  more  or  less,  of  a  latent 
ambiguity,  explainable  by  testimony  de  hors  the  grant.  It  can- 
not be  that  this  inquiry  is  restricted  to  the  single  case  of  am- 
biguity occasioned  by  their  appearing  to  be  two  persons  bear- 
ing the  name  of  the  patentee." 

It  may,  therefore,  be  stated,  as  the  result  of  these  and 
numerous  other  judicial  decisions,  that  a  grant  is  not  necessa- 
rily void  by  reason  of  an  error  in  the  Christian  name  of  the 
grantee,  and  that  where  it  contains  any  other  matter  descrip- 
tive of  the  person  for  whom  it  was  intended,  extrinsic  proof 
of  such  matter  is  admissible  to  identify  the  grantee,  and,  if 
he  is  thus  identified,  effect  will  be  given  to  the  grant  accord- 
ingly. 
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Whatever  may  have  been  Carrier's  proper  Christian  name — 
Phillipe  Francois  or  Francois  Phillipe,  or  only  Francois — the 
patent  contains  a  further  designation  of  the  patentee,  by 
which  his  identity  can  be  certainly  determined  ;  and  so  it  is 
not  necessarily  void.  It  describes  him  as  a  joint  inventor  with 
Alphonse  A.  C.  Vignon  of  the  specific  invention  set  forth  in 
it,  and  thus  it  is  clear  upon  the  face  of  the  patent,  that  a  per- 
son named  Carlier,  who  sustained  that  relation  to  Vignon,  was 
the  intended  patentee.  Now,  there  is  no  evidence,  that  there 
ever  was  but  one  person  named  Phillipe  Francois  or  Francois 
Phillipe  Carlier,  and  there  is  no  controversy,  that  a  person 
bearing  one  or  the  other  of  these  Christian  means  was  asso- 
ciated with  Vignon  in  the  invention  claimed.  Indeed  the 
answer  concedes  this,  for  it  admits  that  Francois  P.  Carlier, 
either  conjointly  with  Vignon,  or  separately,  did  discover  and 
invent  improvements,  in  connection  with  apparatus,  for  ex- 
tinguishing fires.  Assuming,  then,  that  the  Christian  name 
of  Carlier,  was  Francois  P.,  he  is  demonstrated  to  be  the 
same  with  Phillipe  F.,  by  conclusive  proof  of  his  connection 
with  the  subject  of  the  patent,  and  of  the  impossible  applicabil- 
ity of  the  additional  description  to  any  other  than  Vignon's 
associate.  There  is,  therefore,  no  doubt  of  the  personal  identity 
of  the  patentee,  and  the  most  that  can  be  said  is  that,  by  a 
transposition  of  his  double  Christian  name,  he  is  not  thereby 
accurately  designated.  But  this,  according  to  the  rule  before 
stated,  will  not  void  the  patent,  where  it  supplies  upon  its 
face  an  added  description,  by  which  the  patentee  may  be  cer- 
tainly identified.  The  patent  must,  therefore,  be  treated  as 
valid. 

It  is  a  familiar  rule  of  law,  that  the  validity  of  a  judgment  of 
a  court  of  competent  jurisdiction,  is  not  open  to  inquiry  in  a 
collateral  proceeding.  A  judgment  without  authority  to 
render  it  is  certainly  a  nullity,  but  an  erroneous  judgment 
is  to  be  treated  as  valid,  until  it  is  reversed  or  annulled  by 
some  direct  proceeding  to  that  end.  If  the  court  which  pro- 
nounced it  has  jurisdiction  over  the  subject  matter,  a  proper 
case  for  its  exercise  must  be  presumed  to  have  been  sufficiently 
presented,  and  the  adjudication  to  have  been  right.  According- 
ly, the  judgment  of  the  Probate  Court  of  Massachusetts,  award- 
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ing  to  Dawson  Miles  letters  of  administration  upon  the  estate 
of  Carlier,  must  be  taken  as  conclusive  of  his  legal  right  to  the 
grant  of  them.  That  court  has  undoubted  general  jurisdiction 
over  the  subject,  and  we  must  assume  that  alt  the  facts  which 
the  laws  of  the  State  prescribed  as  essential  to  its  judgment, 
were  sufficiently  shown  to  exist.  We  certainly  have  no  author- 
ity to  revise  or  disregard  its  decision. 

And  the  same  principle  applies  to  the  granting  of  let- 
ters patent  by  the  Commissioner  of  Patents.  It  must,  there- 
fore, be  taken  for  granted  that  the  person  in  whose  name  the 
patent  was  issued,  established  his  legal  right  to  it  before  that 
officer,  and  we  cannot  go  behind  it  to  ascertain  whether  this 
was  so  or  not. 

But  it  is  urged  that  the  Commissioner  could  only  grant  the 
patent  to  the  administrator  of  Carlier  in  trust  for  his  heirs, 
and  that,  therefore,  his  surviving  daughter  is  a  necessary  party 
to  the  suit. 

There  is  no  doubt  that  the  Act  of  Congress  (Brightley's 
Dig.,  729,  sec.  39,)  imposes  upon  a  patent,  issued  to  the  ad- 
ministrator of  a  deceased  inventor,  a  trust  in  favor  of  his 
heirs.  But  it  is  not  essential  to  the  validity  of  the  patent,  or 
to  the  efficacy  of  the  trust,  that  the  persons  to  whose  benefit 
the  patent  will  inure  shonld  be  named  upon  the  face  of  it. 
Siimpsonv.  Rogers  et  a/.,  4  Blatchf.  C.  C.  R.,  333.  Primarily, 
therefore,  the  patent  must  be  considered  as  a  grant  to  the  heir- 
at-law  of  Carlier,  Miles  holding  it  simply  as  her  trustee.  Under 
these  circumstances,  Carlier's  heir  would  undoubtedly  be  a 
necessary  party  to  this  suit,  because  a  decree  in  favor  of  the 
present  complainants  would  adjudge  the  profits  claimed  from 
the  defendant  to  them,  irrespective  of  the  beneficial  right  of 
Carlier's  heir,  and  would  leave  the  defendant  exposed  to  an- 
other suit  for  the  same  profits  at  her  instance. 

But  the  Act  of  Congress  further  provides  that  the  adminis- 
trator of  the  deceased  inventor  shall  hold  the  patent  granted 
to  him,  "  under  the  same  conditions,  limitations,  and  restric- 
tions, as  the  same  was  held,  or  might  have  been  claimed  or 
enjoyed,"  by  the  inventor  in  his  lifetime.  The  import  of  this 
provision  is  that,  while  the  legal  title  to  the  invention  is  de- 
volved upon  the  administrator,  he  must  take  and  hold  it  sub- 
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ject  to  any  equities  existing  as  against  the  inventor  in  his 
lifetime.  Now,  the  documentary  proofs  exhibited  show  that 
Carlier  in  his  lifetime  parted  with  his  inchoate  or  equitable 
title  to  the  invention,  and  that  this  title  is  vested  in  the 
American  Fire  Extinguisher  Co.  If  he  had  lived,  and  ob- 
tained the  patent,  he  would  unquestionably  have  held  it  for 
the  use  of  those  upon  whom  the  beneficial  ownership  of  it  was 
devolved  by  his  own  act  before  it  was  granted.  And  his  ad- 
ministrator holds  it  under  exactly  the  same  conditions  and 
subject  to  the  same  limitations  of  his  interest  in  it.  Carlier's 
heir,  therefore,  thus  forestalled  by  his  assignment,  has  no  actual 
interest  in  the  controversy,  and  to  make  her  a  party  would 
be  only  a  superfluous  form.  The  main  inquiry  in  the  cause 
relates  to  the  novelty  of  the  invention  claimed  by  Carlier 
and  Vignon.  I  have  no  doubt  they  were  original  inventors  ; 
but  were  they  the  first  ? 

The  earliest  date  to  which  their  invention  is  carried  back  is 
June,  1862.  Although  there  is  no  evidence  in  the  cause  fixing 
this  date,  yet,  from  what  incidentally  appears  and  for  the 
purpose  of  determining  the  priority  of  the  invention,  it 
may  fairly  be  taken  as  the  time  when  their  invention  was 
completed. 

What,  then,  did  they  claim  to  have  invented  ?  This  is  very 
clearly  described  in  the  reissued  patent  in  controversy. 
44  It  consists,"  says  the  specification,  "  first,  in  the  process 
or  method  of  extinguishing  fires  by  means  of  a  jet  or  stream 
of  mingled  water -and  carbonic  acid  ejected  from  a  closed  ves- 
sel in  a  suitable  direction  by  means  of  the  pressure  or  ex- 
pansive force  of  the  mixture  contained  in  the  vessel  ;  and, 
secondly,  in  the  construction  of  apparatus  for  containing  and 
delivering  this  extinguishing  medium,  which  apparatus  may 
be  made  of  an  exceedingly  portable  nature,  and  kept  always 
charged  and  ready  for  use  at  a  moment's  notice,  at  the  partic- 
ular locality  which  it  is  desired  to  protect. ' '  The  patent,  then, 
seeks  to  appropriate  two  things,  first,  a  method  of  ex- 
tinguishing fire,  by  throwing  upon  it  a  stream  of  mingled 
carbonic-acid  gas  and  water,  by  means  of  the  pressure  or  ex- 
pansive force  excited  by  the  mass  of  mingled  gas  and  water 
from  which  the  stream  is  derived  ;  and,  second,  the  specific 
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mechanical  devices  described  in  the  specification,  by  which 
this  method  is  made  practically  effective. 

To  show  that  the  invention  #thus  claimed  is  not  novel,  the 
defendants  have  exhibited  in  evidence  a  rejected  application 
of  Dr.  William  A.  Graham.  It  appears  that  on  the  23d  of 
November,  1837,  Dr  Graham  applied  for  a  patent  for  a 
method  of  extinguishing  fire,  by  projecting  upon  it  a  stream 
of  mingled  carbonic-acid  gas  and  water,  and  filed  a  specifica- 
tion, in  which  he  fully  described  the  mechanical  devices  to  be 
used  in  effectuating  this  method,  and  the  process  of  operating 
them.  On  the  25th  of  November,  1837,  his  application  was 
rejected,  for  reasons  stated  by  the  examiner,  which  now  seem 
strange  enough.  This  decision  was  reaffirmed  on  the  16th  of 
December  following.  On  the  29th  of  December,  1837,  an 
amended  specification  was  filed,  and  thus  the  case  stood  until 
December,  185 1,  when  a  model  and  drawing  and  a  third 
specification  were  filed,  and  the  application  was  renewed  and 
finally  rejected.  These  several  specifications  and  the  draw- 
ings are  all  in  evidence  in  the  cause  ;  and  it  is  urged  that  they 
of  themselves  are  effective  proof  of  prior  invention  by  Graham. 

The  argument  claims  too  broad  an  effect  for  them.  It  puts 
them  upon  the  footing  of  a  publication,  and  ascribes  to  them 
the  effect  which  the  Act  of  Congress  gives  to  that.  But  they 
cannot  be  so  treated,  because  they  lack  the  essential  quality 
of  a  publication,  in  that  they  were  not  designed  for  general 
circulation,  nor  were  they  made  accessible  to  the  public  gen- 
erally. They  were  placed  in  the  custody  of  the  Commissioner 
of  Patents,  not  that  they  might  thereby  become  known  to  the 
public,  but  for  the  special  purpose  of  being  examined  and 
passed  upon  by  him. 

Although  they  might  incidentally  become  known  to  any 
one  whose  researches  in  the  Patent  Office  might  disclose  their 
existence,  they  are  not,  therefore,  published  within  the  mean- 
ing of  the  Act  of  Congress.  But,  it  is  said,  they  established 
the  fact  of  invention,  and  so  disprove  the  novelty  of  an  in- 
vention subsequent  in  date.  It  is  needless  to  refer  to  authori- 
ties to  show  what  is  so  well  settled,  that  a  written  de- 
scription of  a  machine,  although  illustrated  by  drawings, 
which  has  not  been  given  to  the  public,  does  not  constitute  an 
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invention,  within  the  meaning  of  the  patent  laws.  It  may  be 
so  full  and  precise  as  to  enable  any,  one  skilled  in  the  art  to 
which  it  appertains,  to  construct  the  machine  described,  but, 
until  it  has  been  embodied  in  a  form  capable  of  useful 
operation,  it  has  not  attained  the  proportions  or  the  character 
of  a  complete  invention.  However  suggestive  and  valuable 
it  may  be  as  an  untried  theory,  it  is  ineffective  against  the 
practical  and  useful  product  of  inventive  skill. 

But  it  does  not  follow  that  rejected  specifications  and  draw- 
ings, are,  under  all  circumstances,  inadmissible  as  evidence. 
By  themselves  they  are  inconsequential,  but  when  the  inven- 
tor's idea  is  perfected  by  a  practical  adaptation  of  it,  in  the 
form  of  mechanism,  they  are  valuable  guides  in  ascertaining 
the  date  of  the  invention,  the  design  of  the  inventor,  and  the 
principle,  intended  functions,  and  mode  of  operation  of  his 
mechanism,  and  they  must,  therefore,  necessarily  be  con- 
sidered in  connection  with  it. 

So  in  the  present  case,  Dr.  Graham  embodied  what  he  sup- 
posed he  had  discovered  in  a  practical  form  ;  for,  the  proofs 
establish,  beyond  question,  that  as  early  at  least  as  1853,  he 
constructed  apparatus,  which  he  then  exhibited.  We  may 
then  consult  his  several  specifications  to  ascertain  the  nature 
and  object  of  his  invention,  and  how  he  proposed  to  effectuate 
it. 

While  it  was  well  known  that  carbonic-acid  gas  was  heavier 
than  atmospheric  air,  that  it  had  great  compressibility,  and 
was  incombustible,  yet,  no  method  had  been  devised  of  mak- 
ing it  available  for  extinguishing  fires.  Dr.  Graham  seems 
to  have  been  the  first — as  he  certainly  was  prior  to  Carlier  and 
Vignon — to  conceive  the  practicability  of  this  application  of 
it,  and  his  specifications  show  that  he  had  an  intelligent  com- 
prehension of  the  subject.     In  one  of  these  he  says  : 

"  What  I  claim  as  my  invention  or  discovery,  and  desire  to 
secure  by  letters  patent,  is  the  invention  or  discovery  how 
carbonic  gas,  condensed  in  water  (in  the  proportion  of  more 
than  two  of  the  former  to  one  of  the  latter),  in  movable  or 
portable  fountains,  or  fixed  reservoirs,  can  be  usefully  applied 
to  extinguish  fire,  the  gaseous  water  passing  along  the  hose- 
tube  to  the  discharge-pipe,  from  whence  it  issues  at  a  number 
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of  termini,  through  small  tubes,  holes,  or  apertures  ;  the  dis- 
tance to  which  a  stream  of  gaseous  water  can  be  projected 
depending  upon  the  size  and  form  of  the  holes  or  apertures 
from  which  it  issues.  In  other  words,  I  claim,  and  specify  to 
have  invented  or  discovered,  how  carbonic  gas  incorporated 
and  condensed  in  water,  and  connected  with  machinery,  can 
be  projected  the  necessary  distance  by  its  own  elasticity, 
issuing  through  and  from  syringe-formed  tubes,  with  small 
holes  or  apertures,  and  with  the  necessary  uniformity  of  efflux 
to  produce  a  useful  effect,  a  new  result — that  of  arresting,  at 
small  expense,  and  quickly,  the  conflagration  of  houses,  ships, 
boats,  railroad  cars,  and  all  combustibles  on  fire." 

Now,  it  is  very  clear  that  this  extract  is  identical  in  import 
with  that  portion  of  the  specification  of  Carlier  and  Vignon, 
which  describes  and  claims  as  part  of  their  invention,  "  the 
process  or  method  of  extinguishing  fires  by  means  of  a  jet  or 
stream  of  mingled  water  and  carbonic  acid,  ejected  from  a 
closed  vessel  in  a  suitable  direction,  by  means  of  the  pressure 
or  expansive  force  of  the  mixture  contained  in  the  vessel.' ' 
So  Dr.  Graham  proposed  the  condensation  of  carbonic  acid 
in  water  contained  in  a  closed  vessel,  either  portable  or  sta- 
tionary, and  the  application  of  it  to  the  extinguishment  of 
fires,  by  ejecting  the  mixture  from  the  vessel  in  a  suitably- 
directed  stream,  by  means  of  its  expansive  force. 

But  did  he  devise  mechanical  appliances  to  practise  his 
method  ? 

The  answer  to  this  is  to  be  found  also  in  his  specifications. 
He  says  :  "  The  machinery  or  apparatus  consists  of  a  gen- 
erator, gasometer,  forcing -pump,  fountain  or  fire-extinguisher, 
and  a  hose-tube."  He  then  directs  the  manner  of  generating 
the  carbonic-acid  gas  and  of  charging  the  fountain,  and  pro- 
ceeds :  "  The  fountain  or  fire  extinguisher  may  be  of  any  ca- 
pacity, commensurate  with  the  wants  of  the  place  or  situation 
where  it  is  intended  to  be  used.  It  may  be  made  of  wood,  or  it 
may  be  a  very  strong  cylindrical  copper  vessel,  with  hemispher- 
ical extremities,  and  tinned  on  the  inside,  similar  to  the  min- 
eral fountains  above  alluded  to.  The  mouth  of  the  fountain 
should  be  accommodated  with  a  screw,  B  and  B  ;  to  fit  it  to 
the  screw  is  a  stop-cock  D  D,  connected  with  a  tube,  E  and 
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E,  one  end  of  which  passes  nearly  to  the  bottom  of  the  foun- 
tain. The  hose-tube  is  connected  to  the  fountain  in  the  ordi- 
nary way,  F  ;  it  may  be  of  any  required  length,  and  should 
be  strong,  and  made  of  some  flexible  material,  with  a  screw 
at  one  end,  and  this  end  should  have  nearly  the  same  diameter 
with  that  of  the  fountain-tube,  to  which  it  is  to  be  connected. 
The  hose-tube,  from  the  end  to  be  attached  to  the  foun- 
tain-tube, should  approach  gradually  to  a  very  small  orifice 
at  the  farther  or  outer  end.  For  an  eighteen  or  twenty  gal- 
lon fountain,  the  outer  orifice  or  aperture  should  not  be 
more  than  the  twentieth  of  an  inch  in  diameter.  When  the 
carbonic  acid  is  to  be  applied  to  extinguish  fire,  the  hose- 
tube  must  be  attached  to  the  fountain  tube  O.  The  con- 
densed contents  of  the  fountain,  you  command  by  a  stop- 
cock. By  turning  the  stop-cock  the  carbonic  acid,  from 
its  elasticity,  will  pass  rapidly  along  the  hose  ;  and  the  gas 
combined  with  the  water,  issuing  from  an  extremely  con- 
tracted orifice,  as  indicated  above,  is  projected  to  a  great  dis- 
tance, and,  striking  the  fire  or  flame  with  a  gaseous  energy 
and  elasticity,  it  is  instantly  extinguished.  The  water  serves 
the  double  purpose  of  enveloping  the  gas  and  of  reducing  the 
temperature,  so  as  to  prevent  rekindling." 

As  early,  at  least,  as  185 1,  a  model  and  drawings  of  the  ap- 
paratus described  in  the  specification,  were  filed  by  Dr.  Gra- 
ham in  the  Patent  Office.  With  the  aid  of  all  these,  there 
certainty  could  be  no  difficulty  in  constructing  the  necessary 
apparatus  for  the  practical  application  of  the  invention.  In- 
deed, such  apparatus  was  constructed  by  Dr.  Graham  as  early, 
at  least,  as  1853,  and  it  was  produced  at  the  hearing,  with  the 
immaterial  substitution  of  a  piece  of  new  hose  for  the  old 
piece  originally  attached  to  it — its  identity  having  been  in- 
contestably  established. 

Having  thus  fully  and  intelligently  expounded  the  theory 
of  his  invention,  and  described  the  constituent  parts  and  func- 
tions of  the  mechanism  by  which  it  was  to  be  reduced  to  prac- 
tice, it  remains  to  inquire  whether  the  apparatus  constructed 
by  him  was  capable  of  practical  operation  and  use. 

Upon  this  point  I  think  the  proof  is  plenary.  It  appears 
that,  in  1852  or  1853,  Dr.  Graham  made  a  trial  of  his  appara- 
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tus  near  Lexington,  Virginia,  in  the  presence  of  a  large  num- 
ber of  witnesses,  by  setting  fire  to  a  large  pile  of  straw,  and 
then  throwing  upon  it  a  stream  of  mingled  water  and  car- 
bonic-acid gas  projected  from  his  extinguisher  by  the  expan- 
sive force  of  the  gas  ;  that  this  trial  was  successful,  is  apparent 
from  the  fact  that  the  progress  of  combustion  was  promptly 
arrested,  and  the  failure  to  extinguish  the  fire  entirely,  was 
manifestly  due  solely  to  the  insufficient  capacity  of  the  ex- 
tinguisher, as  compared  with  the  magnitude  of  the  ignited 
material.  The  incompatibility  of  carbonic-acid  gas  with  fire 
needed  no  proof,  because  it  was  an  indisputable  fact ;  the 
problem  to  be  demonstrated  was  the  practicability  of  the 
proposed  method  of  discharging  and  directing  carbonic-acid 
gas  in  combination  with  water  upon  an  ignited  mass,  whereby 
the  well-known  properties  of  both  these  substances  could  be 
made  usefully  available.  So  far  as  this  result  was  concerned, 
the  trial  made  must  be  considered  as  having  proved  the  utility 
and  efficiency  of  the  invention. 

But,  equally,  if  not  more,  satisfactory  proof  on  this  point 
was  furnished  at  the  hearing  of  this  case.  The  same  appli- 
ances, used  by  Dr.  Graham  on  the  occasion  referred  to,  had 
been  made  exhibits  in  the  case,  were  produced  in  court,  and 
were  subjected  again  to  the  test  of  trial.  They  consisted  of  a 
metallic  fountain,  or  closed  vessel,  charged  with  carbonic-acid 
gas  and  water,  to  which  was  attached  leather  hose  ending  in 
a  bunch  of  nozzles,  and  alternately  a  single  nozzle.  When 
the  stop-cock  opening  into  the  hose  was  turned,  a  stream  of 
mingled  gas  and  water  at  once  issued  from  the  nozzle,  and, 
by  means  of  the  expansive  force  of  the  contents  of  the  vessel, 
was  projected  to.a  distance  exceeding  that  stated  by  Dr.  Gra- 
ham in  his  specification,  until  the  vessel  was  emptied. 

Against  the  pressure  of  all  these  proofs,  I  cannot  resist  the 
conclusion,  that  Dr.  Graham  devised  an  original  method  of 
extinguishing  fires,  by  the  combined  agency  of  carbonic-acid 
gas  and  water,  and  that  he  4<  perfected  and  adapted  "  his  in- 
vention by  embodying  it  in  the  form  of  mechanical  appliances 
capable  of  operative  and  successful  use. 

It  was  urged,  however,  that  the  efforts  of  Dr.  Graham  are 
to  be  treated  as  abandoned  experiments.     An  experiment  may 


190  EASTERN  DISTRICT  OF   PENNSYLVANIA. 

Northwestern  Fire  Extinguisher  Co.  v.  Philadelphia  Fire  Extinguisher  Co. 

be  a  trial,  either  of  an  incomplete  mechanical  structure,  to 
ascertain  what  changes  or  additions  may  be  necessary  to 
make  it  accomplish  the  design  of  its  projector,  or  of  a  com- 
pleted machine  to  illustrate  or  test  its  practical  efficiency. 
Obviously,  in  the  first  case,  the  incompleteness  of  the  inven- 
tor's efforts,  if  they  were  then  abandoned,  would  have  no 
effect  upon  the  rights  of  a  subsequent  inventor. 

But  if  the  experiment  proves  the  capacity  of  the  machine 
to  effect  what  its  inventor  proposed,  the  law  assigns  to 
him  the  merit  of  having  produced  a  complete  invention. 
It  is  hereinbefore  shown  that  the  theory  of  Dr.  Graham  at- 
tained this  practical  condition  ;  and  there,  apparently,  his 
efforts  ceased.'  But  why  ?  Repulsed  from  the  Patent  Office 
by  the  arbitrary  assumption  that  his  enterprise  was  imprac- 
ticable with  the  employment  of  any  mechanical  auxiliaries 
whatever,  without  pecuniary  resources,  his  "  poverty,  not  his 
will,  consented  "  to  an  abandonment  of  further  efforts  to 
secure  the  full  benefit  of  his  invention  to  himself  and  to  the 
public."  But  this  will  not  help  the  complainants.  The  most 
that  can  be  predicated  of  his  inaction,  is,  that  he  abandoned 
his  invention  to  the  public,  although  I  do  not  affirm  this  hypo- 
thesis. But,  if  he  did,  it  will  not  reduce  his  matured  invention 
to  the  grade  of  a  mere  experiment,  and  open  the  way  to  the 
complainants  to  appropriate  the  title  of  first  inventor. 

Nor  do  the  facts  in  this  case  bring  it  within  the  principle  of 
Gayler  v.  Wilder,  10  How.,  477  ;  or  of  Parkhurstv.  Kinsman, 
1  Blatchf.  C.  C.  R.,  488  ;  or  of  Roberts  v.  The  Reed  Torpedo  Co.,  3 
Fish.,  629.  In  the  first  of  these  cases,  the  alleged  prior  inven- 
tion had  not  been  subjected  to  any  trial  to  test  its  essential 
utility — it  had  disappeared  ;  and  the  fact  was  found  that, 
"  there  was  no  existing  and  living  knowledge  of  the  improve- 
ment or  of  its  former  use,"  at  the  time  the  subsequent  inventor 
made  his  discovery.  It  was  thereupon  held  that,  44  a  prior 
construction  and  use  of  the  thing  patented,  in  one  instance 
only,  which  had  been  finally  forgotten  or  abandoned,  and 
never  made  public,  so  that,  at  the  time  of  the  invention  by  the 
patentee,  the  invention  did  not  exist,  will  not  render  a  pat- 
ent invalid  ;"  and  at  least  one  passage  of  the  opinion  of  the 
court  is  of  marked  significance  in  its  application  to  the  facts 
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proved  in  this  case.  The  court  says  :  il  We  do  not  understand 
the  Circuit  Court  to  have  said  that  the  omission  of  Conner 
to  try  the  value  of  his  safe  by  proper  tests,  would  deprive 
it  of  its  priority  ;  nor  his  omission  to  bring  it  into  public 
use.  He  might  have  omitted  both,  and  also  abandoned  its  use 
and  been  ignorant  of  the  extent  of  its  value  ;  yet,  if  it  was  the 
same  with  Fitzgerald's,  the  latter  would  not  upon  such 
grounds  be  entitled  to  a  patent,  provided  Conner's  safe  and 
its  mode  of  construction  were  still  in  the  memory  of  Conner, 
before  they  were  recalled  by  Fitzgerald's  patent." 

In  Parkhurst  v.  Kinsman,  the  alleged  prior  invention  was  re- 
jected, upon  the  ground  "  that  it  was  neither  so  far  perfected 
by  experiment,  or  by  a  reduction  to  practical  operation,  as  to 
entitle  it,  in  judgment  of  law,  to  the  character  or  attribute  of 
an  invention,"  and  that,  the  "  evidence  of  the  abandonment 
of  the  thing  as  a  failure,"  was  decisive. 

So  far  as  to  Roberts  v.  The  Reed  Torpedo  Company,  the  experi- 
ments of  Reed  had  failed  entirely  of  producing  any  useful  re- 
sult, and  were  abandoned  ;  and  for  this  reason  they  were 
treated  as  insufficient  to  establish  priority  over  Roberts, 
whose  patented  invention  had  been  "  perfected  and  adapted  " 
to  successful  use. 

There  is,  therefore,  in  my  judgment,  no  sufficient  reason 
why  the  merit  of  having  invented  a  complete  and  practical 
method  of  extinguishing  fires  by  the  combined  agency  of 
carbonic-acid  gas  and  water  should  not  be  awarded  to  Gra- 
ham. This  necessarily  limits  the  scope  of  the  complainant's 
patent  to  the  devices  and  combination  of  devices  described 
in  it,  which  are  not  substantially  embraced  in  Graham's  ex- 
tinguisher. 

At  the  hearing  of  this  case,  the  discussion  was  confined,  to 
the  first,  second,  third,  fourth,  ninth,  and  tenth  claims  of  the  com- 
plainant's patent,  because  it  was  these  claims  only  which  the 
defendant  was  alleged  to  have  infringed.  The  present  in- 
quiry, therefore,  need  not  be  extended  beyond  them. 

From  what  has  been  already  said,  the  first  claim  of  the  pat- 
ent cannot  be  sustained.  Graham  was  prior  to  Carlier  and 
Vignon  in  devising  the  "  improvement  in  the  art  of  ex- 
tinguishing fires,"  embraced  in  this  claim,  and  the  merit  of 
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novelty  cannot,  therefore,  be  accorded  to  the  latter.     The 
other  claims  are  for  mechanical  combinations. 

Considering  the  second  and  third  claims  together,  the  in- 
tended meaning  of  the  proper  construction  of  the  second 
seems  to  be,  that  it  is  to  be  limited  to  a  combination  of  a 
strong  vessel,  a  plug  or  lid,  by  which  an  orifice  in  it  can  be 
closed,  a  stop-cock,  through  which  its  contents  can  be  ejected, 
and  a  flexible  tubing  or  hose  for  directing  the  stream  as 
ejected  at  the  will  of  the  operator,  without  reference  to  any 
other  functions  of  which  any  of  these  elements  are  capable, 
than  those  indicated  by  the  terms  of  the  claim.  In  other 
words,  the  claim  is  for  a  strong  vessel  to  contain  carbonic  acid 
and  water  in  intermixture,  with  an  orifice  in  it,  a  suitable 
plug  to  stop  this  orifice,  a  stop-cock  to  regulate  the  discharge 
of  the  contents  of  the  vessel,  and  a  flexible  hose  to  direct  the 
ejected  contents  of  the  vessel  at  the  will  of  the  operator. 
Thus  construed,  all  the  elements  of  the  combination  co-exist 
in  Graham's  apparatus,  and  are  employed  to  perform  the 
same  functions.  The  claim  must,  therefore,  be  rejected  for 
want  of  novelty. 

The  third  claim,  however,  stands  upon  a  different  footing. 
It  is  for  a  combination  of  a  strong  vessel,  *'  provided  with  a 
proper  plug  or  lid  for  closing  an  orifice  in  it,  and  also  with  a 
stop-cock,"  with  another  vessel  or  tube;  "  the  construction  being 
substantially  such  as  described,  so  that  the  vessels  may  keep 
separately  the  ingredients  for  making  carbonic-acid  gas,  and 
that,  when  their  contents  are  mingled,  they  may  be  discharged 
in  a  stream  of  carbonic-acid  gas  and  water.' *  The  precise 
import  of  this  claim  will  be  better  understood  by  a  reference 
to  the  detailed  description  in  the  specification.  The  com- 
plainant's apparatus,  so  far  as  it  is  embraced  by  this  claim, 
consists  of  a  metallic  vessel  of  suitable  size  and  strength,  in 
the  top  of  which  is  an  aperture  and  a  plug  to  be  screwed  into 
this  aperture,  to  which  is  attached  a  cylinder  extending  into 
the  metallic  vessel,  and  at  the  bottom  of  which  also  is  an 
orifice  closed  by  a  cock  ;  this  plug  has  an  opening  for  the  in- 
sertion of  another  perforated  plug,  which  extends  to  the  bot- 
tom of  the  cylinder  and  above  the  top  of  the  metallic  vessel, 
so  as  to  permit  the  attachment  of  a  perforated  stem  leading  to  a 
pressure-gauge,  with  a  stop-cock  in  it  to  control  the  operation 
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of  the  pressure-gauge.  The  combination,  then,  consists  of 
these  elements  constructed  as  described  and  adapted  to  per- 
form the  several  functions  stated  in  the  specification,  viz.,  1. 
a  vessel  to  hold  an  alkaline  solution,  with  an  orifice  in  its 
top  ;  2.  a  plug,  with  its  complex  appendages,  to  confine  the 
contents  of  the  vessel,  to  cause  the  intermixture  of  the  ingre- 
dients for  making  carbonic-acid  gas  by  removing  the  obstruc- 
tion to  their  contact ;  3,  a  stop-cock  to  control  the  discharge 
of  the  mingled  contents  of  the  vessel,  and,  4,  a  tube  encased 
by  the  vessel  containing  the  alkaline  solution,  and  extending 
down  into  it,  to  retain  separately  a  quantity  of  acid,  until  it 
is  desired  to  mingle  it  with  the  contents  of  the  inclosing  ves- 
sel by  opening  the  orifice  in  the  bottom.  This  construction 
of  the  claim  necessarily  results  from  the  distinct  reference  in 
it  to  the  peculiar  construction,  relations,  functions,  and 
arrangements  of  the  elements  of  the  combination,  as  de- 
scribed in  the  specification. 

The  fourth  claim,  if  it  is  at  all  susceptible  of  an  intelligible 
construction,  merely  adds  to  the  combination  set  forth  in  the 
third,  the  element  of  a  hose  and  nozzle. 

The  ninth  is  for  a  combination  of  a  strong  vessel,  a  lid  or 
plug,  a  stop-cock  near  the  bottom  of  the  vessel,  a  hose  and 
nozzle,  and  handles  or  loops  ;  "  whereby  a  volume  of  water 
charged  with  carbonic-acid  gas  may  be  confined  and  trans- 
ported and  a  stream  thereby  directed,  in  the  manner  and  for 
the  purposes  described. " 

The  tenth  is  for  "  the  keeping  of  the  acid  and  alkali  or  alka- 
line solution  in  separate  and  distinct  vessels,  but  in  such  prox- 
imity to  each  other  that  they  may  be  immediately  brought 
into  contact  when  the  apparatus  is  required  for  use." 

All  these  claims,  except  the  last,  are  for  combinations  of 
devices,  none  of  which  devices  are  alleged  to  be  new,  and 
while  the  co-efficiency  of  all  of  them  is  necessary  to  effectuate 
the  ulterior  design  of  the  patentees,  they  are  subdivided  into 
groups  and  claimed  as  several  inventions.  Indeed  the  speci- 
fication is  a  notable  example  of  ingenious  multiplication  of 
claims,  so  as,  it  must  be  presumed,  to  embrace  and  protect  the 
invention  in  every  possible  aspect  of  it. 

It  is  not  to  be  doubted,  however,  that  a  valid  combination 
vol.  1— 13 


194  EASTERN  DISTRICT  OF  PENNSYLVANIA. 

Northwestern  Fire  Extinguisher  Co.  v.  Philadelphia  Fire  Extinguisher  Co. 

may  consist  of  old  elements,  which  have  not  been  before  sim- 
ilarly arranged,  or,  if  they  have,  that  a  novel  result  is  pro- 
duced by  their  conjunction.  Either  the  instrumentalities  em- 
ployed or  the  effect  caused  by  their  operation  must  be  new 
to  constitute  a  patentable  combination.  If  substantially  the 
same  devices  have  been  used  before  for  a  like  purpose,  or  if 
they  are  applied  merely  to  effectuate  a  method  known  and 
practised  before,  such  employment  of  them  will  not  be  pro- 
tected by  a  patent. 

Now,  applying  these  principles  to  the  patent  in  question,  I 
am  constrained  to  the  conclusion  that  the  invention  claimed 
in  it,  is  not  a  novel  one.  As  before  stated,  its  object  is  to 
render  available  for  the  extinguishment  of  fires,  carbonic-acid 
gas  and  water  in  mechanical  union  with  each  other,  and  pro- 
pelled by  the  elasticity  of  the  gas.  This  is  accomplished  by 
means  of  a  mechanical  structure,  consisting  of  a  strong 
metallic  vessel  containing  a  solution  of  an  alkali  in  water  ;  a 
plug  or  lid  fitting  into  an  opening  in  the  top  of  this  vessel, 
with  which  is  combined  a  tube  extending  into  the  alkaline 
solution  and  containing  an  acid  suitable  for  evolving  car- 
bonic-acid gas,  and  provided  with  a  smaller  tube  or  rod,  ex- 
tending above  the  top  and  down  to  the  bottom  of  the  acid 
chamber,  by  lowering  which  an  orifice  in  the  bottom  of  the 
acid  chamber  may  be  opened  and  the  acid  and  alkali  be 
brought  immediately  into  contact ;  a  stop-cock  to  control  the 
discharge  of  the  contents  of  the  strong  vessel  ;  a  hose  and 
nozzle  to  give  direction  to  them  ;  and  handles  or  loops  to 
facilitate  the  transportation  of  the  apparatus. 

Now,  the  complainants  cannot  rest  the  validity  of  their 
claims,  for  the  various  combinations  of  their  elements, 
upon  the  novelty  of  their  use,  and  of  the  result  produced 
by  them,  because  Graham  was  before  them  in  devising  a 
method  of  applying  the  same  natural  agencies  to  the  same 
end. 

Were  these  elements,  then,  similarly  combined  before,  and 
used  for  an  analogous  purpose  ?  I  am  convinced  that  an  in- 
spection and  analysis  of  some  of  the  defendant's  exhibits,  and 
especially  of  Nichols*  "  portable  soda  water  fountain,"  pat- 
ented in  1854,  must  result  in  an  affirmative  answer  to  this 
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question.  The  devices  which  compose  the  combinations 
claimed  in  the  complainant's  patent  are  substantially  em- 
bodied in  Nichols*  apparatus,  and  in  it  they  are  arranged 
and  operated  in  substantially  the  same  way  as  in  the  com- 
plainant's. 

The  object  of  Nichols  was  to  construct  apparatus  in  which 
acid  and  an  alkali  could  be  kept  in  separate  vessels,  but  in 
such  proximity  to  each  other  that  they  could,  at  the  will  of 
the  operator,  be  brought  into  immediately  contact ;  carbonic- 
acid  gas  thereby  generated,  and  a  body  of  water  contained  in 
an  inclosing  vessel  impregnated  with  it ;  and  that  the  acidu- 
lous water  could  be  discharged  through  a  suitable  opening 
by  the  elastic  pressure  ot  the  gas  and  used  as  a  beverage. 
The  essential  elements  of  his  apparatus  are  a  strong  metallic 
vessel  of  portable  dimensions,  to  be  filled  with  water,  with  an 
opening  in  its  top  ;  a  plug  to  be  screwed  into  this  opening  ;  an- 
other vessel  inclosed  within  the  strong  one  to  contain  diluted 
acid,  and  connected  with  it  by  an  exterior  pipe  which  extends 
into  and  to  the  bottom  of  it ;  a  tube  or  smaller  vessel,  for 
holding  an  alkali  within  the  acid-chamber,  with  an  open  bot- 
tom, which  is  provided  with  a  tight-fitting  lid  attached  to  a 
rod  extending  up  through  the  top  of  the  vessel,  by  which  the 
bottom  can  be  opened  and  closed  at  pleasure  ;  and  a  stop- 
cock to  permit  and  direct  the  discharge  of  the  contents  of  the 
strong  vessel  in  a  mingled  stream  of  carbonic-acid  gas  and 
water.  To  operate  this  apparatus,  the  strong  metallic  vessel 
is  nearly  filled  with  water  through  the  opening  fn  its  top,  the 
alkali  chamber  is  taken  out  of  its  place  within  the  acid  cham- 
ber, into  which  latter  is  poured  a  quantity  of  diluted  acid, 
an  alkaline  substance  is  put  into  the  alkali  chamber,  against 
the  bottom  of  which  its  metal  covering  is  tightly  drawn  by 
means  of  the  rod  attached  to  it,  and  it  is  then  replaced  and 
tightly  screwed  into  the  acid  chamber.  By  a  revolution  and 
slight  pressure  of  the  rod,  the  bottom  of  the  alkali  chamber  is 
opened,  and  the  alkali  is  brought  into  contact  with  the  acid 
in  the  chamber  below.  Carbonic-acid  gas  is  at  once  gen- 
erated and  is  conducted  through  the  pipe,  provided  for  that 
purpose,  to  the  bottom  of  the  water-vessel,  where  it  is  inter- 
mixed with  the  water  and  from  which  it  is  driven,  as  desired, 
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through   the   discharge-pipe   by  the  expansive  force  of  the 
gas. 

The  primary  purpose  of  both  structures  is  the  prompt  gen- 
eration of  carbonic-acid  gas  and  the  impregnation  of  a  small 
body  of  water  with  it.  This  is  obviously  effected  in  both 
cases  by  keeping  the  acid  and  alkali,  in  the  words  of  the  tenth 
claim  of  the  complainant's  patent,  "  in  separate  and  distinct 
vessels,  but  in  such  proximity  to  each  other  that  they  may  be 
immediately  brought  into  contact,  when  the  apparatus  is  re- 
quired for  use, "  and  by  the  employment  of  mechanical  devices 
which  are  notably  similar  in  their  construction,  functions,  and 
mode  of  operation.  And  when  the  water  is  acidulated,  the 
elastic  pressure  of  the  carbonic-acid  gas  is  employed  by  both, 
to  expel  it  through  a  stop-cock,  so  that  the  structures  can  be 
interchangeably  used  either  to  supply  it  as  a  beverage  or  to 
extinguish  fire.  It  is  plain  to  my  mind  that  it  is  only  neces- 
sary to  add  a  hose  and  nozzle  to  the  discharging  stop-cock  in 
the  Nichols  fountain,  to  make  it  as  effective  afire-extinguisher 
as  the  complainant's.  It  may  be  more  cumbrous  by  reason  of 
its  purifying  attachment ;  but  in  so  far  as  the  projection  from 
it  of  a  mingled  stream  of  carbonic-acid  gas  and  water  by  the 
elasticity  of  the  gas  is  concerned,  which  is  the  ultimate  func- 
tion of  the  complainant's  machine,  it  would,  undeniably, 
operate  just  as  effectively  as  the  complainant's.  Nor  can  they 
be  distinguished  by  the  fact  that  a  hose  and  nozzle  constitute 
part  of  the  devices  originally  employed  in  the  one  and  not 
in  the  other.  The  obvious  addition  of  so  simple  an  element 
to  the  devices  which  co-existed  in  the  old  machine  and  per- 
form all  the  fundamental  functions  of  the  subsequent  one, 
cannot  constitute  the  combination  of  a  new  and  patentable 
one. 

But  it  is  urged,  that  the  prior  construction  of  structures  of 
this  class  cannot  affect  the  question  of  novelty  here,  because 
they  were  not  applied  to  the  extinguishment  of  fires,  and  their 
use  and  that  of  a  fire-extinguisher  are  entirely  diverse.  It  must 
be  observed  that  there  is  a  marked  analogy  in  the  means  em- 
ployed and  the  result  produced  by  both  machines  up  to  the 
point  of  divergent  application.  The  function  of  both  is  the 
prompt  generation  of  carbonic-acid  gas  and  the  impregnation 
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of  water  with  it,  and  the  same  projectile  force  is  employed  to 
expel  the  acidulous  water  from  the  vessel  containing  it.  In 
the  one  case,  a  stream  of  this  water  is  directed  into  a  vessel 
where  it  may  be  used  as  a  beverage,  and,  in  the  other,  upon 
a  mass  of  ignited  matter.  This  difference,  then,  in  the  ulti- 
mate application  of  the  same  agencies,  marks  the  line  of 
distinction  between  them. 

Now;,  the  art  of  extinguishing  fires  by  means  of  carbonic- 
acid  gas  and  water  intermingled,  was  not  new,  for  it  had  pre- 
viously been  practised  by  Graham  ;  and  the  real  question, 
therefore,  is:  Does  the  application  of  old  mechanical  devices, 
without  material  change,  to  a  use  in  which  they  were  not  em- 
ployed before,  but  which  was  known  and  had  been  practised, 
constitute  a  patentable  invention  ?  A  decisive  answer  to  this 
question  is  furnished  by  Mr.  Justice  Story  in  Bean  v.  Small- 
wood,  2  Story,  408,  where  he  thus  states  the  law  :  "  Now, 
I  take  it  to  be  clear  that  a  machine,  or  apparatus,  or 
other  mechanical  contrivance,  in  order  to  give  the  party  a 
claim  to  a  patent  therefor,  must  in  itself  be  substantially 
new.  If  it  is  old  and  well-known  and  applied  only  to  a  new 
purpose,  that  does  not  make  it  patentable." 

And  in  Curth  on  Patents,  (^ed.,  sec.  56,)  the  result  of  the 
authorities  is  thus  accurately  stated  :  "Of  course,  if  any 
new  contrivances,  combinations,  or  arrangements  are  made 
use  of,  although  the  principal  agents  employed  are  well 
known,  those  contrivances,  combinations,  or  arrangements 
may  constitute  a  new  principle,  and  then  the  application 
or  practice  will  necessarily  be  new  also.  But  where  there 
is  no  novelty  in  the  preparation  or  arrangement  of  the  agent 
employed  and  the  novelty  professedly  consists  in  the  applica- 
tion of  that  agent,  being  a  well-known  thing,  or,  in  other 
terms,  where  it  consists  in  the  practice  only,  the  novelty  of 
that  practice  is  to  be  determined,  according  to  the  circum- 
stances, by  applying  the  test  of  whether  the  result  or  effect 
produced  is  a  new  result  or  effect  never  before  produced. " 

It  is  apparent,  therefore,  that  where  an  effect  or  result  has 
been  before  produced,  the  mechanical  agencies  by  which  it  is 
reproduced,  if  they  are  not  in  themselves  new,  are  not  the 
subject  of  a  patent. 
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This  rule  is  decisively  applicable  to  the  present  case,  both  as 
to  the  result  achieved, and  the  means  employed  to  effectuate 
it,  and  the  claims  for  both  being  thus  invalid  for  want  of  nov- 
elty, the  bill  must  be  dismissed  with  costs. 

Edmund  Burke,  and  Keller  cV  Blake,  for  the  complainant. 
Chas.  B.  Collier  and  D.  Z.  Collier,  for  the  defendant. 


Henry  W.  Putnam 


vs. 


G.  Sudhoff  et  al.    In  Equity. 

The  suit  was  brought  for  the  infringement  of  complainant's  patent  for  bottle 
stopper  fasteners,  and  the  defendant  set  up  as  a  defence  the  failure  of 
the  complainant  to  mark  or  stamp  the  patented  articles  as  required  by 
section  38  of  the  Patent  Act  of  1870  ;  and  it  appeared  that  the  fasteners 
made  were  not  so  marked.  The  complainant  claimed,  that  such  marking 
or  stamping  would  have  been  so  expensive  as  to  exhaust  his  profit  on 
the  manufactured  article  ;  it  was,  however,  shown  that  the  fasteners 
could  have  been  stamped  as  required  by  the  law  :  Held,  that  the  impos- 
sibility or  impracticability  of  marking  or  stamping  patented  articles  is 
not  dependent  upon  the  question  of  pecuniary  loss  or  gain  to  the  patentee, 
and  that  said  section  38  was  applicable  to  this  case,  and  that  the  com- 
plainant's fasteners  should  have  been  marked  in  compliance  therewith  ; 
and  also  that  the  complainant's  failure  to  mark  them,  debarred  him  from 
recovering  "  damages." 

Whether  section  38  of  the  Patent  Act  of  1870  applies  to  profits,  quare. 

In  this  case  the  court,  instead  of  granting  a  provisional  injunction,  ordered 
an  account  to  be  kept  by  the  defendants  of  the  infringing  articles  sold  by 
them  :  Held,  that  as  section  55  of  said  act  seemingly  maintains  a  dis- 
tinction between  profits  and  damages,  the  equities  of  this  case  required 
that,  at  least,  profits  from  the  time  of  the  order,  should  be  allowed  the 
complainant. 

(Before  Treat,  J.,  Eastern  District  of  Missouri,  April,  1874.) 
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Treat,  J. 

This  is  a  suit  in  equity,  for  an  alleged  infringement  of  a 
patent.  The  defendants  deny  the  infringement,  and  set  up 
the  failure  of  the  patentee  to  mark,  as  required  by  law,  the 
patented  product. 

The  fasteners  made  by  plaintiff,  under  his  patent,  were  not 
marked  or  stamped  as  the  law  requires.  His  excuse  for  not 
doing  so  is,  that  such  marking  or  stamping  would  have  been 
expensive,  and  enhanced  the  price  of  the  manufactured 
article.  The  law  exacts  such  marking  or  stamping,  unless 
from  the  character  of  the  article  it  cannot  be  done.  The  im- 
possibility or  impracticability  is  not  made  dependant  on  the 
question  of  pecuniary  loss  or  gain  to  the  patentee.  The  ob- 
ject is,  in  all  possible  cases,  to  give  proper  notice  to  the  world, 
that  the  specified  product  or  machine  is  patented.  The  wire 
fasteners  of  plaintiff  could,  as  has  been  demonstrated,  be 
stamped,  as  required,  at  a  trifling  cost.  This  case  illustrates 
the  wisdom  of  that  provision  in  the  Patent  Law.  The  fasten- 
ers in  the  market,  made  by  the  patentee  and  others,  can  be 
distinguished,  if  at  all,  only  by  those  very  familiar  with  the 
plaintiff's  manufacture.  Hence,  purchasers  could  not  know, 
whether  they  were  buying  the  patented  article  or  not.  The 
provisions  of  Section  38,  of  the  Act  of  1870,  are  therefore, 
strictly  applicable  to  this  case. 

The  more  important  question  follows,  viz.,  whether  the 
"damages,"  not  recoverable  in  consequence  of  plaintiff's 
failure  to  mark,  are  the  damages  technically  considered,  as 
contradistinguished  from  4<  profits,"  or  include  profits  only. 
Before  the  act  of  1870,  the  plaintiff,  in  equity,  recovered  of  the 
defendants,  the  profits  the  latter  had  made,  and,  on  the  law 
side  of  the  court,  his  damages  ;  and  it  was  doubted  whether,  in 
equity,  he  could  recover  more  than  the  actual  profits  defend- 
ants had  made,  even  though  they  might,  by  proper  skill,  etc., 
have  made  more,  or  even  though  the  plaintiff's  loss  of  profits 
had  been  large,  through  defendants'  infringement.  If  that  rule 
be  applied  here,  what  would  the  amount  of  recovery  be  ? 

The  defendants  used  many  fasteners  not  genuine,  and  the 
only  profit  to  them,  was  the  difference  between  what  they  paid 
for  the  spurious,  and  what  they  would  have  been  compelled  to 
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pay  the  plaintiff  for  the  genuine.  The  general  price  was  $1.50 
per  gross. 

True,  the  plaintiff  lost  the  sale,  at  that  price,  of  the  amount 
of  the  spurious  ones,  defendants  used,  and  the  difference  in 
price  may  be  far  from  making  good  his  loss.  But,  he  is  de- 
barred from  damages  for  his  loss,  because  he  failed  to  comply 
with  the  law.  In  one  sense,  he  led  the  defendants  into  the 
use  of  spurious  fasteners,  by  not  giving  the  notice,  through 
marking,  which  the  law  contemplates. 

It  seems,  that  genuine  and  counterfeit  fasteners  were  in  the 
market,  which,  when  new,  were  hardly  distinguishable  ;  that 
such  fasteners  continue  on  the  bottles  for  repeated  use,  (and 
therein  is  the  peculiar  merit  of  the  invention)  ;  that  when  they 
became  rusty,  or  abraded,  they  were  returned  ;  that  genuine 
second-hand  fasteners  were  bought  and  sold  ;  and  conse- 
quently, the  purchasers  and  parties  using  such  articles,  in  the 
absence  of  the  required  mark,  are  easily  misled.  One  of  the 
defendants  did  know,  in  1872,  that  counterfeits  were  in  use,  but 
he  did  not  have  the  notice  required,  that  any  of  those  used  by 
him  and  his  firm,  were  spurious. 

It  is  evident,  that  the  defendants  have  used  some  of  the  coun- 
terfeit articles,  and  that  a  perpetual  injunction  should  be  issued 
against  them.  But  how  are  they  to  ascertain,  when  they  pur- 
chase, hereafter,  new  or  second-hand  fasteners,  whether  they 
are  genuine  or  counterfeit  ?  Plaintiff,  it  seems,  sells  through 
his  agents,  and  also  sells  to  favored  customers,  not  only  for 
their  own  use,  but  for  resale  by  them.  In  the  absence  of  the 
proper  stamp,  purchasers,  and  those  who  use  fasteners,  are 
apt  to  be  betrayed  into  infringements  upon  plaintiff's  rights, 
which  he  is  privileged  to  enjoy  only  on  the  terms  prescribed 
by  law. 

It  is  very  far  from  clear,  that  the  provisions  of  Section  38, 
are  not  designed  to  cover  profits  as  well  as  technical  damages  ; 
yet,  as  Section  55,  seemingly  maintains  the  distinction  between 
them,  and  as  the  court,  instead  of  granting  a  provisional  in- 
junction in  this  case,  ordered  an  account  to  be  kept  by  de- 
fendants, the  equities  of  the  case,  under  the  Patent  Act,  de- 
mand that  at  least  profits  since  said  order  should  be  given. 

In  view  of  all  the  facts,  the  decree  will  be  for  a  perpetual  in- 
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junction,  and  for  the  actual  profits  of  the  plaintiff,  to  be  ascer- 
tained by  the  master,  said  profits  to  be  confined  to  the  differ- 
ence between  the  prices  paid  by  defendants,  and  those  at 
which  plaintiff  sold  the  genuine  fasteners.  Rubber  Company  v. 
Goodyear,  9  Wall.,  801  ;  Goodyear  v.  Allyn,  3  Fish.,  374  ;  Cowing 
v.  Rumsey,  4  Fish.,  275  ;  Goodyear  v.  New  Jersey  Central  R.R., 
1  Fish.,  626  ;  Keplinger  v.  De  Young,  10  Wheat.,  358  ;  sees.  38 
and  55  of  Act  of  1870. 

D.  JV.  Paul,  for  the  complainant. 
Frivelnburg  &*  Rassieur,  for  the  defendants. 


The  Goodyear  Dental  Vulcanite  Company  et  al. 


vs. 


Daniel  H.  Smith.    In  Equity.* 

The  claim  of  the  patent,  for  improvement  in  artificial  gums  and  palates,  was 
for  "  the  plate  of  hard  rubber  or  vulcanite  or  its  equivalent,  for  holding 
artificial  teeth,  or  teeth  and  gums,  substantially  as  described.'1  The 
specification  described  the  method  whereby  the  plate  is  formed,  and  the 
teeth,  gums,  etc.,  embedded  in  it :  Held,  (following  Dental  Vulcanite 
Co.  v.  Wetherbee,  2  Cliff.,  555,  and  Goodyear  Dental  Vulcanite  Co.  v. 
Gardner,  4  Fish.,  224),  that  the  invention  patented,  was  the  described 
product  and  manufacture,  by  the  means  described  in  the  specification. 

In  1856,  an  application  for  a  patent  was  improperly  rejected.  The  inventor 
did  not  withdraw  his  application,  or  in  any  manner  acquiesce  in  the  re- 
jection, nor  did  he  appeal  from  the  Commissioner,  but  he  pressed  his 
claim  for  a  patent,  from  time  to  time,  as  his  circumstances  allowed,  until 
1864,  when  he  made  a  new  application :  Held,  That  the  patentee, 
neither  lost,  nor  did  the  public  acquire  against  him,  any  rights  by  their 
unauthorized  use  of  his  invention,  during  the  time  between  the  two  ap- 
plications. 

*  Affirmed  by  Supreme  Court,  3  Otto,  486. 
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The  reissued  patent,  for  an  improvement  in  artificial  gums  and  palates, 
granted  to  the  Dental  Vulcanite  Company,  assignee  of  John  A  Cum- 
mings,  March  21st,  1865,  held  valid. 

Notch  kiss  v.  Greenwood,  11  How.,  248,  commented  on  and  distinguished. 
(Before  Shbpley,  J.,  District  of  Massachusetts,  May,  1874.) 

Shepley,  J. 

Letters  patent  of  the  United  States,  issued  June  7,  1864,  to 
John  A.  Cunimings,  for  improvement  in  artificial  gums  and 
palates.  The  bill  in  equity  in  this  case  is  filed  against  the  de- 
fendant, alleging  infringement  of  the  letters  patent,  which, 
upon  a  surrender  of  that  patent  in  accordance  with  law,  were 
reissued  to  the  Dental  Vulcanite  Company,  the  assignees  of 
the  title  in  and  to  the  letters  patent,  upon  the  21st  of  March, 
1865.  While  the  patent  describes  the  invention  as* 'an  im- 
provement in  artificial  gums  and  palates,"  the  patentee  gives 
a  better  description  of  his  invention  in  his  specification  in  his 
original  patent,  in  which  he  claims  to  have  invented  certain 
new  and  useful  improvements  in  the  manner  of  forming, 
artificial  palates  and  gums  used  for  inserting  artificial  teeth. 
The  claim  in  the  patent  is  for  "  the  plats  of  hard  rubber  or 
vulcanite,  or  its  equivalent,  for  holding  artificial  teeth,  or 
teeth  and  gums,  substantially  as  described."  This  claim  of 
the  patent  has  been  construed  in  this  circuit,  in  the  cases  of 
Dental  Vulcanite  Co.  v.  Wetherbee,  2  Cliff.  555,  and  Goodyear 
Dental  Vulcanite  Co.  v.  Benoni  E.  Gardner,  4  Fish.  224.  The 
substance  and  effect  of  the  determination  of  the  court  in 
those  cases  is,  that  the  invention  claimed  was  the  described 
product  and  manufacture  by  the  means  described  in  the  speci- 
fication. Adopting  the  construction  given  in  those  cases  to 
the  claim  in  the  patent,  I  know  no  better  description  to  be 
given  of  the  invention  patented  to  John  A.  Cummings,  and 
reissued  to  the  complainant  than  this,  that  it  is  for  a  new 
article  of  manufacture,  consisting  of  a  plate  of  hard  rubber 
or  vulcanite,  with  teeth,  or  teeth  and  gums,  secured  thereto 
in  the  manner  described  in  the  patent.  The  patent  is  not  for 
a  process  or  art,  but  for  the  new  product  resulting  from  the 
manipulation  by  the  described  new  process.  It  is  one  of 
those  products,  as  will  be  seen  by  examination  of  the  specifi- 
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cations  describing  the  process  of  manufacture,  in  which  the 
process  so  inheres,  that  the  described  product  can  only  be 
made  by  the  described  process.  The  patent  is  not  for  a 
dental  plate  of  vulcanite  or  hard  rubber  alone  ;  it  is  not  the 
substitution  of  the  old  material,  vulcanite,  in  place  of  the  gold 
and  other  materials  which  have  been  before  used  in  the  same 
way  ;  it  is  not,  as  claimed  by  defendant,  for  a  dental  plate  of 
hard  rubber  vulcanized  in  moulds  in  the  manner  described  in 
the  patent :  but  it  is  for  a  set  of  artificial  teeth  as  a  new  arti- 
cle of  manufacture,  consisting  of  a  plate  of  hard  rubber  or 
vulcanite,  with  teeth,  or  teeth  and  gums,  secured  thereto  in 
the  manner  described  in  the  patent,  by  embedding  the  teeth 
and  pins  in  the  vulcanizable  compound,  so  that  it  shall  sur- 
round the  teeth  and  pins  while  the  compound  is  in  a  soft  state, 
before  it  is  vulcanized,  so  that,  when  the  compound  is  vulcan- 
ized, the  teeth  are  firmly  secured  by  the  pins  embedded  in  the 
vulcanite,  and  there  is  a  tight  joint  between  the  vulcanite  and 
the  teeth.  This  manufacture  was  a  new  manufacture,  new 
as  to  the  thing  made,  new  as  to  the  process  of  making  it,  con- 
sidering that  process  as  a  whole.  The  invention  is  not  like 
that  of  a  machine,  but  is  one  in  which  the  process  by  which 
it  is  made,  is  a  part  of  the  substance  of  the  thing  made,  the 
manufacture,  and  a  characteristic  feature  of  its  construction. 
It  is  evident,  from  an  examination  of  the  very  brief  and  im- 
perfect description  of  the  invention  given  by  Cummings  in 
his  caveat,  filed  as  early  as  May  14,  1852,  that  he  fully  appre- 
ciated the  fact  that  the  importance  of  his  invention,  consisted 
not  merely  in  the  substitution  of  a  material  "  rigid  enough 
for  the  purposes  of  mastication  and  pliable  enough  to  yield  a 
little  to  the  mouth,"  in  place  of  the  4I  hard,  unyielding"  met- 
als previously  used,  and  not  merely  in  the  substitution  of  a 
material,  light  and  inexpensive,  in  place  of  the  expensive  and 
heavy  materials,  before  used  for  the  plate,  but  also  in  the  ad- 
ditional fact,  which  he  states,  that,  l4  by  his  improvement,  the 
teeth  can  be  easily  baked  into  the  gums,  which  form  one  piece 
with  the  plate."  This  statement,  at  that  early  .period, 
sufficiently  suggests,  that  he  fully  appreciated  the  advantages 
of  the  material  which  he  used,  and  which  was  capable  of  being 
so  used  in  the  process,  as  to  insure  the  cleanliness  and  purity 
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resulting  from  the  absolutely  perfect  joint  formed  between 
the  teeth  and  the  plate,  and  the  consequent  absence  of  any 
crevices  for  the  retention  of  food. 

In  the  specifications  of  the  reissued  patent,  after  adverting 
to  the  fact,  that  the  method  previously  in  use,  of  attaching  arti- 
ficial teeth  to  a  metallic  plate  fitting  to  the  roof  of  the  mouth, 
was  attended  with  many  objections  and  inconveniences,  he 
states  his  invention  to  consist,  "in  forming  the  plate  to 
which  the  teeth,  or  teeth  and  gums,  are  attached,  of  hard  rub- 
ber or  'vulcanite,'  so  called,  an  elastic  material  possessing 
and  retaining,  in  use,  sufficient  rigidity  for  the  purpose  of  mas- 
tication, and  at  the  same  time  being  pliable  enough  to  yield  a 
little  to  the  motions  of  the  mouth."  He  then  describes  what 
he  calls  his  "  manner  of  making  and  using  said  hard  rubber 
plates,"  but  which  would  be  more  appropriately  described  as 
his  mode  of  forming  and  making  a  set  or  case  of  teeth,  in- 
cluding the  plate,  gums,  and  teeth.  A  wax  or  plaster  impres- 
sion of  that  part  of  the  mouth  which  the  plate  is  to  fit,  is  first 
taken,  and  from  that  impression  a  plaster  cast,  is  made,  which 
will  exactly  resemble  that  part  of  the  mouth  from  which  the 
first  impression  was  taken.  A  plate  of  wax,  of  the  general 
form  of  the  intended  rubber  plate,  is  then  made  from  this  plas- 
ter cast,  and  around  the  front  of  this  wax  plate,  a  vertical 
ridge  of  wax  is  fixed,  about  in  the  same  position  which  the 
teeth  are  to  occupy,  in  the  same  manner  as  is  generally  prac- 
tised in  the  construction  of  gold  plates  for  artificial  teeth.  A 
plaster  mould,  is  then  made  from  this  wax  plate,  fitting  it  both 
on  the  upper  and  under  side,  which  plaster  mould  is  known, 
generally,  as  the  articulator,  and  is  constructed  so  as  to  hold 
the  wax  plate  securely  and  conveniently  for  manipulation, 
leaving  the  front  edge,  where  the  teeth  are  to  be  applied,  ex- 
posed and  accessible.  The  specification  then  describes  the 
kind  of  teeth  which  may  be  employed,  and  says,  the  mode  of 
operation  is  the  same  whether  the  teeth  have  porcelain  gums 
formed  in  one  piece  with  the  teeth,  and  properly  colored,  or, 
teeth  without  porcelain  gums,  in  which  case,  the  palate  and 
gums  are  formed  of  one  piece  of  hard  rubber  ;  the  mode  of 
operation  is  the  same  whether  gum -teeth,  or  teeth  alone,  are 
used,  either  singly  or  in  groups.     The  teeth  are  set  in  place 
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in  the  wax  plate,  and  adjusted  to  the  proper  distance  and  ful- 
ness in  the  same  manner  as  is  generally  practised  in  setting 
teeth  in  gold  plates.  The  wax  plate  and  gums,  with  the  teeth 
adhering  thereto,  are  now  set  upon  the  original  plaster  cast 
of  the  corresponding  part  of  the  mouth,  and  plaster  is  poured 
all  around,  up  to  about  the  lower  edge,  as  it  lies,  of  the  wax 
plate.  The  margin,  or  outlying  surface  of  plaster,  is  oiled 
or  varnished,  and  plaster  poured  over  the  whole,  forming  a 
complete  mould  of  the  plate  and  teeth.  Upon  the  opening  of 
this  mould,  the  wax  is  warmed  and  removed,  so  as  to  leave 
the  teeth,  adhering  in  the  plaster  mould,  in  exactly  the  relative 
position  they  are  to  occupy  in  the  hard  rubber  plate.  The 
teeth  are  provided  with  pins  projecting  therefrom,  in  such 
manner,  that  the  rubber,  which  is  to  constitute  the  plate,  will 
close  around  them,  and  by  means  of  them,  hold  or  secure  the 
teeth  permanently  in  position.  The  plaster  mould,  with  the 
teeth  adhering  therein,  as  just  described,  is  now  filled  with 
soft  rubber,  a  little  at  a  time,  pressed  in  with  the  finger,  or 
any  other  convenient  way  ;  and  care  is  to  be  taken  that  the 
rubber  is  made  to  completely  fit  into  the  cavities,  and  around 
the  protuberances,  including  the  pins,  and  is  filled  to  the 
thickness  or  depth  desired  to  form  the  plate.  The  rubber 
plate  is  then  locked  in  position,  by  shutting  the  other  half  of 
the  plaster  mould  over  it,  to  insure  its  retaining  its  exact  form, 
and  it  is  then  subjected  to  sufficient  heat,  to  harden  or  vulcan- 
ize the  compound. 

While  defendant  admits,  that  this  process,  or  mode  of  con- 
structing the  plate  or  case  of  teeth,  which  is  included  in  the 
claim  of  the  reissue,  constitutes  a  substantial  and  material 
part  of  the  thing  patented  therein,  yet,  he  insists,  that  it  was 
not  described,  or  suggested,  or  indicated  in  the  original  patent 
of  June  7,  1864,  but  was  interpolated  in  the  reissue,  which  is, 
therefore,  invalid,  having  been  granted  contrary  to  law. 

Since  the  exhaustive  exposition  of  this  branch  of  the  law  of 
patents,  in  the  case  of  Seymour  v.  Osborne,  11  Wall.,  516,  the 
principles  of  law,  applicable  to  the  consideration  of  this  ques- 
tion, are  too  well  settled,  to  admit  of  any  doubt.  Where  the 
commissioner  accepts  a  surrender  of  an  original  patent,  and 
grants  a  new  patent,  his  decision  in  the  premises,  in  a  suit  for 
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infringement,  is  final  and  conclusive,  and  is  not  re-examinable 
in  such  suit  in  the  Circuit  Court,  unless,  it  is  apparent,  upon  the 
face  of  the  patent,  that  he  has  exceeded  his  authority,  and  that 
there  is  such  a  repugnancy  between  the  old  and  the  new  pat- 
ent, that  it  must  be  held,  as  matter  of  legal  construction,  that 
the  new  patent  is  not  for  the  same  invention  as  that  embraced 
and  secured  in  the  original  patent.  Reissued  letters  patent 
must,  by  the  express  provisions  of  the  statute  authorizing 
them,  be  for  the  same  invention  ;  and,  consequently,  when  it 
appears  on  a  comparison  of  the  two  instruments,  as  matter  of 
legal  construction,  that  the  reissued  patent  is  not  for  the  same 
invention  as  that  embraced  and  secured  in  the  original  patent, 
the  reissued  patent  is  invalid,  as  that  state  of  facts  shows  that 
the  commissioner,  in  granting  the  new  patent,  exceeded  his 
jurisdiction.  The  patentee  may  amend  what  is  defective  or 
insufficient  in  the  description  of  his  invention,  but  he  cannot 
make  any  material  additions  to  the  invention  claimed  in  the 
original,  by  interpolating  in  the  reissue  any  thing  not  de- 
scribed, suggested,  or  substantially  indicated  in  the  original 
specifications,  drawings,  or  Patent  Office  model.  The  claim 
of  the  defendant  is,  that,  in  the  reissue  No.  1,904,  a  new  pro- 
cess of  forming  the  plate  is  substituted  for  the  one  described 
in  the  original  patent  ;  and  that  the  new  process  described, 
was  not  suggested  or  indicated  in  the  original  patent.  To 
properly  determine  this  question,  we  must  carefully  examine 
the  two  specifications,  to  ascertain  what  steps  in  the  described 
process  are  claimed  as  new,  as  distinguished  from  those  steps 
in  the  process  which  were  old.  The  plaster  moulds,  or  the 
manner  of  using  them,  or  of  the  wax  in  connection  with  them, 
are  not  described  or  claimed  as  new.  What  is  described  and 
claimed  as  new  in  the  process,  is,  in  substance,  the  making  of 
a  vulcanite  dental  plate  out  of  a  vulcanizable  rubber  com- 
pound, into  which  the  teeth  were  embedded  in  its  plastic  con- 
dition, and  the  rubber  compound  with  the  teeth  thus  em- 
bedded in  it,  afterwards  vulcanized  by  heat,  so  that  the  teeth, 
gums,  and  plate  should  be  perfectly  joined  without  any  inter- 
vening crevices,  and  the  plate  should  possess  the  qualities  of 
hard  rubber  or  vulcanite.  All  that  is  involved  in  this  state- 
ment, is  clearly  indicated  in  the  original  patent.  It  is  true  that 
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the  patentee  does  not  describe,  in  detail,  precisely,  how  the 
teeth  were  to  be  embedded  in  the  plastic  compound,  before 
vulcanization,  as  fully  as  he  states  it  in  the  reissue,  but,  he 
does  substantially  indicate  and  describe  the  new  manufacture, 
and  all  that  is  claimed  in  the  reissue.  Upon  a  comparison  of 
the  two  patents,  and  an  examination  of  the  specifications  and 
of  the  drawings,  the  court  cannot  arrive  at  the  conclusion,  as 
a  matter  of  legal  construction  of  the  instruments,  that  the  re- 
issued patent  is  for  any  different  invention  from  the  one  sub- 
stantially indicated  in  the  original.  It  is  insisted,  in  argu- 
ment, that  Cummings  did  not,  in  his  original  application,  de- 
scribe avulcanizable  compound,  because,  he  says,  "  the  teeth, 
gums,  and  plate  are  then  baked  until  the  rubber  or  other 
elastic  material  becomes  sufficiently  vulcanized."  This  de- 
scription, it  is  contended,  does  not  apply  to  vulcanite,  be- 
cause, the  soft  rubber  is  not  elastic  before  vulcanization. 
But,  when  we  take  the  whole  description,  it  is  plain  that  he 
does  not  intend,  by  the  expression,  "  or  other  elastic 
material,"  to  apply  it  to  the  rubber  in  its  soft,  plastic,  or 
putty-like  condition,  but  to  a  material  which  may  be  an  elas- 
tic material,  either  before  its  reduction  to  the  soft  condition, 
or  after  its  vulcanization.  This  meaning,  however  imperfectly 
expressed,  is  easily  gathered  from  the  whole  description, 
which  plainly  designates  the  material  to  be  used  as  rubber, 
and  the  compounds  commonly  employed  therewith,  reduced 
to  a  soft  plastic  condition  capable  of  vulcanization,  and  sub- 
sequently vulcanized. 

The  defendant  also  seems  to  have  misapprehended  the  lan- 
guage of  the  court  in  Goodyear  Dental  Vulcanite  Co.  v.  Gardner, 
4  Fish.  226,  where  it  is  said,  speaking  of  the  claim,  that  <4  it 
includes  not  only  the  plate  of  hard  rubber  for  holding  artificial 
teeth,  or  teeth  and  gums,  but  the  process  or  mode  by  which 
they  are  constructed.' '  It  is  contended  that  this  construction 
makes  the  use  of  the  moulds  "  the  process  or  mode  by  which 
they  are  constructed  ;"  and,  that,  inasmuch  as  the  moulds 
were  not  described  in  the  original,  the  reissue  is  broader  than 
the  original  ;  and,  inasmuch  as  the  use  of  such  moulds  for  this 
purpose  was  not  new,  the  patent  is  void.  But,  upon  reading 
the  opinion  in  that  case,  it  is  clear  that  no  such  construction, 
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as  is  contended  for,  was  given  to  the  claim.  The  process  of 
forming  a  plate  by  the  use  of  plaster  moulds  was  well 
known  ;  the  process  of  retaining  and  confining  the  vulcaniz- 
able  compound  in  the  mould,  until  it  was  converted  by  heat 
into  hard  rubber  or  vulcanite,  was  well  known  to  those  skilled 
in  that  art,  and  for  that  reason,  perhaps,  Cummings  considered 
it  unnecessary  to  describe  minutely  those  details  of  the  pro- 
cess in  his  original  application.  But,  upon  the  suggestion 
that  these  steps  in  the  process  were  not  known  to  those  skilled 
in  the  art  of  dentistry,  a  reissue  was  taken,  which  more  at  length 
described  all  the  steps  of  the  process.  In  view  of  the  con- 
struction heretofore  given  to  the  claim,  and  in  view  of  the 
evidence  in  this  record,  which  shows  that  the  use  of  such 
moulds  in  the  described  mode,  and  for  the  described  purpose, 
was  known  to  those  skilled  in  the  art,  it  is  at  least  doubtful 
if  there  was  any  necessity  for  a  surrender  and  reissue.  Such 
a  use  of  moulds  was  not  "  the  process  or  mode  by  which  they 
are  constructed,"  referred  to  by  the  court,  in  the  sentence 
above  quoted,  from  Goodyear  Dental  Vulcanite  Co.  v.  Gardner. 
What  the  true  construction  is,  as  given  by  the*  court  in  that 
case,  we  have  before  stated,  and  need  not  repeat. 

It  is  again,  in  this  case,  most  strenuously  contended,  that 
Cummings  was  not  the  original  and  first  inventor  of  the 
thing  claimed  by  him,  or  a  material  and  substantial  part 
thereof.  Considering  the  importance  of  this  question,  the 
great  pecuniary  interest  involved,  the  public  interest,  as  well 
as  the  interests  of  the  many  thousand  licensees  under  this 
patent,  in  the  dental  profession,  and  the  thousands  who  are 
alleged  to  be  using  the  patented  invention  without  license  ; 
and,  in  view  of  the  fact,  that  this  has  been  made  a  test  case, 
and  carefully  prepared  and  presented  to  the  court,  with  all  the 
light  that  can  be  thrown  upon  the  history  of  the  art,  by  care- 
ful and  scientific  research,  I  have  carefully  considered  the 
evidence  in  the  record,  upon  the  question  of  novelty,  as  if  this 
were  the  first  case  in  which  this  issue  was  presented.  The 
first  step  in  the  solution  of  this  question  is  to  fa  the  date  of 
the  invention  of  Dr.  Cummings.  The  caveat  filed  by  him, 
on  the  14th  of  May,  1852,  substantially  describes  his  inven- 
tion, and,  if  there  can  exist  any  doubt  that  it  was  perfected 
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at  that  time,  there  can  be  no  question  that  it  was  perfected 
and  reduced  to  practice  in  the  latter  part  of  1854,  or  early  in 
1855,  and  before  he  filed  his  application  for  a  patent  on  the 
12th  of  April,  1855. 

It  is  insisted,  on  the  part  of  the  defendant,  that  Cummings 
allowed  his  invention  to  be  used  freely  and  fully  by  the  pub- 
lic before  his  application  for  a  patent,  and  acquiesced  in,  and 
permitted  and  assented  to  such  use,  without  asserting  any 
claim  or  right  thereto,  and  thereby  waived  and  abandoned 
the  same  and  dedicated  it  to  public  use,  and  thereby  forfeited 
any  right  he  might  have  had  to  letters  patent  for  his  inven- 
tion. Support  to  this  theory  of  the  defence  is  sought  in  the 
fact  of  the  long  space  of  time  suffered  to  intervene  between 
February  6,  1856,  when  his  first  application  was  rejected  by 
the  commissioner,  and  his  subsequent  application  in  1864. 
He  did  not,  after  this  rejection,  exercise  his  statute  right  to 
withdraw  his  application  and  receive  back  his  fee  of  twenty 
dollars  ;  and  although  he  did  not  appeal  from  the  commis- 
sioner, he  persisted  in  his  claim  for  a  patent.  In  the  case  of 
Godfrey  v.  £ames,  1  Wall.,  317,  the  Supreme  Court  decided, 
that  if  a  party  choose  to  withdraw  his  application  for  a  patent, 
intending  at  the  time  of  such  withdrawal  to  file  a  new  petition, 
and  he  accordingly  do  so,  the  two  petitions  are  to  be  con- 
sidered as  parts  of  the  same  transaction,  and  both  as  consti- 
tuting one  continuous  application  within  the  meaning  of  the 
law.  But,  Cummings  did  not  withdraw  his  application,  nor 
in  any  manner  acquiesce  in  the  rejection.  On  January  17, 
1859,  his  solicitor  applied  to  the  commissioner  for  the  specifi- 
cation and  drawing.  When  the  commissioner  declined  to  re- 
turn the  specification,  additional  counsel  was  employed  in 
Washington,  to  make  an  examination  and  endeavor  to  secure 
a  patent.  The  counsel  discovered,  in  the  reasons  which  had 
been  given  for  the  rejection,  that  a  palpable  error  had  been 
committed,  and  applied  for  a  rehearing,  or  for  an  appeal  to 
the  board  of  examiners.  This  application  was  also  refused. 
Cummings  was  then  poor,  too  poor  to  pay  the  expenses  neces- 
sary to  a  persistent  and  successful  prosecution  of  his  appli- 
cation. Constantly  persisting  in  the  assertion  of  the  impor- 
tance and  great  value  of  his  invention,  he  wearied  his  friends 
vol.  1 — 14 
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with  his  importunities  for  the  means  necessary  to  prosecute 
his  claim  and  secure  his  patent,  even  offering,  in  vain,  one- 
half  of  his  patent  for  the  means  necessary  to  secure  it.  He 
finally  prevailed  upon  Flagg  and  Osgood  to  assist  him  with 
means  ;  and  on  the  ist  of  March,  1864,  he  made  a  new  appli- 
cation, which  was  filed  March  25,  1864.  On  the  7th  of  April, 
1864,  the  office  replied  to  him  :  "  Your  present  claim  is  em- 
braced in  an  application  filed  by  you  in  1855,  and  rejected  for 
want  of  novelty."  The  commissioner  admits,  that,  although 
three  times  rejected,  his  former  claim  and  specification,  as 
amended  before  such  rejection,  so  as  to  confine  it  to  hard  rub- 
ber or  vulcanite,  was  improperly  rejected,  "the  case  of 
Steam's  vulcanized  rubber  palate  and  vellum,  to  which  you 
were  then  referred,  having  no  bearing  whatever  upon  your 
invention.' '  After  the  new  application  was  amended  at  the 
suggestion  of  the  commissioner,  so  as  to  limit  the  claim  and 
specification  to  make  it  conform  to  the  original  application  as 
amended,  the  patent  was  issued  on  the  7th  of  June,  1864, 
which  the  commissioner  thus  decided  he  was  entitled  to  have 
received  on  his  application  of  April  12,  1855.'  That,  under 
such  circumstances,  he  neither  lost,  nor  did  the  public  acquire 
against  him,  any  rights,  by  their  unauthorized  use  of  his  in- 
vention, during  the  time  after  his  application  was  made,  when 
he  was  doing  all  in  his  power  to  secure  a  patent,  is  clear  on 
principle,  and  well  settled  by  the  authorities.  It  is  only 
necessary  in  this  connection  to  refer  to  the  very  able  opinion 
of  Judge  McKennan  upon  a  similar  state  of  facts  in  the  case 
of  M'Millin  v.  Barclay »,  5  Fish.  189,  which  leaves  nothing  more 
to  be  said  upon  this  branch  of  the  case,  and  if  further  author- 
ity be  needed,  it  will  be  found  in  the  opinion  of  Mr.  Justice 
Clifford,  in  Jones  v.  Sewall,  3  Off.  Gaz.  6^0. 

Upon  the  question  of  novelty,  the  construction  which  has 
been  given  to  the  claim,  renders  it  unnecessary  that  any  par- 
ticular allusion  should  be  made  to  the  foreign  patents  or  pub- 
lications, or  to  the  great  mass  of  the  evidence  in  the  record, 
exhibiting  the  state  of  the  art  prior  to  the  patented  invention. 
For,  it  is  not  even  claimed  in  argument,  that,  before  the  date 
we  have  ascribed  toCummings's  invention,  any  other  person, 
had  successfully  made  what  we  have  defined  as  his  new  man- 
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ufacture,  namely,  a  set  of  artificial  teeth,  consisting  of  a 
plate  of  vulcanite  with  teeth,  or  teeth  and  gums,  secured 
thereto  in  the  mode  described  in  the  patent,  by  so  embedding 
the  teeth,  with  the  pins  which  help  to  secure  them,  in  the  vul- 
canizable  compound  in  its  soft  and  unvutcanized  state,  as  to 
make  a  perfect  joint  after  vulcanization.  It  is,  however, 
claimed  that,  with  gutta-percha,  tin,  platinum,  and  porce- 
lain, sets  of  teeth  had  been  made  by  a  process  substantially 
like  that  of  Cummings,  differing  in  substance  from  it,  only,  in 
the  material  used  for  the  base.  It  is  claimed  that  this  is  the 
mere  substitution  of  one  known  material  for  another,  and, 
therefore,  not  patentable.  It  is  first  to  be  remarked  that  the 
process,  which  is  new  in  the  Cummings  invention,  by  which 
the  new  patented  manufacture  is  made,  is  not,  as  defendant 
supposes,  the  process  of  making  the  moulds,  but  the  process 
of  moulding,  forming,  and  making  the  united  plate  and  teeth, 
or  set  or  case  of  teeth.  Without,  therefore,  considering  in 
this  connection,  the  question  whether  the  same  process  had 
ever  before  been  used  in  the  manufacture  of  a  plate  with 
teeth,  or  teeth  and  gums,  embedded  in  it  so  as  to  make  a  tight 
joint,  and  in  effect,  so  to  speak,  a  perfect  union,  using  for  a 
base  a  material  other  than  vulcanite,  it  may  be  well  to  con- 
sider, upon  the  hypothesis  assumed  by  the  defendant,  under 
what  conditions  such  a  substitution  of  an  old  material  would 
or  would  not  be  patentable.  This  is  not  in  any  proper  sense 
a  case  of  double  use.  It  is  claimed  that  the  case  at  bar  falls 
within  the  class  of  cases  like  Hotchkiss  v.  Greenwood,  11  How. 
248.  In  that  case,  a  knob  of  porcelain  or  clay,  such  as  were 
in  common  use  for  door-knobs,  was  attached  to  a  metallic 
shank  or  spindle,  by  making  the  cavity  in  the  knob,  in  which 
the  shank  or  screw  is  inserted,  largest  at  the  bottom  of  its 
depth,  in  form  of  a  dovetail,  and  a  screw  formed  therein  by 
pouring  in  metal  in  a  fused  state.  The  knob  was  not  new, 
nor  the  metallic  shank  or  spindle,  nor  the  means  by  which 
the  metallic  shank  was  securely  fastened  therein.  The  only 
new  thing  was  the  substitution  of  a  knob  of  clay  in  that  form, 
in  that  combination,  in  place  of  a  knob  of  wood  or  metal. 
The  jury  were  instructed  in  the  Circuit  Court,  that,  if  no 
more  ingenuity  or  skill  was  required  to  make  this  change  and 
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construct  the  knob  in  this  way  than  that  possessed  by  an 
ordinary  mechanic  acquainted  with  the  business,  the  patent 
was  invalid.  The  Supreme  Court,  in  sustaining  the  instruc- 
tions given  in  the  Circuit  Court,  which  were  the  subject  of 
exception,  say  (Mr.  Justice  Nelson  delivering  the  opinion), 
"  The  difference  is  formal,  and  destitute  of  ingenuity  or  in- 
vention. It  may  afford  evidence  of  judgment  and  skill  in  the 
selection  and  adaptation  of  materials  in  the  manufacture  of 
the  instrument  for  the  purpose  intended,  but  nothing  more." 
The  case,  when  carefully  examined,  decides  only,  that,  a 
machine  made  in  whole  or  in  part  of  materials  better  adapted 
to  the  purpose  for  which  it  is  used  than  the  materials  of 
which  the  old  one  is  constructed,  and,  for  that  reason,  better 
and  cheaper,  cannot  be  distinguished  from  the  old  one,  and,  in 
the  sense  of  the  Patent  Law,  cannot  entitle  the  manufacturer 
to  a  patent.  The  case  of  Hotchkiss  v.  Greenwood,  as  the  facts 
had  been  found  by  the  jury,  and,  as  they  were  assumed  in  the 
opinion  of  the  court,  presented  nothing  more  than  the  naked 
substitution  in  the  same  combination  of  one  material  for  an- 
other, without  any  attending  difference  in  function  or  effect. 
It  was  precisely  as  if  a  patent  had  been  claimed  for  substitut- 
ing in  the  same  contrivance  a  silver  knob  in  place  of  a  brass 
one,  or  one  plated  with  gold  instead  of  one  plated  with 
silver,  or  one  plated  with  gold  or  silver  on  a  base  metal,  in- 
stead of  the  base  metal  knob.  The  mere  exercise  of  taste  or 
judgment,  without  invention,  in  the  selection  and  substitution 
of  materials,  is  not  considered  by  the  court,  in  that  case, 
sufficient  foundation  for  a  patent.  But,  it  is  not  to  be  lost 
sight  of,  in  considering  the  case  of  Hotchkiss  v.  Greenwood, 
that  when  the  counsel  contended  that  the  mode  of  fastening 
the  shank  to  the  clay  knob  produced  a  new  and  peculiar 
effect  upon  the  article,  beyond  that  produced  when  applied  to 
the  metallic  knob,  inasmuch  as  the  fused  metal  by  which  the 
shank  was  fastened  to  the  knob  prevented  the  shank  from 
acting  immediately  upon  the  knob,  it  being  inclosed  and 
firmly  held  by  the  metal ;  and,  that  for  this  reason  the  clay  or 
porcelain  knob  was  not  so  liable  to  crack  or  be  broken,  and 
was  made  firm  and  strong  and  more  durable  ;  the  court  dis- 
posed of  this  point,  not  by  deciding  that  such  difference  of 
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effect  would  not  be  patentable  if  new,  but  by  saying,  that,  this 
peculiar  effect  on  the  clay  knob,  as  compared  with  the  old 
metal  knob,  was  not  distinguishable  from  that  which  would 
exist  in  the  case  of  the  wood  knob,  or  one  of  bone  or  ivory, 
or  of  other  materials  that  might  be  mentioned,  which  were 
old.  In  effect,  the  court  decided  that  the  peculiar  effect 
claimed  was  not  new,  and,  therefore,  not  patentable,  and  not 
that  the  combination  might  not  have  been  patentable  had  any 
effect  been  shown  which  was  new,  peculiar,  and  useful.  If 
the  knobs  of  porcelain  or  clay,  use*d  by  the  complainants  in 
that  case  had  been  new,  or  if,  being  old,  the  complainants  by 
a  novel  use  of  them  in  the  old  combination  had  accomplished 
a  new  and  useful  result,  differing  not  merely  in  degree,  but 
in  kind,  from  the  result  of  the  old  combination,  the  patent 
would  clearly  have  been  valid  ;  and  the  case  cited  is  certainly 
not  an  authority  to  the  contrary.  Strictly  speaking,  no  new 
manufacture  is  anything  more  than  a  new  combination  and 
arrangement  of  old  materials  ;  and,  whenever  such  new  com- 
bination and  arrangement  produces  a  new  and  useful  result, 
there  being  diversity  of  method  and  diversity  of  result,  the 
invention  is  patentable. 

The  utility  of  this  invention  is  shown  by  the  vast  number 
of  persons  making  use  of  it,  both  as  licensees  and  infringers. 
To  overcome  the  presumption  that  it  is  a  new  manufacture, 
arising  from  the  grant  of  the  letters  patent,  the  defendant  has 
not  introduced  the  opinion  of  any  expert  who  is  willing,  in 
view  of  the  state  of  the  art,  as  known  to  him  and  proved  in 
the  case,  to  testify  that  this  was  not,  at  the  date  of  the  original 
application,  a  new  manufacture.  Reliance  is  placed  upon  the 
evidence  introduced  in  the  case  by  the  defendant,  to  convince 
the  court  of  the  fact,  upon  which  defendant's  experts  were 
not  convinced,  that  the  manufacture  patented,  as  distinguished 
from  those  which  had  preceded  it,  was  not  a  new  manufac- 
ture. The  nearest  approximation  to  the  process  of  manufac- 
ture used  by  Dr.  Cummings,  is,  perhaps,  to  be  found  in  the 
experiments  of  William  A.  Royce  and  George  E.  Hawes  in 
casting  a  base  of  pure  tin  in  a  mould  in  the  same  manner  sub- 
stantially in  which  the  vulcanite  base  is  moulded.  If  these 
had  been  successful,  instead  of  abandoned  experiments,  they 
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would  not  have  furnished  any  obstacle  to  the  granting  of  let- 
ters patent  to  Cummings,  for  reasons  clearly  apparent. 
Hawes  cast  rude  sets  of  teeth  in  this  way  for  the  lower  jaw 
only,  the  weight  of  the  tin,  when  made  of  sufficient  strength 
out  of  this  soft  metal,  rendering  them  impracticable  for  upper 
jaws.  The  shrinkage  of  the  metal,  when  cooling,  rendered  it 
impossible  to  fit  the  plate  accurately  to  the  mouth,  and  ren- 
dered difficult,  if  not  impossible,  a  tight  joint  between  the 
base  and  teeth,  to  prevent  the  set  from  becoming  offensive  by 
the  deposit,  in  the  crevices,  of  food  and  fluids  from  the  mouth. 
The  extreme  heat  of  the  molten  tin  was  communicated  to  the 
metal  pins,  causing  them  to  expand,  and  resulting  in  a  con- 
sequent liability,  by  their  expansion,  to  crack  the  porcelain 
teeth.  The  tin,  also,  was  subject  to  corrosion  by  the  chemi- 
cal actions  of  the  fluids  of  the  mouth.  Royce  had  also  made 
three  cast-tin  plates  prior  to  1850.  He  abandoned  the  experi- 
ment, making  no  more  after  that  time.  Yet  Hawes  testifies 
that  the  use  of  vulcanite,  for  dental  purposes,  is  the  greatest 
improvement  in  the  profession,  known  to  him,  for  twenty- five 
years,  and  the  testimony  of  Hawes  and  Royce  alone,  given  as 
it  is  by  very  intelligent  and  practical  members  of  the  dental 
profession,  would  be  sufficient  to  prove  the  utility  of  the  in- 
vention, and  to  distinguish  it  as  a  new  manufacture,  as  com- 
pared with  any  thing  known  in  the  prior  history  of  the  art. 
Without  going  into  a  detailed  examination  of  the  Wildman 
plates,  made  by  casting  tin  around  the  roots  of  the  teeth 
upon  gold  or  silver  plates,  and  the  unsuccessful  attempts  to 
use  gutta-percha ;  the  experiments  of  Dr.  Hill  with  a  secret 
compound  of  gutta-percha  and  some  metallic  salt,  it  is 
sufficient  to  state  that  none  of  these,  much  less  any  of  the 
printed  publications  of  which  notice  is  given  in  the  answer, 
suggest  or  describe  an  article  of  manufacture  substantially 
like  that  described  and  claimed  in  the  reissued  patent  on 
which  this  suit  in  equity  is  based. 

Upon  a  careful  review  of  all  the  evidence  in  the  record,  I 
have  no  hesitation  in  coming  to  the  conclusion  that  the  inven- 
tion of  Dr.  Cummings  was  a  new  and  useful  manufacture  ; 
that  nothing  appears  in  evidence  to  show  that  he  was  not  the 
original  and  first  inventor  of  the  thing  claimed  by  him  ;  that 
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the  reissued  patent  in  suit  is  a  good  and  valid  patent ;  and 
that  the  defendant  has  infringed  the  same,  as  alleged  in  the 
bill. 

Decree  for  injunction  and  account. 

Edward  N.  Dicker  son,  and  Benjamin  F.  Leey  for  the  com- 
plainants. 

Jeremiah  S.  Black  and  Henry  Baldwin,  Jr.y  for  the  defendant. 


Edward  H.  Ashcroft 


vs. 


The  Boston  and  Lowell  Railroad  Company. 

In  Equity.* 

The  reissued  patent  for  a  steam  safety  valve,  with  an  overhanging  downward 
curved  lip  or  periphery  and  annular  recess,  granted  to  E.  H.  Ashcroft, 
assignee  of  William  Naylor,  November  9th,  1869,  must,  in  view  of  the 
state  of  the  art,  if  sustained  at  all,  be  limited  to  the  combination  of  the 
described  valve  with  its  overhanging  downward-curved  lip,  with  pre- 
cisely such  an  annular  recess  surrounding  the  central  chamber  as  the 
specification  described. 

So  construed,  the  safety  valve  patented  to  George  W.  Richardson,  Septem- 
ber 25th,  1866,  although  having  an  overhanging  downward  curved  lip  or 
periphery  and  an  annular  recess  surrounding  the  valve  seat,  into  which  a 
portion  of  the  steam,  issuing  from  between  the  valve  and  its  seat,  is  de- 
flected, is  not  an  infringement  of  the  Naylor  patent ;  the  Richardson 
valve  differing  substantially  from  the  Naylor  valve,  in  the  construction 
and  operation  of  the  lip  and  annular  recess. 

(Before  Shepley,  J.,  District  of  Massachusetts,  May,  1874.) 

Shepley,  J. 

The  bill,  in  this  case,  charges  the  defendant  with  infringe- 
ment of  letters  patent  of  the  United  States,  reissued  November 

*  Affirmed  by  Supreme  Court,  7.  Otto  189. 
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9,  1869,  to  complainant,  as  assignee  of  William  Naylor,  of  the 
county  of  Middlesex,  England,  for  an  improvement  in  steam 
safety-valves. 

The  answer  of  the  defendant  sets  up  in  defence  :  First,  that 
the  reissued  letters  patent  are  not  for  the  same  invention  de- 
scribed in  the  original  letters  patent.  Second.,  that  William 
Naylor  was  not  the  original  and  first  inventor  of  the  improve- 
ments specified  in  said  reissued  patent,  but  that  the  same  were 
known  to  others  and  used  by  them,  as  stated  specifically  in 
the  answer,  prior  to  the  alleged  invention  thereof  by  Naylor. 
Third,  that  the  reissued  patent  does  not  cover  and  embrace 
the  valve  used  by  the  defendant.  Fourth,  that  the  valve  used 
by  defendant  is  described  and  contained  in  letters  patent  of 
prior  date  to  complainant's  invention,  granted  by  the  British 
Government  to  Thomas  Green,  also  to  Charles  Beyers,  and 
by  the  United  States  to  Henry  Waterman,  and  also  to  George 
W.  Richardson,  and  that  the  invention  of  George  W.  Richard- 
son, described  in  his  patent,  was  made  prior  to  the  invention 
of  Naylor,  set  out  in  the  bill. 

The  invention  relates  to  spring  safety-valves  for  use  on  loco- 
motive, stationary,  and  marine  engine  boilers.  As  the  spring 
on  common  safety-valves  was  compressed  by  the  lifting  of 
the  valve,  the  force  of  the  spring  became  stronger  by  tension, 
while,  inversely,  from  other  causes,  the  tendency  of  the  valve 
to  rise  became  weaker.  The  spring  safety-valve,  therefore, 
failed  to  relieve  the  boiler,  for,  as  the  spring  was  compressed 
by  the  lifting  of  the  valve,  its  power  to  resist  was  largely  in- 
creased, and,  if  steam  was  rapidly  generated,  the  pressure  in 
the  boiler  continued  to  increase  while  steam  was  escaping  at 
the  valve. 

Various  attempts  have  been  made,  as  shown  by  the  various 
patents  in  evidence,  to  obviate  this  defect  in  the  operation  of 
the  common  spring  safety-valve. 

William  Naylor,  in  his  specification,  filed  in  the  Great  Seal 
Patent  Office  of  Great  Britain,  on  the  twenty-first  day  of  Jan- 
uary, 1864,  described  two  methods  of  obviating  this  difficulty. 
One  of  these  methods,  claimed  by  him  as  his  invention,  he 
says,  u  consists,  when  using  a  spring  for  resisting  the  valve 
from  opening,  in  the  employment  of  a  lever  of  the  first  order, 
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one  end  resting,  by  a  suitable  pin,  upon  the  safety-valve,  and 
the  other  end  of  the  lever  resting  upon  the  spring,  being  bent 
downward  to  an  angle  of  about  forty-five  degrees  from  the 
fulcrum,  so  that,  when  the  valve  is  raised  by  the  steam,  the 
other  end  of  the  lever  is  depressed  upon  the  spring  down- 
ward, and  at  the  same  time  is  moved  inward  toward  the  ful- 
crum, thus  virtually  shortening  that  end  of  the  lever,  and 
thereby  counteracting  the  additional  load  upon  the  valve,  as 
it  is  raised  from  its  seat,  by  the  greater  amount  of  compression 
put  upon  the  spring.' '  This  method  he  claimed  as  his  inven- 
tion, in  the  specifications  of  his  English  patent.  These  speci- 
fications also  described  another  method  of  obviating  the  diffi- 
culty. This  consisted  of  the  following  contrivance  :  A  lateral 
branch  or  escape- passage-  was  provided  for  a  portion  of  the 
steam  after  it  passed  the  valve,  the  valve  was  made  to  project 
over  the  edges  of  the  exit-passage  for  the  steam,  and  the  pro- 
jecting edges  of  the  valve  were  curved  slightly  downward,  so 
that  the  steam,  on  issuing  between  the  valve  and  its  seat, 
would  impinge  against  the  curved  projecting  portion  of  the 
valve,  and  a  portion  of  it  would  be  directed  downward  into  the 
annular  chamber  which  surrounded  the  central  passage  for 
the  steam,  which  chamber  communicated  with  the  exit-pipe, 
while  the  other  portion  of  the  steam  ascended  past  the  edges 
of  the  valve.  "  By  this  means,"  he  states,  "'  I  am  enabled  to 
avail  myself  of  the  recoil  action  of  the  steam  against  the 
valve,  for  the  purpose  of  facilitating  the  further  lifting  of  such 
valve  when  once  opened  ;  but  I  wish  it  to  be  understood  that  I 
lay  no  claim  to  such  recoil  action^  nor  to  the  extension  of  the  valve 
laterally  beyond  its  seat."  And  in  the  claims,  at  the  close  of 
his  specifications,  he  made  no  claim  for  any  such  extension  of 
the  valve,  or  any  device  for  effecting  any  recoil  action  of  the 
steam.  In  fact,  Charles  Beyer,  in  his  English  patent,  dated 
October  21,  1863,  before  the  date  of  Naylor's  patent,  had  fully 
described  a  valve  made  to  project  over  the  edges  of  the  exit- 
passage  for  the  steam,  and  the  projecting  edges  of  the  valve 
were  curved  slightly  downward,  so  that  the  steam,  on  issuing 
between  the  valve  and  its  seat,  would  impinge  against  the 
curved  projecting  portion  of  the  valve.  The  description  is  as 
follows  :  "  This  invention  consists  in  forming  a  flange  round 
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the  valve,  commencing  at  the  outer  edge  of  the  valve-facing, 
which  flange  is  undercut  and  concave  in  shape,  and  the  con- 
cave side  is  toward  the  seating  of  the  valve,  which  has  also  a 
flange  upon  it,  commencing  at  the  outer  edge  of  the  valve- 
seating,  but  the  upper  surface  of  the  flange  is  convex,  and 
corresponds  nearly  to  the  concave  surface  of  the  flange  upon 
the  valve.  There  is  a  slight  space  between  the  concave  and 
convex  surfaces  of  the  two  flanges,  which  diminishes  toward 
the  outer  edge  of  the  flanges.  When  the  steam  begins  to 
escape  from  between  the  surfaces  of  the  valve,  it  gets  between 
the  concave  and  convex  surfaces  of  the  two  flanges,  and  its 
force  thus  acts  upon  a  larger  area,  and  reacts  upon  the  con- 
cave surface  of  the  valve,  and  causes  it  to  open  to  a  greater 
extent  than  the  ordinary  safety  -valve/ ' 

It  will  be  seen  from  this  description  that  the  Beyer  safety- 
valve  had  "  an  overhanging  downward-curved  lip  or  periphery 
and  an  annular  recess,"  into  which  the  steam  will  be  directed 
downward  on  issuing  between  the  valve  and  its  seat,  while  a 
portion  of  the  steam  will  also  impinge  against  the  curved  pro- 
jecting portion  of  the  valve. 

Without  adverting  to  the  patents  of  Henry  Waterman  and 
other  devices  older  than  Naylor's,  we  have  seen  that  Naylor 
could  not,  with  propriety,  claim  to  have  been  the  inventor  of 
the  combination,  in  a  spring  safety-valve,  of  every  form  of 
projecting  overhanging  downward-curved  lip  or  periphery, 
with  an  annular  recess  surrounding  the  valve-seat,  into  which 
a  portion  of  the  steam  is  directed  as  it  issues  between  the 
valve  and  its  seat. 

Neither  of  the  attempts  to  overcome  the  objections  to  the 
spring  safety-valve  in  common  use  appears  to  have  been  so 
far  successful  as  to  have  introduced  either  of  the  inventions 
into  common  or  general  use. 

Letters  patent  of  the  United  States  were  issued  September 
25,  1866,  to  George  W.  Richardson,  of  Troy,  N.  Y.,  for  an  im- 
provement in  safety-valves.  The  purpose  of  a  safety-valve 
being  to  open  and  relieve  the  boiler,  and  then  to  close  again 
at  a  pressure  as  near  as  possible  to  that  at  which  the  valve 
opened,  Richardson  accomplished  it,  so  far  as  to  invent  a  valve 
which  would  open  at  the  given  pressure,  to  which  the  valve 
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was  adjusted,  and  relieve  the  boiler,  and  then  close  again 
when  the  pressure  was  reduced  about  two  and  one-half  pounds 
to  the  inch,  when  the  pressure  in  the  generator  was  one  hun- 
dred pounds  to  the  inch.  This  practically  answered  the  re- 
quired conditions  for  a  useful  spring  safety-valve.  It  went 
very  soon  into  general  use.  The  complainant,  who  is  a  man- 
ufacturer in  this  country  of  safety-valves,  then,  as  appears 
from  the  evidence  in  the  record,  endeavored  to  find  something 
to  anticipate  the  invention  of  Richardson.  Finding  in  the 
Patent  Office  a  model  of  the  Naylor  valve,  with  an  overhang- 
ing lip  and  an  annular  chamber  surrounding  the  valve-seat, 
he  goes  to  England  and  purchases  the  right  to  the  Naylor  in- 
vention ;  and  although  Naylor  himself  had  disclaimed  the 
recoil  action  of  the  steam  consequent  on  the  passage  of  a  por- 
tion of  the  steam  downward  into  the  annular  chamber  sur- 
rounding the  central  chamber,  while  the  other  portion  of  the 
steam  ascends  past  the  edges  of  the  valve,  and  had  also  dis- 
claimed the  extension  of  the  valve  laterally  beyond  its  seat, 
the  complainant  caused  the  patent  to  be  reissued  to  him,  as 
assignee  of  Naylor,  with  the  following  claims,  which  were 
not  in  the  original  patent  : 

"  2.  The  safety-valve,  C,  with  its  overhanging  downward- 
curved  lip  or  periphery  and  annular  recess,  D,  substantially  as 
herein  shown  and  described,  and  for  the  purpose  set  forth. 

"  3.  The  annular  recess,  D,  surrounding  the  valve- seat, 
substantially  as  herein  set  forth. 

"  4.  The  combination  of  the  valve,  C,  and  the  annular  recess, 
D,  as  herein  set  forth,  and  for  the  purpose  described." 

From  the  history  of  the  art  as  previously  given,  and  from 
a  comparison  of  the  original  with  the  reissued  Naylor  patent, 
as  well  as  from  the  language  of  the  claims  in  the  reissued  pat- 
ent, it  is  manifest,  that,  if  these  claims  can  be  sustained,  it  can 
cnly  be  for  the  combination  of  the  described  valve  with  its 
overhanging  downward-curved  lip,  with  precisely  such  an 
annular  recess  surrounding  the  central  chamber  as  he  de- 
scribes. Naylor  did  not  invent  the  overhanging  downward- 
curved  lip  or  periphery,  nor  was  he  the  first  to  use  an  annu- 
lar chamber  surrounding  the  valve-seat,  into  which  a  portion 
of  the  steam  is  deflected  as  it  issues  between  the  valve  and  its 
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seat.  His  claims  must,  therefore,  be  limited  to  the  combina- 
tion of  the  other  elements,  with  precisely  such  an  annular 
recess  as  he  has  described,  and  operating  in  the  described 
manner,  so  far  as  such  recess,  separately  or  in  combination, 
differed  in  construction  and  operation  (if  it  did  materially 
differ  in  those  respects),  from  those  which  had  preceded  it. 
The  claims  cannot  be  made  to  cover  a  safety-valve  like  the 
Richardson  valve,  which,  in  its  construction  and  mode  of 
operation,  is  substantially  different  from  the  valve  described 
in  the  Naylor  patent,  simply  because  the  Richardson  valve, 
in  common  with  the  Naylor  valve,  has  the  overhanging  down- 
ward-curved lip  or  periphery,  and  an  annular  recess  surround- 
ing the  valve-seat,  into  which  a  portion  of  the  steam,  issuing 
from  between  the  valve  and  its  seat,  is  deflected.  The  differ- 
ences between  the  Richardson  and  Naylor  valves,  in  construc- 
tion, are  apparent  upon  an  inspection  of  the  drawings  in  the 
respective  patents.  The  difference  in  the  mode  of  operation 
is  most  clearly  proved  by  the  testimony  of  the  experts  in  the 
case.  In  the  Naylor  valve,  it  appears,  that,  it  was  the  intention 
of  the  inventor  to  use  the  impact  of  the  issuing  steam  upon 
the  concave  lip  of  the  valve  to  assist  in  lifting  it,  and  only 
this,  except  so  far  as  it  was  aided  by  the  diminution  of  atmos- 
pheric pressure  on  the  top  of  the  valve,  consequent  upon  the 
issuing  of  a  portion  of  the  steam  in  an  upward  direction 
around  the  periphery  of  the  valve,  the  annular  chamber  into 
which  the  steam  is  discharged  on  leaving  the  valve,  serving  no 
other  purpose,  than  that  of  a  conduit  for  the  steam,  when  the 
valve  is  constructed  in  accordance  with  the  drawings  in  the 
original  patent.  In  the  Richardson  valve,  when  the  valve 
opens,  the  steam  expands  and  flows  into  the  annular  space 
around  the  ground  joint.  Its  free  escape  is  prevented  by  a 
stricture  or  narrow  space  formed  by  the  outer  edge  of  the  lip 
and  the  valve-seat.  Thus  the  steam,  escaping  from  the  valve, 
is  made  to  act  by  its  expansive  force  upon  an  additional  area 
outside  of  the  valve  proper,  to  assist  in  raising  the  valve,  this 
stricture  being  enlarged  as  the  valve  is  considerably  lifted 
from  its  seat,  and  varying  in  size  as  the  quantity  varies  of  the 
issuing  steam.  There  would  be  no  such  variable  stricture  in 
the  Naylor  valve,  and,  in  fact,  there  would  be  no  stricture  in 
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it  without  substituting  a  diaphragm  or  some  equivalent  de- 
vice for  the  radial  bars,  which,  in  the  drawings  in  the  original 
patent,  connected  the  inner  and  outer  cylinders  ;  and,  if 
Naylor's  annular  chamber  had  been  intended  to  be  closed,  or 
partially  closed,  at  the  bottom,  by  substituting  a  diaphragm 
for  the  radial  bars  shown  in  the  drawing,  or  by  substituting 
a  small  outlet,  not  shown,  for  the  large  one  shown  in  the 
drawing,  for  the  exit  of  the  steam  from  the  annular  cylindri- 
cal chamber,  then  his  device  of  a  bent  lever  would  not  only 
have  been  useless,  but  injurious,  in  its  operation  ;  and  this 
last  device  is  the  only  one  which  he  claimed  in  his  original 
patent.  The  Richardson  valve  is  the  one  used  by  the  defend- 
ant ;  there  is  added  an  extension-cup  and  upward-curved 
flange  to  give  an  upward  direction  to  the  issuing  steam  and 
keep  it  away  from  the  cab  of  the  engine.  This  is  an  old  de- 
vice, and  does  not  affect  the  principles  or  mode  of  operation 
of  the  valve  proper. 

There  is  a  substantial  difference  between  the  Richardson 
valve  and  the  valve  in  the  specifications  and  drawings  of  the 
Nay  lor  patent,  not  merely  in  degree.  The  increased  practical 
utility  of  the  Richardson  valve  results  from  a  substantial 
difference  in  construction  and  mode  of  operation. 

Bill  dismissed. 

James  B.  Robby  for  the  complainant.  ? 

y.  G.  Abbott,  and  Benjamin  Dean,  for  the  defendant. 
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The  Boston  Elastic  Fabrics  Company 

vs. 

The  East  Hampton  Rubber  Thread  Company. 

In  Equity. 

Where  the  patent  is  for  a  machine  of  old  construction,  and  the  invention  con- 
sists in  producing  a  new  and  different  result  by  operating  the  old  ma- 
chine in  a  new  and  different  manner,  the  patent  cannot  be  sustained. 

The  discovery  of  a  new  mode  of  operating  an  old  machine,  to  produce  a  new 
result,  does  not  give  a  right  to  a  monopoly  of  the  old  machine. 

(Before  Shepley,  J.,  District  of  Massachusetts,  May,  1874.) 

Shkpley,  J. 

Letters  patent  of  the  United  States,  dated  January  20,  1863, 
were  issued  to  Liveras  Hull,  for  an  '*  improved  machine  for 
cutting  caoutchouc.' *  On  the  tenth  day  of  March,  in  the 
same  year,  Hull  assigned  to  the  complainant  all  his  title  and 
interest  under  said  letters  patent.  The  bill  in  this  case 
charges  the  defendant  corporation  with  infringement,  in  that 
it  has  •'  unlawfully  made,  used,  and  sold  the  patented  inven- 
tion, and  manufactured  and  sold  large  quantities  of  rubber 
thread  cut  by  machine,  substantially  the  same  as  described  in 
said  letters  patent." 

The  answer  of  the  defendants  admits  "  that  they  have  used 
machines  for  cutting  threads,  which  they  are  advised  are 
covered  by  the  claim  of  said  patent,  and  they  insist  and  sub- 
mit that  they  have  a  just  and  lawful  right  so  to  do." 

The  defendants'  answer  denies  that  Hull  was  the  first  and 
original  inventor  of  the  invention  or  thing  patented  by  said 
letters  patent,  and  alleges  prior  knowledge  and  use  by  Robert 
C.  Helm,  and  others  named,  at  New  Brunswick,  New  Jersey  ; 
by  the  Nashawannuck  Company,  and  others  named,  at  East 
Hampton,  Massachusetts  ;  by  Henry  G.  Hubbard,  and  others, 
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at  Middletown,  Connecticut ;  and  also  that,  prior  to  the  date 
of  Hull's  invention,  it  was  described  by  Thomas  Hancock,  in  a 
book  printed  in  London,  in  1857,  entitled,  "  A  Personal  Narra- 
tive of  the  Origin  and  Progress  of  Caoutchouc,  or  India  Rub- 
ber Manufacture  in  England." 

The  patent  in  this  case  is  for  a  machine,  not  for  a  process. 
If  it  were  possible  to  give  to  this  patent  a  construction  which 
would  secure  to  the  patentee  the  benefit  of  that  invention, 
which  is  suggested,  perhaps,  though  not  distinctly  stated  or 
claimed  in  the  patent  itself,  but  is  relied  upon  in  the  argu- 
ment as  the  invention  of  Hull  (namely,  his  process  of  cutting 
a  rubber  sheet  into  threads,  whereby  a  series  of  parallel 
threads  are  cut  from  a  single  sheet  by  a  single  cut  of  a  single 
knife),  the  court  would  feel  disposed  to  do  so  ;  but  the  lan- 
guage of  the  patent  itself  is  so  clear,  that,  it  seems  to  us,  neces- 
sarily to  exclude  such  a  construction. 

The  patent  is  for  "  an  improved  machine  for  cutting 
caoutchouc  ;"  the  claim  is  as  follows  : 

•'  I  claim  my  improved  caoutchouc  cutting-machine,  hav- 
ing its  several  parts  constructed  and  arranged  in  manner  and 
so  as  to  operate  substantially  as  described,  such  machine  not 
only  having  a  single  drum  or  cylinder  to  support,  and  a  re- 
volving knife  to  cut  a  sheet  of  caoutchouc,  as  explained,  but 
having  machinery  for  traversing  the  rotary  knife,  with  refer- 
ence to  the  drum,  and  also  having  machinery  for  moving  such 
knife  toward  and  away  from  the  drum,  as  specified." 

It  is  true  the  patentee  says,  that  his  invention  "  has  refer- 
ence to  the  separating  of  a  sheet  of  caoutchouc  into  narrow 
filaments  or  strips,"  and  this  language,  taken  alone,  might 
favor  the  construction  contended  for,  that  the  invention 
claimed  was  an  art  or  process  ;  but  the  language  immediately 
following  is  :  "  And  I  do  declare  the  same  to  be  fully  de- 
scribed in  the  following  specification,  and  represented  in  the 
accompanying  drawings,  making  part  thereof  of  the  said 
drawings." 

The  drawings  represent,  and  the  specification  describes  a 
machine.  No  question  is  made  in  this  case  that  the  Middle- 
town  machine,  represented  by  4I  Exhibit  Middletown,"  was 
known  and  used  long  prior  to  Hull's  invention.     Complainant 
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does  not  dispute  that  it  contains  all  the  elements  of  the  Hull 
machine,  except  the  drum.  He  admits  the  Middletown 
machine  has  a  drum,  but  insists  that  there  is  a  material  and 
substantial  difference  between  the  drum  in  the  Middletown 
and  the  drum  in  the  Hull  machine.  The  patentee  does  not 
describe  or  confine  himself,  in  his  specification,  to  a  drum  of 
any  particular  size.  The  complainant  undertakes  to  prove,  by 
its  witnesses,  that  rubber  thread  could  not  be  practically  cut 
on  the  drum  in  the  Middletown  machine  ;  but  this  is  met  and 
fully  overcome  by  the  testimony  on  that  point  introduced  by 
the  defendants,  and  by  the  production  in  court,  as  an  exhibit 
in  the  case,  of  a  series  of  rubber  threads  cut  by  a  single  cut 
on  a  machine  having  a  drum  no  larger  than  those  used  prior 
to  the  invention  of  Hull.  There  can  be  no  doubt,  that  if  the 
Middletown  machine  were  not  older  than  the  Hull  machine, 
it  would  be  a  clear  infringement. 

Before  Hull  cut  a  series  of  threads  by  a  single  cut  of  a 
single  knife,  it  does  not  appear  to  have  been  done  by  any  one 
on  the  machines  then  in  existence. 

The  mode  of  cutting  on  the  Middletown  and  other  machines, 
called  sometimes  bottle-machines,  was  to  construct  a  bottle 
or  a  tube  of  rubber  upon  a  cylindrical  drum,  or  a  drum  which 
was  a  frustum  of  a  cone  ;  the  revolving  circular  knife  cut  a 
strip  of  rubber  from  this  tube  or  bottle  ;  the  knife,  as  it  tra- 
versed along  the  drum,  cutting  one  continuous  strip,  which 
was  afterward,  in  another  machine,  cut  into  narrower  fila- 
ments or  strips.  But  if  a  thin  sheet  of  rubber,  several  times 
longer  than  the  circumference  of  the  drum,  be  wound  about 
the  drum,  M  in  a  spiral  or  watch-mainspring  curve,"  and  the 
knife  or  rotary  cutter  be  forced  into  the  strip,  so  as  to  cut  at 
once  through  all  the  layers  of  the  caoutchouc,  although  the 
path  cut  by  the  rotary  cutter  will  be  a  helix  extending  around 
the  main  drum  from  end  to  end,  it  will  be  found,  on  removal 
of  the  piece  of  caoutchouc  from  the  drum,  that  such  piece  of 
caoutchouc  will  be  cut  lengthwise,  from  end  to  end  of  it,  in  a 
series  of  parallel  strips.  This  Hull  discovered.  He  invented 
no  new  machine,  but  he  operated  an  old  machine  in  a  differ- 
ent manner,  and  produced  a  new  and  different  result.  That 
he  did  not  make  a  patentable  invention  we  are  not  disposed 
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to  decide  ;  but  the  discovery  of  a  new  mode  of  operating  an 
old  machine,  to  produce  a  new  result,  does  not  give  him  the 
right  to  a  monopoly  of  the  old  machine.  Broadly  as  courts 
are  disposed  to  construe  patents  for  the  sake  of  upholding  a 
meritorious  invention,  yet,  when  it  is  too  clear  to  admit  of  a 
doubt  that  the  patent  is  for  a  machine,  the  court  cannot 
change  it  into  a  patent  for  an  art. 

Upon  any  construction  we  are  able  to  give  to  this  patent, 
the  defendant  is  not  guilty  of  infringement,  and  the  bill  must 
be  dismissed. 

Bill  dismissed. 

y.  £.  Maynadier,  for  the  complainant. 

George  Gifford,  Hillard,  Hyde  &*  Dickinson,  for  the  defendants. 


j.  L.  Booth 

vs. 
George  L.  Parks.    In- Equity.* 

In  the  reissued  patent,  number  1,826,  granted  to  complainant,  November  29th, 
1864,  for  a  new  and  useful  improvement  in  grain  separators,  the  inventor 
claimed  as  part  of  his  combination,  zigzag  screens  and  boxes,  the  same 
having  "  a  lateral  shake  motion,  or  one  at  right  angles  to  the  passage  of 
the  grain."  In  the  original  patent,  the  motion  was  merely  described  as 
a  "shake  motion  :"  Held,  that  as  the  drawings  of  the  original  patent 
showed  the  motion  of  the  screens  to  be,  of  necessity,  a  lateral  motion, 
and  at  right  angles  to  the  passage  of  the  grain  over  the  screens,  the  re- 
issue was  for  the  same  invention. 

Before  the  invention  of  the  complainant,  grain  separators  were  used  having 
(1)  zigzag  screens  and  boxes  having  shake  motion  ;  (2)  zigzag  screens  and 
boxes  having  a  side  shake  motion  ;  (3)  zigzag  screens  and  boxes  having 
a  shake  motion  and  a  side  shake  motion,  used  in  connection  with  a  fan 
blast,  and  vertical  spout ;  all  of  which  are  used  in  the  complainant's  in- 
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vention :  Held,  that  as,  in  the  complainant's  combinations,  the  screens 
and  boxes  were  located  and  constructed  with  reference  to  their  width, 
inclination  and  motion,  as  well  as  in  relation  to  the  blast  from  the  fan 
through  the  vertical  spout,  in  a  novel  manner,  and  so  as  to  produce  more 
perfect  separation  of  the  grain,  the  combinations  claimed  by  him  were 
patentable. 

(Before  Welker,  J.,  Northern  District  of  Ohio,  May,  1874.) 


Welker,  J. 

The  bill  of  the  complainant  is  founded  upon  a  patent  for  a 
new  and  useful  improvement  in  grain  separators.  The  orig- 
inal patent  was  granted  on  the  20th  day  of  September,  1859, 
and  on  the  25th  day  of  September,  i860,  the  patent  was  sur- 
rendered and  reissued,  and  the  same  was  again  surrendered 
and  reissued  on  the  29th  day  of  November,  1864,  for  the  term 
of  fourteen  years  from  September  20,  1859.  The  bill  was  filed 
on  the  21st  day  of  April,  1871.  The  claims  in  the  reissued 
patent  of  the  complainant  are  as  follows  : 

"  1.  The  combination  of  the  zigzag  screens  and  boxes  B,  C, 
when  the  same  have  a  lateral  shake  motion,  or  one  at  right 
angles  to  the  passage  of  the  grain,  in  such  a  manner  as  to 
have  the  grain  pass  consecutively  over  and  through  them,  and 
arranged  relatively  with  each  other,  to  operate  substantially 
as  and  for  the  purpose  herein  set  forth. 

"  2.  The  series  of  zigzag  screens  and  boxes,  B,  C,  with  or 
without  the  troughs  E,  and  having  a  lateral  shake  motion,  in 
connection  with  the  fan  G  and  spout  H,  substantially  as 
herein  set  forth." 

The  complainant  charges  that  both  of  these  claims  have 
been  infringed  by  the  defendant. 

The  answer  of  the  defendant  denies  both  the  novelty  and 
patentability  of  the  invention  claimed,  and  denies  also  the  in- 
fringement charged  in  the  bill.  The  object  of  the  complain- 
ant's invention  is  stated  in  the  original  patent  to  be,  *'  to  sep- 
arate oats  and  other  foreign  substances  from  small  wheat, 
after  the  latter  has  been  separated  from  screened  heavy  wheat, 
by  any  of  the  known  implements  in  use."  And  this  also  ap- 
pears as  the  leading  object  in  the  specification  of  the  reissue. 
It  is  claimed  by  the  defendant,  that  the  reissued  patent  differs 
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from  the  original,  in  one  particular,  and  that  one,  an  impor- 
tant element  in  the  question  of  patentability  of  the  complain- 
ant's machine.  That  is,  in  the  original,  the  motion  is  de- 
scribed asa"  shake-motion,' *  and  in  the  reissue  as  a"  lateral 
shake  motion,  or  one  at  right  angles  to  the  passage  of  the 
grain." 

On  examination  of  the  original  drawings,  which  are  to  be 
regarded  as  a  part  of  the  specification  of  the  original  patent, 
I  find  that  they  show  the  motion  of  the  screens  to  be  of 
necessity  a  lateral  one,  and  at  right  angles  to  the  passage  of 
the  wheat  over  the  zigzag  screens.  This,  then,  obviates  that 
objection  to  the  reissued  patent. 

In  determining  this  case,  the  first  question  presented,  is  : 
Was  the  invention  of  the  complainant  patentable  ?  It  is  not 
claimed  that  the  machine  is  new  in  its  separate  parts.  It  is 
but  a  combination  of  old  devices,  invented  and  used  before  the 
issuing  of  the  patent  to  complainant.  It  is  not  claimed,  even 
by  the  defendant,  that  the  parts  of  this  machine  in  combina- 
tion, in  the  form  it  presents,  were  used  before  the  complain- 
ant's patent  ;  but  that  parts  of  it  were  invented  and  used  be- 
fore, in  the  devices  given  in  evidence  on  behalf  of  the  defend- 
ant. From  a  careful  examination  of  the  machines  given  in 
evidence  by  the  defendant,  and  claimed  to  have  become  in 
use  before  the  issuing  of  this  patent,  I  find  that  wheat  separa- 
tors were  before  that  in  use,  having  first,  zigzag  screens  and 
boxes  having  a  shake  motion  ;  second,  zigzag  screens  and 
boxes  having  a  side  shake  motion  ;  third,  zigzag  screens  and 
boxes  having  a  shake  motion,  and  a  side  shake  motion,  used 
in  connection  with  a  fan  blast  and  vertical  spout.  All  of 
these  devices  are  used  in  the  complainant's  machine,  but  all 
of  them  are  not  used  in  any  one  of  the  machines  in  use  before 
the  complainant's  patent.  The  combinations  are  different  in 
the  complainant's  machine.  He  does  not  claim  that  any  one 
of  the  devices  used  by  him  in  the  combination,  singly,  is  anew 
invention,  but  claims  his  combination. 

In  Hailes  et  a/,  v.  Van  Wormer  et  a/.,  20  Wallace,  353,  it  is  said 
by  Justice  Strong  :  *4  It  must  be  conceded  that  a  new  combina- 
tion, if  it  produces  new  and  useful  results,  is  patentable,  though 
all  the  constituents  cf  the  combination  were  well  known,  and 
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in  common  use  before  the  combination  was  made.  But  the 
results  must  be  the  product  of  the  combination,  and  not  a 
mere  aggregation  of  several  results,  each  the  complete  pro- 
duct of  one  of  the  combined  elements.  Combined  results  are 
not  necessarily  a  novel  result,  nor  are  they  an  old  result  ob- 
tained in  a  new  and  improved  manner.  Merely  bringing  old 
devices  into  juxtaposition,  and  there  allowing  each  to  work 
out  its  own  effect,  without  the  production  of  something 
novel,  is  not  invention."  In  the  light  of  this  decision,  let  us 
examine  the  complainant's  machine,  as  to  the  object  sought 
to  be  obtained  by  the  combination,  and  the  results  of  that 
combination,  actually  produced  by  this  aggregation  of  old 
devices.  The  purpose  to  be  accomplished  is  the  complete 
separation  of  oats  from  wheat.  This  is  done  by  the  manner 
in  which  the  screens  and  boxes  are  located  and  constructed, 
their  width,  inclination,  and  motion,  as  well  as  relation  to  the 
blast  from  the  fan  through  the  vertical  spout. 

The  evidence  shows  that  it  does  accomplish  this  result. 
The  evidence  aoes  not  show  that  either  of  the  machines  re- 
ferred to  by  the  defendant,  as  in  use  before  this  patent,  ob- 
tains this  result.  Several  of  them,  no  doubt,  to  some  extent, 
separate  some  of  the  oats,  with  other  impurities,  from  wheat, 
but  they  do  not  attain  the  object  of  this  machine.  They  fall 
far  short  of  it.  And  what  they  do  accomplish,  is  not  done  by 
the  same  combination.  The  result  of  this  combination  of 
complainant  is,  then,  a  new  result,  one  that  has  not  before 
been  obtained.  Is  it  a  useful  result  ?  To  effectually  get  oats 
out  of  wheat,  before  its  manufacture  into  flour,  which,  if  re- 
tained and  ground  with  it,  materially  depreciates  the  market 
value,  as  well  as  the  use  of  flour,  cannot  certainly  be  denied 
to  be  useful  in  its  results.  I  am  of  the  opinion,  therefore, 
that  the  complainant's  machine  is  patentable,  and  that  his 
patent  is  a  valid  one. 

The  next  question  is  :  Has  the  defendant  infringed  the 
complainant's  patent  ?  On  this  point,  there  seems  to  be  but 
little  controversy.  The  machines  used  and  manufactured 
by  the  defendant  are  almost  identical  with  that  of  the  com- 
plainant. They  only  differ  in  the  size  of  the  machine  ;  the 
location  of  the  fan  being  across,  instead  of  lengthwise  ;  and 
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the  location  of  the  grain-spout.  Otherwise  the  construction 
is  the  same  substantially,  having,  in  fact,  all  the  combinations 
and  principles,  only  slightly  differing  in  their  location,  that 
characterize  the  complainant's  machine.  I  find,  therefore, 
that  he  has  infringed  upon  the  patent  of  the  complainant, 
and  a  decree  may  be  entered  in  favor  of  the  complainant,  with 
the  usual  reference  to  a  master  to  take  and  state  an  account 
of  damages. 

No  injunction  was  asked  for  on  the  hearing,  as  the  original 
term  of  the  complainant's  patent  had  expired  ;  although  it 
was  conceded,  in  the  argument,  that  the  patent  had  been  ex- 
tended since  the  commencement  of  this  suit.  This  needs  to 
beset  up  by  a  supplemental  bill,  or  other  proceeding,  in  order 
to  authorize  an  injunction. 

Wiley,  Terrcl  6°  Sherman  and  IV.   T.  Cogsivelf,  for  the  com- 
plainant. 

Bakewell  cV  Christy,  for  the  defendant. 


Joseph  Reckendorfer 

vs. 

Eberhard  Faber.     In  Equity.* t 

The  claim  of  the  letters  patent  granted  to  Hymen  L.  Lipman,  March  30, 
1858,  and  extended  for  seven  years  from  March  30,  1872,  for  a  "  com- 
bination of  a  lead  pencil  and  eraser,"  namely,  "  The  combination  of  ihe 
lead  and  india  rubber,  or  other  erasing  substance,  in  the  holder  of  a 
drawing  pencil,  the  whole  being  constructed  and  arranged  substantially 
in  the  manner  and  for  the  purpose  set  forth,"  cannot,  in  view  of  the 
state  of  the  art  and  of  prior  inventions  in  public  use,  be  sustained  as  a 
broad  claim  for  an  implement  which  is  a  combined  lead  pencil  and 
eraser,  nor  as  a  claim  for  the  mere  combination  of  a  lead  pencil  with  an 

*  12  Blatchf.  C.  C.  R.,  68. 
f  Affirmed  by  Supreme  Court,  2  Otto,  347. 
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eraser,  when  the  lead  and  the  erasing  material  have  a  common  sheath, 
nor  as  a  claim  for  such  mere  combination  when  the  sheath  is  of  wood, 
susceptible  of  being  cut  away  as  the  implement  is  worn  by  use,  nor  as  a 
broad  claim  for  every  supposable  mode  of  combining,  within  the  holder 
of  a  drawing  pencil,  the  material  for  erasing  with  the  lead  of  the  pencil, 
but,  if  such  claim  be  sustained  as  valid,  it  must  be  limited  to  the  inser- 
tion, in  the  pencil  holder,  of  an  erasing  substance,  by  means  of  a  groove 
in  such  holder,  of  dimensions  differing  from  the  groove  containing  the 
lead. 
The  claims  of  the  reissued  letters  patent  granted  to  Joseph  Reckendorfer, 
March  1,  1870,  for  an  "improvement  in  pencils,"  the  original  letters 
patent  having  been  granted  to  hirn  November  4,  1S62,  namely,  "  1.  A 
pencil,  composed  of  a  wooden  sheath  and  lead  core,  having  one  end  of 
the  sheath  enlarged  and  recessed,  to  constitute  a  receptacle  for  an  eraser, 
or  other  similar  article,  as  shown  and  set  forth.  2.  A  pencil,  the  wooden 
case  of  which  gradually  tapers  from  its  enlarged  and  recessed  head 
toward  its  opposite  end,  for  the  whole  or  a  portion  of  its  length,  sub- 
stantially as  shown  and  described,"  are  claims  which  only  superadd  to 
the  devices  of  Lipman  an  enlarged  head  and  a  uniform  taper. 

Such  claims  of  the  Lipman  and  Reckendorfer  patents  are  not  infringed  by  a 
pencil  in  which  the  india  rubber  is  inserted  in  a  paper  tube  placed  on 
the  end  of  a  pencil,  even  though  the  paper  sheath  can  be  cut  away,  as 
the  eraser  is  worn,  and  the  wood  containing  the  eraser  in  the  Lipman 
instrument  can  be  cut  away. 

SttmbU,  that,  neither  the  pencil  nor  the  eraser,  nor  the  combination  of  the 
two  being  new,  it  was  no  invention  to  increase  the  size  of  the  eraser,  in 
the  combination,  that  having  been  before  done  in  a  separate  eraser. 

Whether  the  uniting  of  two  implements  in  a  common  handle  or  holder  con- 
stitutes patentable  invention,  quccre, 

(Before  Woodruff,  J.,  Southern  District  of  New  York,  May,  1874.) 

Woodruff,  J. 

The  bill  of  complaint  herein  charges  the  defendant  with  in- 
fringing three  several  patents — one  issued  March  30,  1858,  to 
Hymen  L.  Lipman,  for  a  "  combination  of  a  lead  pencil  and 
eraser,"  extended,  on  the  25th  of  March,  1872,  for  a  further 
term  of  seven  years  from  the  30th  of  March,  1872,  and  as- 
signed to  the  complainant  ;  one  granted  to  the  complainant 
on  the  4th  of  November,  1862,  and  reissued  on  the  1st  of 
March,  1870,  for  an  "  improvement  in  pencils  ;"  and  the  third, 
granted  June  4,  1872,  to  Teile  Henry  Muller,  for  an  "im- 
provement in  lead  pencils,"  and  assigned  to  the  complainant. 
The  answer  denies  that  the  respective  patentees  are  the  first 
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inventors  of  the  improvements  claimed,  denies  that  the  de- 
fendant has  infringed  such  patents,  alleges  that  the  patents 
are  void  on  various  grounds,  but  especially,  by  original  and 
amended  answer,  avers  prior  invention,  knowledge  and  use 
of  the  devices  in  question  by  various  persons  named,  and  that 
the  invention  had  been  in  public  use  and  on  sale  for  more 
than  two  years  prior  to  the  respective  applications  for  such 
patents. 

The  patent  thirdly  named  in  the  bill  of  complaint  does  not 
appear  in  evidence,  and  was  not  the  subject  of  examination 
or  discussion  on  the  hearing.  There  is,  therefore,  no  occa- 
sion to  notice  it  further. 

The  patent  to  Lipman,  in  its  specification,  describes  the  in- 
vention thus  :  "  I  make  a  lead  pencil  in  the  usual  manner,  re- 
serving about  one-fourth  of  the  length,  in  which  I  make  a 
groove  of  suitable  size,  (A),  and  insert  in  this  groove  a  piece 
of  prepared  india  rubber,  (or  other  erasive  substance),  secured 
to  said  pencil  by  being  glued  at  one  edge.  The  pencil  is  then 
finished  in  the  usual  manner,  so  that,  on  cutting  one  end 
thereof,  you  have  the  lead,  (B),  and,  on  cutting  the  other  end, 
you  expose  a  small  piece  of  india  rubber,  (C),  ready  for  use, 
and  particularly  valuable  for  removing  or  erasing  lines, 
figures,  etc.,  and  not  subject  to  be  soiled  or  mislaid  on  the 
table  or  desk."  At  the  conclusion,  the  patentee  states  and 
claims  :  "  I  do  not  claim  the  use  of  a  lead  pencil,  with  a  piece 
of  india  rubber  or  other  erasing  material  attached  at  one  end, 
for  the  purpose  of  erasing  marks  ;  but,  what  I  do  claim  as  my 
invention,  and  desire  to  secure  by  letters  patent,  is,  the  com- 
bination of  the  lead  and  india  rubber,  or  other  erasing  sub- 
stance, in  the  holder  of  a  drawing  pencil,  the  whole  being 
constructed  and  arranged  substantially  in  the  manner  and 
for  the  purpose  set  forth." 

The  specification  annexed  to  the  reissued  patent  to  Recken- 
dorfer declares  :  "  My  invention  is  intended  to  provide  a 
means  whereby  articles  of  a  greater  size  or  diameter  than  the 
lead  may  be  securely  held  in  the  head  of  a  pencil  of  otherwise 
ordinary  or  suitable  construction,  without  making  the  body 
of  the  pencil  cumbrous  or  inconvenient.  To  this  end,  my  in- 
vention consists,  first,   of  a  pencil  composed   of  a  wooden 
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sheath  and  lead  core,  having  one  end  of  the  sheath  enlarged 
and  recessed,  to  constitute  a  receptacle  for  an  eraser  or  other 
similar  article,  as  hereinafter  stated  ;  second,  of  a  pencil  the 
wooden  case  of  which  gradually  tapers  from  the  enlarged  and 
recessed  head  towards  its  opposite  end,  for  the  whole  or  a 
portion  of  the  length,  as  hereinafter  set  forth.  The  receptacle 
for  the  eraser,  or  other  article,  is  formed  in  the  head,  without 
too  much  weakening  the  wood,  owing  to  the  form  of  the  sheath, 
while,  for  the  same  reason,  the  end  of  the  pencil  which  con- 
tains the  ordinary  lead  is  not  cumbrous,  nor  clumsy,  but  can 
be  readily  held  between  the  fingers,  just  as  an  ordinary  pencil 
is.11  The  further  description  shows  that  the  groove  in  which 
the  eraser  is  inserted  is  to  be  larger  than  the  groove  in  which 
the  lead  is  placed,  as  in  the  Lipman  pencil.  Next  :  "  Pencils 
of  equal  size  throughout  have  been  heretofore  made  with  a 
slip  of  rubber  fitted  in,  in  place  of  the  lead,  at  one  end,  but 
such  pencils  have  not  become  of  any  considerable  practical 
importance,  in  consequence  of  [the  smallness  of  the  rubber, 
and  it  has  been  held  impracticable  to  make  the  rubber  much 
larger,  without  too  much  weakening  the  wood  or  making  the 
entire  pencil  thick  and  awkward  to  handle.  By  my  invention, 
the  size  of  the  rubber  may  be  so  increased,  while  that  of  the 
lead  remains  the  same,  as  to  render  it  a  very  effective  eraser, 
the  size  of  the  pencil  head  being  such  as  to  render  it  a  con- 
venient receptacle  for  a  rubber  of  much  more  considerable  size 
or  diameter  than  the  lead."  The  claims  are  :  "  i.  A  pencil, 
composed  of  a  wooden  sheath  and  lead  core,  having  one  end 
of  the  sheath  enlarged  and  recessed,  to  constitute  a  receptacle 
for  an  eraser,  or  other  similar  article,  as  shown  and  set  forth. 
2.  A  pencil,  the  wooden  case  of  which  gradually  tapers  from 
its  enlarged  and  recessed  head  towards  its  opposite  end,  for 
the  whole  or  a  portion  of  its  length,  substantially  as  shown 
and  described." 

Some  observations,  made  in  the  progress  of  the  argument, 
suggest  the  propriety  of  inquiring,  and  of  stating  what  it  is 
precisely,  which  these  patentees  profess,  by  their  invention, 
to  have  improved.  It  was  called,  in  the  discussion,  an 
14  article  of  manufacture,"  as  distinguished  from  a  machine 
having  operation  or  action,  and  in  which  combined  parts  may 
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operate  reciprocally  or  conjointly,  so  as  to  produce  results 
due  to  their  concurring  influence.  Without  conceding  that 
the  distinction  stated  can,  in  its  application  to  the  subject  of 
these  particular  patents,  have  any  influence  on  the  inquiry, 
whether  any  patentable  invention  is  disclosed  by  the  patents, 
construed  in  view  of  the  state  of  the  art,  and  of  prior  knowl- 
edge and  use,  it  is  proper  to  say,  that  the  subject  of  these 
patents,  though  not  involving  the  complication  of  devices 
which  entitle  it  to  be  dignified  as  a  machine,  is,  nevertheless, 
a  tool  or  implement,  to  be  used  or  employed  to  produce  use- 
ful results  as  much  so  as  a  pen,  a  stamp  for  printing  or  em- 
bossing letters  or  figures,  a  hammer,  or  a  file.  Ail  these  are 
but  instruments  and  mechanical  agents,  which  are  to  be 
operated  by  the  skill  of  the  user,  to  effect  a  purpose.  True, 
they  are  articles  of  manufacture,  and  put  on  sale.  So  is  almost 
every  description  of  tool,  implement,  and  other  mechanical 
device,  which  is  of  such  general  utility  as  to  be  the  subject  of 
general  request  in  the  market.  Tf  there  was  a  general  demand 
for  a  particular  machine,  of  the  most  complicated  combina- 
tion of  mechanical  devices,  'it  would  be  manufactured,  and 
be  found  on  sale,  everywhere  within  the  range  of  such  gen- 
eral demand.  To  call  the  subject  of  these  patents,  articles  of 
manufacture,  in  likeness  to  ready-made  clothing,  or  food,  or 
medicine,  would  not  truly  represent  their  character  or  func- 
tions. It  is  a  mechanical  instrument,  as  much  as  a  penknife, 
a  corkscrew,  a  wrench,  or  a  screw-driver  ;  and  the  inquiry 
into  its  patentable  character  is — does  it  embody  any  new  de- 
vice, or  combination  of  devices,  producing  a  new  result,  or 
an  old  result  in  a  different  manner  ? 

As  a  means  of  producing  a  mark,  there  is  no  pretence  of 
its  novelty.  Pencils  of  the  same  material,  containing  the 
same  marking  substance,  inserted  in  the  same  groove,  were 
common,  before  either  of  these  patentees  was  born  ;  and 
erasers,  inserted  in  grooves,  in  wooden  sheaths  or  holders, 
are  proved  to  have  been  in  public  use  and  on  sale  before 
either  of  the  alleged  inventions.  The  proofs  establish  that, 
for  all  the  purposes  to  which  the  complainant's  pencils  are 
adapted,  pencils,  made  by  inserting  a  marking  material  in  a 
groove  in  the  centre  of  a  stick,  which,   in  use,  is  to  be  cut 
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away,  to  expose  more  and  more  of  the  marking  material,  as  it 
wears  away,  or  becomes  blunted  in  use,  were  common  ;  and 
erasers,  in  like  form  of  pencils,  having  the  erasing  material 
inserted  in  a  groove  in  the  centre  of  a  stick,  which,  in  use,  is 
to  be  cut  away,  to  expose  more  and  more  of  the  erasive  mate- 
rial, as  it  wears  off,  or  becomes  soiled  or  blunted  in  use,  were 
made  and  on  public  sale.  Not  only  so,  these  latter  were  of  a 
size  of  sheath,  sufficient  in  strength  to  allow  the  use  of  the 
desired  size  in  the  erasing  material.  There  were  thus  in 
known  public  use  two  separate  instruments,  each  consisting 
of  a  wooden  sheath  or  holder,  to  protect  its  inclosure,  and  to 
be  cut  away,  as  the  use  of  the  inclosed  substance  might  re- 
quire, one  of  them  containing,  grooved  therein,  a  material  for 
making  marks,  writing,  or  drawing,  and  the  other  contain- 
ing* grooved  therein,  an  erasing  material,  for  removing 
marks,  writing,  or  drawing.  Each  was  a  specific  instrument, 
to  be  used  to  produce  entirely  distinct  and  even  opposite  re- 
sults. Not  only  so,  experience  had  suggested  the  convenience 
of  uniting  these  two  instrumentalities  in  one  implement,  that 
is  to  say,  the  provision  of  a  single  or  common  holder  for  the 
marking  material  and  the  erasing  material,  at  opposite  ends, 
so  that  each  should  be  present,  or  immediately  in  hand,  when 
the  other  was  used.  This  was  illustrated  by  the  use  of  a 
metallic  adjustable  holder,  at  one  end  grasping  the  marking 
material,  and  at  the  other  grasping  the  erasing  material,  each 
made  movable  therein,  as  it  became  worn,  instead  of  cutting 
away  the  holder  itself  ;  more  strikingly  illustrated  by  imple- 
ments made  by  attaching  to  the  end  of  an  ordinary  wooden 
pencil,  a  cap  of  india  rubber,  held  thereto  by  its  own  com- 
pression, or  by  some  metallic  ring,  band,  or  ferule  ;  also,  by 
inserting  the  end  of  a  pencil  in  the  end  of  a  tube  in  which 
india  rubber  was  inserted  at  the  other  and  outer  end,  of  any 
desired  size. 

I  am  constrained,  by  what  I  deem  the  preponderance  of 
the  evidence,  to  find,  also,  that,  before  either  of  the  alleged 
inventions  of  the  above-named  patentees,  complete,  practical, 
and  useful  pencils  were  made,  and  put  into  open,  practical 
use  for  several  years,  for  writing,  drawing,  and  erasing,  con- 
structed by  removing  the  lead  from  a  portion  of  the  groove 
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in  an  ordinary  lead  pencil,  and  substituting  therefor,  in  such 
groove,  india  rubber,  as  an  eraser.  Thus,  a  form  of  combined  ' 
pencil  and  eraser  was  produced,  having  one  wooden  sheath 
or  holder,  with  lead  as  a  marking  material  atone  end,  and  an 
eraser  of  india  rubber  at  the  other,  the  marking  material  and 
the  erasing  material  being  each  strengthened  and  protected, 
and  in  use,  as  they  wore  off,  more  and  more  exposed  by  cut- 
ting away  the  wood  of  the  pencil  constituting  their  sheath. 

What  then  remained  which  could  be  the  subject  of  a  patent, 
there  being  no  claim  that  the  materials  themselves,  or  the 
process  of  preparation,  was,  in  any  sense,  new  ?  This  in- 
quiry will  be  important  to  the  question,  how  far  the  patents 
held  by  the  complainant  have  any  validity. 

(1.)  But,  first,  I  prefer  to  inquire — what,  in  view  of  this 
state  of  the  art,  the  patents,  construed  most  favorably  to  the 
patentees,  and  assuming  their  validity,  can  be  deemed  to  in- 
clude ;  and,  next,  whether,  when  so  construed,  the  defendant 
has  infringed  the  patents.  The  language  of  the  specifications 
aids  in  this  inquiry,  by  recognizing,  to  some  extent,  the  state 
of  the  art  above  exhibited.  Lipman  declares  that  he  makes 
a  lead  pencil  in  the  usual  manner.  As  a  mere  lead  pencil,  it 
has  no  novelty,  and  he  claims  nothing  therefor.  He  inserts 
india  rubber  at  one  end,  in  which  he  makes  a  groove  "of 
suitable  size."  This  is  quite  indefinite.  A  suitable  size  may 
be  large  or  small.  It  will  depend  upon  the  use  to  which  it  is 
to  be  applied  ;  but  his  drawing  shows  a  groove  larger  than 
that  of  the  lead.  This  groove  is  to  be  made  in  the  wood  of 
the  pencil.  In  terms,  he  declares  what,  in  view  of  what  has 
already  been  suggested,  he  must  have  declared,  that  he  does 
not  claim  "  the  use  of  a  lead  pencil  with  a  piece  of  india  rub- 
ber, or  other  erasing  material,  attached  at  one  end,  for  the 
purpose  of  erasing  marks.' '  He  does  claim  "  the  combina- 
tion of  the  lead  and  india  rubber,  or  other  erasing  substance, 
in  the  holder  of  a  drawing  pencil,  the  whole  being  construct- 
ed and  arranged  substantially  in  the  manner,  and  for  the  pur- 
pose, set  forth."  He  cannot  claim,  and  does  not  claim,  to 
have  invented,  broadly,  an  implement  which  is  a  combined 
pencil  and  eraser.  Such  implements  were  already  in  use. 
He  cannot  claim  the  mere  combination  of  a  lead  pencil  with 
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an  eraser,  the  lead  and  the  erasing  material  having  a  common 
sheath.     That  was  not  new.     For  the  same  reason,  he  cannot 
claim  such  mere  combination,  when  the  sheath  is  of  wood, 
susceptible  of  being  cut  away  as  the  implement  is  worn  by 
use  ;  and  this,  also,  forbids  his  claiming,  broadly,  every  sup- 
posable  mode  of  combining,  within  the  holder  of  a  drawing 
pencil,  the  material  for  erasing,  with  the  lead  of  the  pencil. 
It  follows,  that,  if  the  patent  of  Lipman  be  sustained,  it  must 
be  limited  to  the  construction  which  is  exhibted  in  his  specifi- 
cation, in  those  respects  only  in  which  it  differs  from  those 
above  described,  that  is  to  say,  to  the  insertion,  in  the  pencil 
holder,  of  an  erasing  substance,  by  means  of  a  groove  in  such 
holder,  of  dimensions  differing  from  the  groove  containing 
the  lead.       Other  modes  of  attaching  india  rubber  to  the 
holder  are,  both  by  the  disclaimer  and  by  the  proofs,  excluded. 
Not  only  so,  the  drawings  annexed  to  the  specification  of  the 
Lipman  patent,  the   specification  itself,  and  the  samples  of 
the   pencils  manufactured    under  the  patent,  all  concur  in 
showing,'  that  the  prominent  feature  of  his  alleged  invention 
was  the  making  the  wood  of  the  pencil  holder  the  single  in- 
strumentality in  containing  and  holding  both  the  lead  and 
the  eraser,  one  end  thereof  being  adapted  thereto,  by  an  en- 
larged groove  to  receive  the  eraser.     In  view  of  the  state  of 
the  art,  and  the  disclaimer  in  the  patent,  it  cannot  be  con- 
strued as  including  a  separate  and  distinct,  mode  of  securing 
the  eraser  to  the  end  of  a  pencil.  It  was,  therefore,  competent 
and  lawful  for  the  defendant  to  attach  india  rubber  to  a  pen- 
cil, by  tying  it  thereto  by  a  cord,  securing  it  thereto  by  a 
separate  band,  or  collar,  or  ferule,  of  whatever  material,  other 
than  a  practical  extension   of  the  wood  of  the  pencil  sheath. 
Before  the  patent,  india  rubber  had  been  attached  by  inser- 
tion in  a  metallic  tube,  placed  on  the  end  of  a  pencil.     What 
the  defendant  is  proved  to  have  done  is,  to  sell  pencils  having 
a  paper  tube  placed  on  the  end  of  a  pencil,  with   india  rubber 
inserted  therein.     This  is  not  a  pencil  "  constructed  and  ar- 
ranged in  the  manner"  set  forth  in  the  specification  annexed 
to  the  Lipman  patent,  limited,  as  it  must  be,  by  the  state  ot 
the  art,  and  the  disclaimer  of  the  patentee.     In  the  Lipman 
pencil,  the  device  for  holding  the  lead  of  the  pencil  and  the 
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eraser  is  single,  and  is  definitely  so  described,  with  an  exclu- 
sion of  other  modes  of  attaching  the  eraser  to  the  pencil 
holder.  In  the  defendant's  pencil,  the  pencil  holder  does  not 
contain  the  eraser,  but  such  eraser  is  attached  and  secured  to 
the  holder  By  other  distinct  means.  The  device  for  holding 
the  lead  and  the  eraser  is  double  and  complex,  and  to  say 
that  it  is  constructed  substantially  in  the  manner  set  forth  in 
Lipman's  specification  seems  to  me  impossible. 

It  is  argued,  that,  because  this  paper  sheath  can  be  cut  away 
as  the  eraser  is  worn,  it  should  be  deemed  an  equivalent  to  the 
wood  inclosing  the  eraser  in  the  Lipman  pencil.  I  am  not 
willing  to  relax  at  all  the  just  protection  due  to  inventors 
against  a  merely  evasive  substitution  of  equivalents.  But,  it 
will  be  seen  that  the  present  patent,  if  valid,  is  not,  broadly, 
for  a  combination  of  a  lead,  a  holder,  and  an  eraser  ;  nor  even 
for  a  lead  and  an  eraser  in  the  same  sheath.  It  cannot  be 
sustained,  except  for  a  special  construction  of  the  containing 
holder,  and  that  is  not  adopted  by  the  defendant.  For  the 
same  reason,  it  is  not  material  that,  in  one  respect,  Che  same 
result  is  produced,  viz.,  that,  in  each,  the  sheath  of  the  eraser 
can  be  cut  away.  If  the  construction  is  different,  the  mere 
producing  of  the  same  result  does  not  make  the  defendant's 
device  an  equivalent,  where  the  special  construction  is  the 
distinguishing  and  patented  feature  of  the  thing  patented. 

My  conclusion  is,  therefore,  that,  if  the  Lipman  patent  can 
be  sustained  at  all,  its  true  construction  is  so  limited  by  the 
state  of  the  art  and  the  disclaimer  of  the  patentee,  that  the 
defendant's  pencil  is  no  infringement. 

The  Reckendorfer  patent  is  based  upon  that  granted  to 
Lipman,  or  rather  it  is  applied  to  pencils  constructed  in  like 
manner,  so  that,  if  the  defendant  does  not  infringe  the  one, 
he  does  not  the  other.  It  would  be  absurd  to  say,  that  mak- 
ing one  end  of  a  lead  pencil  larger  than  the  other  would  be 
patentable.  But,  if  it  were  patentable,  the  proofs  show  that 
pencils  so  made  were  not  new,  but  were  made,  and  in  use, 
and  on  public  sale,  before  the  patent  to  Reckendorfer,  and 
that  such  pencils  were  so  made  for  the  purpose  of  using  the 
larger  end  to  receive  a  cylindrical  tube,  as  a  penholder,  while 
the  other  was  left  conveniently  smaller,  containing  the  pencil 
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lead.  Again,  Lipman  also  made  pencils  with  an  enlarged 
end,  to  receive  and  hold  the  eraser.  A  pencil  with  a  uniform 
taper,  providing  for  an  enlarged  end,  to  become  the  recipient 
of  some  other  device,  was  not  new  ;  and  a  pencil  with  an  en- 
larged end,  to  receive  and  hold  an  eraser,  waS  not  new. 
There  is  little  left,  if  anything,  to  be  called  invention,  to  be 
covered  by  Reckendorfer's  patent.  But,  give  him  the  most 
favorable  view  of  his  device,  and  it  superadds  to  Lipman's 
devices  the  enlarged  head  and  uniform  taper  of  his  pencil 
holder.  In  the  very  terms  of  his  claim,  it  adopts  the  wooden 
sheath  of  Lipman,  recessed  to  constitute  a  receptacle  for  the 
eraser,  and  the  wooden  case  gradually  tapering  from  its  re- 
cessed head  toward  its  opposite  end.  The  considerations 
which  lead  to  the  conclusion  that  the  defendant  does  not  in- 
fringe the  Lipman  patent,  must,  under  the  proofs  above 
lastly  referred  to,  result  in  holding  that  the  defendant  is  not 
shown  to  infringe  either  patent. 

(2.)  The  conclusion  that  the  patents  cannot,  in  view  of  the 
state  of  the  art  and  of  the  disclaimer  in  the  Lipman  patent, 
be  so  construed  as  to  charge  the  defendant  as  an  infringer, 
renders  it  unnecessary  to  consider  the  case  further.  But  I  do 
not  wish  to  be  regarded  as  affirming  the  validity  of  the  pat- 
ents relied  upon  by  the  complainant. 

What  did  Lipman  do  or  discover  which  can  be  called 
invention  ?  Sticks  grooved,  and  containing,  in  the  groove,  a 
marking  substance— black  lead  and  other  materials — adapted 
to  cutting  away  the  wood  as  the  marking  substance  was  worn 
off,  were  common.  Sticks  containing  an  erasive  material  in 
a  precisely  like  groove,  and  adapted  to  be  cut  away  in  like 
manner,  were  common,  and  the  groove  in  these  was  of  "  suit- 
able size"  to  admit  a  useful  eraser.  Sticks  are  also  proved  to 
have  been  in  use  and  on  sale,  of  precisely  the  same  construc- 
tion, having  one  kind  of  erasing  substance  inserted  at  one  end, 
for  a  pencil  eraser,  and  another  kind  of  erasing  substance  in- 
serted at  the  other  end,  for  an  ink  eraser.  Combination  of 
eraser  and  lead  in  the  same  stickholder  was  not  new.  If  the 
pencil  was  not  new,  and  the  eraser  was  not  new,  and  combi 
nation  of  the  two  was  not  new,  was  it  invention  to  suggest 
that,  theretofore,  the  erasive  material,   thus  combined,   was 
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not  large  enough  for  many  uses,  and  thereupon  increase  its 
size,  when  to  do  so  was  simply  to  do  what  had  before  been 
done  in  separate  erasers  ?  Or,  to  lay  out  of  view  what  was 
proved  to  have  been  done  before  by  Dun  ton  and  others,  in 
making  and  using  pencils  with  india  rubber  inserted  in  a  por- 
tion of  the  groove  originally  containing  the  lead,  and  so 
assuming  that  a  combined  pencil  and  eraser  had  not  before 
been  made  in  one  single  sheath  or  handle,  what,  then,  did 
Lipman  invent  ?  There  was  the  pencil,  and  here  was  the 
eraser.  Each  had  its  own  holder  or  sheath.  If  he  had  spliced 
the  two  together,  for  convenience  in  use,  tying  them  with 
cord,  or  fastening  them  with  glue,  would  that  have  been  a 
patentable  invention  ?  Would  the  man  who  first  put  two 
blades  of  a  knife  in  one  handle,  instead  of  one  only,  be  an  in- 
ventor ?  And  would  he  be  any  more  so  if  one  of  the  blades 
was  a  file,  such  file  blades  having  been  in  common  use  in  a 
like  separate  handle  ?  If,  to  attain  the  utility  and  con- 
venience which  the  union  of  two  implements  produces,  some- 
thing new  in  construction  of  the  implements,  or  some  new 
device  requiring  thought  or  study,  more  or  less,  is  necessary 
to  unite  them,  such  union  may  be  patentable.  But,  here, 
each  implement  is  constructed  precisely  as  it  was  before,  and 
the  means  of  union  was  not  in  itself  novel.  It  was  like  insert- 
ing two  awls  of  different  sizes  or  uses  in  one  handle  ;  or  like 
the  recent  case  before  the  Commissioner  of  Patents,  in  which 
the  alleged  invention  consisted  in  uniting  a  putty  knife  and 
a  glass  cutter  in  the  same  handle.  When  the  functions  and 
uses  of  each  are  unaffected  by  the  union,  and  the  means  of 
uniting  has  no  novelty,  it  is  not  obvious,  certainly,  that  any- 
thing of  invention  can  be  alleged  of  the  combined  imple- 
ments. Sawyer  v.  Bixby^  9  Blatchf.  C.  C.  R.,  361.  That 
the  aggregated  result  may  be  very  convenient,  may,  for  that 
reason,  be  popular,  and  may  find  a  ready  sale,  and  that  such 
sales  are  very  large,  and  show  a  great  demand,  does  not  de- 
termine the  question.  As  suggested  in  several  cases  relating 
to  aggregations  as  distinguished  from  patentable  combina- 
tions, the  aggregate  result  may  be  the  production  of  a  better 
structure,  as  an  aggregate,  than  was  ever  before  produced, 
and  yet,  for  the  lack  of  novelty  of  device  or  new  result,  pro- 
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duced  by  the  aggregation  and  due  thereto,  it  may  have  no 
patentable  quality.  Hailes  v.  Van  Wormer,  7  Blatchf.  C.  C. 
R.,  443,  affirmed  in  Supreme  Court,  5  Pat.  Off.  Gaz.,  89  ; 
Sawyer  v.  Bixbyy  9  Blatchf.  C.  C.  R.,  361  ;  Sarven  v.  Hall,  Id., 
524,  539  ;  Ex  parte  Van  Wagencn,  1  Pat.  Off.  Gaz.,  89  ;  Ex 
parte  Pr  indie  >  Id.,  404  ;  Ex  parte  La  Due,  Id.,  549  ;  Monee  v. 
Adams,  12  Blatchf.  C.  C.  R.,  1  ;  Ex  parte  Castle,  4  Pat.  Off. 
Gaz.,  179  ;  Ex  parte  Morse,  3  Id.,  467.  Whether  these  sugges- 
tions must  lead  to  the  unqualified  declaration  of  the  in- 
validity of  the  patents,  or  not,  they  certainly  confirm  the 
point  above  firstly  considered,  that,  if  the  patents  can  be 
sustained,  they  are  limited  to  the  special  construction  of  the 
pencils  specified,  and  which  the  defendant  does  not  infringe. 
This  is  sufficient  to  dispose  of  the  case. 
The  bill  must  be  dismissed. 

Charles  M.  Keller  and  Edmund Wetmore,  for  the  complainant. 

George  Gifford  and  John  S.  Washburn,  for  the  defendant. 


The  National  Spring  Company 

vs. 

The  Union  Car   Spring  Manufacturing   Company. 

In  Equity.* 

The  reissued  letters  patent  granted  to  the  National  Spring  Company,  as 
assignees  of  Erastus  T.  Bussell,  December  13,  1870,  for  an  "  improve- 
ment in  combined  india  rubber  and  steel  springs."  the  original  patent 
having  been  granted  to  Bussell,  as  inventor,  November  29,  1853,  and 
extended  for  seven  years  from  November  29,  1867,  are  valid. 

The  original  specification,  drawings,  and  model  exhibit  fully  what  the  reissue 
claims,  and  what  the  original  fails  to  claim. 


•  12  Blatchf.  C.  C.  R.,  80. 
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The  original  specification  contains,  on  its  face,  sufficient  evidence  that  there 
was  inadvertence  and  mistake  of  some  kind  in  preparing  it. 

The  reissued  patent  is  not  open  to  the  objection  that  it  is  not  for  the  same 
invention  as  that  embodied  in  the  original  patent,  or  that  the  specifica- 
tions of  the  two  patents  are  repugnant  to  each  other. 

The  original  specification  states  the  invention  of  Bussell  to  be  a  combination 
of  vulcanized  india  rubber  with  spiral  steel,  so  arranged  with  the  spiral 
steel  on  the  outside  of  the  rubber,  that  each  sustains  the  other,  when 
they  are  both  under  longitudinal  pressure,  the  result  being  independent 
of  any  fluting  of  the  rubber.  Therefore,  although  the  claim  of  the  orig- 
inal patent  was,  "  The  fluting  a  column  of  vulcanized  india  iubber  lon- 
gitudinally, and  then  so  surrounding  it  with  the  helical  spring,  mine 
being  an  improvement  upon  Ray's  spring,"  it  was  proper  to  claim,  in 
the  reissue,  "  The  combination  of  a  column  of  rubber,  or  its  equivalent, 
whether  solid  or  hollow,  with  a  spiral  metallic  spring,  when  the  said 
spring  is  arranged  external  to  and  surrounding  the  rubber,  substantially 
as  and  for  the  purposes  specified. " 

The  original  specification  shows  that  Bussell  supposed  that  a  patent  had  been 
granted  to  Ray  for  surrounding  a  column  of  vulcanized  india  rubber  with 
a  helical  spring  ;  whereas,  in  fact,  Ray  had  no  such  patent,  and  no 
specification  of  any  patent  to  Ray  disclosed  such  an  arrangement,  and 
all  that  any  patent  to  Ray  disclosed  was  a  column  of  rubber  with  a  spiral 
metal  spring  in  its  centre,  such  spring  surrounding  a  bolt  extending  the 
length  of  the  column  of  rubber,  and  there  being  detached  rings  of  metal 
surrounding  on  the  outside  the  column  of  rubber. 

When  the  specification  of  the  reissue  speaks  of  a  "  solid"  column  of  rubber, 
it  means  one  which  is  not  hollow,  as  distinguished  from  Ray's  arrange- 
ment, in  which  the  column  of  rubber  is*  hollow. 

The  claim  of  the  reissue,  in  speaking  of  a  column  of  rubber,  "  whether  solid 
or  hollow,"  means  only,  a  column  of  rubber,  whether  holow  or  not  hol- 
low. 

The  reissued  patent  is  infringed  if  the  column  of  rubber  is  combined  with  a 
spiral  metallic  spn'ng  arranged  external  to  and  surrounding  the  rubber, 
whether  there  be  or  be  not  a  longitudinal  hole  in  the  centre  of  the  rub- 
ber, or  whether  there  be  or  be  not  flutes  in  the  rubber,  or  other  provis- 
ion for  the  vent  of  the  rubber,  under  pressure. 

The  language  of  the  specification  of  the  reissue,  that  "any  other  material 
that  is,  for  the  purpose  of  a  spring,  the  equivalent  of  india  rubber,  such 
as  compressed  animal  and  vegetable  fibre,  gutta  percha,  etc.,  may  be 
employed  in  place  of  the  rubber,"  when  the  original  specification  made 
no  mention  of  such  equivalents,  is  not  to  be  regarded  as  an  interpola- 
tion, or  as  determining  that  any  particular  thing  is  an  equivalent,  but  is 
to  be  interpreted  only  as  meaning,  that,  if  the  articles  named  be  for  the 
purposes  of  a  spring,  the  equivalents  of  india  rubber,  they  may  when  in  a 
condition  to  be  such  equivalents,  be  employed  in  the  place  of  the  rubber. 
VOL.  I — 16 
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The  complete  application  for  the  reissue  was  filed  March  12,  1870,  the  fee 
or  duty  having  been  previously  paid.  The  petition  and  specification 
were  not  signed  by  Bussell,  although  he  was  living,  but  were  signed  by 
the  assignees,  to  whom  the  reissue  was  granted,  and  the  oath  was  not 
made  by  Bussell.  These  proceedings  were  in  conformity  with  the  stat- 
utes in  force  when  the  33d  section  of  the  Act  of  July  8,  1870  (16 
U.  S.  Stat,  at  Large,  202),  was  enacted,  requiring,  in  cases  of  a  reissue  to 
an  assignee,  that  the  application  be  made,  and  the  specification  be  sworn 
to,  by  the  inventor,  if  he  be  living.  The  znth  section  of  the  latter  Act, 
while  repealing  the  prior  Acts,  provides  that  such  repeal  shall  not  take 
away  any  right  existing  under  any  of  the  prior  laws,  and  that  all  applica- 
tions for  patents  pending  at  the  time  of  the  passage  of  the  Act  of  1870, 
"  in  cases  where  the  duty  has  been  paid,  shall  be  proceeded  with  and 
acted  on  in  the  same  manner  as  though  filed  after  the  passage  thereof :" 
Held,  that  the  application  was  to  be  proceeded  with,  and  acted  on,  on  the 
merits,  in  like  manner  as  though  filed  after  the  passage  of  the  Act  of 
1870,  with  the  requirements  complied  with  which  the  33d  section  of  that 
Act  prescribes. 

Observations  on  an  attempt  to  impeach,  by  the  testimony  of  the  inventor, 
the  validity  of  the  reissue  to  his  assignees. 

An  invention  reduced  to  practice  in  the  United  States,  prior  to  the  granting 
of  an  Englsh  patent,  sustained  as  against  such  patent. 

(Before   Blatchford,  J.,  Southern  District  of  New  York,  May,  1874.) 

Blatchford,  J. 

This  suit  is  brought  on  reissued  letters  patent  granted 
to  the  plaintiffs,  December  13,  1870,  as  assignees  of  Eras- 
tus  T.  Bussell,  for  an  "  improvement  in  combined  india 
rubber  and  steel  springs,"  the  original  patent  having  been 
granted  to  Bussell,  as  inventor,  November  29,  1853,  and 
extended  for  seven  years  from  November  29,  1867.  The 
specification  of  the  reissued  patent  is  signed  by  the  plaintiffs, 
who  are  a  corporation,  by  their  president,  and  is  not  signed 
by  Bussell.  It  states  that  Bussell  M  invented  a  new  and  im- 
proved combination  of  vulcanized  rubber  and  steel,  forming 
thereby  a  spring  useful  for  railroad  cars,  carriages,  buggies, 
etc.,  of  which  the  following  is  a  specification.  Figure  1  rep- 
resents a  column  of  vulcanized  rubber,  showing,  also,  metal 
caps  on  each  end,  such  as  may  be  used  for  bearings.  Figure 
2  is  a  cross  section  of  the  same.  Figure  3  is  a  view  of  the  col- 
umn of  rubber  surrounded  by  a  spiral  metal  spring,  showing, 
also,  the  before  mentioned  caps."     The  drawing  designates 
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the  three  figures  on  it  as  follows  :  "  Fig.  1.   Fluted  column 
of  vulcanized  rubber,  with  the  metallic    caps  on  each  end. 
Fig.  2.  Transverse  section  of  rubber  column.     Fig.  3.  Com- 
pound vulcanized  rubber  and  steel  spring,  with  the  metallic 
caps  on  each  end."     The  drawing  bears  the  signature,  "  In- 
ventor, E.  T.  Bussell,  by  J.  P.  Fitch,  his  Att'y."     The  draw- 
ings show  the  column  of  rubber  as  being  fluted  by  four  flutes 
or  grooves  running  lengthwise  of  it  and  equidistant  from 
each  other,  the  flutes  being  marked  a,  and  the  unfluted  spaces 
being  marked  b.      The  specification  says  :  "  This  invention 
consists  in  surrounding  a  column  of    india  rubber,   or    its 
equivalent,  by  a  spiral  metallic  spring,  so  arranged  that  each 
sustains  the  other,  whereby  a  more  perfect  and  serviceable 
spring  for  the  purposes  specified  is  produced   than  by  any 
combination  of  rubber  and  metal  hitherto  known.     A  column 
of  vulcanized  rubber,  A,  is  surrounded  with  a  spiral  metallic 
spring,  r,  r,  r,  Fig.  3,  the  two  springs  being  of  equal  length, 
so  as  to  have  the  same  bearings  at  the  ends,  and  the  relative 
diameters  of  the  two  being  such  that  the  steel  or  metal  spring 
will  fit  snugly  on  to  the  rubber  column.     The  column  of  rub- 
ber may  be  fluted,  as  shown  in  the  drawing,   by  several  con- 
cavities running  longitudinally,  a,  a,  a.     This  construction  is 
regarded  as  a  desirable  one,  as  it  allows  the  rubber,   when 
pressure  is  applied  to  the  spring,  to  expand  laterally  into  the 
said  concavities,  thus  preventing  it,  to  a  degree,  from  being 
pressed  outward  between  the  coils  of  the  metal  spring,  where 
it  is  liable  to  be  chafed  and  worn.     Any  other  material  that 
is,  for  the  purpose  of  a  spring,  the  equivalent  of  india  rubber, 
such  as  compressed  animal  and  vegetable  fibre,  gutta  peicha, 
etc.,  may  be  employed  in  place  of  the  rubber.     The  combina- 
tion of  spiral  metallic  springs  with  rubber,  or  its  equivalents, 
for  the  purpose  here  described,  is  not  new.     Ray,  in  the  year 
1848,  obtained  a  patent  for  such  a  combination.     But  he  de- 
scribed and  claimed  a  spiral  metallic  spring  placed  within  a 
hollow  rubber  column  or  tube,  and  then  supported  the  rub- 
ber externally  by  detached  metal  rings.     The    arrangement 
and  combination  of  Bussell,   here  claimed,   is    distinct  and 
different  from,  and  is  thought  superior  to,  Ray's,  both  for  the 
reason  that  it  permits  the  use  of  a  solid  column  of  rubber,  or 
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its  equivalent,  which  Ray's  does  not,  and  because  the  spring, 
when  placed  exterior  to  the  rubber  or  its  equivalent,  performs 
alone  the  combined  offices  of  both  the  spiral  spring  and  the 
detached  rings  in  Ray's,  thus  rendering  Bussell's  arrange- 
ment much  the  more  simple  and  cheaper  of  the  two.  Another 
objection  to  arranging  the  spiral  within  the  rubber  tube  is, 
that  either  the  rubber  tube  has  to  be  made  objectionably  large 
in  diameter,  or  the  spiral  objectionably  small.  This  difficulty 
is  obviated  in  Bussell's  combination,  as  is  evident.  It  is  not 
intended  here  to  claim,  broadly,  the  combination  of  rubber, 
or  its  equivalent,  with  a  spiral  spring,  for  the  purposes  indi- 
cated ;  nor  the  combination  of  a  spiral  spring  with  a  hollow 
cylinder  of  rubber,  when  the  spring  is  placed  within  the 
cylinder.  Neither  is  claimed  the  supporting  of  a  column  of 
rubber,  or  its  equivalent,  when  used  as  a  spring,  by  detached 
metallic  rings  arranged  externally  to  the  rubber."  The  claim 
is,  "  The  combination  of  a  column  of  rubber,  or  its  equivalent, 
whether  solid  or  hollow,  with  a  spiral  metallic  spring,  when 
the  said  spring  is  arranged  external  to  and  surrounding  the 
rubber,  substantially  as  and  for  the  purposes  specified." 

The  drawing  annexed  to  the  original  patent  is,  in  its  three 
figures,  and  in  the  designation  of  them,  and  in  the  lettering 
of  them,  the  same  as  the  drawing  of  the  reissue.  The  speci- 
fication of  the  original  states  that  Bussell  has  invented  "  a 
new  and  improved  combination  of  vulcanized  india  rubber  and 
steel,  forming  thereby  a  useful  spring  for  railroad  cars,  car- 
riages, buggies,  etc.,  etc.  *  *  *  Fig.  i  is  the  fluted  column 
of  vulcanized  rubber,  with  the  metallic  caps  on  each  end  ; 
Fig.  2  is  a  transverse  section  of  this. column  of  rubber  ;  and 
Fig.  3  is  a  view  of  the  compound  spring  with  the  metallic 
caps  on  each  end.  My  invention  consists  in  a  combination 
of  vulcanized  india  rubber  with  spiral  steel,  so  arranged  that 
♦each  sustains  the  other,  and  the  good  qualities  of  both  are 
combined,  so  as  to  make  a  most  perfect  spring  for  elasticity 
and  durability,  which  is  applicable  to  railroad  cars,  carriages, 
buggies,  etc.  *  *  *  Owing  to  many  contingencies,  that 
require  springs  to  be  of  various  degrees  of  stiffness,  the  diam- 
eter of  my  compound  springs  must  necessarily  vary  much, 
but  their  length  is  to  be  graduated  by  the  amount  of  motion 
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desirable  in  the  spring.  For  springs  for  railroad  cars  I  take 
a  fluted  column  of  vulcanized  india  rubber,  A,  Fig.  1,  about 
eight  inches  in  diameter,  and  about  eight  inches  long,  these 
conditions  depending  upon  the  desirable  strength  of  the 
spring  and  the  amount  of  motion  required.  The  column  of 
rubber  is  fluted  by  four  semi-concavities  running  longitudi- 
nally at  equal  distances  from  each  other,  a,  ay  a,  a,  the  con- 
cavities leaving  each  intermediate  point,  by  by  by  b,  equal  to  the 
span  of  each  concavity.  The  depth  of  each  one  of  these  con- 
cavities is  about  one  fifth  the  diameter  of  the  column  of  india 
rubber.  For  carriage  springs  the  diameter  of  the  rubber  is 
about  two  inches.  I  then  surround  this  fluted  column  of 
vulcanized  rubber  with  a  spiral  steel  spring,  c,  cy  cy  Fig.  3, 
the  diameter  of  the  wire  constituting  the  spiral  spring  being 
about  one-twentieth  that  of  the  column  of  rubber.  I  make 
the  spiral  spring  to  touch  the  points  of  rubber,  by  by  b,  b,  thus 
serving  as  a  self  adjusting  base  upon  which  the  rubber  can 
act  centrifugally,  each  point,  by  by  by  b,  being  a  base  to  each 
rubber  arch,  a,  ay  ay  a.  By  this  arrangement  and  combina- 
tion of  vulcanized  india  rubber  and  steel,  several  important 
desideratums  are  filled,  that  have  not  hitherto  been  attained 
by  any  other  spring,  namely,  it  makes,  1st,  a  sprightly  spring, 
one  that  responds  quickly  to  any  impression  made  upon  it, 
steel  being  much  more  sprightly,  in  its  movements,  than  vul- 
canized india  rubber,  and  this  element  being  incorporated 
into  the  compound  spring  ;  2d,  a  durable  spring,  capable  of 
sustaining  burdens  to  an  indefinite  length  of  time,  the  rub- 
ber, in  this  shape,  maintaining  and  resuming  its  normal  shape 
better  than  in  any  other,,  the  integrity  of  the  elastic  arches,  0, 
ay  ay  Fig.  2,  being  most  perfect ;  3d,  a  strong  spring,  one  that 
cannot  be  crushed  by  any  reasonable  weight,  the  steel  effect- 
ually guarding  the  rubber  against  any  such  calamity,  for,  as 
the  external  surface  of  the  rubber  is  shortened  under  com- 
*  pression,  the  resisting  surface  of  the  spiral  steel,  in  its  self- 
adjusting  integrity,  gathers  and  concentrates  its  coils  around 
the  compressed  rubber,  thus  setting  up  a  herculean  barrier, 
circumscribing  the  bounds  of  the  rubber  wilhin  it  ;  and,  4th, 
a  sprightly,  durable,  and  strong  spring,  that  will  admit  of  any 
desirable  amount  of  motion,  each  concavity,  ay  ay  ay  ay  serv- 
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ing  as  a  vacuum  for  its  elasticity  and  contracting  volume  to 
find  vent  in.  Vulcanized  india  rubber  being  a  durable  sub- 
stance, I  thus  have,  in  this  arrangemnt,  a  combination  of  ele- 
ments, in  such  a  way  as  to  make  a  spring  possessing  all  the 
good  qualities  that  can  reasonably  be  expected.  The  rubber 
sustains  the  steel  from  any  violence  to  its  molecules  from 
severe  flexion,  whilst  the  steel  affords  a  self-adjusting  base 
upon  which  the  rubber  can  act  at  proper  intervals,  it  yield- 
ing its  sprightliness  to  the  rubber  at  the  same  time,  and  the 
points,  b%  b,  by  b,  Fig.  2,  being  in  constant  contact  with  the 
steel,  serves  to  equalize  the  power  of  the  rubber,  whilst  the 
concavities,  a,  a,  a,  ay  give  vent  to  and  equalize  its  elasticity. 
*  *  *  I  do  not  claim  the  surrounding  of  columns  of  vul- 
canized india  rubber  with  detached  bands  of  metal  at  the 
ends,  or  any  point  between  the  ends,  for  springs,  nor  do  I 
claim  originality  in  the  combination  of  metallic  springs  with 
vulcanized  india  rubber,  as  these  are  the  subjects  of  patents 
heretofore  granted  to  Fowler  M.  Ray,  but,  as  well  known 
forms  of  such  springs  and  combinations,  are  liable  to  the  fol- 
lowing objections  :  1st,  an  incapacity  for  great  motion,  this 
depending  upon  their  outer  surface  being  regular  and  sur- 
rounded by  bands  of  metal  whose  diameters  are  unvarying, 
together  with  the  incorporating  into  the  centre  of  said  rubber 
springs,  helical  or  spiral  springs  of  metal,  whose  diameters 
increase  with  their  compression,  causing  them  thus  to  en- 
croach upon  the  rubber  centrifugally  ;  2d,  the  liability  of 
such  springs  losing  their  elasticity  and  becoming  worthless 
from  the  unequal  exercise  of  their  different  parts,  the  stretch- 
ing to  their  utmost  extent  the  fibres  at  the  circumference,  and 
this  at  the  expense  of  their  vitality,  while  the  centrifugal 
action  of  the  helical  spring  within  serves  further  to  embarrass 
it  in  its  movements,  so  that  a  large  mass  of  the  rubber  is  ren- 
dered partially  inert  by  being  confined  between  the  almost 
lifeless  circumferal  rubber  and  the  centrifugally  acting  helical 
spring — the  rubber  thus  circumstanced  may  properly  be  com- 
pared to  an  elastic  arch  with  the  burden  or  force  applied  to 
its  concave  side,  without  any  base  upon  which  to  rest  that  of 
its  own  external  fibres  ;  and,  3d,  their  great  liability  of  being 
crushed  by  an  overload,  for  the  want  of  a  continuous  metallic 
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support  externally  ;  and,  inasmuch  as  fluting  a  column  of 
vulcanized  india  rubber  longitudinally  on  its  external  surface 
and  surrounding  it  by  a  spiral  steel  spring,  substantially  as 
above  described,  produces  a  spring  susceptible  of  much 
greater  motion  and  much  greater  freedom  in  all  its  move- 
ments than  any  of  the  foregoing  forms,  the  fluted  concavities 
giving  vent  to  the  compressed  rubber,  and  the  diameter. of 
the  spiral  spring  increasing  with  its  compression,  thus  yield- 
ing to  and  allowing  the  greater  freedom  to  the  expanding 
rubber  within,  the  circumference  of  the  rubber  mass,  being  a 
series  of  elastic  arches,  brings  the  radial  points  of  expansion 
almost  equally  near  the  surface  in  every  direction,  and  the 
self-adjusting  base  afforded  to  each  arch  in  the  spiral  spring 
that  surrounds  them,  gives  to  them  the  capacity  of  multiply- 
ing strength  in  use,  and  of  promptly  resuming  their  normal 
shape — the  rubber  thus  circumstanced,  in  contrast  with  other 
forms  of  rubber  car  springs,  is  a  series  of  elastic  arches,  with 
the  force  applied  to  their  convex  sides,  whilst  their  bases  rest 
upon  an  accommodating  metallic  surface,  which  enables  them 
to  endure,  without  loss  of  vitality,  almost  indefinitely  ;  and 
finally,  inasmuch  as  the  continuous  coil  of  steel  on  the  outside 
of  the  rubber  approximates  a  solid  broad  band,  when  an  over- 
load is  put  upon  the  springs,  thus  guarding  the  rubber  effect- 
ually against  any  mishap  that  other  rubber  springs  are  liable 
to,  therefore,  what  I  claim  as  my  invention  is  not  the  sur- 
rounding a  column  of  vulcanized  india  rubber  with  a  helical 
spring,  as  that  is  the  subject  of  a  patent  granted  to  F.  M. 
Ray,  but  what  I  claim  and  desire  to  secure  by  letters  patent 
is  :  The  fluting  a  column  of  vulcanized  india  rubber  longitudi- 
nally, and  then  so  surrounding  it  with  the  helical  spring, 
mine  being  an  improvement  upon  Ray's  spring.' ' 

This  florid  and  ambitious  original  specification  contains,  on 
its  face,  sufficient  evidence  that  there  was  inadvertence  and 
mistake  of  some  kind  in  preparing  it.  In  one  part  of  it,  it 
speaks  of  patents  having  been  theretofore  granted  to  Ray, 
containing,  as  subjects,  the  surrounding  of  columns  of  vul- 
canized india  rubber  with  detached  bands  of  metal  at  the 
ends,  or  any  point  between  the  ends,  for  springs,  and  the 
combination  of  metallic  springs  with  vulcanized  india  rubber, 
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and  says  that  the  resulting  springs  have  bands  of  metal  of 
unvarying  diameters  surrounding  the  outer  surfaces  of  the  * 
india  rubber  and  helical  or  spiral  springs  of  metal  in  the  ± 

centre  of  the  india  rubber.  In  another  part  of  it,  it  speaks  of 
a  patent  granted  to  Ray  as  having  for  its  subject  the  surround- 
ing a  column  of  vulcanized  india  rubber  with  a  helical  spring. 
Now,  it  is  shown,  that,  in  point  of  fact,  Ray  had  no  patent 
for  surrounding  a  column  of  vulcanized  india  rubber  with  a 
helical  metal  spring,  and  that  no  specification  of  any  patent  ♦ 

to  Ray  disclosed  such  an  arrangement.  The  only  combina- 
tion of  a  spiral  metal  spring  with  a  column  of  rubber,  dis- 
closed in  any  patent  to  Rayr  was  one  where  the  spiral  metal 
spring  was  in  the  centre  of  the  column  of  rubber,  and  sur- 
rounded a  bolt  extending  the  length  of  the  column  of  rubber  ; 
and  in  connection  with  such  arrangement  there  were  detached 
rings  of  metal  surrounding  on  the  outside  the  column  of  rub- 
ber. The  original  specification  states  the  invention  of  Bus-  . 
sell  to  be,  a  combination  of  vulcanized  india  rubber  with 
spiral  steel,  so  arranged  that  each  sustains  the  other.  This 
results  from  placing  the  spiral  steel  on  the  outside  of  the  rub-  % 
ber.  In  such  position  each  does  sustain  trte  other,  when  they 
are  both  under  longitudinal  pressure.  When  the  steel  is  on 
the  inside,  they  do  not  sustain  each  other.  Again,  in  detail- 
ing the  advantages  of  the  arrangement  of  a  spiral  steel  spring 
outside  of  and  surrounding  a  column  of  rubber,  the  original 
specification  sets  forth,  as  an  advantage,  the  strength  of  the 
spring,  in  that  the  steel  prevents  the  rubber  from  being 
crushed,  because,  as  the  external  surface  of  the  rubber  is 
shortened  by  compression,  the  coils  of  steel  form  a  resisting 
surface  against  the  rubber.  This  is  independent  of  any  flut- 
ing of  the  rubber,  and  is  in  contrast  with  the  effect  when  the 
spiral  steel  is  on  the  inside  of  the  rubber.  In  another  place, 
the  original  specification,  speaking  of  the  existing  springs, 
with  spiral  springs  of  metal  in  the  centre  of  the  rubber,  and 
detached  bands  of  metal  surrounding  the  rubber,  in  contrast 
with  the  arrangement  of  Bussell,  points  out,  as  an  objection 
to  the  former,  their  liability  to  be  crushed  by  an  overload, 
for  the  want  of  a  continuous  metallic  support  externally. 
This,  too,  is  a  result  independent  of  any  fluting  of  the  rub- 
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ber.     Then,  as  to  fluting  the  column  of  rubber,  the  original 
*  specification  points  out  that  the  rubber,   when  compressed, 
will  find  vent  in  the  concavities. 

The  objection  is  taken  to  the  reissued  patent,  that  it  is  not 
for  the  same  invention  as  that  embodied  in  the  original  pat- 
ent, and  is,  therefore,  void  ;  and,  to  maintain  this,  it  is  con- 
tended, that,  on  their  faces,  the  two  specifications  are  repug- 
nant to  each  other.  The  argument  is  based  on  the  view,  that 
the  original  specification  throughout  speaks  of  the  invention 
of  Bussell  as  being  one  in  which  a  fluted  column  of  rubber  is 
a  constituent,  and  in  which  no  column  of  rubber  that  is  not 
fluted  is  spoken  of  as  being  a  constituent,  and  that  the  claim 
is  one  to  fluting  a  column  of  vulcanized  india  rubber  longitu- 
dinally, and  then  surrounding  it  with  a  helical  spring.  But, 
the  inference  naturally  to  be  drawn  from  the  language  of  the 
original  specification,  that  Bussell  does  not  claim,  as  his  in- 
vention, "  the  surrounding  a  column  of  vulcanized  india  rub- 
ber with  a  helical  spring,  as  that  is  the  subject  of  a  patent 
granted  to  F.  M.  Ray,"  is,  that,  as  such  original  specification 
exhibits  the  surrounding  a  column  of  vulcanized  india  rubber 
with  a  helical  spring,  and  points  out  ]the  advantages  of  such 
an  arrangement,  Bussell  would,  but  for  his  idea,  now  shown 
to  have  been  a  mistaken  one,  in  regard  to  Ray's  patent,  have 
claimed,  in  such  original  specification,  the  surrounding  a  col- 
umn of  vulcanized  india  rubber  with  a  helical  spring.  If  so, 
why  should  it  not  be  claimed  in  a  reissue  ?  It  would  seem 
that  there  could  not  be  found  any  more  proper  occasion  for 
the  office  of  a  reissue.  The  original  specification,  drawings, 
and  model  exhibit  fully  what  the  reissue  claims,  and  what  the 
original  fails  to  claim. 

Much  criticism  is  made  on  the  specification  of  the  reissue, 
because  it  makes  prominent  the  column  of  rubber,  merely  as 
a  column,  without  calling  it,  as  the  original  specification 
always  does,  a  fluted  column,  and  because  it  only  says  that  it 
may  be  fluted,  as  a  desirable  construction,  to  allow  the  expan- 
sion of  the  rubber,  under  pressure,  into  the  concavities.  But, 
when  it  was  to  claim,  as  it  lawfully  might,  the  column  of  rub- 
ber, as  a  column,  with  the  spiral  metallic  spring  arranged  ex- 
ternal to  and  surrounding  the  column,  it  was  entirely  proper 
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that  it  should  describe  it  as  a  column.  It  is  none  the  less  a 
column  because  it  is  fluted.  The  fluting  introduces  provision 
for  vent.  The  advantages  of  the  columnar  structure  bound 
tightly  in  the  grasp  of  the  surrounding  helix  of  metal  exist 
independently  of  provision  for  vent.  As  has  been  shown, 
both  of  these  features  exist  in  the  arrangement  shown  in  the 
drawings  and  specification  of  the  original  patent.  Bussell,  in 
his  original  patent,  limited  his  claim  to  an  arrangement  com- 
bining both  features.  He  might  have  claimed  therein  the 
features  of  the  column  and  the  outside  spiral  metallic  spring, 
leaving  out  the  feature  of  the  fluting,  although  his  structure 
contained  the  fluting.  This  has  now  been  done  by  the 
reissue. 

It  is  also  objected,  that  the  specification  of  the  reissue  con- 
tains an  interpolation,  in  saying  that  Bussell's  arrangement 
is  different  from  Ray's,  because  it  "  permits  the  use  of  a  solid 
column  of  rubber,"  which  Ray's  does  not.  It  is  undoubtedly 
true,  that  Bussell's  arrangement  does  premit  the  use  of  a  col- 
umn of  rubber  which  has  not  a  longitudinal  hole  in  its  centre, 
and  that  Ray's  arrangement  requires  that  there  shall  be  a 
longitudinal  hole  in  the  centre  of  the  column  of  rubber.  In 
the  connection  in  which  the  specification  of  the  reissue  thus 
speaks  of  a  "  solid  "  column  of  rubber,  it  speaks  of  one  which 
is  not  hollow,  Ray's  being  hollow.  Bussell's  drawing  shows 
a  column  of  rubber  which  has  no  longitudinal  hole  in  its 
centre,  and,  therefore,  shows  a  column  which  is  solid,  in  the 
sense  intended.  To  state  this  self-evident  circumstance  in 
the  specification  of  the  reissue  is  no  interpolation,  when  the 
drawings  of  the  original  patent  show  clearly  that  the  remark 
is  a  true  one.  So,  too,  the  words  of  the  claim,  "whether 
solid  or  hollow" — "  the  combination  of  a  column  of  rubber, 
or  its  equivalent,  whether  solid  or  hollow,  with  a  spiral 
metallic  spring,  etc." — must  be  read  with  reference  to  the 
previous  observation  in  the  specification,  that  Ray's  arrange- 
ment does  not  permit  the  use  of  a  column  of  rubber  which  is 
not  hollow,  while  Bussell 's  arrangement  does.  So  read,  the 
claim  is  one  to  the  combination  of  a  column  of  rubber,  whether 
hollow  or  not  hollow,  with  a  spiral  metallic  spring.  This 
claim  means  nothing  different  from  what  it  would  mean  if  the 
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words  "  whether  solid  or  hollow"  were  entirely  omitted  from 
it.  The  column  of  rubber,  and  the  advantages  resulting 
from  combining  it  with  a  spiral  metallic  spring  arranged  ex- 
ternal to  and  surrounding  the  rubber,  exist  as  fully  whether 
there  is  a  longitudinal  hole  in  the  centre  of  the  rubber  or  not. 
The  advantages  of  a  provision  for  vent,  resulting  from  fluting 
the  column,  or  from  having  a  longitudinal  hole  in  its  centre, 
or  longitudinal  holes  elsewhere  in  it,  or  spiral  recesses  in  it, 
are  a  different  thing.  The  reissued  patent  claims  nothing  in 
respect  of  such  latter  advantages,  and  does  not  claim  any 
provision  for  vent.  Its  claim  has  reference  solely  to  the  em- 
brace between  the  surrounding  spiral  metallic  spring  and  the 
interior  column  of  rubber.  It  may  be  that  such  embrace  is 
more  or  less  effective  when  it  is  spirally  continuous,  and  not 
broken  by  recesses  or  flutes,  and  when  there  is  no  provision 
for  vent.  That  is  a  question  of  degree  of  effectiveness  of  em- 
brace. If,  in  the  use  of  the  embrace,  it  is  made  spirally  con- 
tinuous, i*  is  none  the  less  used.  If,  in  the  use  of  the  em- 
brace, provision  is  made  for  vent,  in  any  of  the  ways  above 
referred  to,  the  embrace  is  none  the  less  used.  This  view 
disposes  of  the  criticisms,  that  Bussell  did  not  invent  a  col- 
umn of  rubber  having  a  spirally  continuous  embrace  between 
the  rubber  and  the  external  metallic  spring,  and  did  not  in- 
vent a  column  of  rubber  having  a  longitudinal  hole  in  its 
centre,  or  any  provision  for  vent  except  by  means  of  flutes. 
He  invented  what  the  reissued  patent  claims,  as  above  ex- 
plained, and  if,  in  using  that,  an  additional  feature  is  added 
by  the  user,  still  the  invention  claimed  is  used. 

It  is  also  objected,  that  the  specification  of  the  reissue,  in 
its  body  and  in  the  claim,  not  only  speaks  of  rubber  4<  or  its 
equivalent,' '  but  contains,  in*  its  body,  this  language,  not 
found  in  the  original  specification  :  **  Any  other  material  that 
is,  for  the  purpose  of  a  spring,  the  equivalent  of  india  rubber, 
such  as  compressed  animal  and  vegetable  fibre,  gutta  percha, 
etc.,  may  be  employed  in  place  of  the  rubber."  It  is  conceded, 
that  the  patent  would  cover  any  equivalent  for  the  rubber, 
even  if  the  words  '*  or  its  equivalent  "  were  not  found  in  the 
claim.  But,  it  is  objected,  that  the  specification  of  the  re- 
issue undertakes  to  say  what  are  equivalents,  when  the  orig- 
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inal  specification  made  no  mention  of  such  equivalents,  and 
that,  therefore,  the  things  mentioned  are  interpolations  into 
the  specification  of  the  reissue.  Certainly,  any  other  material 
that  is,  for  the  purpose  of  a  spring,  the  equivalent  of  india 
rubber,  may  be  employed  in  place  of  the  rubber.  The  em- 
ployment of  such  other  material  would  be  within  the  patent, 
if  nothing  were  said  on  the  subject.  Saying  so  does  no  harm. 
The  point  of  the  objection  is,  that  it  is  asserted  that  the  speci- 
fication of  the  reissue  points  out  "  compressed  animal  or  veg- 
etable fibre,  gutta  percha,etc.,*'  as  being,  necessarily,  for  the 
purpose  of  a  spring,  the  equivalent  of  india  rubber  ;  that  no 
such  statement  is  found  in  the  original  specification  ;  and 
that  Bussell,  when  he  took  out  his  original  patent,  did  not 
contemplate  the  use  of  compressed  animal  or  vegetable  fibre. 
But,  I  think  the  body  of  the  specification  of  the  reissue  can 
fairly  be  interpreted  only  as  meaning,  that  if  "  compressed 
animal  or  vegetable  fibre,  gutta  percha,  etc.,"  be,  for  the 
purpose  of  a  spring,  the  equivalent  of  india  rubber,  it  may, 
when  in  a  condition  to  be  such  equivalent,  be  employed  in 
place  of  the  rubber.  *  Under  the  claim,  what  is  an  equivalent 
is  left  to  be  determined  in  each  case,  as  it  arises  ;  and  the 
specification  cannot  properly  be  construed  as  determining 
that  any  particular  thing  is  an  equivalent. 

The  petition,  oath  and  specification,  on  the  application  for 
the  granting  of  the  reissued  patent  sued  on  in  this  case,  were 
filed  in  the  Patent  Office  on  the  7th  of  March,  1870.  The  fee 
or  duty  of  $30  was  paid  on  that  day.  A  third  drawing,  com- 
pleting the  application,  was  filed  on  the  12th  of  March,  1870. 
The  petition  was  not  signed  by  Bussell,  but  was  signed, 
"  National  Spring  Company,  by  Rich'd  Vose,  President." 
It  set  forth,  that  the  National  Spring  Company,  who  are  the 
plaintiffs  in  this  suit,  and  the  grantees  of  the  reissue,  were  the 
owners,  by  assignment,  of  the  entire  interest  in  the  original 
patent,  and  stated  that  the  company  thereby  appointed  Josiah 
P.  Fitch  its  attorney  to  prosecute  the  application.  The  speci- 
fication was  signed,  "  National  Spring  Company,  by  Richard 
Vose,  President."  It  was  not  signed  by  Bussell.  The  path 
to  the  specification  was  made  on  the  5th  of  March,  1870,  by 
Richard  Vose,  and  no  oath  thereto  was  made  by  Bussell.     The 
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33d  Section  of  the  Act  of  July  8th,  1870  (16  U.  S.  Stat,  at 
Large,  202),  provides,  that  "  patents  may  be  granted  and 
issued  or  reissued  to  the  assignee  of  the  inventor  or  discov- 
erer, the  assignment  thereof  being  first  entered  of  record  in 
the  Patent  Office,  but,  in  such  case,  the  application  for  the 
patent  shall  be  made  and  the  specification  sworn  to  by  the  in- 
ventor or  discoverer,  and,  also,  if  he  be  living,  in  case  of  an 
application  for  reissue."  This  provision  requires  that,  when 
an  application  for  a  reissue  is  made,  the  inventor,  if  living, 
shall  make  the  application  and  swear  to  the  specification,  and 
then  the  patent  may  be  reissued  to  the  assignee  of  the  inven- 
tor, if  the  assignment  be  first  entered  of  record  in  the  Patent 
Office.  The  111th  Section  of  the  same  Act  provides  for  the 
repeal  of  prior  Patent  Acts,  including  the  Acts  of  July  4th, 
1836,  and  March  3d,  1837  (5  U.  S.  Stat,  at  Large,  117,  191), 
and  then  proceeds  :  "  Provided,  however,  that  the  repeal  here- 
by enacted  shall  not  affect,  impair  or  take  away  any  right  ex- 
isting under  any  of  said  laws  ;  *  *  *  and  provided,  also,  that 
all  applications  for  patents  pending  at  the  time  of  the  passage 
of  this  Act,  in  cases. where  the  duty  has  been  paid,  shall  be  pro- 
ceeded with  and  acted  on  in  the  same  manner  as  though  filed 
after  the  passage  thereof."  The  13th  section  of  the  Act  of  July 
4,  1836,  provided  for  the  reissue  of  a  patent  to  the  assignee  of 
the  original  patent,  but  it  did  not  require  that  the  application 
should  be  made  by  the  inventor,  or  that  the  new  specification 
should  be  sworn  to  by  him  ;  and,  although  the  6th  section  of 
the  Act  of  March  3,  1837,  providing  for  the  issuing  of  a  pat- 
ent to  the  assignee  of  the  inventor,  enacted  that  the  applica- 
tion therefor  should  be  made  by  the  inventor,  and  the  speci- 
fication should  be  sworn  to  by  the  inventor,  yet  it  was  never 
held  by  the  courts,  or  by  the  Patent  Office,  that  this  pro- 
vision of  the  Act  of  1837  applied  to  the  case  of  the  reissue  of 
a  patent.  Hence,  the  provision  of  the  33d  section  of  the  Act 
of  1870  was  entirely  new,  so  far  as  it  required  that,  in  case  of 
a  reissue  to  an  assignee,  the  application  therefor  should  be 
made  by,  and  the  new  specification  be  sworn  to  by,  the  in- 
ventor, if  living. 

In  the  present  case,  the  new  specification  was  sworn  to,  and 
the  application  for  the  reissue  was  made,  and   the  duty  was 
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paid,  before  the  8th  of  July,  1870.  Such  application  was  an 
application  for  a  patent,  within  the  meaning  of  the  111th  sec- 
tion of  the  Act  of  1870,  and  was  pending  when  that  Act  passed, 
and  the  duty  had  been  paid.  It  was,  therefore,  to  be  pro- 
ceeded with  and  acted  on  in  the  same  manner  as  though  filed 
after  the  passage  thereof.  This  means,  that  it  was  to  be  re- 
garded as  having  been  filed  before  the  passage  of  the  Act, 
when  filed  in  a  complete  form,  before  such  passage,  so  as  to 
be  a  pending  application,  with  the  duty  paid,  and  then  it  was 
to  be  proceeded  with  and  acted  on,  on  the  merits,  in  like 
manner  as  though  filed  after  such  passage,  with  the  require- 
ments complied  with  which  the  33d  section  of  the  Act  of  1870 
prescribes.  To  say,  that  the  second  proviso  to  the  mth  sec- 
tion of  the  Act  of  1870  means,  as  is  contended  for  by  the  de- 
fendants, that  a  pending  application,  made  in  conformity 
with  the  previous  repealed  laws,  is  to  be  filed  anew  and  made 
to  conform  to  the  provisions  of  the  new  law  found  in  section 
33  thereof,  and  in  the  other  sections  relating  to  applications 
for  patents,  is  to  give  no  meaning  whatever  to  such  proviso, 
for,  without  such  proviso,  section  33  and  such  other  sections 
would  require  that  the  application  should  be  made  in  con- 
formity with  the  new  law,  as  a  prerequisite  to  the  granting  of 
the  patent. 

The  enactment  of  the  proviso  was  reasonable  and  proper, 
and  the  spirit  and  purpose  which  prompted  it  were  still  fur- 
ther carried  out  by  the  enactment  of  the  Act  of  March  3d, 
1871  (16  U.  S.  Stat,  at  Large,  583),  providing  that  that  part  of 
section  33  of  the  Act  of  July  8,  1870,  which  requires  that,  in  the 
case  of  an  application  by  an  assignee  for  the  reissue  of  a  pat- 
ent, the  application  shall  be  made,  and  the  specification  be 
sworn  to,  by  the  inventor,  if  living,  shall  not  be  construed  to 
apply  to  patents  issued  and  assigned  prior  to  July  8,  1870. 
The  view  was,  that  an  assignee  who  had,  before  July  8,  1870, 
under  the  laws  as  they  were  before  that  date,  purchased  a 
patent,  should  have  his  rights  in  respect  to  obtaining  a  re- 
issue measured  by  the  former  laws,  and  not  affected  by  the 
new  law.  If  he  should  become  assignee  on  or  after  July  8th, 
1870,  he  would  do  so  with  the  knowledge  that,  in  respect  to  a 
reissue,  he  must  obtain  the  inventor,  if  living,  to  make  and 
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swear  to  the  application  for  the  reissue,  and  he  could  take 
steps,  in  becoming  assignee,  to  secure  that  end,  or,  failing 
that,  could  refrain  from  becoming  assignee.  On  any  other 
view,  an  assignee  who  became  such  before  July  8,  1870, 
might  be  deprived  practically  of  a  substantial  right. 

In  this  connection,  it  is  proper  to  refer  to  the  attempt  made 
by  the  defendants  to  impeach  the  validity  of  the  reissue,  on 
the  testimony  of  Bussell.  Much  criticism  might  be  made  on 
the  degree  of  reliance  which  ought  to  be  attached  to  the  evi- 
dence of  Bussell,  in  view  of  the  attitude  in  which  he  presents 
himself  on  the  record  in  this  case  ;  and  a  court  would  hesi- 
tate to  allow  him,  by  his  evidence,  to  render  valueless  a  pat- 
ent which  he  had  assigned  and  given  credit  to,  with  the  in- 
vention shown  by  it,  and  the  right  of  reissue  appurtenant  to 
it.  But,  an  examination  of  his  testimony,  in  view  of  the  ob- 
servations before  made  on  the  original  and  reissued  specifica- 
tions, will  show  that  he  states  nothing  which  can  affect  the 
validity  of  the  reissue.  The  point  of  his  testimony,  is  that 
he  had  not,  when  he  applied  for  his  original  patent,  designed 
to  use  an  externally  plain  cylinder,  or  a  hollow  cylinder,  in 
combination  with  a  surrounding  metallic  spiral  spring,  and 
he  assumes  that  the  claim  of  the  reissue  covers  and  claims  the 
feature  of  having  the  external  surface  of  the  column  of  rub- 
ber a  plain  cylindrical  surface,  and  also  covers  and  claims  the 
feature  of  having  a  longitudinal  hole  or  holes  in  the  column 
of  rubber.  But,  as  has  been  shown,  the  claim  of  the  reissue 
does  not  claim  either  of  these  features.  It  may  be  an  in- 
fringement of  the  claim  to  use,  in  combination  with  an  exter- 
nal spiral  metallic  spring,  a  column  of  rubber  having  either 
of  these  features  ;  but  that  is  a  totally  different  question. 
The  infringement  would  arise  from  the  use  of  a  column  of 
rubber,  in  the  combination,  and  not  from  the  use  of  either  of 
the  special  features  referred  to.  If  a  patent  should  be  granted 
claiming  the  special  feature  of  a  longitudinal  hole  or  holes  in 
a  column  of  rubber  surrounded  by  an  external  spiral  metallic 
spring,  such  patent  would  find  no  anticipation,  in  respect  to 
such  special  feature,  in  the  original  patent  to  Bussell  or  in  its 
reissue. 

In  regard  to  the  alleged   prior  invention  by  Ray,   the  evi- 
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dence  shows,  that  whatever  he  did,  in  the  way  of  making  a 
structure  containing  the  combination  of  the  plaintiff's  patent, 
was  wholly  experimental  and  fruitless,  and  was  abandoned. 
The  evidence  fails  to  establish  that  any  car  spring  containing 
such  combination  was  used  before  Bussell  made  his  invention, 
or  before  the  date  of  his  original  patent.  I  refer  to  the  alleged 
use  on  the  Naugatuck  Railroad,  the  Housatonic  Railroad, 
and  the  New  Jersey  Railroad.  The  temporary  arrangement 
made  by  Kirtland  on  cars  on  the  Housatonic  Railroad,  was 
not  the  use  of  an  organized  combination  or  structure  like  the 
plaintiffs'  spring,  but  was  an  incomplete  and  abandoned  in- 
vention. 

In  regard  to  the  English  patent  to  Asbury,  the  testimony 
shows  that  Bussell  invented  and  reduced  to  practice  the  com- 
bination covered  by  the  claim  of  the  plaintiffs'  patent  prior 
to  the  granting  of  the  patent  to  Asbury. 

As  it  is  admitted  that  the  defendants  have  made  and  sold 
springs  composed  of  a  column  of  rubber  surrounded  by  a 
spiral  metallic  spring,  there  must  be  a  decree  for  the  plain  tiffs. 

George  Gifford  and  Josiah  P.  Fitch,  for  the  complainants. 

Charles  H.   Woodruff,  for  the  defendants. 


Joseph  Dalton 

vs. 

Abraham  G.  Jennings.    In  Equity.*! 

The  claim  of  the  letters  patent  granted  to  Joseph  Dalton,  March  5,  1872, 
for  an  "  improvement  in  ladies'  hairnets,"  namely,  "  A  head  or  hair  net, 
composed  of  a  main  set  of  meshes  fabricated  of  coarse  thread,  combined 
with  an  auxiliary  set  or  sets  of  meshes,  fabricated  of  fine  thread,  sub- 
stantially as  described/'  covers  broadly  a  head  or  hair  net  composed  of 


*  12  Blatchf.  C.  C.  R.,  96. 
f  Affirmed  by  Supreme  Court,  3  Otto,  271. 
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a  main  set  of  meshes  fabricated  of  coarse  thread,  combined  with  an  aux- 
iliary set  or  sets  of  meshes  fabricated  of  fine  thread,  without  reference 
to  the  degree  of  fineness  of  the  finer  threads,  and  without  reference  to 
the  manner  of  tying  the  finer  threads  to  the  coarse  threads. 

The  patented  net,  arrived  at  by  taking  a  net  of  large  squares  made  by  large 
threads,  and  filling  up  partially  the  large  squares  by  crossings  of  finer 
threads*,  is  not  a  different  net  from  one  made  by  taking  a  net  of  small 
squares,  sufficiently  small  to  keep  short  hairs  from  protruding,  such 
small  squares  being  formed  by  fine  threads,  and  all  the  threads  of  the  net 
being  of  uniform  sice,  and  substituting  for  each  alternate  fine  thread,  in 
both  directions,  a  coarse  thread,  so  as  to  arrive  at  a  net  like  the  patented 
net. 

Such  a  head  or  hair  net,  of  small  squares,  sufficiently  small  to  keep  short 
hairs  from  protruding,  such  small  squares  being  formed  by  threads  which 
were  so  small  as  to  be  entitled  to  be  called  fine  threads,  and  were,  at  a 
certain  and  reasonable  distance  away,  invisible,  all  the  threads  of  the  net 
being  of  uniform  size,  existed  prior  to  the  invention  of  Dalton  ;  and,  to 
substitute  in  it,  for  each  alternate  fine  thread,  in  both  directions,  a  coarse 
thread,  and  so  produce  the.net  of  Dalton,  does  not  produce  a  new  article 
of  manufacture,  capable  of  sustaining  a  patent 

(Before  Blatchford,  J.,  Southern  District  of  New  York,  May,  1874.) 

Blatchford,  J. 

This  suit  is  brought  on  letters  patent  granted  to  the  plain- 
tiff, March  5,  1872,  for  an  "  improvement  in  ladies'  hair 
nets."  The  specification  says  :  "  This  invention  relates  to  a 
net  composed  of  two  or  more  sets  of  meshes,  each  formed 
from  different  sized  threads,  they  being  combined  in  a  man- 
ner too  fully  described  hereafter  to  need  preliminary  descrip- 
tion. In  the  drawing,  the  letter  A  designates  a  hair  net, 
which  is  composed  of  meshes,  a9  b,  formed  from  different 
sized  threads.  The  meshes  a  are  formed  of  coarse  threads, 
and  they  are  of  considerable  width,  so  that  a  net  formed  of 
these  meshes  alone,  when  placed  on  the  head,  would  permit 
the  short  hair  to  protrude  through  it,  and  it  is,  therefore,  de- 
sirable to  partially  fill  up  these  meshes  by  the  secondary 
meshes,  b.  These  secondary  meshes  are,  by  preference,  made 
of  very  fine  silk  threads,  so  that  the  same  are  invisible  when 
the  net  is  worn,  and  at  the  same  time,  by  these  secondary 
meshes,  the  hairs  are  effectually  held  down.  The  meshes,  b 
(when  an  auxiliary  set  is  used),  are  attached  to  the  meshes  a 
in  the  middle  of  their  bars  ;  and,  when  two  or  more  sets  are 
vol.  1 — 17 


258  SOUTHERN  DISTRICT  OF  NEW  YORK. 

Dalton  v.  Jennings. 

introduced,  they  are  placed  equidistant,  or  nearly  so  ;  and 
the  two  sets  of  meshes — that  is,  the  main  set,  a,  and  auxiliary 
set  or  sets,  b — are  so  formed  and  connected  with  each  other 
that  either  set  can  be  entirely  broken  away  without  destroying 
the  other.  If  the  fine  meshes,  or  any  of  the  same,  are  torn, 
therefore,  each  torn  mesh  can  be  cut  out  without  destroying 
the  main  fabric.  The  meshes  a,  as  well  as  the  meshes  £,  are, 
by  preference,  made  of  double  strands,  which  pass  through 
each  other,  as  shown  in  Fig.  2,  they  being  fabricated  in  a 
manner  well  known  to  lace  manufacturers  ;  but  I  do  not  con- 
fine myself  to  the  precise  method  of  forming  the  meshes. 
They  may,  in  some  cases,  be"  composed  of  three  or  more 
strands,  united  by  tying,  in  any  manner,  at  the  ties,  and  of 
varying  qualities  and  color  of  thread.  The  auxiliary  meshes, 
when  more  than  one  set  is  used,  may  be  arranged  at  acute 
angles  to  the  main  meshes,  and  may,  of  preference,  be 
grouped  together/'  The  claim  is,  "  A  head  or  hair  net,  com- 
posed of  a  main  set  of  meshes,  fabricated  of  coarse  thread, 
combined  with  an  auxiliary  set  or  sets  of  meshes,  fabricated 
of  fine  thread,  substantially  as  described."  There  are  six 
figures  of  drawings.  Fig.  1  is  a  top  or  plan  view  of  the  pat- 
ented net,  and  Fig.  2  an  enlarged  view  of  a  few  meshes  of  it, 
showing  the  manner  in  which  the  net  is  formed.  Fig.  1 
shows  squares,  the  outer  edges  of  which  are  of  large  thread, 
and  within  each  one  of  those  squares  are  four  squares  equal  in 
size  to  each  other,  formed  by  the  running  of  small  threads 
parallel  with  the  large  threads,  there  being  one  small  thread 
equidistant  between  every  two  of  the  large  threads.  Fig.  3 
shows  a  like  construction,  with  two  small  threads  in  the 
space  between  every  two  of  the  large  threads,  and  divid- 
ing equally  such  space.  Fig  4  shows  a  like  construction 
with  three  small  threads  in  the  space  between  every  two  of 
the  large  threads,  and  dividing  equally  such  space.  Fig.  5 
shows  a  like  construction  with  four  small  threads  in  the  space 
between  every  two  of  the  large  threads,  and  dividing  equally 
such  space.  Fig.  6  shows  squares,  the  outer  edges  of  which 
are  of  large  thread,  and  two  small  threads  crossing  each  other 
in  each  of  such  squares,  but  running  through  opposite  corners 
of  such  squares. 
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It  is  very  evident,  that  the  inventor  starts  with  a  net  formed 
of  large  squares  by  large  threads,  and  then  proceeds  to  par- 
tially fill  up  the  large  squares  by  crossing  the  large  squares 
with  finer  threads.  The  idea  of  the  finer  threads  is  to  keep 
short  hairs  from  protruding  through  the  large  squares,  and 
he  says  he  prefers  to  have  the  finer  threads  so  fine  as  to  be 
invisible.  The  tenor  of  the  specification  and  claim  shows 
that  the  intention  was  to  have  the  claim  cover  broadly  a  head 
or  hair  net  composed  of  a  main  set  of  meshes  fabricated  of 
coarse  thread,  combined  with  an  auxiliary  set  or  sets  of 
meshes  fabricated  of  fine  thread,  without  reference  to  the 
degree  of  fineness  of  the  finer  threads,  and  without  reference 
to  the  manner  of  tying  the  finer  threads  to  the  coarse  threads. 
The  history  of  the  steps  which  led  to  the  making  by  the  in- 
ventor of  the  net  described  in  the  patent,  shows  that  he  started 
with  a  net  of  large  squares,  made  by  large  threads,  and  filled 
up  partially  the  large  squares  by  crossings  cf  finer  threads. 
But  the  net  thus  arrived  at  was  not  a  different  net  from  what 
would  nave  resulted  if  he  had  taken  a  net  of  small  squares, 
sufficiently  small  to  keep  short  hairs  from  protruding,  such 
small  squares  being  formed  by  fine  threads,  and  all  the  threads 
of  the  net  being  of  uniform  size,  and  had  substituted  for  each 
alternate  fine  thread,  in  both  directions,  a  coarse  thread,  so 
as  to  arrive  at  a  net  like  the  patented  net.  Now,  such  a 
head  or  hair  net,  of  small  squares,  sufficiently  small  to  keep 
short  hairs  from  protruding,  such  small  squares  being  formed 
by  threads  which  were  so  small  as  to  be  entitled  to  be  called 
fine  threads,  and  were,  at  a  certain  and  reasonable  distance 
away,  invisible,  all  the  threads  of  the  net  being  of  uniform  size, 
existed  prior  to  the  plaintiff's  invention.  It  is  defendant's 
exhibit  No.  10.  In  such  a  net,  to  substitute  for  each  alter- 
nate fine  thread,  in  both  directions,  a  coarse  thread,  cannot 
be  the  production  of  a  new  article  of  manufacture.  Such 
substitution  produces  the  patented  net.  It  may  be  new,  as  a 
design,  and  may  be  entitled  to  be  patented  as  a  design.  But 
it  is  not  a  new  article  of  manufacture.  The  specification  sets 
forth,  as  the  advantages  of  the  patented  net,  only  the  pre- 
venting of  the  protruding  of  short  hairs,  and  the  invisibility 
of  the  fine  threads.     But  any  person  had  a  right  to  make  de- 
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fendant's  exhibit  No.  10,  of  as  fine  threads  as  should  be  de- 
sirable, and  to  make  it  of  uniform  finer  threads  or  of  uniform 
coarser  threads  would  involve  no  invention.  As  it  stands,  it 
will  prevent  short  hairs  from  protruding.  The  substitution  of 
alternate  coarse  threads  in  it  for  the  fine  threads  has  no  effect, 
one  way  or  the  other,  on  the  protruding  of  short  hairs,  or  on 
the  invisibility  of  the  fine  threads.  No  point  of  advantage, 
as  between  the  patented  net  and  defendant's  exhibit  No.  io, 
is  or  can  be  suggseted,  except  as  to  mere  ornament  or  taste 
or  outline,  in  pleasing  the  eye.  The  fabrics,  as  to  utility, 
structure,  inherent  qualities,  and  mode  of  operation  in  use, 
are  the  same.  The  patented  net,  in  view  of  the  former  net, 
has  no  patentability,  if  the  claim  of  the  patent  is  to  be  con- 
strued in  the  broad  manner  before  suggested. 

If  the  claim,  to  sustain  it  in  view  of  the  former  net,  is  to  be 
limited  to  a  claim  to  the  combination  of  the  two  sets  of  threads 
when  they  are  so  connected  with  each  other  that  either  set 
can  be  entirely  broken  away  without  destroying  the  other, 
then  the  defendant  has  not  infringed.  The  defendant's  net, 
although  it  has  a  series  of  finer  threads  crossing  each  other 
between  the  coarse  threads,  so  as  to  prevent  short  hairs  from 
protruding,  does  not  have  its  threads  so  connected  that  either 
set  can  be  entirely  broken  away  without  destroying  the  other. 

The  bill  must  be  dismissed,  with  costs. 

John  Van  Santvoord,  for  the  complainant. 
Arthur  V.  Brieseny  for  the  defendant. 
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Christopher  Meyer  et  al. 


vs. 


Stephen  Pritchard.    In  Equity.* 

The  invention  covered  by  the  claim  of  the  letters  patent  granted  to  Christo- 
pher Meyer  and  John  Evans,  July  16,  1872,  for  an  "  improvement  in 
rubber  overshoes/'  namely,  "As  a  new  article  of  manufacture,  india 
rubber  shoes,  with  strengthening  or  other  ribs  homogeneous  with  the 
substance  of  the  body,  formed  by  thickening  up  the  said  substance  in  the 
forming  of  the  sheet,  substantially  as  specified,"  is,  to  thicken  up  the 
plastic  india  rubber  in  desired  places,  in  the  sheet,  as  the  sheet  is  being 
formed  between  two  rolls,  by  means  of  grooves  and  ribs  on  one  of  the  rolls, 
the  other  roll  being  plain,  so  as  to  leave  the  sheet  thicker  where  the  india 
rubber  has  entered  the  grooves  than  it  is  in  the  other  parts  of  it,  and  thus 
make  a  sheet  which  is  a  flat  plane  on  one  side,  and  has  raised  ribs  or  pro- 
jections on  the  other  side,  and  to  make  such  ribs  or  projections  on  that 
part  of  the  sheet  which  is  to  be  used  to  fonn  the  upper  part  of  the  shoe. 

There  is  no  patentable  novelty  in  such  invention,  beyond  what  is  shown  in 
the  patent  granted  to  Elias  C.  Hyatt  and  Christopher  Meyer,  January 
17,  1854,  for  an  "  improvement  in  the  manufacture  of  boot  and  shoe 
soles  of  gutta  percha  or  india  rubber." 

A  sheet  made  according  to  the  patent  to  Meyer  and  Evans  is  made  strictly 
in  accordance  with  the  directions  of  the  earlier  patent,  without  any 
addition.  The  sheet  of  the  earlier  patent  was  used  to  cut  therefrom  the 
sole  of  an  india  rubber  shoe,  the  sheet  and  the  sole  having  a  variety  of 
thickness  in  different  parts,  and  being  formed  in  one  piece,  at  a  single 
operation,  by  the  use  of  rollers,  one  of  which  had  a  surface  the  reverse 
of  the  form  to  be  produced.  The  sheet  of  the  later  patent  is  used  to  cut 
therefrom  ihe  upper  part  of  an  india  rubber  shoe,  such  sheet  and  such 
upper  part  having  a  variety  of  thickness  in  different  parts,  and  being 
formed  in  ihe  manner  above  described.  The  two  manufactures  are 
analogous,  the  sole,  in  the  one  case,  and  the  upper  part,  in  the  other, 
being  cut  and  made  from  the  sheet  in  the  same  manner  ;  and  the  shoe 
with  the  upper  part  so  thickened  up  is  not  a  new  article  of  manufacture, 
in  view  of  the  prior  shoe  with  the  sole  so  thickened  up. 

'Before  Blatchford,  J.,  Southern  District  of  New  York,  May,  1874.) 

*  12  Blatchf.  C.  C.  R.,  ioi. 
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Blatchford,  J. 

This  suit  is  brought  on  reissued  letters  patent  granted  to 
the  plaintiffs,  July  16,  1872,  for  an  "  improvement  in  rub- 
ber overshoes, ' '  the  original  letters  patent  having  been  granted 
to  them,  as  inventors,  February  21,  1871.  The  specification 
says  :  "  Our  invention  relates  to  the  strengthening  ribs  em- 
ployed upon  the  uppers  of  india  rubber  shoes,  and  consists  in 
an  improvement  which  will  be  hereinafter  described,  and  sub- 
sequently specified  in  claim.  Figures  1  and  3  represent  plan 
views  of  two  modifications  of  these  ribs,  and  Fig.  2  a  sectional 
view  of  forming  rolls,  with  the  plastic  substance  passing 
therethrough.  Fig.  4  is  a  section  of  Fig.  1.  A  A,  in  Fig.  j, 
represent  plain  ribs,  inclosing  a  space,  in  configuration  simi- 
lar to  the  openings  in  the  uppers  of  ordinary  rubbers.  B  rep- 
resents a  rib  around  the  top  or  mouth  of  the  shoe,  b  is  an 
imitation  thread  passing  around  each  rib.  A'  A',  in  Fig.  3, 
represent  the  ribs  arranged  in  the  form  of  a  single  ornamental 
buckle.  B',  in  Fig.  2,  represents  rolls,  of  which  the  lower  is 
plain,  and  the  upper  ribbed  or  pointed  at  </,  and  grooved  at  r, 
to  make  the  strengthening  ribs  A  A'  or  B,  and  the  rows  of 
imitation  stitches  by  which  said  ribs  and  grooves  will  be  in  any 
form  or  shape  and  location  on  the  roller,  according  to  the 
form  or  location  of  the  rib  or  other  device  it  is  desired  to 
produce.  The  imitation  stitches  may  consist  either  of  inden- 
tations formed  in  the  surface  of  the  sheet,  or  points  projecting 
above  the  surface — the  one  will  be  formed  by  projections  on 
the  rollers,  and  the  other  by  indentations,  a  a  represent  the 
ribs  formed  from  plastic  rubber  as  it  is  carried  through  the 
rolls,  and  it  will  be  observed  that  they  are  not  corrugations, 
like  the  strengthening  ribs  used  upon  metal,  but  a  thickening 
up  of  the  substance  in  certain  lines  or  directions.  a\  in  this 
figure,  represents  the  indentations  to  imitate  thread  stitches. 
The  process  through  which  the  material  passes,  to  bring  it 
into  the  form  required,  is  as  follows  :  The  mass  of  plastic  rub- 
ber is  forced  into  the  opening  between  the  moulding  or  shap- 
ing rolls,  and  drawn  out  into  a  sheet,  with  the  ribs  and  points 
or  indentations  completely  shaped.  It  is  then  made  up  into 
the  shoe  or  sandal,  and  vulcanized.  We  thus  produce  these 
ribs  or  figures  in  homogeneous  connection  with  the  other  part 
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of  the  sheet.  They  are,  therefore,  better  than  when  of  sepa- 
rate strips,  pasted  on  in  the  gummy  state  after  the  sheet  is 
formed,  and  secured  to  it  in  the  vulcanizing  process,  as  in  the 
common  way  ;  and,  being  formed  at  the  same  time  the  sheet 
is  rolled,  and  by  the  same  operation,  it  is  done  without  ex- 
pense other  than  the  preparing  of  the  grooves,  indentations 
and  points  in  the  rollers.  Moreover,  the  said  ribs  or  figures 
will  be  much  more  perfect  and  uniform  than  when  done  by 
hand.  The  same  is  true  in  regard  to  the  imitation  stitching, 
also,  which  has  heretofore  been  made  by  a  pointed  wheel 
rolled  alongside  of  the  ribs  b)r  hand."  The  claim  is  in  these 
words :  "As  a  new  article  of  manufacture,  india  rubber 
shoes,  with  strengthening  or  other  ribs  homogeneous  with 
the  substance  of  the  body,  formed  by  thickening  up  the  said 
substance  in  the  forming  of  the  sheet,  substantially  as  speci- 
fied." 

The  invention  set  forth  in  this  specification,  as  shown  by 
the  description  and  the  claim,  is  to  thicken  up  the  plastic 
india  rubber,  in  desired  places,  in  the  sheet,  as  the  sheet  is 
being  formed  between  two  rolls,  by  means  of  grooves  and  ribs 
on  one  of  the  rolls,  the  other  roll  being  plain,  so  as  to  leave 
the  sheet  thicker  where  the  india  rubber  has  entered  the 
grooves  than  it  is  in  the  other  parts  of  it,  and  thus  make  a 
sheet  which  is  a  fiat  plane  on  one  side,  and  has  raised  ribs  or 
projections  on  the  other  side.  The  application  of  this  idea, 
developed  in  the  specification,  is,  to  make  these  ribs  or  pro- 
jections on  that  part  of  the  sheet  which  is  to  be  used  to  form 
the  upper  part  of  the  shoe — that  part  which  covers  the  top  of 
the  foot,  and  that  part  which  surrounds  the  opening  through 
which  the  foot  enters  the  shoe.  The  advantage  set  forth  is, 
that  the  ribs  or  projections  thus  made  are  of  one  substance 
with  the  rest  of  the  material,  and  in  homogeneous  connection 
with  it,  and,  therefore,  better  and  more  cheaply,  uniformly, 
and  perfectly  made,  than  when  made  by  pasting  on  strips  by 
hand  to  form  the  ribs  or  projections.  The  patented  inven- 
tion is  really  complete  when  the  sheet  is  made  by  the  means 
described,  ready  to  be  made  up  into  a  shoe,  and  to  be  vul- 
canized. The  process  of  making  the  sheet  into  the  shoe  and 
vulcanizing  the  shoe  is  no  different  from  the  process  used  to 
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make  a  sheet  into  a  shoe  and  vulcanize  the  shoe,  when  the 
ribs  or  projections  are  formed  by  pasting  strips  on  the  sheet 
by  hand. 

With  this  view  of  the  invention,  it  is  impossible  to  say  that 
there  is  anything  of  patentable  novelty  or  patentable  inven- 
tion in  it,  beyond  what  is  fully  shown  in  the  patent  granted 
to  Elias  C.  Hyatt  and  Christopher  Meyer,  January  17th,  1854, 
for  an  "  improvement  in  the  manufacture  of  boot  and  shoe 
soles  of  gutta  percha  or  india  rubber."  The  specification  of 
this  patent  describes  the  use  of  two  rollers.  One  of  them  is 
a  smoooth  roller.  The  other  roller,  called  the  soleing  roller, 
has  three  distinct  circumferences,  which  produce  three  differ- 
ent thicknesses  of  the  sole.  The  material,  in  a  soft  state,  is 
passed  between  the  rollers  in  a  continuous  sheet.  The  smooth 
r.oller  produces  a  smooth  surface  on  one  side  of  the  soleing. 
The  other  roller  produces,  of  different  thicknesses,  the  fore- 
part, the  shank  and  the  heel  of  the  sole.  Thus,  in  one  opera- 
tion is  performed  what  had  previously  been  done  in  three  dis- 
tinct processes,  and  the  soleing  is  formed  in  one  continuous 
sheet.  The  specification  goes  on  to  say  :  "  Heretofore,  india 
rubber  soleing  has  been  made  one  strip  of  equal  thickness 
throughout,  or  by  several  strips  of  different  thicknesses  for 
heel,  shank  and  forepart,  cemented  together  at  their  ends,  or 
of  one  strip  having  the  length  and  breadth  of  the  sole,  with 
separate  pieces  cemented  thereon  to  give  proper  thickness  to 
the  heel  and  forepart  of  the  sole.  It  is  at  once  evident  that 
the  first  is  an  inferior  sole,  and  requires  more  material  than 
the  others  ;  and  that  the  second  and  third  require  additional 
labor  in  the  manufacture,  and  that  the  parts  are  liable  to  be- 
come separated  in  the  process  of  manufacture,  or  afterwards, 
causing  loss  to  the  manufacturer  or  consumer.  It  is  equally 
obvious  that  all  these  inconveniences  and  imperfections  are 
avoided  by  making  the  sole  in  one  piece,  as  above  described, 
by  one  process,  and  that  such  sole  is  thus  produced  at  once, 
better  and  cheaper  than  heretofore.  We  are  aware  that  india 
rubber  has  long  since  been  reduced  to  sheets  by  rolling,  and 
that  the  rollers  used  for  this  purpose  have  sometimes  been  en- 
graved to  produce  a  figured  surface,  analogous  to  that  often 
cemented  to  the  heels  and  foreparts  of  shoes  ;  but  these  sheets 
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have  been  of  substantially  uniform  thickness,  varying  only  in 
the  slight  indentations,  etc.,  required  to  produce  an  orna- 
mental or  figured  surface.  This  we  do  not  claim.  But  we 
are  not  aware  that  india  rubber  has  ever  been  rolled  into 
sheets  having  a  substantial  variety  of  thickness  in  its  different 
parts.  Nor  are  we  aware  that  shoe  soles,  having  the  proper 
variety  of  thickness,  have  ever  been  rolled  out  or  made  in  one 
solid  piece  before  our  invention.  Nor  was  it  known  that  such 
forms  could  be  produced  as  we  have  produced  them  in  india 
rubber,  until  our  experiments  practically  illustrated  the  fact." 
The  claims  of  this  patent,  three  in  number,  are  in  these 
words':  "  1st.  Producing  a  shoe  sole,  or  other  analogous 
manufacture,  in  india  rubber  or  gutta  percha,  in  one  piece, 
having  variety  of  thickness  in  its  different  parts,  by  the  use 
of  rollers,  whose  surfaces  present  the  reverse  of  the  forms  to 
be  produced,  at  a  single  operation,  substantially  as  herein 
described  ;  2d.  Forming  soleing  of  india  rubber  or  gutta 
percha,  with  shanks,  foreparts  and  heels  of  appropriate  differ- 
ences of  thickness,  in  one  solid  piece,  and  at  one  operation,  as 
described,  thus  producing  a  useful,  economical  and  novel 
manufacture  ;  3d.  We  also  claim  forming  such  soleing  or 
analogous  manufacture  in  continuous  sheets,  at  one  opera- 
tion, by  rolling,  as  described." 

The  specification  of  this  patent  to  Hyatt  and  Meyer  fully 
instructs  those  engaged  in  the  manufacture  of  india  rubber 
shoes  how  to  roll  unvulcanized  india  rubber  into  a  sheet  hav- 
ing a  substantial  variety  of  thickness  in  its  different  parts, 
the  sheet  being  made  in  one  solid  piece,  the  variety  of  thick- 
ness being  produced  by  a  thickening  up  of  the  material  in 
any  desired  place,  one  face  of  the  sheet  being  smooth  and 
the  other  face  having  projections  upon  it,  the  projections 
having  a  homogeneous  connection  with  the  other  parts  of  the 
sheet,  with  the  advantage  of  cheapness  and  durability,  as 
contradistinguished  from  giving  the  increased  thickness  by 
pasting  on,  or  cementing  on,  separate  strips  or  pieces  of  the 
material,  and  the  result  being  produced  by  the  use  of  rollers, 
one  of  which  is  smooth  and  the  other  is  of  such  configura- 
tion on  its  surface  as  to  admit  of  more  material  in  thickness 
being  left  at  one  place  than  at  another.     A  person  who  makes 
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a  sheet  according  to  the  patent  sued  on,  makes  it  strictly  in 
accordance  with  the  directions  of  the  earlier  patent,  without 
any  addition.  A  sheet  out  of  which  to  cut  the  upper  part 
of  an  india  rubber  shoe,  such  sheet  and  such  upper  part 
having  a  variety  of  thickness  in  different  parts,  and  being 
formed  in  one  piece,  at  a  single  operation,  by  the  use  of 
rollers,  one  of  which  has  a  surface  the  reverse  of  the  form  to 
be  produced,  is  an  analogous  manufacture,  in  all  respects,  to 
a  sheet  out  of  which  to  cut  the  sole  of  an  india  rubber  shoe, 
the  sheet  and  the  sole  having  a  variety  of  thickness  in  differ- 
ent parts,  and  being  formed  in  the  manner  above  described. 
When  the  sheet  is  prepared  from  which  to  make  the  upper  part 
of  the  shoe,  such  upper  part  is  cut  and  made  from  it  in  the 
same  manner  in  which  the  sole  is  cut  and  made  from  the 
prepared  sheet  from  which  to  make  the  sole.  The  shoe  hav- 
ing the  substance  or  material  of  the  upper  part  so  thickened 
up  is  not  a  new  article  of  manufacture,  in  view  of  the  prior 
shoe  having  the  substance  or  material  of  the  sole  so  thickened 
up.  It  is  a  mere  double  use  of  the  same  invention.  The 
fabric  not  being  new,  the  application  of  it  to  make  the  upper 
part  of  a  shoe  is  not  invention,  nothing  novel  being  required 
to  adapt  it  to  make  such  upper  part.  The  fabric  which  is 
described  in  the  plaintiffs'  patent  is  directly  within  the  first 
and  third  claims  of  the  earlier  patent.  The  fabric  of  the 
earlier  patent  includes  the  whole  of  the  invention  set  forth 
in  the  plaintiffs'  patent.  Smith  v.  Elliott,  9  Blatchf.  C.  C.  R., 
400. 

The  bill  must  be  dismissed,  with  costs. 

Stephen  D.  Law,  for  the  complainants. 

George  Harding  and  James  H.  Ackerman,  for  the  defendant. 
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John  Barclay  et  al. 
vs. 
Oscar  S.  Thayer  et  al.     In  Equity.* 

The  invention  covered  by  the  claim  of  the  letters  patent  granted  to  John 
Barclay,  December  6,  1870,  for  an  "  improvement  in  the  manufacture 
of  plated  metal  bracelets,"  which  claim  is,  "  The  improved  manufacture 
or  bracelet,  as  made  with  the  turned  parts  or  beads,  E,  E,  arranged  with 
respect  to  the  plates,  C,  D,  in  the  manner  substantially  as  represented 
and  described,"  has  relation  only  to  bracelets  in  which  the  fellow  piece 
is  soldered  to  the  base  plate,  and  is  not  anticipated  by  a  bracelet  in 
which  the  fellow  piece  is  not  soldered  to  the  base  plate. 

(Before  Blatchford,  J.,  Southern  District  of  New  York,  May,  1874.) 

Blatchford,  J. 

This  suit  is  brought  on  reissued  letters  patent  granted  to 
John  Barclay,  December  6,  1870,  for  an  "  improvement  in 
the  manufacture  of  plated  metal  bracelets,"  the  original  pat- 
ent having  been  granted  to  him,  as  inventor,  August  24, 
1869.  The  specification  says  :  "  This  invention  relates  to  a 
bracelet  which  is  made  of  base  metal  plates,  coated  with  a 
more  costly  metal  or  other  material,  and  the  foundation  plate 
of  which  is  provided  with  beads  at  its  edges,  at  such  a  distance 
apart  that  they  hug  closely  the  fellow  piece  of  the  bracelet, 
and  that,  after  the  two  parts  of  the  bracelet  have  been  united, 
no  uncovered  portion  of  the  base  metal  remains  visible,  thereby 
producing  a  bracelet  superior  in  finish  to  similar  bracelets  as 
heretofore  made,  without  any  increase  in  the  cost  of  manu- 
facturing the  same."  The  specification  then  goes  on  to  state, 
that  a  bracelet  made  of  metal  plates,  plated  or  coated  with 
gold  or  other  material,  had  been  ordinarily  constructed  of 
two  pieces,  by  soldering  the  upper  portion  of  the  body,  or 
fellow  piece,  on  to  the  lower  portion,  or  base  plate  (the  upper 

•  12  Blatchf.  C.  C.  R.,  107. 
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portion  being  bent,  so  that  its  cross  section  presents  the  form 
of  a  U,  before  it  is  applied  and  fixed  to  the  lower  portion), 
and  then  filing  down  the  edges  of  the  base  plate,  so  as  to 
make  them  even  with  the  outer  sides  of  the  fellow  piece,  thus 
leaving  the  edges  of  the  base  metal  exposed,  without  any 
coating  or  plating.    It  then  states,  that  the  patentee,  in  carry- 
ing out  his  invention,  bends  or  turns  up  each  edge  of  the 
lower  portion  or  base  plate,  C,  in  the  manner  shown  in  the 
drawing,  which  is  to  roll  it  over  upon  itself,  giving  a  rounded 
external  surface,  each  edge  of  the  plate,   after  the  bending 
has  been  accomplished,  resting  upon,  or  being  directly  over, 
the  upper  or  uncoated  surface  of  the  plate,   the  whole  being 
so  arranged  as  to  form  beads,  E,  E,  on  the  flanks  of  the  plate, 
and  with  the  coating  material  on  the  external  or  exposed 
surface  of  the  plate  and  of  the  beads.     The  upper  portion  or 
fellow  piece,  D,  bent  as  in  the  old  construction,  and  having 
the  coating  material  on  its  outer  surface,  is  then  placed  on 
the  lower  portion  or  base  plate,  and  between  the  beads,  and 
soldered  to  the  base  plate,  the  beads  being  made  to  fit  closely 
to  the  sides  of  the  fellow  piece.  The  specification  states,  that, 
by  these  means,  the  edges  of  the  baser  metal  are  concealed, 
and,  also,  that  the  beads  stiffen  and  strengthen  the  base  plate, 
and  improve  the  appearance  of  the  bracelet,   and  hide  the 
solder  from  view,  and  enable  it  to  effect  a  firmer  union  of 
the  two  plates.      The  claim   is  in   these  words  :    *'  The  im- 
proved manufacture  or  bracelet,   as  made  with  the  turned 
parts  or  beads,  E,  E,  arranged  with  respect  to  the  plates,  C, 
D,  in  the  manner  substantially  as  represented  and  described." 
-vlt  is  apparent,  that  the  patentee's  invention  has  relation 
only  to  bracelets  in  which  the  fellow  piece  is  soldered  to  the 
base  plate.     He  specifies,  as  advantages  of  his  arrangement, 
that  the  beads  not  only  conceal  the  base  metal,  and  stiffen 
and  strengthen  the  base  plate,  but  hide  the  solder,  and  enable 
it  to   effect  a   firmer    union    of  the  two  plates.     The  patent 
granted  to  John    S.   Palmer,  March   19,    1861,  for  an    "im- 
provement  in  constructing    bracelets,   etc.,"  and    which    is 
brought  up  as  anticipating  the  invention  of  Barclay,  sets  forth, 
as  a  difficulty  in  constructing  bracelets,  that,  when  the  fellow 
piece  is  soldered  to  the  base  plate,  and  the  superfluous  stock 
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is  trimmed  from  the  latter,  the  baser  metal  thereof,  when 
plated  stock  is  used,  will  be  exposed,  and  then  states  that 
Palmer  turns  over  the  edges  of  the  base  plate,  so  as  to 
make  an  overlaying  lip  or  slide  on  each  edge  of  the  out- 
side of  the  bracelet.  This  turning  over  of  the  edges  of  the 
base  plate  leaves  them  with  smooth  round  edges  on  the  out- 
side, and  gives  substantially  the  beads  which  Barclay  has. 
But  Palmer,  instead  of  soldering  a  fellow  piece  to  the  base 
plate  at  the  inside  of  the  beads,  slides  bits  of  metal,  with  pro- 
jecting lips,  under  the  lips  or  slides  of  the  base  plate,  and 
so  makes  his  bracelet.  This  is  a  very  different  arrangement 
from  that  of  Barclay.  Palmer  dispenses  with  solder,  and 
uses  two  lips,  with  rivets  passing  through  both  of  them. 
Barclay  retains  the  use  of  solder.  Palmer  dispenses  with  a 
fellow  piece  in  one  piece,  and  substitutes  therefor  short  bits 
of  metal,  each  slid  into  place  separately,  and  making,  when 
arranged  together,  a  fellow  piece.  Barclay  retains  the  old 
fellow  piece  in  one  piece.  It  is  of  no  consequence,  that  the 
defendant  may  so  turn  over  the  beads  as  to  leave  a  space  be- 
tween them  and  the  surface  below,  which  space  might  be 
used  for  the  insertion  of  a  lip  or  slide.  Such  space  is  not  so 
used  by  the  defendant,  and  serves  no  purpose.  The  space 
which  may  be  so  left  by  the  defendant  is  not  used  by  the 
defendant  for  the  purpose  set  forth  by  Palmer,  and  the  de- 
fendant's arrangement  is  none  the  less  Barclay's  arrange- 
ment by  reason  of  having  such  space,  nor  does  such  space 
cause  the  defendant's  arrangement  to  be  that  of  Palmer. 
The  defendant,  to  enable  himself  to  construct  a  bracelet  hav- 
ing a  fellow  piece  in  one  piece,  and  to  still  use  solder  for  the 
attachment  together  of  the  two  plates,  has  availed  himself 
of  the  invention  of  Barclay,  and  has  not  followed  the  inven- 
tion of  Palmer. 
There  must  be  a  decree  for  the  plaintiffs. 

John  Van  Santvoord,  for  the  complainants. 

Carroll  D.  Wright^  for  the  defendants. 
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George  H.  Taylor 

vs. 

Allen  L.  Wood.    In  Equity.* 

The  apparatus  described  in  letters  patent  granted  to  Allen  L.  Wood,  Decem- 
ber 7,  1869,  for  an  "  improved  apparatus  for  treating  diseases  by 
mechanical  movement,"  is  an  infringement  of  the  1st,  2d  and  5th  claims 
of  letters  patent  No.  75.2i8,  granted  to  George  H.  Taylor,  March  3, 
1868,  for  an  "  apparatus  for  exercise,"  and  of  the  1st  and  4th  claims  of 
letters  patent  No.  77.933,  granted  to  said  Taylor,  May  12,  1868,  for  an 
"  oscillating  rubbing  machine  for  medical  uses,"  and  of  the  1st  claim  of 
letters  patent  No.  75,217,  granted  to  said  Taylor,  March  3,  1868,  for  an 
"  apparatus  for  exercise." 

Although,  in  patent  No.  75,218,  the  handle  and  the  foot  holder  are  described 
as  having  oscillating  or  vibrating  motions  communicated  to  them,  white 
the  handle  and  fool  holder  of  Wood  have  a  rotary  motion,  yet  the  latter 
motion,  although  circular,  is  not  a  continuous  motion  in  one  direction, 
but  is  an  oscillating  or  vibrating  motion  to  and  fro,  in  view  of  the  action 
on  the  limb. 

Although,  in  patent  No.  77,933,  the  rubber  is  described  as  having  india  rub- 
ber on  its  external  surface,  and  the  rubber  of  Wood  has  a  surface  of 
cloth  or  leather,  and  is  stuffed  with  some  material,  and  is  very  slightly 
elastic,  and  is  corrugated,  yet,  the  inferior  adhesion  of  the  cloth  or 
leather  to  the  skin,  in  rubbing,  requires  the  corrugations,  and  there  is 
more  or  less  adhesion  in  each  of  the  surfaces.  The  change  does  not 
avoid  the  infringement. 

The  inventions  claimed  in  patent  No.  75,218,  are  not  anticipated  by  a  prior 
machine  the  motion  of  which  was  so  slow  as  not  to  produce  a  rapid  vi- 
bratory or  oscillating  motion,  in  the  sense  of  such  patent. 

As  only  one  of  such  prior  machines  was  built,  and  that  more  than  35  years 
before,  and  the  recollection  of  the  mechanism  which  constituted  it  had 
passed  away  from  the  mind  of  the  witness  who  deposed  to  its  existence, 
if  he  ever  knew  what  it  was,  and  it  could  not,  from  such  recollection,  be 
reconstructed,  and  there  was  no  other  record  of  it,  and  it  was  only  an 
abandoned  experiment,  it  did  not  anticipate  such  patent. 


*  12  Blatchf.  C.  C.  R.,  no. 
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The  burden  of  proof  is  on  the  defendant  to  show  a  prior  invention,  and,  if  the 
evidence  is  too  vague  and  unsatisfactory  to  establish  affirmatively,  as 
against  the  patent,  that  the  patentee  was  later  in  time  in  invention,  the 
patent  must  stand. 

(Before  Blatchford,  J.f  Southern  District  of  New  York,  May,  1874.) 


Blatchford,  J. 

This  suit  is  brought  on  three  several  letters  patent,  granted 
to  the  plaintiff,  namely,  No.  75,218,  granted  March  3,  1868, 
for  an  "apparatus  for  exercise,"  No.  77,933,  granted  May 
12,  1868,  for  an  "  oscillating  rubbing  machine  for  medical 
uses,"  and  No.  75,217,  granted  March  3,  1868,  for  an  "ap- 
paratus for  exercise." 

The  specification  of  No.  75,218  states,  that  the  plaintiff  has 
invented  an  "  oscillating  vibrating  machine  for  medical  pur- 
poses." It  refers  to  three  figures  of  drawings — Fig.  1,  a 
front  view  ;  Fig.  2,  a  top  view  ;  and  Fig.  3,  an  end  view. 
It  says  :  "  This  invention  relates  to  the  application  of  oscil- 
latory or  vibrating  motion  to  various  parts  of  the  human 
body,  under  the  direction  of  a  competent  physician,  to  aid 
in  the  recover)'  of  health,  by  inducing  the  following  effects — 
to  increase  the  production  of  heat  in  such  parts  as  are  sub- 
jected to  the  action  ;  to  cause  blood  to  flow  in  larger  amount 
into  such  parts  ;  to  attract  blood  from  other  portions,  where 
it  may  be  retained  in  too  large  measure  ;  to  excite  capillary 
activity  ;  to  counteract  the  tendency  to  local  congestion  ; 
to  restore  nervous  action  and  power  ;  to  perfect  and  equal- 
ize the  nutritive  operation  of  the  body  ;  and  to  render  health- 
ful the  tissues  of  the  body.  My  invention  consists  of,  first, 
a  handle,  of  convenient  shape  and  size  to  be  grasped  by  the 
hand,  to  which  an  oscillating  or  vibrating  motion  is  commu- 
nicated by  any  suitable  mechanism  ;  second,  a  shoe  or  foot 
holder,  of  convenient  size  and  shape,  and  adjusted  in  a  suit- 
able position  to  receive  and  retain  the  foot  of  the  person  to 
be  operated  upon,  the  said  foot-holder  having  oscillating  or 
vibrating  motion  communicated  to  it  by  proper  mechanism  ; 
*  *  *  fifth,  the  combination  and  arrangement  of  the  several 
parts  or  devices  forming  the  machine,  hereinafter  fully  de- 
scribed, for  producing  the  effects  stated."     The  handle  B  is 


272  SOUTHERN  DISTRICT  OF  NEW   YORK. 

Taylor  v.  Wood. 


hung  on  a  shaft,  and  vibrates  or  rocks  with  it,  and  to  such 
shaft  is  hung  a  crank,  to  which  is  connected,  by  a  rod,  a 
shorter  crank,  on  the  driving  shaft,  F.  When  the  shaft  F 
revolves,  the  shorter  crank  revolves  with  it,  and  gives  a  re- 
ciprocating or  rocking  motion  to  the  shaft  on  which  the 
handle  B  is  hung,  and  to  such  handle.  The  foot-holder,  B', 
is  hung  on  another  shaft,  which  is,  in  like  manner,  driven 
by  two  cranks  and  a  rod,  which  obtain  their  motion  from  the 
driving  shaft,  F.  The  working  parts  are  hung  or  attached  to 
a  frame.  There  is  a  pulley,  H,  on  the  driving  shaft,  F,  and 
a  driving  pulley,  G.  The  machine  may  be  driven  by  the 
hand,  through  a  crank,  or  by  the  foot,  through  a  treadle,  or 
by  power.  The  extent  of  the  vibrating  motion  given  to  the 
hand  or  foot  may  be  increased  or  diminished  by  shortening 
or  lengthening  the  cranks  by  which  the  handle  or  foot-holder 
is  driven  ;  and,  by  running  the  machine  faster  or  slower,  the 
rapidity  of  the  vibrations  may  be  increased  or  diminished, 
to  suit  different  cases."  The  ist,  2d  and  5th  claims  of  this 
patent  are  those  which  are  claimed  to  be  infringed,  and  are 
as  follows  :  "  1.  The  handle,  B,  driven  by  any  suitable  mech- 
anism, by  which  a  vibratory  or  oscillating  motion  is  imparted 
to  it,  substantially  as  and  for  the  purpose  set  forth  ;  2.  The 
shoe  or  foot-holder,  B',  driven  by  any  suitable  mechanism,  by 
which  a  vibratory  or  oscillating  motion  is  imparted  to  it, 
substantially  as  and  for  the  purpose  set  forth ;  5.  The  com- 
bination with  the  handle  B  and  foot-holder  B',  and  their  im- 
mediate connections,  of  the  driving  shaft,  F,  pulleys,  G  and 
H,  and  a  suitable  means  for  applying  power,  as  described, 
the  whole  constituting  a  machine  constructed  and  operating 
substantially  as,  and  to  the  effect,  set  forth/ ' 

The  specification  of  No.  77,933  says  :  "  The  object  of  my 
invention  is  to  produce  effects  on  different  parts  of  the 
human  body  similar  to  those  produced  by  a  rubbing  with  the 
hands,  and  to  produce  these  effects  in  an  increased  degree, 
but  without  the  fatigue  to  the  operator  occasioned  by  that 
operation.  For  this  purpose,  my  invention  consists,  first,  in 
a  new  and  improved  rubber,  hereinafter  fully  described, 
which,  when  operated  by  any  suitable  mechanism,  rubs  the 
surface  to  which  iti$  applied  in  such  a  manner  as  to  produce 
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effects  similar  to  those  produced  by  the  human  hand  ;  *  *  * 
fourth,  in  the  combination,  with  the  said  rubber,  and  the 
mechanical  devices  for  imparting  motion  thereto,  of  a  suit- 
able couch,  bed,  or  table,  on  which  the  person  to  be  operated 
upon  may  sit  or  recline,  the  said  couch,  bed,  or  table  having 
a  suitable  Opening  in  it,  through  which  the  said  rubber  may 
be  made  to  prptrude,  in  order  that.it  may  be  brought  in 
contact  with,  and  caused  to  operate  on,  that  portion  of  the 
body  of  the  patient  .which  rests  on  or  across  said  opening. 
*  *  *  A  is  the  rubber.  It  consists  of  a  core  of  wood,  or 
other  similar  material,  of  the  form  of  the  middle  frustum 
of  a  prolate  spheroid,  somewhat  resembling  a  very  long  cask 
or  barrel.  On  this  core,  a  triangular  band  of  india  rubber  is 
wound  spirally  from  end  to  end,  covering  its  entire  surface, 
except  the  ends,  and  securely  fastened  to  the  said  core.  A 
strip  or  band  of  india  rubber,  of  a  square  section,  may  be 
used  by  previously  cutting  out  of  the  wooden  core  a  triangu- 
lar spiral  groove,  to  receive  one  half  of  it.  India  rubber 
bands  of  other  shapes  may  also  be  used  in  a  similar  manner, 
or  the  india  rubber  surface,  containing  the  requisite  corruga- 
tions or  projecting  points,  cones  or  ridges,  to  make  it  adhere 
to  the  surface  to  be  operated  upon,  may  be  prepared  in  a  sheet 
of  proper  size,  and  fastened  on  the  core,  or  a  hollow  cylinder 
of  india  rubber,  having  the  requisite  outer  surface,  may  be 
stretched  over  or  secured  to  the  core,  or  upon  the  rod  or  pivot 
on  which  the  rubber  turns.  In  this  last  case,  no  core  would 
be  used,  but  circular  end  plates,  of  metal  or  other  stout 
material,  ought  to  be  put  on  at  the  ends  of  the  rubber,  to 
keep  it  in  place."  The  rubber  is  hung  in  the  fork  of  a  rod, 
by  means  of  a  shaft,  so  as  to  turn  freely.  Such  rod  is  hung 
on  a  pivot  in  a  cross  piece,  at  any  convenient  height,  being 
capable  of  being  raised  or  lowered  by  means  of  a  series  of 
holes,  in  any  one  of  which  such  pivot  may  be  placed.  By 
shortening  the  upper  end  of  such  rod,  the.  lateral  motion  of 
the  rubber  is  shortened,  and  the  convexity  of  its  motion  is 
increased.  The  middle  part  of  such  cross  piece  is  made 
double,  and  such  rod  passes  down  between  the  two  parts, 
such  pivot  passing  through  both,  so  as  to  have  a  firm  and 
even  bearing.  The  lower  end  of  such  rod  is  connected  ,to  a 
vol.  1 — 18 
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double  crank,  by  means  of  an  arm,  and  thus  has  a  reciprocat- 
ing or  vibrating  motion  imparted  to  it  by  a  shaft  on  which 
such  double  crank  is  hung.  Such  shaft  is  turned  by  a  crank, 
and  is  hung  in  bearings  in  two  hangers  secured  to  the  frame 
of  the  machine.  The  lower  part  of  the  machine  consists  of  a 
strong,  rectangular  frame  of  wood,  O,  with  legs  similar  to  a 
common  lounge  frame.  To  this  frame,  at  one  end,  is  secured, 
by  hinges,  a  bed  or  couch,  having  a  hole  or  opening,  R, 
through  it,  to  permit  the  rubber  A,  to  work  against  that  por- 
tion of  the  body  of  the  patient  which  is  placed  over  the  open- 
ing. There  is  an  arrangement  for  fixing  and  holding  the 
couch  at  any  desired  elevation  or  inclination.  In  using  the 
machine,  the  patient  sits  or  reclines  on  the  couch,  and  brings 
a  portion  of  the  body  directly  over,  and  partially  resting  on, 
the  rubber,  A.  The  attendant  turns  the  crank,  or  connects 
the  power  by  which  the  shaft  is  revolved,  and  sets  the  rubber, 
A,  in  motion.  The  claims  which  are  alleged  to  be  infringed 
are  the  ist  and  4th.  They  are  as  follows  :  *'  1.  The  rubber, 
A,  composed  of  india  rubber,  and  having  its  outer  surface 
coated  or  covered  with  india  rubber,  the  said  outer  surface 
being  furnished  with  projecting  ribs,  points  or  corrugations, 
and  the  said  rubber,  A,  being  constructed  substantially  as  and 
for  the  purpose  specified  ;  *  *  *  4.  The  combination  with 
the  rubber,  A,  driven  by  suitable  mechanism,  substantially  as 
set  forth,  of  the  couch,  S,  properly  connected  to  the  frame, 
O,  and  having  an  opening,  R,  through  it,  for  the  said  rubber, 
A,  to  work  through,  substantially  as  and  for  the  purpose  set 
forth.' ' 

The  specification  of  No.  75,217  says,  that  the  invention 
is  a  "  medical  kneading  and  vibrating  machine,  the  purpose 
of  which  is  to  apply  kneading  and  vibrating  motions  to  the 
body  or  any  of  its  parts,  under  the  direction  of  a  competent 
physician,  to  aid  in  securing  the  following  therapeutic  effects 
— reinforcing  the  circulation  of  the  blood  in  weak  parts  and 
obstructed  capillaries,  removing  congestion,  promoting  in- 
testinal and  digestive  absorption,  increasing  the  attraction  of 
the  products  of  waste  for  oxygen,  and  their  consequent  re- 
moval from  the  body,  solidifying  the  tissues,  equalizing  and 
invigorating  the  nutritive  operations  of  the    body."      The 
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arrangement  described,  so  far  as  it  is  involved  in  this  suit, 
is  to  construct  a  couch  so  arranged  as  to  be  capable  of  eleva- 
tion and  depression,  so  as  thereby  to  adjust  the  position   of 
the  body  lying  thereon  to  the  desired  action  and  effect  of  the 
machine.     The  top  of  the  couch  has  an  opening  of  size  and 
shape  suitable  to  admit  one  or  more  headed  rods,  F,  which,  in 
size,  shape,  and  position,  are  adapted  to  impinge  against  that 
portion  of  the  body  resting  on  the  couch  immediately  over 
the  before  described  opening.     The  lower  ends  of  the  headed 
rods  are  attached  to  a  lever  at  equal  distances  from  its  fulcrum, 
which  distances  may  be  varied  to  produce  more  or  less  motion, 
as  may  be  desired.     The  fulcrum  of  the  lever  is  on  a  vertical 
bar,  which  turns  freely  on  pivots  or  centres  at  each  end,  and 
the  lever  is  driven  by  a  crank  on  a  shaft,  which  gives  to  its 
ends  a  circular  motion.     The  upper  ends  of  the  headed  rods 
pass  through  rings,  which  guide  them,  and,  in  conjunction 
with  the  lever,  give  to  the  upper  ends  of  said  rods  a  com- 
pound motion,  which  is,  at  the  same  time,  lateral,  vertical 
and  circular.     The  distance  of  the  rings  from  the  axis  of  the 
swinging  or  pivoted  bar  is  fixed  and  kept  equal  by  a  parallel- 
ogram of  levers,  to  the  outer  corners  of  which,   respectively, 
the  rings  are  attached.     The  lower  corner  of  the  parallelo- 
gram   of   levers    is    attached    to    the    vertical    bar    before 
mentioned  by   a   pivot    or  pin,    on  which     the    two    levers 
composing  the  lower  corner   freely   swing,  while  the  upper 
corner  is  held  in  position,  and  adjusted  to  any  desired  height, 
by  a  bolt  and  nut.     The  shaft  may  be  driven  by  any  suit- 
able means,  as  by  a  crank,  by  a  belt  acting  on  a  pulley,  or 
by  a  suitable  treadle.     By  a  modification,  the  lever  to  which 
the  lower  ends  of    the  headed    rods  are  attached   is  hung 
on  a  rock-shaft,  which  is   driven    by  a   crank  or  arm,  and 
the  upper  ends  of  the  rods  pass  through  holes  in  the  frame 
of  the    couch  ;    and  the    motion    thereby   imparted    to  the 
upper  ends  of  the  headed  rods  is  thus  confined  to  one  vertical 
plane,   being  a  circular  reciprocating  motion.     Such   lever 
may  be  driven,  if  desired,  by  the  hand  or  foot,  applied   to  an 
extension  of  one  of  its  arms.     For  the  purpose  of  producing  a 
kneading  motion,  the  machine  is  driven  at  such  a  speed  as 
will  produce  from  50  or  less  to  200  or  300  upward  motions 
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per  minute,  while,  for  producing  a  vibrating  motion,  consist- 
ing of,  or  caused  by,  a  rapid  succession  of  slight  shocks  or 
blows,  the  form  of  the  machine  which  produces  a  circular  re- 
ciprocating motion  is  used,  and  it  is  driven  at  a  speed  of 
from  200  to  1200  or  more  upward  motions  per  minute.  The 
effects  of  these  two  degrees  of  motion  are  different,  becoming 
more  similar  as  they  approach  the  common  speed  of  about 
200  per  minute.  The  slow  or  kneading  motion  is,  in  its 
effects,  laxative,  soothing  and  calculated  to  increase  muscular 
action  and  development,  while  the  rapid  or  vibrating  motion 
stimulates  absorption  of  the  fluids,  equalizes  their  distribu- 
tion throughout  the  body,  and  promotes  the  excretion  of  all 
those  products  which,  in  health,  are  thrown  off  from  the  sys- 
tem. When  it  is  desired  to  give  to  the  machine  the  rapid 
motion  above  stated,  it  is  most  convenient  to  drive  it  by 
steam  or  other  power,  or,  if  driven  by  hand,  additional  gear- 
ing facilities  obtaining  the  desired  speed.  Only  the  1st  claim 
of  this  patent  is  alleged  to  be  infringed.  It  is  in  these  words  : 
"  1.  The  headed  rods  F,  driven  by  any  suitable  mechanism 
for  producing  a  reciprocating  or  circular  motion  of  the  headed 
ends  of  said  rods,  substantially  as  and  for  the  purpose  set 
forth." 

The  apparatus  employed  by  the  defendant,  and  alleged  to 
infringe  the  claims  above  referred  to,  is  substantially  such 
an  one  as  is  described  in  a  patent  granted  to  him  December 
7,  1869,  for  an  "  improved  apparatus  for  treating  diseases  by 
mechanical  movement."  The  specification  of  this  patent 
says  :  "  The  object  of  my  invention  is  to  devise  a  machine  in 
which  mechanical  action  is  adapted  to  produce  motion  of 
various  kinds,  in  a  manner  applicable  to  the  treatment  of 
various  diseases  with  salutary  effect  ;  and  it  consists  essen- 
tially in  the  employment  of  certain  mechanism,  whereby  cir- 
cular or  rotary  motion,  properly  converted  and  applied,  is 
made  to  perform  the  several  operations  of  rubbing,  kneading 
and  giving  vibratory  and  other  action  to  the  muscles  and 
various  parts  of  the  system."  The  defendant's  machine  has 
a  vibratory  bar,  lying  horizontally,  which  has  a  rotary  motion 
at  the  end  actuated,  and  the  opposite  extremity  of  it  is  con- 
nected with  a  vertical  vibratory  support,  and  it  produces  the 
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operations  of  kneading  and  vibrating,  through  the  medium 
of  fixed  or  removable  attachments."  It  is  capable  of  impart- 
ing vertical,  horizontal  or  circular  vibrations.  Tables  or 
platforms  are  placed  on  either  side  of  such  bar,  on  which  the 
patient  is  supported,  with  the  part  to  be  operated  upon  lying 
upon  and  across  the  bar,  the  upper  surface  of  which  is  pro- 
vided with  a  friction  or  rubbing  device,  or  with  cushions 
adapted  to  the  particular  mode  of  operation  required.  In 
the  application  of  kneading,  an  attachment  which  has  undu- 
lations on  its  upper  surface  is  applied  to  the  top  of  the  vibrat- 
ing bar,  and  the  opposite  end  of  the  bar  is  so  connected,  by  a 
bolt,  with  a  disk  which  rotates  freely,  that  a  circular  vibration 
of  such  attachment  is  produced,  and,  as  the  patient  lies  on 
the  tables  in  such  position  that  the  part  to  be  operated  upon 
is  in  contact  with  such  attachment,  the  operation  of  knead- 
ing is  closely  simulated,  the  effect  being  heightened  by  the 
undulations  on  the  surface  of  the  attachment.  The  motion 
thus  obtained  is  an  elliptical  vibration  and  not  a  regular 
vibration  on  the  same  plane.  Special  arrangements  convert 
the  motion  of  the  vibrating  bar  from  a  circular  vibration  to 
one  which  is  vertical  or  to  one  which  is  horizontal.  The  lat- 
ter consists  of  rapid  vibrations  on  a  horizontal  plane,  and  is 
adapted  to  friction  or  simple  rubbing,  and  the  attachment  then 
employed  consists  of  a  series  of  transverse  ribs  alternated 
with  grooves  or  spaces  between.  Provision  is  made  for  in- 
creasing or  diminishing  the  rapidity  of  the  vibrations.  The 
specification  states,  that  "  the  attachments  for  friction,  knead- 
ing, etc.,  are  preferably  covered  on  the  surface  with  leather, 
and  may  be  stuffed  with  any  suitable  material,  possessing  but 
a  slight  amount,  if  any,  of  elasticity."  To  give  motion  to  the 
feet  of  the  patient,  a  disk  is  employed,  to  the  face  of  which  is 
affixed,  by  means  of  a  bolt  or  pivot  at  the  centre  of  its  length, 
a  bar,  having  at  each  side  of  said  pivot,  which  forms  its  axis, 
a  foot-piece.  To  these  foot-pieces  the  feet  of  the  patient  are 
secured.  The  rotation  of  the  disk  imparts  like  motion  to  the 
axis,  which  carries  the  centre  of  the  bar  around  in  a  true 
circle,  while  the  extremities  on  which  the  feet  rest  are  free  to 
follow  the  uniform  rotation,  or  to  oscillate.  For  motion  to 
the  hands  and  arms,  a  bar  is  affixed  in  the  same  manner  to  an- 
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other  disk.  This  bar  is  grasped  by  the  hands  of  the  patient 
on  either  side  of  its  axis,  the  motion  being  the  same  as  that 
of  the  feet.  The  axes  of  these  bars  and  of  the  vibrating  bar 
may  be  adjusted  at  a  greater  or  a  less  distance  from  the  cen- 
tre of  the  disk,  to  increase  or  diminish  the  motion. 

"Oscillate"  is  defined,  "to  vibrate  as  a  pendulum;  to 
move  backward  and  forward  ;  to  swing."  "  Oscillatory"  is 
defined,  "  moving  alternately  one  way  and  another,  as  a  pen- 
dulum ;  swinging;  vibrating."  "Vibrate"  is  defined,  "to 
move  or  play  to  and  fro,  as  a  pendulum  ;  to  oscillate  ;  to 
swing."  "  Vibratory"  is  defined,  "  vibrating  ;  moving  up 
and  down,  or  to  and  fro  ;  oscillating."  It  is  contended,  by 
the  defendant,  that  his  apparatus  does  not  infringe  patent  No. 
75,218,  for  the  reason  that  the  plaintiff's  handle  and  foot- 
holder  are  required  to  have  a  vibratory  or  oscillating  motion, 
as  contradistinguished  from  a  rotary  motion,  while  the  de- 
fendant's handle  and  foot-holder  have  a  rotary  motion.  In 
seeking  to  maintain  this  distinction,  it  is  urged,  that  the  de- 
fendant's handle  and  foot-holder,  because  they  move  each  in 
a  circle,  have  a  continuous  motion  in  one  direction.  This  is 
a  fallacy.  The  matter  must  be  looked  at  in  view  of  the  action 
on  the  arms  and  legs  of  the  patient.  In  each  machine,  the 
hand  or  the  foot  is  moved  from  a  given  position  with  relation 
to  the  parts  of  the  body  with  which,  through  the  joints,  it  is 
connected,  and  returns  again  to  that  position,  to  start  anew. 
The  motion  to  and  fro  is  equally  oscillating  or  vibrating,  in 
view  of  the  action  on  the  limb,  whether  such  motion  takes 
place  in  both  directions  in  the  same  line,  or  whether  an  ellipse 
or  a  circle  be  described  in  passing  away  and  returning.  The 
muscles  and  joints  may  be  brought  into  different  play  by  the 
difference  of  motion,  but  that  is  aside  from  the  mechanical 
operation  of  giving  play  to  the  muscles  and  joints  and  par- 
ticles of  the  legs  and  arms  by  the  movement  to  and  fro,  in 
passing  rapidly  from  a  given  position  and  returning  to  the 
same  position.  In  the  sense  of  the  plaintiff's  patent  and  in- 
vention, the  defendant's  handle  and  foot-holder  have  a  vibra- 
tory motion  to  and  fro,  although  the  return  is  made  in  a 
different  path  from  the  outward  path.  But,  in  each  machine, 
there  is  the  same  point  of  departure  ;    an  extreme  point  is 
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reached  by  an  outward  movement ;  there  is  a  return,  by  an 
inward  movement,  to  the  point  of  departure  ;  between  every 
two  arrivals  at  the  point  of  departure,  the  path  of  the  out- 
ward movement  is  gone  over  once  and  but  once,  and  the  path 
of  the  inward  movement  is  gone  over  once  and  but  once  ;  and 
there  is  no  departure  from  the  prescribed  path.  There  is, 
therefore,  mechanical  uniformity  and  precision  ;  the  move- 
ments are  two  in  number,  outward  to  an  extreme  point  and 
inward  from  it,  and  are  alternating,  vibrating  and  oscillating, 
although  the  plaintiff  uses  one  and  the  same  path  for  each 
movement,  and  the  defendant  uses  two  different  paths,  one 
for  each  movement. 

It  is  contended,  for  the  defendant,  that  he  does  not  infringe 
patent  No.  77,933.  He  uses  a  rubber  with  a  surface  of  cloth 
or  leather,  stuffed  with  some  material,  and  very  slightly  elas- 
tic, and  corrugated.  It  projects,  and  is  applied,  through  an 
opening  between  two  couches,  the  patient  reclining  on  the 
two  couches  and  across  the  opening,  and  it  is  driven  by  suit- 
able mechanism.  All  these  features  are  those  of  the  patent. 
But,  it  is  contended  that  the  plaintiff's  rubber  is  required  to 
be  made  of  india  rubber  cm  its  external  surface.  It  is  said, 
that  the  india  rubber  surface  is  adhesive,  and  the  leather  or 
cloth  surface  is  not,  and  that  the  corrugated  india  rubber 
surface  yields  horizontally  in  rubbing,  while  there  is  no  such 
horizontal  yielding  in  the  corrugated  leather  or  cloth  surface. 
But,  there  is  more  or  less  adhesion  in  either  surface.  Where 
the  adhesion  is  less,  so  that  the  rubber  passes  more  readily 
over  the  surface  that  is  being  rubbed,  the  greater  must  be 
the  corrugations,  to  produce  a  given  effect.  The  object  stated 
in  the  patent  is  to  produce,  by  rubbing,  effects  on  the  body 
similar  to  those  produced  by  a  rubbing  with  the  human  hand. 
The  hand,  when  applied  to  rub,  controlled  by  the  will,  is  ad- 
hesive and  needs  not  to  be  corrugated,  because  its  contact  and 
pressure,  as  it  rubs,  can  be  always  maintained,  to  make  the 
rubbing  continuous  and  effective.  Where  a  very  adhe- 
sive substance,  like  india  rubber,  is  used  as  the  surface  to  rub 
with,  impelled  by  machinery,  the  corrugations  necessary  to 
maintain  continuous  contact  in  rubbing  are  less  than  when  a 
less  adhesive  surface  is  used  ;  and,  when  a  less  adhesive  sur- 
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face  is  used,  the  corrugations  must  be  greater,  in  order  to 
compensate  for  the  want  of  surface  adhesiveness,  by  causing 
the  surface  of  flesh  to  enter  between  the  walls  of  the  corruga- 
tions, and  thus  be  rubbed  in  the  movement  of  the  rubber. 
The  patent  states  that  the  object  ot  the  corrugations  or  ridges 
is  to  make  the  surface  of  the  rubber  adhere  to  the  surface  to 
be  operated  upon. 

The  invention  set  forth  in  the  patent  granted  to  Charles 
F.  Taylor,  December  8,  1863,  for  an  "  improvement  in 
machines  for  exercising  the  human  body,"  is  adduced  as  an- 
ticipating what  is  claimed  in  patent  No.  77,933.  But,  it  is 
sufficient  to  say,  that  the  Charles  F.  Taylor  implements  are 
not  corrugated,  and  do  not  work  from  below  through  an 
opening  in  a  couch  or  between  couches,  as  the  patient  reclines 
thereon  and  over  such  opening.  The  patient  lies  on  a  lounge, 
and  two  pads  are  applied  to  opposite  sides  of  the  person, 
which  pads  are  hinged  to  arms  capable  of  being  adjusted 
higher  or  lower,  or  more  or  less  obliquely,  or  in  a  vertical 
position.  The  pads  have  a  reciprocating  or  vibratory  move- 
ment imparted  to  them  by  machinery,  and  act  upon  the  parts 
of  the  body  to  which  they  are  applied.  The  pads  are  not  rep- 
resented as  being  at  any  time  out  of  contact  with  the  body 
of  the  patient,  and  the  operation  is  strictly  one  of  rubbing. 

The  defendant  uses  substantially  the  headed  rod  of  patent 
No.  75,217,  driven  by  suitable  mechanism  for  producing  a 
circular  motion  of  the  headed  end  of  the  rod.  The  heads  of 
the  plaintiff's  rods  are  described  as  being  in  size,  shape  and 
position,  adapted  to  impinge  against  the  portion  of  the  body 
presented  to  them.  In  the  kneading  motion,  the  rod  is  driven 
more  slowly,  and  its  upper  end  has  a  compound  motion,  which 
is  described  as  being  lateral,  vertical,  and  circular  at  the  same 
time,  which  produces,  through  the  motion  of  the  end  of  the 
rod,  an  operation  like  that  of  kneading.  The  defendant  per- 
forms the  operation  of  kneading  by  giving  a  circular  vibration 
to  his  kneading  attachment,  which  has  on  it  protuberances, 
the  equivalents  of  the  heads  of  plaintiff's  rods. 

As  to  Williamson's  evidence  in  regard  to  the  horse  machine, 
it  shows  nothing  which  can  avail  to  defeat  any  of  the  plain- 
tiff's claims.     The  motion  of  the  horse  machine  was  so  slow 
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as  not  to  produce  any  motion  which  can  be  properly  called 
vibratory  or  oscillating,  in  the  sense  of  the  plaintiff's  patents, 
a  motion  sufficiently  rapid  to  accomplish  the  results  ac- 
complished by  the  plaintiff.  Whatever  there  was  of  the 
horse  machine,  it  rose  only  to  the  dignity  of  an  experi- 
ment, and  was  abandoned.  But  one  was  built,  and  that 
more  than  35  years  ago,  and  the  recollection  of  the  mechan- 
ism which  constituted  it  has  passed  away  from  the  mind  of 
the  witness,  if  he  ever  knew  what  it  was,  so  that  it  cannot, 
from  such  recollection,  be  reconstructed,  and  there  is  no  other 
record  of  it. 

The  defendant  claims  to  have  himself  constructed  and  used, 
prior  to  the  plaintiff,  the  inventions  covered  by  the  plaintiff's 
claims.  As  to  patent  No.  75,218,  the  evidence  is  entirely  clear 
that  the  plaintiff  was  prior  in  time.  As  to  the  other  two 
patents,  the  burden  of  proof  is  on  the  defendant  to  show  his 
priority.  His  evidence  is  too  vague  and  unsatisfactory  to 
establish  affirmatively  as  against  the  plaintiff's  patents,  that 
the  plaintiff  was  later  in  time  of  invention. 

There  must  be  a  decree  for  the  plaintiff  on  all  the  claims 
in  question. 

Frederic  If.  Betts^  for  the  complainant. 
Charles  N.  Judson,  for  the  defendant. 
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William  M.    Welling 
vs. 

The  Rubber-Coated  Harness  Trimming  Company  et  al. 

In   Equity.* 

In  the  specification  of  letters  patent,  granted  to  William  M.  Welling,  March 
17,  1863,  for  "a  new  and  useful  improvement  in  rings  for  martin- 
gales," he  described,  as  a  new  article  of  manufacture,  a  martingale-ring 
formed  by  taking  a  metallic  ring,  and  a  sufficient  amount  of  any  suitable 
composition,  preferably  an  artificial  ivory  composition,  called  "facti- 
tious ivory"  previously  invented  by  him,  and  by  dies  or  by  hand,  causing 
the  composition  to  completely  envelop  the  metallic  ring,  the  mass  of  com- 
position being  pressed  and  solidified  around  it,  by  means  of  dies  ;  the 
object  of  usiug  the  metallic  ring  inside  of  the  ivory  composition  being  to 
give  it  strength.  The  patentee  claimed,  "  the  ring  for  martingales,  etc., 
manufactured  as  set  forth,  with  a  metal  ring  enveloped  in  composition 
as  and  for  the  purpose  specified  :"  Held,  that  the  patent  would  cover  the 
application  of  hard  rubber  to  a  metal  ring  by  means  of  dies. 

The  fact  that  the  rubber  must  necessarily  undergo  the  additional  process  of 
vulcanization,  does  not  exempt  it  from  the  control  of  the  patent.  Though 
tiotthe  same  substance,  in  its  essence  and  constituents,  as  the  "  factitious 
ivory,"  it  is  a  similar  material  as  regards  its  capability  of  being  adapted 
to  the  purposes  for  which  the  factitious  ivory  is  used. 

The  Welling  patent,  construed  to  be  for  a  metal  ring  surrounded  with  some 
plastic  composition,  like  artificial  ivory,  capable  of  being  compressed, 
solidified,  and  polished  by  the  action  of  dies,  and  which  is,  in  fact,  sub- 
jected to  such  action,  whereby  a  martingale  ring  is  produced  with  an 
exterior  surface  more  durable  and  more  highly  polished  than  had  before 
been  obtained  by  different  processes. 

The  Welling  invention  held  not  to  have  been  anticipated  by  rings  made  of 
ivory,  or  of  compositions  known  as  artificial,  factitious  or  imitation 
ivory,  or  of  metal  coated  with  varnish,  lacquer,  japan,  enamel,  porce- 
lain, or  metallic  plating,  such  coatings  being  applied  with  a  brush  or  the 
fingers  or  fused  on  by  heat. 


*  This  cause  was  appealed  to  the  Supreme  Court,  and  the  patent  held 
invalid,  for  want  of  novelty.  (See  Rubber-Coated  Harness  Tiimming  Com- 
pany v.  Welling,  7  Otto,  7.) 


i 
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A  patent  for  a  combination  is  infringed  by  the  use  of  a  similar  combination, 
although  one  of  the  elements  is  omitted  and  another  substituted  for  it, 
unless  the  substituted  device  is  a  new  one,  or  was  not  known  at  the  date 
of  the  patent  as  a  proper  substitute  for  the  one  omitted. 

(Before  Nixon,  J,,  District  of  New  Jersey,  May,  1874.) 

Nixon,  J. 

This  is  a  suit  for  an  alleged  infringement  of  letters  patent 
No.  37,941,  and  bearing  date  March  17,  1863,  granted  to  the 
complainant  for  "  a  new  and  useful  improvement  in  rings  for 
martingales  ;"  and  the  questions  in  issue  are  determined  by 
the  construction  and  scope  to  be  given  to  the  specifications 
and  claim  of  said  patent. 

The  schedule  annexed  is  dated  April  8,  1862,  and  the 
complainant  therein  states  his  invention  as  follows  : 

"  In  letters  patent  granted  to  me  August  4,  1857,  a  com- 
position and  mode  of  making  factitious  ivory  is  set  forth,  and 
out  of  said  materials,  I  have  manufactured  billiard  balls,  rings 
of  various  kinds,  etc.  My  present  invention  does  not  relate 
to  any  particular  composition,  as  that  in  the  aforesaid  patent, 
or  any  similar  compound,  maybe  employed. 

11  The  nature  of  my  said  invention  consists  in  the  employ- 
ment of  a  metallic  ring  within  a  ring  formed  of  artificial  ivory 
or  similar  materials,  for  giving  strength  to  the  same,  thereby 
producing  a  new  article  of  manufacture,  and  one  that  is 
stronger  than  an  ivory  ring,  and  possesses  all  the  beauty  of 
appearance,  and  can  be  afforded  at  a  very  much  less  cost. 
Ivory  rings,  particularly  such  as  used  for  martingales,  require 
to  be  made  out  of  very  solid  ivory  in  order  to  be  sufficientl)' 
strong,  and  hence  are  quite  costly. 

41  In  order  to  make  my  improved  rings,  I  take  a  ring  of  metal 
such  as  shown  at  A  ;  or  said  ring  may  be  formed  by  punching 
out  a  washer  from  a  sheet  of  metal,  or  in  any  other  suitable 
way.  I  take  the  amount  of  artificial-ivory  composition,  and 
by  dies  or  by  hand  cause  the  said  composition  to  completely 
envelop  the  said  ring  with  as  much  uniformity  as  possible, 
and  to  give  the  exterior  finish  to  the  same,  press  and  solidify 
the  mass  of  composition  around  the  ring  by  means  of  dies, 
and  in  so  doing,  any  plain,  or  more  or  less  ornamental  shape, 
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may  be  given  to  the  said  ring  or  the  surface  thereof.  My 
ring  is  thus  made  of  the  desired  ornamental  appearance,  while 
great  strength  is  attained  at  very  little  cost.  What  I  claim, 
and  desire  to  secure  by  letters  patent,  is,  the  ring  for  martin- 
gales, etc.,  manufactured  as  set  forth,  with  a  metal  ring  en- 
veloped in  composition,  as  and  for  the  purposes  specified." 

It  is  insisted  by  the  defendants  that  if  the  patent  is  valid  at 
all,  it  must  be  limited  to  a  "  martingale  ring  intended  to  im- 
itate ivory,  and  made  by  covering  a  metallic  ring  with  arti- 
ficial ivory,  such  as  is  described  in  complainant's  patent  of 
1857,  or  some  similar  compound."  Bearing  in  mind  the 
established  American  rule,  that  patents  are  to  be  construed 
liberally,  and  are  not  to  be  subjected  to  a  rigid  interpretation, 
I  think  that  this  construction  is  too  narrow,  and  does  not 
give  to  the  patentee  all  that  he  is  entitled  to,  under  the  speci- 
fications and  claims  of  his  patent.  It  is  quite  clear,  indeed, 
that  factitious  ivory  was  the  composition  uppermost  in  his 
thoughts.  Having  the  partiality  of  a  parent  for  his  offspring, 
he  naturally  imagined  that  no  superior  compound  could  be 
formed  or  used.  It  may  be  conceded  that  the  full  extent  of 
his  invention  had  not  then  dawned  upon  him.  Men  often 
build  better  than  they  know  ;  but  where  the  fair  interpreta- 
tion of  the  words  employed  to  describe  an  invention  or  dis- 
covery includes  matters  not  in  the  mind  of  the  patentee  at 
the  time,  he  is  as  fully  authorized  to  claim  the  unlooked-for 
as  he  is  the  anticipated  results. 

The  specifications  are  not  well  drawn,  either  as  to  the  gram- 
matical construction  of  the  sentences,  or  in  the  use  of  words 
to  clearly  convey  the  inventor's  meaning.  This  is  not  ad- 
verted to  because  it  is  supposed  that  bad  grammar  or  infelici- 
tous methods  of  expression  will  avoid  a  patent,  but  because 
it  is  the  duty  of  the  court  to  ascertain  the  nature  and  the 
scope  of  the  invention  from  the  sense  of  the  words  which  have 
been  used  in  explaining  it ;  and  the  same  exact  rule  of  inter- 
pretation is  not  to  be  applied  at  all  times,  but  such,  in  each 
case,  as  will  best  enable  the  court  to  arrive  at  the  meaning 
intended. 

It  is  clear  that  the  patentee  had  no  thought  of  confining 
himself,  or  others,  to  the  use  of  the  factitious  ivory  ;  for,  after 
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referring  to  his  patent  of  1857,  he  says  :  "  My  present  in- 
vention does  not  relate  to  any  particular  composition,  as 
that  (factitious  ivory)  or  any  similar  compound  may  be  em- 
ployed. The  nature  of  my  invention  consists  in  the  em- 
ployment of  a  metallic  ring  within  a  ring  formed  of  artificial 
ivory  or  similar  materials,  for  giving  strength  to  the  same," 
etc.  He  then  claims  "  a  ring  for  martingales,  etc.,  manu- 
factured as  set  forth,  with  a  metal  ring  enveloped  in  compo- 
sition' generally,  aas  and  for  the  purposes  aforesaid." 

To  understand,  and  correctly  interpret,  the  patent,  some 
reference  may  properly  be  made  to  the  state  of  the  art.  The 
defendant's  expert,  Mr.  Hedrick,  who  seems  to  be  an  intelli- 
gent witness,  says,  that  prior  to  1862  martingale  rings  were 
made  in  a  variety  of  ways,  and  of  different  materials  —  of 
ivory,  of  compositions  known  as  artificial,  factitious  or  imi- 
tation ivory,  of  metal  coated  with  varnish,  lacquer,  japan, 
enamel,  porcelain,  metallic  plating,  and  compounds  of  rub- 
ber and  gutta  percha,  and  leather.  The  only  known  methods 
of  applying  the  coatings  to  the  iron  ring,  were,  by  a  brush, 
or  the  fingers,  or  fusing  on  to  it  by  heat.  The  ring  gave  the 
strength  to  the  manufactured  article,  and  the  coating  the  ex- 
terior finish. 

The  object  of  the  complainant,  by  his  invention,  was  to  in- 
troduce an  improvement  upon  the  known  methods  of  coating, 
whereby  he  would  impart  strength,  durability,  and  greater 
polish  to  the  surface,  thus  producing  a  more  valuable,  useful, 
and  beautiful  result.  His  instrumentalities  were  all  old — an 
iron  ring,  a  plastic  composition,  and  a  die  ;  but,  so  far  as 
appears  in  the  case,  they  were  new  in  combination.  If  his 
patent  had  been  simply  for  a  metallic  ring,  covered  with  any 
compound  capable  of  being  moulded,  or  with  factitious  ivory 
or  similar  materials,  it  would  have  been  void  for  want  of  nov- 
elty. If  it  had  been  for  the  use  of  the  die  in  pressing  or 
solidifying  plastic  substances  generally,  it  would  have  been, 
probably,  anticipated,  in  this  regard,  by  the  English  letters 
patent  to  Barn  wall  and  Rollason  of  i860,  in  which  such  use 
of  dies  is  plainly  indicated.  But  the  invention  is  for  a  com- 
bination, and  the  combination  is  a  metal  ring  surrounded 
with  some  plastic  composition,  like  artificial  ivory,  of  such  a 
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nature,  that  it  is  capable  of  being  compressed,  solidified,  and 
polished  by  the  action  of  the  dies,  and  which  is,  in  fact,  sub- 
jected to  such  action,  whereby  a  martingale  ring  is  produced 
with  an  exterior  surface  more  durable,  and  more  highly  pol- 
ished, than  had  before  been  obtained  by  different  processes  of 
manufacture,  and  at  greater  cost. 

Have  the  defendants  infringed  the  patent  of  the  complain- 
ant, thus  interpreted  ?  Mr.  Albright  frankly  tells  us  what 
they  have  been  doing.  He  is  called  as  a  witness  by  the  com- 
plainant, and  is  asked  to  detail  the  process,  by  which  certain 
rubber  rings  of  their  manufacture,  are  made.  He  says  (C.  R., 
p.  17)  :  *'  We  take  an  iron  ring,  sheet  or  sheets  of  rubber 
rolled  to  the  proper  thickness,  cut  from  the  sheet  a  piece  in 
the  proper  form,  and  envelop  the  iron  ring  with  the  covering 
of  rubber,  pressing  the  edges  in  the  form  of  a  lap  with  the 
fingers,  causing  the  rubber  to  adhere  and  to  become  a  homo- 
geneous piece  or  cover.  *  *  *  The  ring,  when  covered, 
has  this  outer  coating  of  rubber  in  a  plastic  state.  The  ring 
is  then  placed  in  an  oven  and  vulcanized.  After  the  ring  is 
taken  from  a  vulcanator,  after  vulcanization,  it  is  of  irregular 
form  or  shape.  We,  to  make  the  regular  form  or  shape  de- 
sired, put  it  in  a  lathe  chuck,  and  turn  it  up  in  the  form  or 
shape  desired,  or  by  the  use  of  a  steel  die,  engraved  in  cer- 
tain form  to  produce  a  ring,  with  such  ornamentations  on  the 
outer  ring  as  may  be  desired.  The  seam,  or  imitation  stitch, 
is  made  by  impressions  from  the  die/ '  etc.  He  further  states 
that  he  manufactured  the  rings  produced  under  letters  pat- 
ent bearing  date  October  9,  1866,  February  12,  1867, 
February  13,  1872,  and  December  3,  1872  ;  that  he  com- 
menced the  use  of  dies  over  two  years  ago,  to  save  expense  in 
the  production  of  the  rings  ;  that  he  claims  to  have  been  the 
inventor  in  the  use  of  dies  for  such  purpose  ;  and  that  their 
use  for  shaping  and  ornamenting  the  articles  is  a  valuable 
improvement. 

The  letters  patent  under  which  he  justifies  his  action,  and 
claims  protection,  have  been  issued  or  reissued  to  him,  as  in- 
ventor or  assignee,  several  years  since  the  date  of  the  com- 
plainant's invention,  and  have  been  exhibited  in  the  case.  I 
have  examined  their  specifications  and  claims  with  some  care, 
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and  am  unable  to  find  anything  in  them,  essential  to  the  re- 
sult, which  is  not  anticipated  by  the  Welling  patent.  For 
instance,  in  the  specifications  to  the  letters  patent  granted 
February  13,  1872,  and  reissued  November  26,  of  the  same 
year,  he  states,  that  he  takes  a  metallic  ring,  a  compo- 
sition of  vulcanizable  gum  of  a  consistency  about  equal  to 
stiff  dough,  rolls  it  into  sheets  of  uniform  thickness,  and 
applies  it  to  the  ring,  working  or  pressing  it  to  the  metal,  by 
the  hand,  or  otherwise.  It  is  then  placed  in  moulds  of  proper 
shape,  and  vulcanized  by  the  usual  process,  after  which,  the 
article  is  ready  for  the  action  of  the  dies.  "  The  dies  to  be 
used  should  be  a  very  little  smaller  than  the  article  to  be 
pressed,  so  that  they  may  thoroughly  compress  and  density 
the  coating  upon  the  metal.  They  should  have  cutting  edges, 
so  as  to  shear  off  the  superfluous  coating,  and  should  be  pro- 
vided with  suitable  indentations  or  engravings,  so  as  to  pro- 
duce the  desired  ornamentations.  *  *  *  The  dies  now 
being  ready  are  slightly  heated,  and  the  vulcanized  articles 
are  put,  one  at  a  time,  in  the  lower  die,  while  the  upper  die  is 
pressed  or  dropped  down  upon  it,  with  great  pressure.  As 
the  dies  act  upon  the  coating  with  equal  pressure  in  all  direc- 
tions, the  coating  is  made  homogeneous,  dense,  hard,  tough, 
and  susceptible  to  high  polish,  and  is  rendered  more  durable 
and  better,  than  if  it  were  not  so  pressed.  The  dies,  at  the 
same  time,  cut  off  the  superfluous  coating,  apply  ornamenta- 
tion, if  desired,  and  impart  a  considerable  polish,  thus  doing 
away  with  much  labor  in  '  tumbling,'  '  finishing,'  and  '  pol- 
ishing.' " 

We  have  only  to  compare  this  description  with  the  specifi- 
cation of  the  complainant's  patent,  to  ascertain  the  substantial 
identity  of  the  two  methods.  He,  also,  takes  a  metallic  ring, 
the  necessary  amount  of  artificial  ivory  composition  to  form 
the  covering,  and,  by  dies  or  by  hand,  causes  the  said  com- 
position to  completely  envelop  the  ring  with  as  much  uni- 
formity as  possible  ;  and,  to  give  the  exterior  finish  to  the 
same,  presses  and  solidifies  the  mass  of  composition  around 
the  ring  by  means  of  dies,  and  in  so  doing,  any  plain  or  more 
or  less  ornamental  shape  may  be  given  to  the  ring,  or  the  sur- 
face thereof.      The  ring  is  thus  made  of  the  desired  orna- 
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mental  appearance,  while  great  strength  is  attained,  at  very 
little  cost. 

It  will  be  perceived,  that  the  only  change  made  by  the  de- 
fendant's patent,  is  the  substitution  of  a  plastic  composition 
known  as  rubber  or  gutta-percha,  which  necessitates  the  ad- 
ditional process  of  vulcanization,  for  the  plastic  composition 
called  factitious  ivory  ;  not  the  same  substance,  indeed,  as  to 
its  essence  and  constituents,  but  a  similar  material,  in  regard 
to  its  capability  of  being  adapted  to  the  purpose  for  which 
the  former  is  used.  It  has  not  even  the  merit  of  novelty,  for 
the  English  patent  of  Newton,  granted  in  1851,  which  was 
first  exhibited  in  the  case  by  the  defendants,  and,  being  with- 
drawn by  them,  was  afterward  marked  as  an  exhibit  for  the 
complainant,  clearly  suggests  this  precise  use  of  the  material, 
without  the  application  of  dies.     In  his  specification  he  says  : 

"  When  it  is  desired  that  the  compound  of  caoutchouc  or 
gutta-percha  shall  serve  as  a  covering  to  the  iron  or  other 
substance,  a  thin  sheet  of  the  compound  is  pressed  with  great 
care  upon  the  iron  or  other  substance,  so  as  to  expel  all  air 
from  between  the  adjoining  surfaces,  and  to  cause  the  most 
perfect  union  and  adhesion  ;  the  coated  article  is  bound  with 
strips  or  ribbons  of  cloth,  whereby  the  compound  is  kept  in 
close  contact  with  the  article  during  the  process  of  hardening. 
The  combined  materials,  thus  treated,  will  be  found  to  possess 
the  qualities    desired,    the   iron    or   other  substance   giving 
strength,  and  the  compound  giving  a  hard  and  durable  sur- 
face.    In  this  way,  may  be  produced  many  articles  used  in 
and  about  harness  or  carriages,  such  as  saddle-trees,  buckles, 
martingale  rings,  dasher  irons,''  etc.,  etc. 

It  was  held,  in  a  recent  case  in  this  court,  Webster  v.  The 
New  Brunswick  Carpet  Company,  5  Off.  Gaz.,  522,  that  a  patent 
for  a  combination  is  infringed  by  the  use  of  a  similar 
combination,  although  one  of  the  elements  is  omitted  and 
another  substituted  for  it,  unless  the  substituted  device  is  a 
new  one,  or  performs  a  function  essentially  different,  or  was 
not  known  at  the  date  of  the  patent  as  a  proper  substitute 
for  the  one  omitted. 

It  would  seem,  therefore,  that  the  defendants  are  not  per- 
mitted to  shield  themselves  from  the  consequences  of  infringe- 
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ment,  by  incorporating  into  a  patent  the  inventions  of  others, 
without,  at  the  same  time,  so  changing  and  adjusting  the  rela- 
tions of  the  constituents  thus  taken,  as  to  produce  a  new  and 
useful  result.  They  have  failed  to  show  that  this  has  been 
done. 

But,  irrespective  of  this  view,  I  am  of  the  opinion,  on  the 
whole  case,  that  the  claim  of  the  complainant's  patent,  fairly 
construed,  is  not  to  be  limited  to  the  use  of  factitious  ivory  ; 
that  it  is  broad  enough  to  include  the  composition  of  rubber 
or  gutta-percha,  and  that  there  should  be  a  decree  for  the 
complainant,  according  to  the  prayer  of  his  bill. 


Frederick  H.  Bettsy  for  the  complainant, 
y.  C,  Clayton^  for  the  defendants. 


Lucy  A.  Doherty 

vs. 

James  G.  Haynes.    In  Equity. 

A  small  degree  of  utility,  in  the  invention,  will  protect  the  patent  from  attack 
upon  the  ground  that  the  invention,  not  being  useful,  is  not  patentable. 

Where  suit  is  brought  upon  reissued  letters  patent,  a  defence  that  the  patent, 
as  reissued,"  covers  more  than  was  contained"  in  the  original,  cannot 
be  considered  by  the  court,  when  the  original  patent  has  not  been  put  in 
evidence  ;  the  question,  requiring,  for  its  determination,  a  comparison  and 
construction  of  the  two  instruments. 

(Before  Clifford  and  Lowell,  JJ.,  District  of  Massachusetts,  May,  1874.) 

Clifford,  J. 

Letters  patent  were  granted  to  Nathaniel  Waterman,  on 
the  1 2th  of  May,  1863,  for  an  invention,  consisting  of  an  im- 
proved table  tray  or  waiter,  as  fully  described  in  the  speci- 
fication, and  the  record  shows  that  the  original  letters  patent 
were  subsequently  surrendered  and  reissued,  as  alleged  in 
vol.  1 — 19 
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the  bill  of  complaint,  and  that  the  complainant  is  the  sole 
owner  of  the  described  invention,  as  secured  in  the  reissued 
patent,  on  which  the  suit  is  founded.  Discussion  of  the  title 
of  the  complainant,  is  unnecessary,  as  it  was  not  controverted 
in  argument  ;  nor  is  it  necessary  to  refer,  with  much  particu- 
larity, to  any  other  of  the  allegations  of  the  bill  of  complaint, 
except  to  say,  that  the  respondent  is  formally  charged  with 
infringing  the  patented  invention,  and  that  the  complainant 
prays  for  an  account,  and  for  an  injunction.  Various  de- 
fences are  set  up  in  the  answer,  of  which  the  following  are 
the  only  ones  which  require  to  be  noticed  :  i.  That  the  in- 
vention is  not  patentable.  2.  That  the  person  named  in  the 
original  patent,  as  the  patentee,  was  not  the  original  and  first 
inventor  of  the  improvement.  3.  That  the  reissued  letters 
patent  were  fraudulently  obtained,  in  violation  of  the  rights 
of  the  respondent,  and  that  the  patent,  as  reissued,  "  covers 
more  than  was  contained  "  in  the  original  patent. 

Obviously,  the  first  two  defences  involve  mere  questions  of 
fact,  which,  in  view  of  the  record,  do  not  require  much  dis- 
cussion. Such  an  improvement,  in  order  that  it  may  be  pat- 
entable, must  be  new  and  useful ;  but,  if  it  be  useful,  even  in 
a  small  degree,  it  is  not  usual  for  the  court  to  reverse  the 
decision  of  the  Patent  Office,  in  that  regard.  Applying  that 
rule  to  the  case,  the  court  is  of  the  opinion,  that  the  first 
defence  is  not  sustained,  as  the  new  form  of  the  device,  may 
be  quite  convenient,  in  the  use  for  which  it  is  designed  ;  no 
direct  proof  having  been  introduced  to  support  the  allegations 
of  the  answer.  Curtis  on  Patents,  §  29  ;  Lcnvell  v.  Lewis  y  1 
Mason,  182. 

In  examining  the  second  question,  it  must  be  assumed,  that 
the  invention  described  in  the  reissued  patent  is  the  same  as 
that  secured  by  the  original  patent,  especially,  as  the  original 
patent  is  not  given  in  evidence  by  either  party.  Tested  by 
that  rule,  it  is  quite  clear,  that  the  second  defence  must  also 
be  overruled,  for  two  reasons  : 

1.  Because  the  letters  patent,  set  forth  in  the  bill  of  com- 
plaint, afford  a  prima  facie  presumption,  that  the  original  pat- 
entee was  the  original  and  first  inventor  of  what  is  therein 
described  as  his  improvement. 
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2.  Because  the  proofs  introduced  by  the  respondent,  to 
overcome  that  presumption,  and  to  prove  the  allegations  of  the 
answer,  are  wholly  insufficient  for  that  purpose. 

Attempt  was  made,  to  show  that  the  Seller  device,  is  of 
prior  date  ;  but,  it  will  be  sufficient  to  say,  that  the  proofs  are 
not  sufficient,  to  support  the  proposition.  Enough  has  already 
been  remarked,  to  show,  that  the  third  defence  cannot  be  sus- 
tained, as  there  is  no  proof  to  sustain  the  charge  of  fraud  ; 
and  the  second  ground  assumed,  is  not  open  to  the  respond- 
ent in  this  case,  as  the  original  letters  patent  were  not  intro- 
duced in  evidence.  Whenever  a  party  desires  to  set  up  the 
defence,  that  a  reissued  patent  is  not  for  the  same  invention 
as  the  original,  he  must  introduce  the  latter  in  evidence,  as 
the  question  is  one  of  law,  depending  upon  the  comparison 
of  the  two  instruments.  Seymour  v.  Osborne,  11  Wall.,  546. 
Consequently,  the  third  defence  must,  also,  be  overruled,  and 
the  complainant  is  entitled  to  a  decree  for  account,  and  for  an 
injunction.  • 


A.  A.  Ranney\  for  the  complainant. 
C.  D.  Wright,  for  the  defendant. 


Samuel  L.  Hill 


vs. 
J.  T.  Houghton.    In  Equity. 

The  reissued  patent  of  complainant,  is,  for  spelling  blocks,  cubical  in  shape, 
and  having  different  letters  of  the  alphabet  upon  two  or  more  of  their 
sides.  It  is  shown,  that,  prior  to  the  patentee's  invention,  spelling 
blocks  of  the  same  shape  had  been  made,  having  numbers,  letters  and 
pictures  upon  them,  and  some  of  which,  had  two  letters  upon  each  block  : 
Held,  that,  in  view  of  this  state  of  the  art,  it  was  not  a  patentable  im- 
provement, to  place  two  or  more  letters  on  each  block,  even  though  the 
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patentee  may  have  been  the  first  person  to  place  them  systematically, 
with  a  view  to  enlarge  the  usefulness  oi  the  blocks. 

The  first  claim  of  the  reissued  patent,  granted  to  the  complainant,  for  new 
and  useful  spelling  blocks,  held  invalid. 

A  patent  for  spelling  blocks,  cubical  in  shape,  having  different  letters  upon 
two  or  more  of  their  sides,  and  upon  one  side  of  each  block  a  numeral, 
by  the  aid  of  which,  in  connection  with  a  printed  key,  the  blocks  needed 
for  spelling  any  word,  may  be  readily  found,  is  not  infringed,  by  the 
manufacture  and  sale  of  similar  cubical  spelling  blocks,  without  numer- 
als and  a  printed  key,  but  having  a  picture,  on  each  block,  in  place  of  the 
numeral. 

(Before  Lowell,  J.,  District  of  Massachusetts,  May,  1874.) 

Lowell,  J. 

The  reissued  patent  of  the  complainant,  is  for  a  new  and 
useful  spelling  block,  and  the  nature  of  the  invention,  is  de- 
clared in  the  specification,  to  consist,  first,  in  placing  different 
letters  of  the  alphabet  upon  two  or  more  sides  of  cubical  or 
six-sided  blocks,  so  that,  by  combining  the  blocks,  words,  in 
which  the  same  letters  occur  more  than  once,  ma)r  be  readily 
spelled  ;  and  second,  in  placing,  upon  one  side  of  each  block, 
a  numeral,  by  the  aid  of  which,  in  connection  with  a  printed 
key,  the  blocks,  needed  for  spelling  any  word,  may  be  readily 
found.  The  two  claims  follow  this  description.  The  de- 
fendant has  made  blocks  with  letters  upon  two  or  more  sides, 
and'  each  block  contains  a  picture  on  the  sixth  side.  It  is 
proved,  that  six-sided  cubical  blocks,  of  wood,  were  in  com- 
mon use,  as  toys,  before  the  plaintiff  made  his  invention,  and 
two  sets  are  given  in  evidence,  which  were  actually  made,  and 
have  been,  for  twenty  years,  in  the  possession  of  the  witness 
who  identifies  them. 

This  evidence  is  not  impeached  or  disputed  ;  the  blocks,  in 
both  samples,  are  made  of  wood,  and  have  letters  and  pic- 
tures and  other  devices  upon  them.  One  set  is  numbered 
consecutively,  with  conspicuous  numerals,  from  1  to  24,  and 
this  set  has  several  pictures,  illustrating  each  letter.  The 
second  set  consists  of  twenty-four  blocks,  and  has  pictures, 
some  of  which  illustrate  the  letter,  and  some  do  not.  The 
first  set  has  two  letters  on  two  of  the  blocks,  combining  I 
and  J,  and  W  and  V,  thus  enabling  the  twenty-six  letters  to 
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be  placed  on  twenty-four  blocks.  The  second  set  has  five 
blocks,  on  each  of  which  two  letters  are  placed,  though  evi- 
dently not  intended  to  enlarge  the  spelling  capacity  of  the 
blocks,  since  the  repeated  letters  are  not  those  which  would 
be  much  in  demand.  In  this  state  of  the  art,  we  are  of  opinion, 
that  it  was  not  a  patentable  improvement,  in  spelling  blocks, 
to  place  two  or  more  letters  on  each  block,  even  though  the 
plaintiff  may  have  been  the  first  person  to  place  them  system- 
atically, with  a  view  to  enlarge  the  usefulness  of  the  blocks. 
In  a  machine,  it  may  sometimes  be  invention,  to  adapt  the  ma- 
chine to  greater  usefulness,  by  a  plan  which  has  been*  very 
nearly  approached,  but  never  actually  reached,  before  ;  the 
point  is  often  a  somewhat  nice  one.  In  this  case,  we  think  the 
invention  was  fairly  complete,  when  the  blocks  had  been  ar- 
ranged for  spelling  a  great  variety  of  words,  and,  especially, 
when,  for  economy  of  space  or  other  reasons,  several  of  the 
blocks  were  impressed  with  more  than  one  letter ;  otherwise 
the  novelty,  and  the  infringement  must  depend  upon  the  par- 
ticular letters  which  are  repeated.  We  do  not  find  that  the 
second  claim  is  infringed.  The  defendant  has  a  picture  on 
each  of  his  blocks,  and  they  appear  to  be  put  on  without  any 
system,  and  he  has  never  used  a  printed  key.  It  may  possi- 
bly happen,  that  a  child  seeing  the  picture,  would  recognize 
the  block,  as  being  one  with  certain  letters  upon  it ;  but  this 
is  no  more  than  might  happen  with  the  old  form  of  block, 
containing  a  picture  and  a  numeral.  The  picture  thus  used, 
does  not  seem  to  us  an  equivalent  for  numerals,  arranged  for 
use  with  a  printed  key,  if  we  construe  the  claim  with  respect 
to  what  had  already  been  done,  and  thus  confine  it  to  the 
exact  novelty  which  was  introduced  by  the  plaintiff. 

Bill  dismissed. 


J.  Van  Santvoordy  for  the  complainant. 
A,  A.  Ranneyy  for  the  defendant. 
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William  H.  Cammeyer  et  al. 

vs. 

John  Newton  et  al.    In  Equity.* t 

The  specification  of  the  letters  patent  granted  to  William  H.  Cammeyer,  as 
assignee  of  Samuel  Lewis,  as  inventor,  July  28,  1868,  for  an  '*  im- 
proved portable  and  adjustable  still-water  dam/'  describes  a  dam  so  con- 
structed and  arranged  as  to  require  to  be  suspended,  at  all  times  when  it 
is  used  as  a  dam,  from  the  main  deck  of  the  boat  above  it. 

In  the  first  claim  of  the  patent,  namely,  "  1.  The  construction  and  arrange- 
ment of  a  portable  and  adjustable  dam  in  sliding  or  telescopic  sections, 
in  the  manner  and  for  the  purposes  herein  described,"  it  is  a  necessary 
part  of  the  manner  of  construction  and  arrangement  of  the  dam  in  such 
sections,  that  it  shall  be  suspended  from  the  deck  when  in  use,  and  such 
suspension  is  a  necessary  element  of  the  claim. 

In  the  second  claim  of  the  patent,  namely,  '*  2.  The  combination  of  the  self- 
anchors,  3,  with  the  dam,  in  the  manner  and  for  the  purposes  herein  de- 
scribed," the  features  of  self-adjustment,  in  the  self-anchors,  that  is,  free- 
dom of  slide  in  their  sockets,  with  the  rise  and  fall  of  the  bottom  section, 
so  as  to  rest  always  on  the  bottom,  whatever  the  position  of  the  bottom 
section  relatively  to  the  bottom,  is  inseparable  from  the  feature  of  the 
suspension  of  the  telescopic  dam  from  the  boat. 

The  organization  of  the  structure  described  in  the  patent  proceeds  on  the 
principle  that  it  is  to  be  firmly  attached  to  and  suspended  from  a  floating 
boat,  and  to  be  subject  to  all  the  movements  of  such  boat,  whether  ver- 
tical, lateral,  or  undulatory.  It  does  not  suggest  the  idea  that,  when 
once  put  in  place  on  the  bottom,  it  is  to  remain  there  uninfluenced  by 
the  involuntary  movements  of  a  boat,  nor  the  idea  that  the  self-adjusting 
features  of  the  self-anchors  can  be  dispensed  with,  and  that  such  self- 
anchors  may  be  replaced  by  legs  capable  of  being  set  at  desired  lengths, 
but  then  necessarily  to  be  deprived  of  all  capacity  of  self-adjustment. 

A  structure  consisting  of  an  iron  dome,  to  be  sunk  on  the  rock,  to  protect 
drills  and  divers  from  the  velocity  of  the  current,  and  which,  although 
lowered  and  raised  from  a  boat,  is  disconnected  therefrom  and  uncon- 
trolled thereby,  when  in  position,  and  a  series  of  drill-tubes  rigidly  affixed 
to  and  within  the  dome,  in  which  tubes  to  work  the  drills,  by  dropping 


*  12  Blatchf.  C.  C.  R.,  122. 
f  Affirmed  by  Supreme  Court,  4  Otto,  225. 
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them  by  their  own  weight,  and  raising  them  by  connection  with  the  mo- 
tive power  on  the  boat,  and  having  legs  or  spuds  around  the  lower  edge 
of  the  dome,  which  fall  by  gravity  until  they  bear  on  the  bottom  in  such 
manner  as  to  insure  the  horizontality  of  such  lower  edge,  and  then  are 
prevented  from  moving  by  self-acting  cams  which  hold  them  perma- 
nently in  place,  the  dome  and  the  drill-tubes  being  unaffected  by  any 
motion  in  the  boat,  and  the  attachments  to  the  drills  being  by  loose  con- 
nections, and  no  part  of  the  dome  being  self  adjusting  to  varying  depths 
of  water,  is  not  an  infringement  of  the  first  and  second  claims  of  said 
patent. 

The  third  claim  of  said  patent,  namely,  "  3.  The  combination  of  the  boats, 
supports  or  floats  with  the  dam,  as  above  described,  and  the  arrange- 
ment of  anchors  to  hold  such  boats  in  position,  in  the  manner  and  for 
the  purposes  described,"  is  not  infringed  by  a  structure  in  which  there 
are  no  anchors  connected  with  the  dam  by  chains  which  also  connect  the 
dam  with  the  boat. 

The  fourth  claim  of  said  patent,  namely,  "  4  The  combination  of  wind- 
lasses, chains  and  boats  with  the  dam,  as  above  described,  so  that,  by 
the  construction  thereof,  a  series  of  drills  may  be  operated  within  and 
inclosed  by  the  dam,  in  the  manner  and  for  the  purposes  herein  de- 
scribed," is  not  infringed  by  an  apparatus  in  which  there  are  no  chains 
combined  with  the  dam,  and  in  which  the  drills  are  not  operated  in  the 
manner  described  in  said  patent,  namely,  in  reference  to  the  movements 
of  the  boat. 

(Before  Blatchford,  J.,  Southern  District  of  New  York,  June,  1874.) 

Blatchford,  J. 

This  suit  is  brought  on  letters  patent  granted   July   28, 
1868,  to  William  H.  Cammeyer,  as  assignee  of  Samuel  Lewis, 

« 

as  inventor,  for  an  "  improved  portable  and  adjustable  still- 
water  dam."  The  specification  states,  that  the  invention  is 
an  "  improved  portable  and  adjustable  dam  for  the  purpose 
of  producing  still  water  in  which  to  operate  for  the  blasting 
and  removal  of  obstructions  in  rivers  and  other  water- 
courses." It  says  :  "  It  is  a  fact  well  known  to  practical  men, 
that  the  work  of  blasting  rocks  under  water  is  attended  by 
many  and  great  difficulties.  Wherever  such  obstructions 
exist  in  a  channel,  they  produce  a  throttling  or  contraction 
of  the  water-course,  and  a  consequent  acceleration  of  the  cur- 
rent or  tidal  flow,  that  renders  any  operation  with  a  view  to 
their  removal  next  to  impossible,  except  during  two  or  three 
hours  of  the  twenty-four  of  each  day.  Taking,  as  an  example 
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Hell  Gate,  between  the  city  of  New  York  and  Long  Island, 
it  has  been  found  impracticable,  owing  to  the  intensity  of  the 
current,  to  work  unintermittingly  with  any  apparatus  or  pro- 
cess yet  devised.     On  account  of  the  nature  of  the  bottom, 
a  coffer  dam  was  out  of  the  question  ;  the  drilling  by  hand 
from  the  surface  is  equally  impracticable,  owing  to  the  depth 
of  the  water  and  the  difficulty  already  named  ;  while  the  sur- 
face blasting  of  Maillefert  was  simply  a  criminal  waste  of 
explosives,  which  spent  their  force  mainly  upon  the  yielding 
water  surrounding  and  overlying  the  blast  or  charge.      Thus, 
in  the  absence  of  means  to  remove  these  subaqueous  obstruc- 
tions, some  of  our  most  important  water  thoroughfares  are 
either  partially  or  entirely  closed  to  the  commerce  of  the 
world,  and  vessels  of  light  draft  and  small  consequence  to 
trade  are  the  only  users  of  channels  which,  with  but  little 
addition  to  the  work  of  nature,  might  be  converted  into  high- 
ways for  the  most  magnificent  vessels  and  the  most  precious 
freights  that  float,  at  once  increasing  the  inducements,  by  ex- 
tending the  facilities,  of  commercial  intercourse.     In  view  of 
this  most  important  desideratum,  the  present  applicant  has 
devised  the  apparatus  herewith  submitted,  the  main  object  of 
which  he  would  premise  to  be  the  enabling  of  workmen  (when 
necessary)  to  continue  their  operations  during  the  entire  day 
and  night,  without  any  reference  to  the  strength  or  state  of 
the  tide,  or  the  varying  depth  of  the  water,  and,  by  using  a 
number  of  drills  simultaneously,  to  increase  the  amount  of 
execution  almost  indefinitely.     These  results  can  be  accom- 
plished, it  is  believed,  by  the  mechanism  accompanying  these 
presents,  and  illustrated  in  the  drawings  attached.*'      The 
difficulty  of  blasting  rocks,  under  water,  in  a  channel  way 
such  as  Hell  Gate,  and  the  importance  of  devising  an  appa- 
ratus for  doing  the  work,  not  only,  with  facility,  but  contin- 
uously, are  not  overstated,  in  this  language.  To  achieve  suc- 
cess in  such  an  undertaking  was  an  object  worthy  of  the 
efforts  of  any  inventor  or  engineer.     But,  it  is  evident,  from 
the  language  of  the  specification,  that  Lewis  had  not,  before 
taking  out  his  patent,   put  to  any  practical  test  or  use  the 
apparatus  he  describes.     He  says,  that  he  believes  his  me- 
chanism will  accomplish  the  results  desired.    The  description 
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given,  in  the  specification,  of  the  apparatus  of  Lewis,  is  sub- 
stantially this  :  Two  boats  are  prepared,  (double-en ders,  as 
shown,)  on  one  or  each  of  which  is  an  engine  of  requisite 
power,  with  propellor  and  machinery  complete  for  moving 
the  boat,  raising  the  anchors,  varying  the  depth  of  the  dam, 
and  operating  the  drills.  These  boats,  or  hulls,  are  connect- 
ed by  a  substantial  deck.  This  deck  has  an  opening  in  its 
centre,  equal  to  the  horizontal  area  of  the  dam,  for  the  pur- 
poses of  access  and  light  to  the  diver,  etc.  From  this  deck 
is  suspended  the  telescopic  or  sectional  portion  of  the  appa- 
ratus, with  its  chains  and  attachments  all  previously  adjusted 
and  ready  to  be  drawn  through  their  respective  openings  in 
the  deck.  The  manner  of  constructing  the  telescopic  portion 
is,  to  prepare  a  series  of  plates,  of  galvanized  iron  or  any 
other  proper  material,  of  suitable  thickness,  and  bend  and 
fasten  them  into  the  form  shown  in  the  drawings  (which  is 
that  of  an  acute  angled  parallelogram,  of  greater  length  than 
width,  there  being  a  series  of  such  parallelograms  sliding 
vertically  one  within  another),  so  as  to  offer  the  least  resist- 
ance to  the  tide  or  current,  thereby  easing  the  work  of  the 
anchors,  and  contributing  to  the  control  of  the  apparatus 
generally.  Each  division  of  the  dam  is  bent  inwards  at  its 
upper  edge,  and,  at  its  lower  edge,  has  a  strip  fastened,  so 
as  to  prevent  the  sections  from  separating.  Each  section  is 
likewise  provided  with  four  eyes  or  eyebolts,  one  at  each  side 
and  one  at  each  end,  which  serve  as  guides  to  the  several  sec- 
tions while  opening,  the  eyebolts  on  the  bottom  section  being 
attached  permanently  to  the  chains  through  which  the  dam 
is  operated.  The  bottom  section  is  provided  with  four  framed 
wheels  or  eyebolts  for  the  side  anchor  chains  to  pass  through. 
These  side  anchor  chains  are  to  be  operated  by  windlasses, 
and  extend  from  the  boats  above  through  the  eyebolts  on 
the  bottom  section,  and  then  outward  to  the  side  anchors. 
There  are  also  chains  directly  from  the  boats  to  the  side  an- 
chors, and  chains  from  the  ends  of  the  boats  directly  to  end 
anchors.  The  dam  is  to  be  operated  by  windlasses.  The 
drills  work  in  tubes,  the  lower  ends  of  the  tubes  being  fas- 
tened into  braces  attached  to  the  bottom  section  of  the  dam. 
The  upper  ends  of  the  drill  tubes  play  freely  in  a  guide  plate 
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attached  permanently  to  the  boats,  so  as  to  enable  them  to 
slide  up  and  down  and  adapt  themselves  to  the  depth  of  the 
dam.  It  is  stated,  however,  that  a  full  length  tube  is  not 
deemed  essential,  as  a  section  of  sufficient  height  above  the 
braces  on  the  bottom  section  of  the  dam,  to  prevent  the  drill 
from  being  entirely  withdrawn  therefrom  during  a  stroke, 
is,  for  some  reasons,  to  be  preferred  ;  and  that,  if  the  stroke 
of  the  drill  be  twelve  inches,  a  length  of  tube  of  fifteen  inches, 
set  with  a  rocking  joint  in  the  lower  brace,  would  be  all  that 
is  essential  to  guide  the  drill.  The  bottom  section  of  the 
dam  has  attached  to  it,  on  the  outside,  sockets,  in  which 
move  and  play  freely,  in  a  vertical  direction,  by  the  force  of 
gravity,  what  are  called  "  self-anchors,"  3,  being  bars  of  iron, 
shown  to  be  of  a  length  nearly  equal  to  the  height  of  the  two 
lower  sections  of  the  dam,  which,  by  virtue  of  their  length 
and  free  play,  adapt  themselves  to  the  irregularities  of  the 
bottom,  and  take  a  rigid  and  steady  hold.  They  are  to  be 
connected  with  the  deck,  so  as  to  be  taken  out  of  the  way, 
when  desirable.  The  telescopic  apparatus  is  suspended  from 
the  deck  by  four  links  and  bolts,  and  the  several  chains  are 
drawn  through  their  respective  openings  and  attached  to  their 
proper  windlasses.  The  boats,  dam  and  all  appurtenances 
being  complete,  with  the  sliding  sections  closed,  the  machine 
is  taken  to  the  spot  on  which  it  is  intended  to  begin  work,  the 
anchors  are  put  out,  and  the  dam  is  lowered.  The  various 
self-anchors  find  bearings,  at  various  lengths,  below  the  bot- 
tom edge  of  the  bottom  section,  according  to  the  inequalities 
of  the  rock.  It  is  stated,  that  they  will  render  any  move- 
ment of  the  dam  "  very  improbable,  especially  when  assisted 
by  the  co-operative  hold  of  the  outside  anchors/'  that  is, 
the  side  anchors,  chains  from  which  run  through  the  eyebolts 
on  the  bottom  section  of  the  dam,  to  the  deck  of  the  boats. 
The  claims,  four  in  number,  are  in  these  words  :  "  1.  The 
construction  and  arrangement  of  a  portable  and  adjustable 
dam.  in  sliding  or  telescopic  sections,  in  the  manner  and  for 
the  purposes  herein  described  ;  2.  The  combination  of  the 
self-anchors,  3,  with  the  dam,  in  the  manner  and  for  the 
purposes  herein  described  ;  3.  The  combination  of  the  boats, 
supports  or  floats  with  the  dam,  as  above  described,  and  the 
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arrangement  of  anchors  to  hold  such  boats  in  position,  in  the 
manner  and  for  the  purposes  described  ;  4.  The  combination 
and  arrangement  of  windlasses,  chains,  and  boats  with  the 
dam,  as  above  described,  so  that,  by  the  construction  thereof, 
a  series  of  drills  may  be  operated  within,  and  inclosed  by, 
the  dam,  in  the  manner  and  for  the  purposes  herein  de- 
scribed/' 

It  is  very  clear;  that  the  construction  and  arrangement  of 
the  dam  in  the  manner  described  in  the  specification  requires 
that  it  shall  be  suspended  from  the  main  deck  at  all  times 
when  it  is  in  use  as  a  dam.  The  specification  states,  that 
figure  3  of  the  drawings  shows  "  the  manner  of  suspending 
the  dam  from  the  main  deck."  Again,  the  specification  says, 
that,  from  the  deck  "  is  suspended  the  telescopic  or  sectional 
portion  of  the  apparatus,"  and  that  ••  the  telescopic  appara- 
tus, thus  prepared,  is  then  suspended  from  the  deck."  When 
therefore,  the  first  claim  of  the  patent  claims  "  the  construc- 
tion and  arrangement  of  a  portable  and  adjustable  dam  in 
sliding  or  telescopic  sections,  in  the  manner  and  for  the  pur- 
poses herein  described,"  it  is  a  necessary  part  of  the  manner 
of  construction  and  arrangement  of  the  dam  in  such  sections, 
that  it  shall  be  suspended  from  the  deck  when  in  use,  and 
such  suspension  is  a  necessary  element  of  the  claim.  The 
sections  are  not  only  free  to  slide  on  one  another,  but,  when 
the  dam  is  in  use,  the  sections  are  to  adjust  themselves  to 
varying  depths  of  water,  such  as  are  caused  by  the  rise  and 
fall  of  the  tide,  whereby  the  distance  of  the  point  of  suspen- 
sion of  the  dam  from  the  bottom  is  varied.  This  requires  that 
the  top  section  shall  be,  at  all  times,  connected  with  the  boat 
by  links  and  bolts,  as  stated  in  the  specification,  or  by  means 
equivalent,  and  that  the  bottom  section  shall  be  connected, 
or  "attached  permanently,"  as  stated,  by  chains,  or  by 
means  equivalent,  with  a  hoisting  apparatus  on  the  boat.  If 
the  top  section  is  not  connected  with  the  boat,  the  letting 
down  of  the  bottom  section  will  cause  all  the  other  sec- 
tions to  go  down  with  it,  and  they  will  not  be  opened 
out  telescopically.  If  the  top  section  is  connected  with 
the  boat,  and  the  bottom  section  is  not  connected  with  a 
hoisting  apparatus  on  the  boat,  the  dam  cannot  be  lifted,  and 
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the  bottom  section  will  always  rest  on  the  bottom,  or,  in 
water  deep  enough,  the  sections  will  all  of  them  remain  ex- 
tended to  their  full  length.  No  dam  constructed  and  ar- 
ranged in  sliding  or  telescopic  sections  can  be  constructed 
and  arranged  in  the  manner  described  in  the  patent,  so  as  to 
be  within  the  first  claim  thereof,  unless  the  sections  are  free, 
at  all  times,  when  the  dam  is  in  operation,  to  slide  on  each 
other,  and  unless  the  top  section  is  attached  to  and  suspended 
from  the  boat,  and  the  bottom  section  is  connected  with  a 
hoisting  apparatus  on  the  boat. 

The  second  claim  of  the  patent  is  a  claim  for  "  the  com- 
bination of  the  self-anchors,  3,  with  the  dam,  in  the  manner 
and  for  the  purposes  herein  described."     As  the  dam,  in  its 
telescopic  sections,  was  to  be  self-adjusting  to  tidal  and  other 
variations  of  depth,  so  the  self-anchors  must  be  free  to  slide 
in  their  sockets  with  the  rise  and  fall  of  the  bottom  section, 
so  as  to  rest  always  on  the  bottom,  whatever  the  position  of 
the  bottom  section  relatively  to  the  bottom.     Unless  the  bot- 
tom section  should  be  free  to  slide  on  the  self-anchors,  then, 
when,  by  reason  of  the  depth  of  the  water,    the    sections 
should  be  extended  to  their  full  length,  a  raising  of  the  bot- 
tom section,  by  an  increase  in  the  depth  of  the  water,  would 
raise  the  lower  ends  of  the  self -anchors  from  the  bottom,  and 
not  only  would  they  not  be  self-anchors,  but  the  losing  of 
their  hold  on  the  bottom  would  very  probably  subject  the 
dam  to  such  movement  as  to  clog  or  stop  the  working  of  the 
drills.     The  suspension  of  the  dam  from  the  boat  introduced 
a  difficulty  which  the  self-acting  or  self-adjusting  feature  of 
the  self-anchors,  by  their  being  thus  free  at  all  times  from 
attachment  to  their  sockets,  was  designed  to  overcome.  "  This 
feature  of  self-adjustment  in  the  self-anchors  was  necessary  to 
maintain  the  connection  of  the  dam  with  the  bottom  at  all 
times,  and  the  necessity  for  such  feature  grew  out  of  the  fact 
that  the  dam  was  suspended  from  the  boat,  and  the  connec- 
tion of  the  dam  with  the  bottom  was  liable  to  be  severed  by 
the  receding  of  the  boat  from  the  bottom  as  the  tide  should 
rise  beyond  a  depth  equal  to  the  extreme  extent  of  the  sec- 
tions.    Therefore,  the  feature  of  self-adjustment  in  the  self- 
anchors  is  inseparable  from  the  feature  of  the  suspension  of 
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the  telescopic  dam  from  the  boat.  The  term  "  self-anchors." 
in  the  specification,  and  in  the  second  claim,  means,  anchors 
capable  of  self-adjustment  by  having  at  all  times  free  play, 
because  not  attached  to  their  sockets,  and  so  not  moving  with 
the  movement  of  the  bottom  section  to  which  the  sockets  are 
attached;  and  the  term  "the  dam,"  in  the  second  claim, 
means  a  dam  suspended  from  the  boat,  with  the  resulting 
consequences,  in  its  movement,  in  operation,  before  stated. 
A.  combination,  to  be  within  the  second  claim,  must  be  a 
combination  of  such  self-anchors  with  such  a  dam,  ana  the 
combination  must  be  made  in  the  maner  described,  that  is,  so 
as  to  allow  of  such  self-adjustment  in  the  self-anchors. 

The  organization  of  the  plaintiffs*  structure  proceeds  on 
the  principle  that  it  is  to  be  firmly  attached  to  and  suspended 
from  a  floating  boat,  and  to  be  subject  to  all  the  movements 
of  such  boat,  whether  vertical,  lateral,  or  undulatory.  It  does 
not  suggest  the  idea  that  the  structure  is  not  to  be  fastened  to 
a  boat,  and  is  not  to  be  suspended  from  a  boat,  and  is  not  to 
be  subservient  to  the  involuntary  movements  of  a  boat,  but 
is,  when  once  put  in  place  on  the  bottom,  to  remain  there 
uninfluenced  by  the  involuntary  movements  of  a  boat.  It 
does  not  suggest  the  idea  that  the  self-adjusting  feature  of 
the  self-anchors  can  be  dispensed  with,  and  that  such  self-an- 
chors may  be  replaced  by  legs  capable  of  being  set  at  desired 
lengths,  but  then  necessarily  to  De  deprived  of  all  capacity 
of  self -adjustment. 

With  this  view  of  the  plaintiffs'  structure,  we  are  prepared 
to  consider  what  is  alleged  against  the  defendants.  The  prin- 
cipal defendant,  General  Newton,  is  an  officer  of  the  engi- 
neers in  the  army  of  the  United  States,  who  has,  for  several 
years  past,  been  in  charge  of  the  operations  for  removing 
obstructions  to  navigation  caused  by  rocks  under  water  in 
the  harbor  of  New  York  and  in  Hell  Gate  and  its  approaches. 
The  other  defendants  have  been  subordinate  to  him,  he  and 
they  being  employed  and  paid  by  the  Government  of  the 
United  States  to  do  what  they  have  done  in  respect  to  the 
matters  alleged  against  them.  Under  the  direction  of  Gen- 
eral Newton,  an  apparatus  has  been  used  in  drilling  and  blast- 
ing subaqueous  rocks  in  the  harbor  of  New  York  and  Hell 
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Gate.  The  bill  not  only  contains  the  usual  averments  that 
the  use  of  this  apparatus  is  an  infringement  of  the  plaintiffs' 
patent,  and  that  General  Newton  caused  such  apparatus  to 
be  constructed  and  used,  but  also  avers,  that,  in  planning 
such  apparatus,  and  in  preparing  to  construct  it,  General 
Newton  caused  drawings  to  be  made,  without  the  knowledge 
or  consent  of  the  plaintiffs,  from  a  model  of  the  invention  of 
Lewis,  belonging  to  the  plaintiffs,  and  that  he,  in  like  man- 
ner, and  in  initiating  said  infringement,  caused  another 
model  to  be  constructed  from  the  said  model,  embodying  its 
principal  features  of  construction,  as  set  forth  in  the  plain- 
tiffs' patent,  and  that  he  obtained  from  the  United  States 
Patent  Office,  and  in  like  manner  used,  a  copy  of  the  spec- 
ification and  drawings  of  said  patent. 

The  answer  of  General  Newton  denies  the  infringement  al- 
leged, and  avers  that,  during  the  year  1869,  he  invented  an 
apparatus  for  use  as  a  caisson,  coffer-dam  and  diving  bell,  in 
excavating  and  taking  out  rock  in  the  harbor  of  New  York  ; 
that  it  was  constructed  by,  and  at  the  expense  of,  the  United 
States,  and  has  since  been  used  exclusively  by  the  United 
States,  in    the  prosecution  of  the  work  undertaken  by   the 
United  States,  of  improving  the  harbor  of  New  York  ;  that 
General  Newton,  being  an  officer  of  the  United  States,  and  a 
lieutenant  colonel  of  engineers  in  the  army  of  the  United 
States,  has  been  heretofore  assigned  to  the  duty  of  directing 
the  said  improvement  of  the  harbor  of  New  York,  and,  in  pur- 
suance of  his  aforesaid  duty,  and  acting  for  the  United  States, 
has  used  the   said  apparatus  ;    that   the   other   defendants, 
during  all  the  time  they,  or  either  of  them,  have  had  any 
connection  with  the  use  of  the  said  apparatus,  have  been  em- 
ployed and  paid  by  the  United  States,  and  have  acted  in  con- 
nection therewith   solely  as  employees    and    agents   of  the 
United  States  ;   that  neither  he  nor  any  of  the   defendants 
have  derived  any  profit  or  emolument  from  the  construction 
or  use  of  said  apparatus  ;  that,  in  the  year  1867,  in  Boston 
harbor,  Massachusetts,  one  George  W.  Townsend  put  in  opera- 
tion a  method  of  drilling  and  blasting  rock  under  water  in  a 
rapid  tide-way,  using  therefor  a  drilling  platform  supported 
1  by  anchors  and  adjustable  legs,  combined  with  a  boat  and  a 
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system  of  windlasses,  anchors  and  chains,  together  with 
suitable  machinery  by  means  of  which  a  system  of  drills 
might  be  operated,  substantially  like  the  apparatus  claimed 
by  the  plaintiffs  ;  that  the  apparatus  and  dam  alleged  to  have 
been  invented  by  Lewis  was  not  in  fact  the  invention  of 
Lewis,  but  the  same  had  been  invented  and  described  by  the 
defendant  Newton  prior  to  its  invention  by  Lewis  ;  that  such 
invention  and  a  description  thereof  were  printed  and  published 
in  a  letter  from  the  Secretary  of  War  of  the  United  States  to 
the  House  of  Representatives  in  the  Congress  of  the  United 
States,  dated  Washington,  February  nth,  1867,  containing  a 
report  made  by  the  defendant  Newton,  which  gave  a  full  and 
complete  description  of  said  machine  so  invented  by  the  de- 
fendant Newton,  together  with  the  mode  of  constructing  and 
using  the  same,  which  said  letter  and  report  were,  on  the 
14th  of  February,  1867,  ordered  by  said  House  of  Represen- 
tatives to  be  printed,  and  were  printed  and  published  at 
Washington,  and  are  known  as  Executive  Document  No.  90, 
House  of  Representatives,  2d  Session,  39th  Congress  ;  that 
the  said  apparatus  alleged  to  have  been  invented  by  Lewis 
was  in  fact  invented  by  the  defendant  Newton  ;  and  that 
Lewis  unjustly  and  surreptitiously  obtained  a  patent  for  the 
said  apparatus,  which  was  in  fact  invented  by  said  Newton, 
who  was  using  reasonable  diligence  in  adapting  and  perfect- 
ing the  same. 

The  report  of  General  Newton,  thus  referred  to,  is  dated 
January  21,  1867.  It  contains  plans  and  estimates  for 
operations  to  improve  Hell  Gate  for  purposes  of  navigation. 
After  describing  the  results  attained  by  blasting,  by  placing 
charges  of  powder  in  position  on  the  rocks,  without  the  u$e 
of  diving  bells  or  submarine  armor,  and  exploding  such 
charges,  the  report  of  General  Newton  proposes  to  prepare 
the  surface  of  the  rocks  for  ulterior  operations,  by  blowing  off 
the  sharp  points  and  projections  by  charges  placed  in  posi- 
tion by  divers,  until  the  rock  is  reduced  to  a  more  uniform 
surface,  then  to  blast  the  rock  by  introducing  charges  into 
drill  holes  made  for  the  purpose,  and  to  remove  the  debris 
by  divers.  The  report  then  proceeds  :  "  The  current,  which 
has  a  maximum  velocity  of  8.50  miles,  limits   the  time  of 
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working  under  water  to  a  little  over  two  hours  per  day,  dur- 
ing   and    about    the    time  of  slack  water,   and    hence  the 
time   and    expense,    unless   some  means   of    shielding     the 
divers  and  operators  from  the  force    of  the  current  can  be 
devised,  would    prove    a  serious   objection.       Even    if   the 
persons   using  the  drill   were    protected    from  the  current, 
the  delay   incident  to   this   mode  of  operations,"    that    is, 
drilling  by  divers,  under  water,   "  would    be  considerable  ; 
but,  if  the  drilling  were  conducted  from  the  surface  of  a  plat- 
form above  the  water,  the  same  results  would  be  reached  as 
on  dry  land.     A  platform  of  suitable  size,  with  vertical  slid- 
ing supports,  capable  of  being  raised  or  lowered  through  a 
considerable  height,  is  prepared  and  floated  to  its  position, 
supported  on  the  decks  of  two  scows  or  other  floats,  one  on 
each  side.     Arrived  at  the  place,  the  floats  are  moored,  the 
vertical  supports  of  the  platform  let  down  to  the  bottom,  se- 
curely fastened  to  the  platform,  and  braced  to  each  other,  if 
necessary.     This  operation  being  done  at  the  top  of  the  tide, 
the  scows  are  floated  away  when  the  water  falls.     The  sup- 
ports to  the  platform  may  be  placed  within  ten  feet  of  each 
other,   and  the  weight  of  the  platform,  to  insure  steadiness 
and  stability,  fixed  at  any  desirable  standard.     The  supports 
may   be  lashed  above  and  below  the  platform  to  other  up- 
rights placed  for  that  purpose,  and  may  be  wedged  also,  to 
prevent  working.     To  avoid  the  interference  of  the  currents 
with  the  drills,  these  may  be  made  to  work  in  hollow  iron 
cylinders,  reaching  from  the  platform  to  the  rock.     A  steam 
engine,  or  machine  worked  by  hand,  can  then  be  applied  to 
the  drills,  and  the  work  pushed  regardless  of  the  currents. 
To  remove  the  rock  blasted,  it  will  likewise  be  necessary  to 
protect  the  persons  of  the  divers  from  the  force  of  the  cur- 
rents, and  it  is  proposed  to  do  this  in  the  following  or  similar 
mode.     Two  cylindrical  floats,  of  sufficient  buoyancy,  made 
of  boiler  iron,  are  placed  say  thirty  feet  from  centre  to  cen- 
tre.   Towards  their  extremities  they  are  inclined  toward  each 
other,  until  they  meet,  forming  one  float,  say  one  hundred 
and  sixty  feet  long  and  forty  wide.     Curtains  of  iron,  ex- 
tending along  the  whole  outer  line  of  the  floats,  are  perma- 
nently fastened  at  their  upper  lines,  to  these  floats,  the  lower 
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end  of  the  curtain  being  attached  by  falls  to  davits  or  small 
derricks  upon  the  floats,  so  as  to  be  lowered  or  raised  at  will. 
These  curtains  are  separated  into  lengths  of  about  twenty 
feet,  that  each  may  be  managed  independently  of  the  other. 
The  curtains  should  be  flexible,  and  may  be  made  of  plates 
of  iron,  say  one  foot  wide  and  twenty  long,  connected  with 
those  in  contact  by  hinge  joints.     The  float  being  placed  in 
position  and  moored  securely,  the  curtains,  by  sections,  are 
let  down  to  the  bottom,  their  extra  depth  allowing  an  extent 
of  several  plates  to  rest  upon  the  rock.     An  interior  space  of 
one  hundred  and  sixty  feet  by  forty  on  the  bottom  is  thus 
protected,  where  the  divers  can  fill  the  buckets,  which  are 
afterwards  raised  and  emptied  into    scows,  with  valve  bot- 
toms, lying  alongside.     The  debris  is  then  towed  away  and 
deposited  where  desirable.     There  is  nothing  in  these  expe- 
dients which  suggests  practical  difficulties  which  skill  could 
not  surmount,  and  confidence  is  felt  that  these  or  similar 
contrivances  can  be  relied  upon  to  solve  this  problem.     Be- 
fore work  is  really  undertaken,  trials  should  be  made  and 
prosecuted  until  a  good   result  is  obtained.      There  is  no 
doubt  felt  that  the  obstacle  in  the  way,  viz.,  the  force  of  the 
current,   can  be  neutralized,  and  it  remains  only  to  decide 
whether  the  object  is  worth  the  money  it  will  cost,  a  question 
which  it  is  the  privilege  of  others  to  determine.     *    *    * 
Any  reasonable  hope  of  effecting  this  improvement  depends 
upon  the  rejection  of  misty  and  fanciful  schemes,  which  can- 
not be  brought  within  the  rules    of    ordinary  calculation. 
This  report  has  attempted  one  method  of  solution,  and  it  is 
hoped  many  better  may  be  found.     *    *    *     There  is  no 
doubt  that  a  serious  and  well  considered  attempt  to  push  the 
work,  will  be  the  means  of  stimulating  mechanical  inven- 
tions suited  to  this  end,  which,  with  the  experience  gained 
from  day  to  day,  will  not  only  expedite  progress,  but  also 
materially  diminish  the  cost,  especially  in  the  large  item  of 
removing  the  rock." 

In  February,  1868,  General  Newton  was  asked  by  the  War 
Department  to  revise  his  former  estimate,  with  a  view  to  re- 
ducing it,   if  possible,  and  he  was  inquired  of,  whether  a 
much  smaller  sum  than  the  amount  asked  for  the  first  year's 
vol.  1—20 
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operations,  $900,000,  "  a  large  part  of  which  was  to  be  ex- 
pended in  costly  machinery,  such  as  current  breakers,  etc.," 
could  not  be  usefully  applied  the  first  year  in  removing,  by 
less  expensive  means,  in  whole  or  in  part,  the  most  danger- 
ous of  the  rocks.  In  reply,  General  Newton  on  the  nth  of 
February,  1868,  said,  referring  to  his  report  of  January,  1867: 
44  The  system  adopted  after  much  care,  and  the  reasons  there- 
for, have  been  very  fully  given  in  my  report.  The  particu- 
lar machines  described  by  me  were  not  relied  upon  as  the 
sole,  or  even  the  best,  means  of  effecting  the  object  desired, 
as  my  report  will  show,  but  their  design  was  to  demonstrate 
that  no  insuperable  difficulty  intervened  to  prevent  a  practi- 
cal consummation  of  the  work,  and  to  furnish  data  for  its 
estimate.  One  thing  became  certain,  that  the  boring  should 
be  conducted  from  a  platform  above  water,  but  whether  such 
platform  should  be  supported  upon  tripods,  or  arranged  as 
designed  in  the  report,  was  a  matter  of  small  moment.  It  is 
quite  likely  that  both  systems  can  be  advantageously  em- 
ployed in  the  same  work,  under  different  circumstances. 
*  *  *  It  is  likely  that  the  *  current  breakers'  may  be  dis- 
pensed with,  as  I  have  been  considering  other  means  of  re- 
moving the  rock  from  the  bottom,  after  blasting." 

The  ideas  thus  developed  by  General  Newton  are  very  dis-. 
tinct.  The  drilling  is  to  be  conducted  from  the  surface  of  a 
platform  above  the  water,  and  such  platform  is  not  to  be  a 
floating  platform,  but  is  to  be  one  rigidly  connected  with  the 
rock  to  be  drilled,  and  supported  by  such  rock.  It  is  to  be 
substantially  a  platform  drilling  on  dry  land,  with  water  in- 
stead of  air  interposed  between  the  platform  and  the  rock 
drilled,  the  platform  being  rigidly  sustained  by  supports 
from  the  rock  which  is  being  drilled.  Drill  tubes  are  to  ex- 
tend from  the  platform  to  the  rock.  To  protect  divers  while 
removing  the  blasted  rock,  a  space  is  to  be  inclosed  by  a  dam 
or  current  breaker,  which  is  to  be  made  by  letting  down  cur- 
tains of  iron  from  a  float,  the  curtains  being  permanently  fas- 
tened above  to  the  float,  and  being  raised  and  lowered  by 
attachments  to  their  lower  extremity,  they  being  made  of 
plates  in  sections  one  above  another,  flexible  by  being  hinged 
to  each  other  by  joints.     There  is  no  suggestion  of  fastening 
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drill  tubes  to  the  curtains,  or  subjecting  the  operation  of  drill- 
ing to  the  caprice  of  a  floating  structure. 

Lewis  testifies,  that,  having  read  General  Newton's  reports 
from  time  to  time,  particularly  the  one  of  1867,  setting  forth 
the  difficulties  of  accomplishing  anything  in  submarine  drill- 
ing in  strong  currents,  he  turned  his  attention  to  inventing 
a  machine  for  that  purpose.  The  patent  sued  on  was  taken 
out  July  28,  1868.  It  discards  the  idea  of  a  rigid  platform, 
supported  from  the  rock,  to  hold  the  drill  tubes,  but  adopts 
the  idea  of  a  dam  in  sections,  suspended  permanently  from  a 
float,  and  attaches  the  drill  tubes  to  the  dam.  It  is  in  direct 
antagonism  to  the  ideas  developed  by  General  Newton.  He 
proposed  to  work  from  the  rock,  in  drilling,  so  as  to  work  as 
on  dry  land.  Lewis  proposed  to  work  from  a  float  in  drill- 
ing. Newton  proposed  to  use  a  dam  merely  to  protect 
divers  in  removing  blasted  pieces  of  rock,  and,  for  this  pur. 
pose,  a  dam  in  flexible  sections,  deep  enough  to  lie  on  the 
bottom,  could  well  be  suspended  permanently  from  a  float. 
Lewis  proposed  to  suspend  a  sectional  dam  from  a  float,  and 
to  affix  the  drill  tubes  to  the  dam,  and  subject  the  drilling 
to  the  contingencies  of  the  movements  of  the  float. 

Lewis  testifies,  that,  in  the  latter  part  of  July,  or  the  first 
part  of  August,  1868,  he  explained  his  invention  to  General 
Newton,  and  showed  him  photographs  of  the  four  drawings 
which  now  form  part  of  the  patent,  showing  a  plan  of  the 
telescopic  dam,  and  also  showed  him  a  model  of  the  dam  and 
the  adjustable  anchors.  General  Newton  testifies  that  he 
never  gave  any  directions  to  any  person  to  make  drawings  or 
sketches  from  Lewis'  model,  and  that  no  person,  to  his  knowl- 
edge or  for  his  use,  made  any  copies  from  any  model  or 
drawing  of  any  invention  of  Lewis. 

In  August,  1868,  General  Newton,  in  his  official  capacity, 
published  an  advertisement  inviting  proposals  to  be  made  for 
removing  the  Frying  Pan  and  Pot  Rock,  in  Hell  Gate,  with 
bids  stating  separately  the  sum  asked  for  the  removal  of  each, 
and  stating  that  the  contract  would  not  necessarily  be  as- 
signed to  the  lowest,  or  to  any,  bidder,  and  that  the  time 
which  the  bidder  proposed  to  consume  in  performing  the 
work,  as  well  as  the  character  of  his  proposed  mode  of  opera- 
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tions,  as  to  practicability,  would  likewise  be  considered,  in 
assigning  the  contract.  In  response  to  this  advertisement, 
the  plaintiffs,  in  conjunction  with  another  person,  put  in,  in 
September,  1868,  a  proposal  to  remove  each  of  the  rocks 
named,  for  a  specified  sum,  beginning  the  work  April  1st, 
1869,  and  finishing  it  in  seven  months,  if  their  bid  should  be 
accepted  on  or  before  November  1st,  1868,  but  they  did  not 
set  forth  the  character  of  their  proposed  mode  of  operations. 
On  the  5th  of  January,  1869,  Lewis  obtained  a  patent  for 
an  **  improved  subaqueous  drilling  machine."  The  specifi- 
cation of  this  patent  says  :  4i  This  invention  consists  in  an 
apparatus  designed  to  simplify  the  operation  of  drilling  rock 
under  water,  as  described  in  my  present  patent,  whereby  the 
1  telescopic  still-water  dam*  is  dispensed  with.  *  *  *  I 
have  already  received  letters  patent  of  the  United  States  for 
a  *  portable  and  adjustable  still-water  dam,'  issued  on  the 
28th  day  of  July,  1868,  and,  having  continued  my  experi- 
ments upon  subaqueous  drilling  and  blasting  apparatus,  have 
come  to  the  conclusion  that,  tor  some  situations,  at  least,  an 
apparatus  far  less  costly  than  the  subject  of  said  patent  can 
be  constructed,  without  detriment  to  the  efficiency  of  the 
mechanism.  For  instance,  the  telescopic  dam  described  in 
said  patent  was  designed  mainly  for  the  convenience  of  the 
diver,  enabling  him  to  descend  and  insert  the  charges,  in  all 
states  of  the  tide.  But,  considering  that  not  only  a  row  of 
drills  may  be  substituted  for  one,  but  that  a  number  of  rows 
of  drills  may  be  used  instead  of  a  single  row,  the  present  ap- 
plicant has  concluded  that  the  multiplied  rows  more  than 
•compensated  for  the  absence  of  the  telescopic  dam,  since,  in 
the  place  of  going  down  at  any  state  of  the  tide,  to  insert  one 
tow  of  charges,  the  diver  can  descend  at  slack  water,  and  in- 
sert a  largely  increased  number,  and  all  without  the  costly 
and  comparatively  difficult  to  operate  dam  described  in  the 
patent  aforesaid,  the  tubes  in  the  devices  herewith  submitted 
serving  the  purpose  of  the  dam,  so  far  as  the  protection  of 
the  drills  from  the  force  of  the  current  is  concerned,  the  ob- 
ject of  the  whole  apparatus,  as  now  presented,  being  the  per- 
formance of  the  work  contemplated,  by  greatly  simplified 
means,  as  compared  with  the  mechanism  patented  as  afore- 
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said."  The  general  character  of  the  apparatus  in  the  patent 
of  1869  is  a  raft  or  boat,  from  which  spuds  or  vertical  anchors 
are  allowed  to  slide  downward  until  they  touch  the  bottom. 
The  raft  or  boat  is  then,  by  mechanism,  raised  above  the 
water  on  the  spuds,  and  secured.  Drill  tubes  are  then  let 
down  until  they  rest  on  the  rock.  In  each  tube  is  a  drill, 
which  is  allowed  to  sink  to  the  same  depth. 

Lewis  testifies,  that  the  last  interview  he  had  with  General 
Newton  respecting  the  use  of  his  invention,  was  in  the  sum- 
mer of  1869,  and  that  at  that  time  he  showed  to  General  New- 
ton a  model  of  an  apparatus  with  the  dam  left  off,  and  em- 
bodying what  is  shown  in  Lewis'  patent  of  1869,  and  asked 
General  Newton  to  adopt  it. 

Contracts  had  been  made  for  the  removal  of  some  of  the 
channel  rocks,  and,  on  the  9th  of  June,  1869,  General  New- 
ton made  a  report  to  the  War  Department,  in  which  he  said  : 
"  I  propose,  in  view  of  ultimate  want  of  success  on  the  part 
of  the  contractor  and  others  in  the  removal  0/  the  channel 
rocks — a  contingency  which  at  least  is  possible — to  construct 
a  boat  and  machine  for  the  Government,  the  boat  to  be  about 
120  feet  long  and  50  feet  beam,  in  the  shape  of  a  scow,  with 
a  deck  two  to  two  and  one  half  feet  thick,  projecting  four 
feet  beyond  the  hull%  and  furnished  on  the  edge  with  iron 
plating,  say  two  inches  thick.  This  construction,  to  stand  the 
shock  of  collision^,  and  a  well  of  about  30  feet  wide  by  40 
feet  long  in  the  boat,  through  which  to  raise  and  lower  the 
caisson  from  and  to  the  bottom,  constitute  the  features  of  the 
boat.  The  caisson  to  be  constructed  thus."  Then  follows  a 
drawing  of  the  caisson,  which  is  represented  as  dome-shaped, 
with  a  conical  funnel  rising  from  its  top.  The  report  pro- 
ceeds :  "  A  caisson  of  the  shape  of  a  frustum  of  a  cone,  to 
oppose  the  same  resistance  to  overthrow,  would  require  to 
have  a  base  of  greater  diameter  in  proportion  to  height — the 
above  construction  being  designed  so  that  the  ultimate  press- 
ure of  the  water  running  with  great  velocity,  which  is  nor- 
mal to  the  surface,  and  falling  within  the  area  of  the  base, 
will  not  actually  tend  to  overthrow  the  machine.  The  drill- 
ing machines  are  separate  from  the  caisson,  and  may  be 
changed  at  will.     Of  course,  I  do  not  pretend  to  say  there  is 
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not  much  yet  to  be  learned,  but  this  will  never  be  done  un- 
less I  set  to  work." 

On  the  19th  of  July,  1869,  General  Newton  filed,  in  the 
Patent  Office,  a  caveat,  sworn  to  by  him  on  the  14th  of  July, 
1869,  for  what  he  called  therein  "  improvements  in  the  mode 
of  constructing  a  caisson,  coffer-dam  and  diving  bell,  for  the 
purpose  of  conducting  operations  in  waters  with  rapid  cur- 
rents." It  says  :  "The  invention  consists  in  making  a  cais- 
son, coffer-dam  or  diving  bell  of  the  forms  exhibited  in  figs. 
1,  2,  3  and  4  of  drawing  sent  herewith,  or  of  other  forms 
readily  suggested.  The  exterior  surface  may  be  generated  by 
the  revolution  of  a  straight  or  curved  line,  or  a  combination 
of  the  two,  about  one  or  more  axes.  The  point  specially 
claimed  is,  so  to  form  the  surface  of  the  machine,  that  the 
pressure  of  the  current  of  moving  water  upon  it,  being  nec- 
essarily normal  to  the  surface,  shall  so  fall  within  the  base, 
as  to  hold  the  machine  to  the  bottom,  unaided,  or  only  par- 
tially aided,  by  the  weight  thereof.  The  machine  can  be  used 
to  create  still  water  within  the  space  inclosed,  in  which 
divers  may  with  facility  work,  or  may  be  used  as  a  diving 
bell,  or,  finally,  by  closing  the  space  between  the  bottom  of 
the  machine  and  the  bed  of  the  river  or  sheet  of  water,  and 
pumping  out,  may  be  used  as  a  coffer-dam.  When  the  bed 
is  hard  and  uneven,  movable  legs,  placed  near  the  bottom  of 
the  machine,  are  let  go  by  the  run,  and  are  kept  to  their 
bearings  by  self-acting  cams.  The  use  of  the  cams  is  not, 
however  claimed..  When  necessary,  or  when  the  depth  of 
water  may  require  additional  height  to  the  machine,  connec- 
tion may  be  made  with  the  surface  of  the  water  by  a  funnel 
or  pipe,  through  which  to  ascend  or  descend,  or  convey  ma- 
terials ;  and  this  funnel  may  be  fixed  to  the  machine  or  de- 
tached therefrom,  and  capable  of  being  moved  in  or  out  of 
place.  The  short  curbing  represented  on  the  top  of  the 
variously  formed  machines  is  necessary  to  prevent  the  current 
shooting  into  the  inside  and  creating  disturbance  there." 

General  Newton,  with  the  authority  of  the  War  Depart- 
ment, proceeded  to  construct  an  apparatus  embodying  the 
arrangement  set  forth  in  said  caveat  and  in  said  reports, 
namely,  an  iron  dome  to  be  sunk  on  the  rock  to  protect  the 
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drills  and  the  divers  from  the  velocity  of  the  current,  and, 
although  lowered  and  raised  from  a  boat,  yet  disconnected 
therefrom  and  uncontrolled  thereby,  when  in  position,  and  a 
series  of  drill  tubes  affixed  to  and  within  the  dome,  in  which 
are  tubes  to  work  the  drills  by  dropping  them  by  their  own 
weight  and  raising  them  by  connection  with  motive  power  on 
the  boat.  The  apparatus  was  first  put  to  experimental  use  in 
November,  1870,  and  was  found  to  work  successfully,  and  has 
since  been  in  constant  use,  effectually  accomplishing  its  ob- 
ject. It  is  this  apparatus,  the  use  of  which  is  alleged  to  in- 
fringe the  plaintiffs'  patent. 

In  General  Newton's  apparatus  the  dome  is  let  down 
through  the  well-hole  in  the  boat.  If  the  bottom  is  uneven, 
legs  or  spuds  around  the  lower  edge  of  the  dome  fall  by  gravity 
until  they  bear  on  the  bottom  in  such  manner  as  to  insure 
the  horizontality  of  such  lower  edge,  and  then  are  prevented 
from  moving  by  self-acting  cams  which  hold  them  perma- 
nently in  place.  The  dome  is  then  detached  from  the  lower- 
ing apparatus,  and  becomes  a  structure  erected  on  and  from 
the  bottom  of  the  river,  having  no  suspension  from  any  boat 
or  float  above.  The  drill  tubes  are  rigidly  fixed  within  and  to 
the  dome,  and  the  drills  are  raised  by  lifting  engines  on  the 
boat,  and  dropped  to  their  work  by  their  own  gravity,  working 
truly  and  vertically,  because  of  the  immobility  and  horizontal- 
ity of  the  dome.  The  dome  and  the  drill  tubes  are  unaffected 
by  any  motion  in  the  boat,  and,  the  attachments  to  the  drills 
being  by  loose  connections,  the  action  of  the  drills  is  prac- 
tically unaffected  by  such  motion,  within  the  range  to  which 
it  is  limited  by  careful  anchorage  and  by  allowing  sufficient 
play  between  the  face  of  the  well-hole  and  the  side  of  the 
funnel  which  projects  up  from  the  centre  of  the  dome.  The 
arrangement  of  General  Newton's  apparatus  is  not  that  of 
the  plaintiffs',  because  the  dome  is  not,  when  in  position  for 
work,  suspended  from  the  float ;  and  because,  although  Gen- 
eral Newton's  dome,  as  originally  constructed,  had  its  funnel 
capable  of  being  adjusted  at  different  heights,  it  never  had 
its  funnel  self-adjusting  to  varying  depths  of  water  ;  and  be- 
cause it  has  no  self-anchors  free  to  slide  at  all  times  while 
the  apparatus  is  in*  use,  and  self-adjusting  at  all  times.    In  all 
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the  features  heretofore  indicated  as  characterizing  the  plain- 
tiffs' arrangement,  and  forming,  according  to  his  first  and 
second  claims,  necessary  features  in  it,  the  apparatus  of  Gen- 
eral Newton  is  essentially  different,  and  does  not  possess 
such  features.  Nor  does  the  plaintiffs'  apparatus  possess  the 
features  which  make  General  Newton's  apparatus  valuable  and 
successful.  Each  of  them  has  an  inclosure,  and  drill-tubes 
and  drills  within  it.  But  there  the  resemblance  ceases.  The 
structures  start  on  different  theories,  and  are  constructed  on 
different  principles.  No  apparatus  such  as  the  plaintiffs' 
patent  shows  has  ever  been  made  or  used.  The  evidence  is 
satisfactory  to  show  that  the  plaintiffs'  apparatus  would,  in  use, 
be  entirely  worthless.  In  addition  to  the  suspension  of  their 
apparatus  from  the  float,  and  the  subjection  of  the  dam  and 
of  the  drill  tubes  to  the  movements  of  the  float,  the  mode  of 
anchoring  the  dam  would,  by  the  leverage  of  the  chain 
which  passes  at  a  right  angle  through  an  attachment  to  the 
bottom  section  of  the  dam,  make  it  impossible  to  work  the 
drills  with  useful  effect. 

So  far  as  suspending  an  inclosure  from  a  Moat,  to  protect 
divers,  is  concerned,  General  Newton  advanced  the  idea  be- 
fore Lewis  did,  as  has  been  shown.  But  General  Newton 
never  suggested  that  it  would  answer,  in  practice,  to  attach 
drill  tubes  to  anything  controlled  by  a  float.  As  regards 
resting  a  structure  under  water  on  legs  extending  to  the  bot- 
tom, and  working  drills  through  such  structure,  as  a  guide, 
that  principle  existed  and  was  successfully  developed  in  the 
drilling  apparatus  shown  to  have  been  used  by  Townsend,  in 
drilling  rocks  in  Boston  harbor,  in  July,  1867.  A  drill-stand 
under  water  was  supported  by  legs  which  rested  on  the  rock. 
The  legs  had  a  slicTing  adjustment,  so  as  to  be  fixed  to  suit 
the  uneven  surface  of  rock.  The  drill-stand  consisted  of  two 
horizontal  plates,  about  four  feet  apart,  to  the  lower  one  of 
which  the  legs  were  attached.  The  drills  passed  through 
holes  in  the  two  plates,  which  holes  served  as  guides,  and  the 
drills  fell  by  gravity,  and  were  raised  by  power.  General 
Newton  adopted  the  idea  developed  in  this  Townsend  appa- 
ratus, of  working  from  the  rock.  By  using  an  inclosure  to 
break  the  force  of  the  current,  and  making  that    inclosure 
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carry  the  drill-guides,  he  reduced  the  length  of  the  legs,  and 
made  the  structure  more  stable,  and  placed  the  drill-guides 
near  the  bottom,  and  yet  made  them  rigid,  and  severed  the 
apparatus  from  connection  with  a  boat,  and,  by  the  shape  he 
gave  to  his  inclosure,  he  made  the  force  of  the  current  aid 
in  keeping  the  inclosure  down  to  its  place. 

As  to  third  claim  of  the  plaintiffs'  patent,  General  New- 
ton's apparatus  has  no  anchors  connected  with  his  dome  by 
chains  which  also  connect  the  dome  with  the  boat.  This  is 
an  essential  feature  of  the  combination  in  the  third  claim. 
The  claim  is,  "  the  combination  of  the  boats,  supports  or 
floats  with  the  dam,  as  above  described,  and  the  arrangement 
of  anchors  to  hold  such  boats  in  position,  in  the  manner  and 
for  the  purposes  described. ' '  In  order  to  make-the  dam  a  mem- 
ber of  the  combination,  the  anchors  which  are  connected  with 
the  boat  by  chains  passing  through  eye  bolts  on  the  bottom 
section  of  the  dam,  must  be  included.  Such  an  arrangement  of 
anchors  and  chains  is  inconsistent  with  the  principle  of  General 
Newton's  apparatus,  but  is  consistent  with  that  of  Lewis. 

The  fourth  claim  is,  "  the  combination  of  windlasses, 
chains,  and  boats  with  the  dam,  as  above  described,  so  that, 
by  the  construction  thereof,  a  series  of  drills  may  be  operated 
within,  and  inclosed  by,  the  dam,  in  the  manner  and  for  the 
purposes  herein  described."  Here,  again,  General  Newton 
has  no  chains  combined  with  his  dome,  nor  does  he  operate 
his  drills  in  the  manner  described  by  Lewis.  Lewis'  drill 
guides  are  connected  below  with  the  bottom  section  of  the 
dam  and  that  is  connected  with  the  boat  by  chains  and  a 
hoisting  apparatus,  and  the  upper  section  of  the  dam  is  fixed 
to  the  boat,  with  the  other  sections  hanging  from  it.  This 
determines  that  the  drills  shall  be  operated  in  reference  to 
the  movements  of  the  boat.  On  the  contrary,  General  New- 
ton operates  his  drills  in  reference  to  the  immovable  rock. 

The  allegations  of  the  bill,  so  far  as  they  assert  that  Gen- 
eral Newton  proceeded,  in  constructing  his  apparatus,  in 
intentional  imitation  of  Lewis,  are  not  sustained,  either  as  to 
the  intention  or  the  imitation.  General  Newton  appears  to 
have  considered  Lewis'  plan,  and  to  have  deliberately  re- 
jected it,  and  to  have  proceeded  on  one   directly  opposite. 
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The  latter  has  proved  successful.  General  Newton,  in  all  he 
has  done,  that  is  complained  of  in  this  suit,  has  acted  as  an 
officer  of  the  Government,  in  its  service  and  for  its  interest, 
judiciously,  carefully,  and  without  failure.  He  has  not  used 
Lewis'  invention.  He  has  done  nothing  for  his  own  profit. 
There  is  nothing  developed  in  the  evidence  to  warrant  the 
suggestions  contained  in  one  of  the  arguments  submitted  on 
the  part  of  the  plaintiffs,  that  General  Newton  put  forth  a 
snare  to  entrap  the  unwary,  by  inviting  Lewis  to  invent  an 
apparatus  ;  that  he  announced  to  Lewis  his  intention  of  taking 
and  using  any  patented  invention  which  it  might  suit  his  pur- 
pose to  use  in  the  work  ;  that  he  did  not  intend  to  waste  any 
sentimentality  on  nice  points  in  relation  to  the  rights  of  patent- 
ees, so  long  as  his  own  purposes  were  served,  or  to  allow  any 
scruples  to  interfere  with  his  taking  other  people's  property  for 
the  accomplishment  of  his  own  ends  ;  that  the  infringement 
complained  of  was  a  matter  of  deliberate  intention  from  the 
beginning;  that  General  Newton  has  been  robbing  a  poor  man ; 
and  that  the  court  has  never  had  occasion  to  deal  with  a  more 
unscrupulous,  wanton,  and  cruel  infringement.  Some  ideas 
are  found  in  Lewis'  patent,  which,  if  worked  out  in  such  a 
manner  as  to  produce  a  successful  practical  result,  are  valuable 
— a  current-breaker,  inclosing  the  working  drills,  and  drill- 
guides  near  the  rock,  affixed  to  the  current-breaker.  But 
these  ideas  are  so  hampered  in  construction  as  to  make  the  drill- 
guides  dependent  on  the  boat.  General  Newton  took  up,  as 
any  inventor  had  a  right  to  do,  the  completed  invention  of 
Lewis,  and,  on  examining  it,  found  that  it  proceeded  on  an 
entirely  wrong  principle,  if  designed  to  accomplish  the  result  of 
haying  a  dam  to  act  at  the  same  time  as  a  current-breaker  and 
a  fixed  support  for  drill-guides  near  the  rock,  and  he  reorgan- 
ized it  on  a  new  principle.  He  took  up  the  apparatus  where 
Lewis  left  it,  and  discarded  Lewis'  arrangement.  These  views 
are  sustained  by  the  experts  for  the  defendants,  General  Tower 
and  Professor  Peck,  and  by  the  other  evidence  in  the  case. 
A  decree  will  be  entered  dismissing  the  bill,  with  costs. 

George  Gifford  and  Thomas  P.  Howy  for  the  complainants. 

Charles  Af.  Keller  and.  Henry  £.  Davies,Jr. ,  for  the  defendants. 
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The  Gilbert  &  Barker  Manufacturing  Gompany 


vs. 

Oakes  Tirrell.    In  Equity.* 

The  chief  feature  of  the  improvement  set  forth  in  the  letters  patent  granted  to 
J..  F.  Barker  and  C.  N.  Gilbert,  August  3, 1869,  for  an  "  improved  appara- 
tus for  carburetting  air,"  is  in  the  placing  of  the  carburetter  under  ground, 
in  a  vault  sepaiate  from  the  building  to  be  lighted,  at  any  desired  or  con- 
venient distance  therefrom,  while  the  power  and  the  motor,  by  means 
whereof  atmospheric  air  is  forced  through  pipes  leading  into  the  carburet- 
ter, are  placed  in  an  apartment  in  the  building, or  near  thereto, conveniently 
accessible,  with  or  without  a  light,  as  occasion  may  require,  whenever,  for 
adjusting  the  motive  power,  or  the  machinery  thereof,  it  is  desired  to  do  so. 

Such  isolation  of  the  carburetter  avoids  danger  from  the  explosion  of  the  gas 

which  escapes  from  it,  and  secures  an  even,  regular  supply  of  gas,  from 

the  carburetter,  unaffected  by  changes  of  temperature  above  ground,  and 

secures  a  preliminary  condensation  before  the  gas  enters  the  distributing 

pipes. 

In  this  view,  the  new  arrangement  was  patentable,  and  the  claim,  namely, 
14  The  arrangement  of  the  carburetter  with  a  motor- wheel,  said  wheel 
being  driven  by  a  descending  weight,  or  other  equivalent  mechanical 
power,  applied  to  force  the  air  through  the  carburetter  to  the  burners, 
said  carburetter  being  placed  within  a  vault,  by  itself,  separate  from  the 
building  to  be  lighted,  the  whole  arranged  and  connected  with  pipes  sub- 
stantially as  herein  described  and  set  forth,"  is  valid. 

The  arrangement  is  not  merely  a  change  in  the  location  of  an  old  device. 

The  vault  described  in  the  patent  has  surrounding  walls,  and  a  removable 
opening  above,  but  the  essence  of  the  structure  is  not  changed  by  plac- 
ing the  carburetter  in  a  cavity  below  the  ground,  and  surrounding  it  with 
earth  in  direct  contact  therewith,  and  making  a  communication,  by  a  pipe 
from  above,  with  the  carburetter. 

(Before  Woodruff,  J.,  Southern  District  of  New  York,  June,  1874.) 

Woodruff,  J. 

The  bill  herein  is  filed  to  restrain  the  infringement  of  let- 

•  12  Blatchf.  C.  C.  R.,  144. 
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ters  patent  granted  to  J.  F.  Barker  and  C.  N.  Gilbert,  on  the 
3d  August,  1869,  for  an  "  improved  apparatus  for  carburet- 
ting  air."  By  means  of  this  apparatus  it  is  claimed  that  gas 
is  produced  from  petroleum  and  similar  volatile  oils  em- 
ployed for'  carburetting  atmospheric  air,  thus  rendering  it 
combustible,  light-producing,  and  suitable  for  lighting  houses, 
manufactories,  etc.  Neither  the  process,  nor  the  chief  parts  of 
the  apparatus,  are  claimed  to  be  new.  The  claim  in  the  pat- 
ent, which  the  defendant  is  charged  with  infringing,  is  in  these 
words  :  "  The  arrangement  of  the  carburetter  with  a  motor- 
wheel,  said  wheel  being  driven  by  a  descending  weight,  or  other 
equivalent  mechanical  power,  applied  to  force  the  air  through 
the  carburetter  to  the  burners,  said  carburetter  being  placed 
within  a  vault,  by  itself,  separate  from  the  building  to  be  lighted, 
the  whole  arranged  and  connected  with  pipes,  substantially  as 
herein"  (i.e.,  in  the  specification)"  described  and  set  forth." 

It  appears,  by  the  proofs,  that,  prior  to  the  invention  of 
the  patentees,  attempts  to  produce  and  bring  into  general 
use  gas  manufactured  by  forcing  atmospheric  air  through  or 
in  contact  with  volatile  oils,  under  such  pressure  that  it  was 
suitably  impregnated  or  carburetted,  were  liable  to  two  diffi- 
culties. The  chief  of  these  was,  that,  under  any  already  de- 
vised arrangement,  the  danger  of  explosion,  as  an  incidental 
result  of  the  escape  of  gas  from  the  carburetter,  was  very 
great  ;  and  this  not  only,  per  se,  hindered  its  use,  but  made 
it  difficult  or  impossible  to  procure  insirrance  upon  buildings 
so  lighted.  Another  difficulty  lay  in  the  fact,  that,  on  pass- 
ing the  gas  from  the  carburetter  through  the  distributing 
pipes,  whenever  the  temperature  of  the  pipes  was  lower  than 
that  of  the  carburetter,  condensation  occurred,  which  pro- 
duced in  the  pipes  not  an  obstruction  merely,  but  a  highly 
inflammable  liquid,  greatly  inconvenient  and  dangerous.  If  an 
attempt  was  made  to  obviate  these  objections  by  locating  the 
apparatus  in  apartments  separate  from  the  building  lighted, 
there  was  a  necessity  to  provide  for  the  changes  of  tempera- 
ture in  our  ever-varying  climate,  which  was  liable  to  cool  the 
carburetter  to  a  degree  which  made  it  practically  inopera- 
tive, or,  if  the  apartment  was  artificially  heated,  the  danger 
of  explosion  was  not  avoided. 
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I  shall  not  enter  very  fully  or  minutely  into  a  discussion  of 
the  details  of  the  patented  apparatus,  since  most  of  them  are 
confessedly  old.  The  chief  feature  of  the  improvement  is  in 
the  placing  of  the  carburetter  under  ground,  in  a  vault  sepa- 
rate from  the  building  to  be  lighted,  at  any  desired  or  con- 
venient distance  therefrom,  while  the  power  and  the  motor 
by  means  whereof  the  atmospheric  air  is  forced  through 
pipes  leading  into  the  carburetter,  are  placed  in  an  apart- 
ment in  the  building  or  near  thereto,  conveniently  accessible, 
with  or  without  a  light,  as  occasion  may  require,  whenever, 
for  adjusting  the  motive  power  or  the  machinery  thereof,  it 
is  desired  to  do  so.  Such  apartment  being  thus  wholly  sepa- 
rated by  walls  or  intermediate  earth,  or  both,  no  gas  from  the 
carburetter  pervades  it,  and  no  danger  of  explosion  arises. 
Besides  this  result,  which  may  be  claimed  to  be  purely  inci- 
dental and,  perhaps,  not  novel,  because  it  would  result  from 
any  mere  separation  of  the  two  parts  of  the  apparatus  by 
placing  them  in  different  apartments,  a  most  important  re- 
sult is  effected  in  making  such  separation  practicable,  and,  at 
the  same  time,  providing  an  even,  regular  supply  of  the  gas, 
by  the  carburetter,  unaffected  by  changes  of  temperature 
above  ground,  and  effecting,  also,  a  preliminary  condensation 
before  the  gas  enters  the  distributing  pipes,  which  relieves 
the  operation  of  the  apparatus  from  the  objection  secondly 
above  named. 

Three  questions  are  hereupon  raised.  Was  this  new  ar- 
rangement patentable  ?  Was  it  new,  and  were  the  patentees 
the  first  inventors  ?     Does  the  defendant  infringe  ? 

1.  Upon  the  first  question,  it  is  insisted,  that  the  patentees 
merely  changed  the  location  of  the  carburetter,  and  that  the 
mere  change  in  the  location  of  an  old  device  is  not  patent- 
able. In  Marsh  v.  Dodge  &*  Stevenson  Mfg.  Co.,  5  Pat.  Off. 
Gaz.,  398,  and  6  Fisher's  Pat.  Cases,  562,  I  had  occasion  to 
say,  that  "  mere  change  of  location  is  not  invention.,,  But 
it  was  also  held,  that  "  where  change  of  location  involves  the 
employment  of  new  devices  to  adapt  an  apparatus  for  use  in 
the  new  position,  and  a  beneficial  result  is  produced,  then 
this  location,  in  its  connection  with  such  new  devices — that 
is,  the  means  by  which  the^  result  is  produced,  and  not  the 
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result  itself — is  patentable.  And,  where  such  change  of  loca- 
tion brings  into  existence  a  new  combination  of  devices, 
operating,  by  reason  of  such  new  combination,  to  produce  a 
new  and  useful  result,  such  new  combination  is  patentable." 
This  illustrates  the  nature  and  patentable  character  of  the 
arrangement  described  in  the  patent  in  this  case.  By  the  new 
arrangement,  the  patentees  bring  into  contributory  and  effec- 
tive co-operation  with  a  carburetter,  and  the  machinery  for 
supplying  atmospheric  air  thereto,  the  earth  and  its  even 
temperature  below  the  surface,  and  obtain  protection  from 
the  efiiux  of  gas  from  the  carburetter,  and  its  accumulation 
in  the  frequently  visited  location  of  the  motor,  and  from  the 
danger  of  consequent  explosion,  and  also  secure,  by  the  pas- 
sage of  the  gas  from  the  carburetter  through  a  cooler  medium, 
the  preliminary  condensation  which  makes  the  use  of  the  gas  in 
the  building,  and  its  passage  through  the  distributing  pipes, 
safe,  convenient,  and  valuable.  It  is  no  impeachment  of  the 
patent  to  say  that  this  is  only  making  use  of  the  natural  state 
of  the  ground,  or  the  natural  laws  which,  operating  below 
the  surface,  make  such  new  location  desirable,  as  a  matter 
of  mere  judgment.  It  is  more  than  that.  It  brings  into  con- 
joint operation  and  effect  new  elements,  working  actively, 
and  also  operating  passively  to  produce  the  result,  and  to 
produce  the  ultimate  and  final  result  in  a  better  manner — in 
a  manner  which  combines  safety  with*  convenience  and  util- 
ity, as  had  never  before  been  done.  The  most  important  in- 
ventions ever  made  consist  in  subordinating  natural  elements, 
or  controlling  natural  laws,  to  the  production  of  useful  re- 
sults. I  cannot  doubt  that  the  invention  of  the  patentees 
was  patentable,  .as  truly  so  as  it  is  abundantly  proved  to  be 
greatly  useful  and  valuable. 

2.  The  questions  of  fact — was  this  arrangement  new,  and 
were  the  patentees  the  first  inventors — must  be  answered  in 
the  affirmative.  I  cannot,  in  a  brief  opinion,  review  in  de- 
tail the  evidence.  I  must  content  myself  with  saying  that, 
after  a  careful,  examination  of  the  testimony,  and  attention 
to  the  very  full  arguments  of  the  counsel,  the  conclusion 
seems  to  me  clear,  that  no  prior  devices  or  arrangement  an- 
ticipated the  patentees. 
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3.  Does  the  defendant  infringe  ?  It  was  but  feebly,  if  at 
all,  insisted,  that,  if  the  arrangement  of  devices  by  the  pat- 
entees was  entitled  to  be  called  invention,  and  was  patent- 
able, as  above  explained,  the  defendant  did  not  employ  its 
distinguishing  features  or  characteristics.  The  details  in  the 
construction  of  his  carburetter  were  not  precisely  like  those 
used  by  the  complainant,  but  those  specific  features  were  not 
claimed.  The  substantial  operation  of  his  carburetter,  and 
the  mode  *of  impregnating  the  atmospheric  air,  are  alike  in 
both.  The  difference  between  the  apparatus  of  the  defend- 
ant and  that  of  the  patentees,  chiefly  relied  upon,  is,  that, 
whereas  the  latter  make  the  cavity  below  the  ground  a  vault 
having  surrounding  walls,  the  defendant,  having  inserted  his 
carburetter  in  the  cavity,  surrounds  it  with  earth  in  direct 
contact  therewith,  and  carries  up  to  the  surface  a  pipe 
through  which  to  replenish  the  carburetter  with  oil,  instead 
of  having  a  removable  opening  to  the  vault  below,  employed 
by  the  patentees.  The  substance  of  the  invention,  the  de- 
fendant uses.  The  means  of  its  effective  useful  operation  are 
the  same.  The  even,  moderate  temperature  of  the  earth,  the 
underground  passage  of  the  gas,  and  the  effect  thereof,  are 
alike  used  in  both.  The  difference  in  the  construction  of  the 
carburetter  used  by  the  patentees,  as  described  in  the  draw- 
ings, may  make  a  more  permanent  opening  about  its  sides 
desirable,  but  I  cannoWregard  these  details  as  of  the  substance 
of  the  invention.  The  apparatus  of  the  defendant  does  sub- 
stantially operate  by  the  same  means,  in  the  same  way,  and 
to  produce  the  same  result. 

The  complainant  must  have  a  decree  for  an  injunction  and 
account,  in  the  usual  form. 

Edwin  W.  Stoughtona.vL&  William  Stanley,  for  the  complainant. 

Edmund  Wetmore,  for  the  defendant. 
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The  Consolidated  Fruit  Jar  Company 

vs. 

James  T.  Wright.    In  Equity. *t 

The  letters  patent  granted  to  John  L.  Mason,  May  10,  1870,  for  an  "  im- 
provement in  fruit  jars,"  are  invalid. 

The  claim  of  such  patent  is  to  a  combination  of  three  elements  :  first,  a 
shoulder  to  receive  a  gasket  outside,  and  a  little  below  the  top,  of  the  jar  ; 
second,  a  cover,  with  a  rim  extending  down  outside  of  the  top,  to  press 
upon  the  gasket ;  third,  a  screw-ring  or  screw-cap,  with  its  screw-threads 
operating  upon  those  of  the  jar  below  the  gasket  shoulder. 

Mason  invented,. in  1859,  a  fa"*  Jar  containing  such  combination,  and  put 
several  such  jars  into  use,  and  sold  others.  He  did  nothing  toward  ap- 
plying for  a  patent  until  1868.  Meantime,  in  1865,  a  patent  was  issued 
for  a  fruit  jar  containing  the  same  combination,  except  that  the  gasket 
was  on  the  top  of  the  jar,  to  receive  the  pressure  of  the  cover,  instead  of 
upon  the  exterior  shoulder  beneath  the  overlapping  flange  of  such  cover. 
Another  patent  was  issued,  in  1865,  for  a  combination  of  shoulder,  cover 
and  screw-ring,  wherein  the  shoulder  and  cover  were  inside,  and  a  gas- 
ket was  used.  Patents  were  issued  in  1861  and  1862  for  jars  with  shoul- 
ders, covers  and  gaskets  outside,  and  a  clamp  instead  of  a  screw-ring. 
These  inventions  are  disclaimed  by  Mason,  in  his  specification.  Whether, 
under  such  disclaimer,  anything  patentable  remained  which  Mason  could 
secure  to  himself,  quare. 

Jars  constructed  like  Mason's  were  put  into  use  by  others  in  1865,  and  were 
extensively  made  and  sold  in  1866  and  1667.  Mason  applied  for  his 
patent  in  1868.  No  reason  was  shown  for  the  delay  :  Held,  that  Mason 
had  abandoned  his  invention. 

(Before  Woodruff,  J.,  Southern  District  of  New  York,  June,  1874.) 

Woodruff,  J. 

The  bill  is  filed  herein  to  restrain  the  alleged  infringement 
of  a  patent  granted  May  10,  1870,  to  John  L.  Mason,  for  an 


•  12  Blatchf.  C.  C.  R.,  149. 
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41  improvement  in  fruit  jars,"  and  by  assignment  now  held  by 
the  complainant.  The  application  of  Mason  for  the  patent 
was  made  on  the  15th  of  January,  1868.  In  the  specification, 
the  invention  is  said  to  relate  "to  a  new  and  improved  con- 
struction of  jars  and  other  vessels,  designed  for  the  preserva- 
tion of  fruit  and  other  substances  which  are  seriously  affected 
by  exposure  to  air,  whereby  india  rubber  packing  rings  or 
gaskets  can  be  employed,  in  making  tight  joints,  without  ex- 
posing the  rubber  to  the  contents  of  the  jars  ;  and  whereby 
flat  horizontal  shoulders  formed  outside  of  the  jars  are 
adapted  to  afford  bases  upon  which  to  receive  said  rubber 
packing  rings,  upon  the  exterior  of  the  jars,  above  the  con- 
tinuous glass  screw  ;  and  whereby  flanged  caps  or  covers  can 
be  used,  the  flanges  of  which  are  adapted  to  fit  over  annular 
ribs  or  flanges  surrounding  the  mouths  of  the  jars  ;  and 
whereby  flexible  flanged  screw  rings,  made  of  thin  metal, 
are  adapted  to  confine  the  caps  or  covers  down  firmly  in  place, 
over  the  mouths  of  the  jars  and  upon  the  said  rubber  pack- 
ing rings  placed  upon  the  said  shoulders  formed  outside  of 
the  jars."  After  a  more  minute  description  and  reference  to 
the  drawings  annexed  to  his  specification,  the  patentee  states 
that  he  claims  "the  combination  first,  of  the  shoulder  b> 
to  receive  a  gasket  outside,  and  a  little  below  the  top,  of 
the  jar  ;  second,  of  the  cover  B,  with  the  rim  d  extending 
down  outside  of  the  top,  to  press  upon  the  gasket  ;  and, 
third,  of  the  screw-ring  or  screw-cap  C,  with  its  screw  threads 
operating  upon  those  of  the  jar  below  the  gasket  shoulder  ; 
all  substantially  as  above  set  forth  and  described.' ' 

It  is  to  be  noticed,  that  the  patentee  does  not  claim  either 
of  the  elements  or  parts  of  this  combination,  nor  does  the 
patent  purport  to  secure  to  him  the  exclusive  right  to  use 
either,  nor  does  it  secure  to  him  the  special  form  of  either, 
but  only  the  combination  of  the  three.  The  patent,  there- 
fore, in  no  wise  hindered  the  use  by  anyone  of  a  cover  having 
a  rim  or  flange  extending  down  outside  of  the  top  of  the  jar, 
to  press  upon  a  gasket,  nor  of  a  shoulder  upon  the  outside  of 
the  jar  a  little  below  the  top,  to  receive  such  gasket,  nor  of 
both  of  these  combined,  provided  the  pressure  was  not  pro- 
duced by  a  screw-ring  whose  threads  operated  upon  threads 
vol.  1— 21 
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in  the  glass  jar  below  the  gasket ;  and  so  of  any  other  jar  not 
combining  the  three  parts.  The  patent  is  strictly  a  combi- 
nation patent,  in  which  the  parts  are  not  claimed  to  be  new. 
Possibly,  this  criticism  may  have  some  bearing  upon  the 
effect  of  certain  patents  granted  after  the  patentee  is  alleged 
to  have  made  his  invention  and  before  he  applied  for  a  patent ; 
which  patents  are  for  inventions  which,  in  his  specification, 
Mason  expressly  disclaims.  If  the  effect  of  his  disclaimer,  in 
the  very  patent  on  which  the  suit  is  brought,  left  nothing  of 
patentable  invention  to  be  secured  by  the  patent,  then  it 
may  be  wholly  in  vain,  as  to  any  right  to  be  established 
under  the  patent,  that  the  complainant  proves  that  Mason 
invented  the  fruit  jar  described,  or  all,  any,  or  either  of  the 
parts  thereof,  before  such  patents  were  granted.  For  the 
purposes  of  this  suit  the  disclaimers  of  the  patentee  must  be 
taken  to  concede,  as  to  the  inventions  disclaimed,  the  right 
to  use  the  devices  therein  shown,  and  all  the  legal  conse- 
quences of  the  recognition  of  that  right. 

It  is  not  my  intention  to  discuss  at  much  length  the  proofs 
herein,  or  the  legal  questions  which  may  be  involved.  I 
must  content  myself  with  stating  briefly  my  conclusions. 

i.  The  proofs  show,  that  Mason,  the  patentee,  did  first  in- 
vent a  fruit  jar  containing  the  combination  described  in  the 
patent  ;  that  he  made  such  invention  in  the  summer  of  the 
year  1859  ;  and  that  he  then  completed  such  invention  and 
reduced  it  to  practical  form,  adapted  to  use  and  sale,  as  fully 
as  has  ai  any  time  since  been  done. 

2.  The  proofs  show,  that,  at  the  time  last  mentioned,  he 
caused  at  least  two  dozens  of  such  completed  jars  to  be  man- 
ufactured ;  that  some  of  them  were  put  into  actual  domestic 
use  for  the  keeping  of  preserved  fruits,  and  others  thereof 
were  put  by  the  patentee  on  public  sale,  and  were  sold,  and 
the  proceeds  of  sale  were  received  by  him  ;  and  that  such  sale 
was  made  by  the  patentee  for  the  double  purpose  of  •*  get- 
ting the  money"  therefor  and  of  "trying  them,  to  see  if 
they  would  sell  well." 

3.  At  the  time  last  aforesaid,  the  said  patentee  contem- 
plated procuring  a  patent  for  his  said  invention  ;  and  there  is 
no  affirmative  evidence  that  he  ever  relinquished  that  pur- 
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pose,  except  that,  for  the  period  of  more  than  nine  years 
thereafter,  he  did  nothing  toward  the  execution  of  such  a 
purpose.  He  suffered  the  moulds  which  he  procured  for  the 
original  making  of  such  jars  to  remain  unused  at  the  glass 
factory,  (where  his  jars  had  been  blown  and  formed,)  without 
claiming  them,  and  the  proprietors,  (in  1867,)  after  eight 
years,  not  knowing  where  to  find  the  patentee,  sold  them, 
because  not  able  to  pay  storage  upon  them  ;  and  nothing 
more  was  done  in  the  matter  of  manufacturing  such  jars,  by 
the  patentee,  down  to  the  time  of  his  said  application  for  a 
patent  on  the  15th  of  January,  1868. 

4.  In  the  mean  time,  Gillender  and  Bennett  invented,  and, 
in  1865,  patented,  a  fruit  jar  having  a  shoulder  on  the  out- 
side, a  little  below  the  top  of  the  jar  ;  a  cover,  flanged,  over- 
lapping the  top  of  the  jar,  and  extending  downward  outside 
of  the  top  ;  and  a  screw-ring  with  screw  threads  operating 
upon  those  of  the  jar  below  the  shoulder — thus  combining 
the  devices  before  described,  in  the  very  terms  of  the  claim 
of  the  patent  of  Mason,  with  the  single  difterence,  that  the 
gasket  was  to  be  placed  on  the  top  of  the  jar,  to  receive  the 
pressure  of  the  cover,  instead  of  upon  the  exterior  shoulder 
beneath  the  overlapping  flange  of  such  cover. 

Charles  Imlay  also  invented,  and,  in  1865,  patented,  a  jar 
wherein  the  shoulder  or  seat  of  the  gasket  was  inside  the 
mouth  of  the  jar,  a  little  below  the  top,  with  a  cover  drop- 
ping within  the  mouth,  with  an  annular  notch  or  groove  to 
contain  or  embrace  the  gasket  resting  on, the  shoulder,  and 
having  the  like  screw-ring  to  press  the  cover  down  upon  the 
gasket,  to  make  the  jar  airtight.  These  the  patentee  recog- 
nizes in  his  specification,  and  disclaims  as  not  within  his 
claim. 

Not  only  so,  Gilbert,  in  1861,  and  Otterson,  in  1862,  had 
invented,  and  they  had  respectively  patented,  jars  having  the 
shoulder  to  receive  the  gasket  outside  and  a  little  below  the 
top  of  the  jar,  and  a  cover  with  a  flange  or  rim  overlapping 
the  top  of  the  jar,  and  extending  down  outside  of  the  top,  to 
press  upon  the  gasket.  Their  mode  of  giving  pressure  to 
the  top,  to  hold  it  firmly  down  upon  the  gasket,  was  a  spe- 
cies of  clamp,  and  not  the  screw-ring  used  by  Gillender  and 
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Bennett  and  by  Imlay.  These  also  the  patentee  recognizes 
in  his  specification,  and  disclaims  as  not  within  his  invention. 
What,  then,  was  there  remaining  to  be  the  subject  of  a  patent  ? 
Certainly,  not  the  placing  of  the  rubber  gasket  on  a  shoul- 
der outside  of  the  jar  ;  not  the  flanged  cover  to  embrace  the 
top  of  the  jar  and  extend  down  upon  the  gasket  ;  not  both  of 
these  combined.  These  were  devices  which,  either  sepa- 
rately or  combined,  he  disclaimed.  But  there  was  another 
device  equally  adapted  to  be  used  with  these,  and  without 
any  additional  device  or  change  in  its  construction  —  the 
screw-ring  of  Imlay  and  of  Gillender  and  Bennett.  Add  the 
screw-ring  and  screw  thread  of  the  last  named  two  patentees, 
and  all  that  Mason's  patent  claims  is  effected.  Is  not  this 
simply  and  only  the  putting  of  the  screw  device  to  a  new  use, 
without  alteration  and  without  any  new  result — a  mere  exer- 
cise of  judgment  in  the  choice  between  two  or  more  known 
devices  for  pressing  the  cover  down  upon  the  packing  or 
gasket  ?  There  is  grave  doubt  whether,  under  circumstances 
such  as  I  have  stated,  the  patent  describes  and  claims  any- 
thing which,  under  the  disclaimers  in  the  specification,  was 
of  patentable  invention  ;  and,  if  not,  then,  in  this  suit,  and 
under  this  patent,  it  would  avail  nothing  if  the  complainant 
had  proved  that  Mason  was,  in  fact,  the  first  inventor  of  the 
several  devices  named  in  it,  and  had  neither  done  nor 
omitted  anything  affecting  his  right  to  have  had  a  patent 
therefor  instead  of  the  patent  which  he  received. 

5.  But  this  is  not  all.  Besides  the  jars  of  Gillender  and 
Bennett,  and  of  Imlay,  made  and  patented  before  the  applica- 
tion of  Mason  for  this  patent,  there  were,  in  the  year  1865,  in 
the  possession  of  Imlay,  in  actual  domestic  use,  several  jars 
of  the  construction  described  in  Mason's  patent,  and  of  the 
construction  now  claimed  to  infringe  that  patent.  Imlay 
was  in  the  business  of  devising  and  constructing  fruit  jars, 
and  in  that  year  had  taken  out  one  patent  for  a  fruit  jar. 
above  referred  to.  It  is  not  distinctly  and  in  terms  proved 
that  he  made  those  jars  like  the  patented  invention,  which 
were  in  use  in  his  family.  Nor  is  it  proved  how  otherwise 
they  were  made.  Whoever  made  them,  the  fact  is  another 
circumstance,  added  to  the  manufacture  and  sale  by  the  said 
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Mason  in  1859,  bearing  on  the  allegation  that  the  patented 
invention  was  on  public  sale  and  in  use  more  than  two  years 
before  the  application  for  the  patent  now  sued  upon. 

6.  And,  still  further,  it  is  shown  that,  in  the  spring  of 
1866,  negotiations  were  entered  into  between  Imlay  and  S. 
B.  Rowley,  for  the  manufacture  of  just  such  jars,  (Rowley 
being  the  assignee  of  one  or  more  of  the  said  previous 
patents),  combining  the  devices  as  now  claimed  in  the  Mason 
patent ;  that  on  the  7th  of  March,  1866,  Imlay  licensed  Row- 
ley to  use  the  devices  mentioned  in  his  patent  and  the  Ott^r- 
son  patent,  then  held  by  Imlay,  and,  by  agreement  of  the 
same  date,  the  terms  upon  which  the  business  was  to  be  car- 
ried on  were  fixed  between  them  ;  and  that  thence  onward, 
in  concert  with  Imlay  (who  produced  to  him  such  a  jar  as  a 
sample),  Rowley  procured  moulds  to  be  made,  and  manufac- 
tured extensively,  and  put  upon  public  sale,  among  other 
jars,  the  jars  containing  the  combination  in  question  (being 
the  jars  now  alleged  to  infringe  the  patent  thereafter  granted 
to  Mason),  such  jars' being  the  Otterson  jar,  with  the  screw- 
ring  theretofore  used  by  Imlay  transferred  thereto,  as  above 
already  stated,  the  same,  being  called  and  known  as  the.  Hero 
jar.  These  jars  were  extensively  advertised,  and  it  is  proved 
that,  in  the  year  1866,  Rowley  sold  of  such  jars  about  "  150  to 
200  gross,"  having  covers  of  glass,  and  a  large  number  hav- 
ing covers  of  metal  applied  in  the  same  manner  ;  and  it  is 
testified,  by  his  agent  or  clerk,  without  contradiction,  that, 
prior  to  1868,  he  had  sold  several  thousand  gross  of  such 
jars.  The  jars  sold  by  the  present  defendant,  and  claimed  to 
infringe  the  patent  applied  for  by  Mason  in  1868,  were  pur- 
chased by  him  from  Rowley,  and  this  suit  is  defended  by 
Rowley,  in  vindication  of  his  right  to  make  and  sell  such  jars. 

7.  Upon  these  facts,  my  conclusion  is,  that  the  alleged  in- 
vention, if  otherwise  patentable,  had  been  in  "  public  use" 
and  "  on  sale,  with  the  knowledge  of  the  inventor,"  so  as  to 
deprive  him  of  the  right  to  a  patent  therefor. 

8.  The  a»cts  and  neglect  of  Mason,  the  patentee,  amounted 
to  an  abandonment  of  the  supposed  invention,  and  of  all 
claim  to  a  patent  therefor.  It  was  not  until  after  the  sev- 
eral patents  above   specified    had    been  obtained  by  others, 
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and  after  Rowley,  in  concert  with  Imlay,  had  engaged  largely 
in  the  manufacture,  and  they  had  been  for  very  nearly  two 
years  extensively  sold,  that  Mason,  nine  years  after  his  alleged 
invention,  comes  forward   to  claim  the  exclusive  right    to 
make  such  jars.     If  he  originally  might  have  claimed  it,  he 
had  slept  too  long.     He  had    abandoned  the  manufacture. 
His  instruments  of  manufacture  were    lost,  or  had  passed 
from  his  possession  and  control,  without  an  effort  to  reclaim 
them.     Others  having  no  connection  with  him  had  produced 
and  given  to  the  public  the  benefit  of  the  device  he  now  seeks 
to  claim,  and  had  devoted  their  time  and  capital  to  its  pro- 
duction and  its  sale.     There  was  no  reason  for  this  delay,  if 
Mason  entertained  any  purpose  to  pursue  the  invention  or 
patent  it.     He  had   abundant  means  for  the  purpose.     He 
actually  applied  for  and  received  another  patent.     He  appar- 
ently applied  himself  to  a  totally  different  subject,  so  as  to 
indicate,  that,  for  some  reason,  he  did  not. regard  the  device 
worthy  of  further  attention,  until    either   the  ingenuity  or 
skill,  judgment  and  capital  of  others,  applied  to  the  manu- 
facture and    sale,    suggested    to   him   that   the  alleged   in- 
vention had  value.     The    remarks  of  Judge  Fisher,   of   the 
Supreme  Court  of  the  District  of  Columbia,  in  his  opinion  in 
the  matter  of  the  interference  between  the  applications   of 
Rowley  and  Mason  (put  in  evidence  by  the  complainant),  are 
forcible  and  apt  to  this  view  of  Mason's  rights,  especially  as 
against  Rowley,  who,  it  seems,  defends  this  suit.     The  au- 
thorities which  he  cites    are  to  the  like  purport.     Adams  v. 
Jones,  i  Fisher's  Pat.  Cases,  527  ;    White  v.  Allen,  2  Id.,  440  ; 
Sayles  v.  R.  R.  Co.,  Id.,  523  ;  Ransom  v.  Mayor,  1  Id  ,  252.      As 
well  on  the  ground  of  abandonment  as  on  the  ground  of  un- 
necessary delay  and  neglect,  until  Rowley,  or  Rowley  and 
Imlay,  had  produced  and  put  the  alleged  invention  into  ex- 
tensive use  and  on  sale,  for  nearly  two  years,  expending  their 
time,  industry,  skill  and  capital,  the  patent  to  Mason  must 
be  regarded  as  invalid. 

Nor,  in  my  opinion,  is  it  material  to  inquire  whether  Mason 
or  Rowley  did  or  could  have  obtained  a  patent  for  the  com- 
bination in  question.  If  an  inventor,  without  substantial 
reason  or  excuse,  abandons  the  use  of  his  invention,  and  for 
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nine  years  sleeps  on  his  rights,  and  in  the  mean  time  others, 
in  good  faith,  employ  their  industry,  skill  and  money  in  pro- 
ducing the  same  thing,  and  give  the  public  the  benefit  thereof, 
putting  it  into  extensive  use  and  on  sale,  such  a  state  of  facts 
not  only  warrants  the  inference  of  abandonment  by  the  first 
inventor,  but  it  also  creates,  as  between  him  and  the  others, 
the  same  equity  as  would  arise  if  such  others  had  gone  fur- 
ther and  taken  out  a  patent.  Whether  the  device  be  patented, 
or  has  "gone  into  use  without  a  patent,"  should  make  no 
difference.  Kendall  v.  Winsor,  21  How.,  322.  This  is  not  be- 
cause lapse  of  time,  per  se,  deprives  an  inventor  of  his  right, 
but  because  the  circumstances  giving  character  to  the  delay 
indicate  abandonment ;  and  also  because  the  intervening 
rights  of  others  make  it  inequitable  that  he  should  thereafter 
be  permitted  to  assert  any  such  exclusive  title  to  the  inven- 
tion. 

The  bill  must  be  dismissed  with  costs. 

John  If.  B.  Latrobeaxid  Andrew  J.  Toddy  for  the  complainant. 

George  Giffordy  for  the  defendant. 


The  Adjustable  Window  Screen  Company 


vs. 
John  W.  Boughton.    In  Equity. 

The  reissued  patent,  granted  to  complainant,  as  assignee  of  Abner  B.  Ma- 
gown,  for  an  adjustable  window-screen,  held  to  be  invalid,  by  reason 
of  the  claim  being  too  broad,  and  comprehending  the  invention  pat- 
ented to  Lewis  S.  Thompson,  February  24,  1863. 

(Before  McKknnan,  J.,  Eastern  District  of  Pennsylvania,  June,  1874.) 

McKennan,  J. 

The  complainant's  bill  is  founded  upon  letters  patent,  re- 
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issued  to  it,  as  assignee  of  Abner  B.  Magown,  for  an  adjustable 
window  screen.  "  The  nature  of  the  said  invention  consists 
of  an  adjustable  window  screen,  composed  of  two  or  more 
frames,  each  frame  being  covered  with  wire  or  other  gauze, 
and  sliding  within  guides,  attached  to  either  or  both  of  the 
frames,  being  so  constructed  that  each  screen,  when  completed, 
can  be  immediately  adjusted  to  windows  of  various  widths, 
without  altering  the  screen,  viz.,  without  adding  to,  or  de- 
ducting anything  from,  it." 

The  novel  merit  of  this  screen,  consists  in  its  adjustability  to 
windows  of  various  widths,  after  the  gauze  is  attached  to  it. 
This  is  the  only  essential  difference  between  it  and  the  mos- 
quito frame,  patented  by  Lewis  S.  Thompson,  on  the  24th  Feb- 
ruary, 1863,  three  years  before  the  date  of  Magown's  patent. 

Thompson's  frame  must  first  be  fitted  to  the  opening  in- 
tended to  be  covered,  and  a  netting,  of  suitable  width,  then 
attached  to  it.  In  Magown's,  however,  this  separate  adjust- 
ment of  the  frame  and  the  netting  is  avoided,  by  its  being 
composed  of  two  frames  covered  with  gauze,  held  together 
by  a  metallic  guide,  and,  by  sliding  them  in  or  out  laterally, 
it  may  be  fitted  to  the  width  of  any  opening. 

But  the  adaptability  of  both  screens,  to  the  purpose  for 
which  they  are  to  be  used,  is  due  to  the  adjustability  of  thin 
frames.  The  frames  must  be,  and  are,  capable  of  extension 
and  contraction  to  fit  them  to  openings  of  varying  widths. 
This  capability,  therefore,  is  a  fundamental  condition  of  both 
inventions. 

Now,  Thompson,  was  the  first  inventor  of  an  adjustable 
frame  for  a  window  screen,  and,  I  think,  the  frame  forming 
the  basis  of  Magown's  invention,  cannot  be  distinguished 
from  it,  in  the  principle  of  its  construction,  or  the  modes  of  its 
operation.  Obviously,  similar  mechanical  appliances—metal- 
lic clips  or  guides — are  used,  in  both,  to  secure  the  same  re- 
sults, and,  they  are  alike  adapted  to  the  openings  to  which 
they  are  to  be  applied,  by  extending  or  contracting  them  in 
the  guides.  It  is  true,  that  Magown's  screen  is  composed  of 
two  separate  frames,  but,  this  is  only  a  formal  difference. 
Their  conjunction  is  indispensable  to  the  completeness  of  the 
screen,  and,  when  united  in  the  guides,  they  are  adjusted  in 
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the  same  mode  in  which  Thompson's  frame  is.  Nor  does 
this  form  of  construction,  secure  a  different,  or  more  effective 
mode  of  adjustment  of  the  frame.  Its  evident  and  only  ob- 
ject, is,  to  effect  the  adjustability  of  the  netting,  so  that,  by  its 
attachment  to  separate  frames,  sliding  past  each  other,  in  the 
same  guide,  it  is  adaptable  to  any  opening  to  which  the  com- 
bined frame  is  fitted.  In  this  respect,  it  is  an  improvement 
upon  Thompson's  invention  ;  but,  the  use  of  the  latter,  is  indis- 
pensable to  its  efficiency,  and  is  the  essential  basis  of  it. 

By  properly  limiting  his  application,  Magown  might  have 
been  entitled  to  a  patent  for  this  improvement,  but  he  could 
not  appropriate  what  he  did  not  invent.  Under  cover  of  se- 
curing his  own  invention,  he  cannot  expand  his  claim  to  em- 
brace the  invention  of  another.  The  consequence  of  such  an 
attempt,  is  to  imperil  his  title  to  the  product  of  his  own  me- 
chanical skill.  The  reissued  patent  claims  a  window  screen, 
the  only  apparent  difference  between  which,  and  Thompson's, 
aside  from  the  improvement  referred  to,  is,  in  its  being  com- 
posed of  two  separate  frames.  This,  as  before  stated,  is  a  for- 
mal and  not  a  substantial  difference.  It  is  broad  enough  to 
comprehend  Thompson's  prior  "invention,  and,  upon  such  a 
footing,  it  cannot  be  sustained. 

The  bill  must,  therefore,  be  dismissed  with  costs. 


George  E.  Buckley \  for  the  complainant. 
Leonard  Myers ',  iot  the  defendant. 
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The  Dorsey   Revolving  Harvester  Rake  Company 

et  AL. 

« 

vs. 

The  Bradley  Manufacturing  Company. 


Samuel  Johnson  et  al. 

vs. 

Same.     In  Equity.* 

In  a  suit  in  equity,  brought  on  letters  patent  for  a  machine,  to  restrain  the 
defendant  from  making  the  patented  machines  and  selling  them  to  par- 
ties who  buy  them  for  exportation  to  and  use  in  foreign  countries,  it  is 
proper  to  join,  as  plaintiffs,  the  owner  of  the  legal  title  to  the  patent  with 
the  holder  of  the  exclusive  right  to  make  and  vend  the  patented  inven- 
tion for  use  in  foreign  countries. 

A  patentee  has  the  right  to  grant  the  right  to  make  and  sell  the  patented  in- 
vention within  specified  territory,  and  to  make  that  right  exclusive  in  the 
grantee,  and  yet  limit  the  use  of  the  thing  so  made  and  sold,  within 
specified  limits. 

A  patentee,  while  granting  to  another  a  right  to  make,  or  to  make  and  sell, 
may  retain  to  himself  the  exclusive  right  to  make  and  sell  for  export  or 
use  in  other  countries. 

Whether  the  grant  of  a  xight  to  make  and  sell  carries  with  it  a  right  to  use, 
qucere. 

Whether,  when  a  mere  licensee  to  make  and  sell  a  patented  machine  within 
specified  limits,  sells  a  machine  so  made  to  another,  the  machine  may  be 
used  anywhere,  quaere. 

Where  there  did  not  appear  to  be  danger  of  irreparable  injury  to  the  plain- 
tiff, and  his  right  was  not  clear,  a  preliminary  injunction  was  refused. 

(Before  Woodruff,  J.,  Northern  District  of  New  York,  June,  1874.) 

*  12  Blatchf.  C.  C.  R.,  202. 
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Woodruff,  J. 

In  each  of  these  cases  motions  were  made  by  the  complain- 
ants for  an  injunction  pendente  lite.  The  motions  were  founded 
upon  the  respective  bills  of  complaint,  and  affidavits  perti- 
nent to  the  several  suits,  and  upon  other  affidavits  and  papers 
pertinent  to  both  ;  and  the  motions  are  resisted  upon  affi- 
davits used  for  the  purposes  of  both  motions.  The  object  of 
the  motions  respectively  is  to  restrain  the  alleged  infringe- 
ment of  patents  upon  which  the  suits  respectively  ajre  founded. 

The  defendants  object,  in  each  case,  that  there  is  an  im- 
proper joinder  of  complainants,  because  the  bills  respectively 
aver  that  the  Johnson  Harvester  Company  have  the  exclu- 
sive right  to  make  and  vend  the  patented  inventions  for  use 
in  foreign  countries  ;  also,  that  the  defendants  have  a  right 
to  make  and  sell  within  the  territory  within  which  they  man- 
ufacture and  sell,  without  restriction  as  to  the  use  or  place 
within  which  the  machines  in  question  may  he  used. 

The  respective  inventions  are  improvements  in  harvesters, 
and  especially  the  harvester  rake,  one  being  patented  to 
Owen  Dorsey,  and  assigned  to  the  Dorsey  Revolving  Har- 
vester Rake  Company,  upon  which  patent  the  first  of  the 
above-named  suits  is  founded  ;  and  the  other  being  patented 
to  Samuel  Johnson,  upon  which  the  second  suit  is  founded. 
That  the  defendants  are  making  and  selling  machines  em- 
bracing these  inventions  is  not  denied  ;  and  it  appears,  also, 
that  they  are  making  and  selling  to  parties  who  buy  them  for 
exportation  to  and  use  in  foreign  countries  ;  and  this  is 
claimed  to  infringe  the  patents. 

My  conclusions  upon  the  bills  of  complaint  and  affidavits, 
and  upon  the  questions  thereupon  arising,  may  be  briefly 
stated.  However  the  parties  differ  as  to  the  construction  and 
effect  of  the  transactions  in  question,  there  is  little,  if  any, 
dispute  about  facts. 

1st.  The  suggestion  that  there  is  an  improper  joinder  of 
plaintiffs,  if  that  were  a  reason  for  withholding  an  injunction 
to  restrain  an  infringement  of  the  rights  of  one  of  the  com- 
plainants, will  not  avail  here.  An  exclusive  license  to  man- 
ufacture for  a  special  use  or  purpose  is  not  an  assignment  of 
the  patent,  which  renders  the  joinder  of  the  patentee,  in  a 
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The  Dorsey   Revolving  Harvester   Rake  Company 

et  AL. 

« 

vs. 

The  Bradley  Manufacturing  Company. 


Samuel  Johnson  et  al. 

VS. 

Same.    In  Equity.* 

In  a  suit  in  equity,  brought  on  letters  patent  for  a  machine,  to  restrain  the 
defendant  from  making  the  patented  machines  and  selling  them  to  par- 
ties who  buy  them  for  exportation  to  and  use  in  foreign  countries,  it  is 
proper  to  join,  as  plaintiffs,  the  owner  of  the  legal  title  to  the  patent  with 
the  holder  of  the  exclusive  right  to  make  and  vend  the  patented  inven- 
tion for  use  in  foreign  countries. 

A  patentee  has  the  right  to  grant  the  right  to  make  and  sell  the  patented  in- 
vention within  specified  territory,  and  to  make  that  right  exclusive  in  the 
grantee,  and  yet  limit  the  use  of  the  thing  so  made  and  sold,  within 
specified  limits. 

A  patentee,  while  granting  to  another  a  right  to  make,  or  to  make  and  sell, 
may  retain  to  himself  the  exclusive  right  to  make  and  sell  for  export  or 
use  in  other  countries. 

Whether  the  grant  of  a  right  to  make  and  sell  carries  with  it  a  right  to  use, 
quctre. 

Whether,  when  a  mere  licensee  to  make  and  sell  a  patented  machine  within 
specified  limits,  sells  a  machine  so  made  to  another,  the  machine  may  be 
used  anywhere,  quare. 

Where  there  did  not  appear  to  be  danger  of  irreparable  injury  to  the  plain- 
tiff, and  his  right  was  not  clear,  a  preliminary  injunction  was  refused. 

(Before  Woodruff,  J.,  Northern  District  of  New  York,  June,  1874.) 


*  12  Blatchf.  C.  C.  R.,  202. 
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Woodruff,  J. 

In  each  of  these  cases  motions  were  made  by  the  complain- 
ants for  an  injunction  pendente  lite.  The  motions  were  founded 
upon  the  respective  bills  of  complaint,  and  affidavits  perti- 
nent to  the  several  suits,  and  upon  other  affidavits  and  papers 
pertinent  to  both  ;  and  the  motions  are  resisted  upon  affi- 
davits used  for  the  purposes  of  both  motions.  The  object  of 
the  motions  respectively  is  to  restrain  the  alleged  infringe- 
ment of  patents  upon  which  the  suits  respectively  a/e  founded. 

The  defendants  object,  in  each  case,  that  there  is  an  im- 
proper joinder  of  complainants,  because  the  bills  respectively 
aver  that  the  Johnson  Harvester  Company  have  the  exclu- 
sive right  to  make  and  vend  the  patented  inventions  for  use 
in  foreign  countries  ;  also,  that  the  defendants  have  a  right 
to  make  and  sell  within  the  territory  within  which  they  man- 
ufacture and  sell,  without  restriction  as  to  the  use  or  place 
within  which  the  machines  in  question  may  he  used. 

The  respective  inventions  are  improvements  in  harvesters, 
and  especially  the  harvester  rake,  one  being  patented  to 
Owen  Dorsey,  and  assigned  to  the  Dorsey  Revolving  Har- 
vester Rake  Company,  upon  which  patent  the  first  of  the 
above-named  suits  is  founded  ;  and  the  other  being  patented 
to  Samuel  Johnson,  upon  which  the  second  suit  is  founded. 
That  the  defendants  are  making  and  selling  machines  em- 
bracing these  inventions  is  not  denied  ;  and  it  appears,  also, 
that  they  are  making  and  selling  to  parties  who  buy  them  for 
exportation  to  and  use  in  foreign  countries  ;  and  this  is 
claimed  to  infringe  the  patents. 

My  conclusions  upon  the  bills  of  complaint  and  affidavits, 
and  upon  the  questions  thereupon  arising,  may  be  briefly 
stated.  However  the  parties  differ  as  to  the  construction  and 
effect  of  the  transactions  in  question,  there  is  little,  if  any, 
dispute  about  facts. 

1  st.  The  suggestion  that  there  is  an  improper  joinder  of 
plaintiffs,  if  that  were  a  reason  for  withholding  an  injunction 
to  restrain  an  infringement  of  the  rights  of  one  of  the  com- 
plainants, will  not  avail  here.  An  exclusive  license  to  man- 
ufacture for  a  special  use  or  purpose  is  not  an  assignment  of 
the  patent,  which  renders  the  joinder  of  the  patentee,  in  a 
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suit  for  infringement  improper.  It  is  not  within  the  defini- 
tion of  an  assignment,  in  the  statute.  It  does  not  convey  the 
patent,  or  any  specified  territory  within  which  the  licensee 
has  the  exclusive  right  to  make,  vend  or  use,  and  is  not 
within  any  case  which  has  held  even  that  the  licensee  could 
sue  without  joining  the  person  in  whom  the  legal  title  to  the 
patent  is  vested,  still  less  within  any  case  holding  that  the 
latter  may  not  join  in  the  suit  in  equity  ;  and,  in  general,  one 
who  has  granted  such  exclusive  license  has  an  interest  in  sus- 
taining the  right  and  protecting  his  license.  Presumptively, 
his  own  rights  would  be  affected  by  an  adverse  adjudication, 
if  called  on  by  the  licensee  to  defend  his  license. 

2d.  I  have  no  doubt  of  the  right  of  a  patentee  to  grant  the 
right  to  make  and  sell  the  patented  invention  within  speci- 
fied territory,  and  to  make  that  right  exclusive  in  the  grantee, 
and  yet  limit  the  use  of  the  thing  so  made  and  sold,  within 
specified  limits.  The  right  to  make  and  vend,  and  the  right 
to  use,  are  completely  severable  ;  and,  while  a  grant  of  the 
right  to  make  and  sell  to  others  might  be  deemed  to  imply 
the  right  in  the  purchasers  to  use  the  thing  purchased,  a 
patentee  may  restrict  the  use.  The  patent  as  effectually 
secures  to  him  a  monoply  of  the  right  to  use  as  it  does  of  the 
right  to  make.  The  patentee,  or  his  assignee,  may,  there- 
fore, give  the  exclusive  right  to  make  and  sell  for  use  within 
certain  territory  ;  and  such  a  restriction  would  be  entitled  to 
enforcement.  The  case  of  Adams  v.  Burke,  17  Wallace,  453, 
recently  decided  in  the  Supreme  Court,  is  in  no  conflict  with 
this.  In  that  case,  there  was  a  complete  transfer  of  the  ex- 
clusive title  to  the  invention  within  and  for  a  specified  terri- 
tory. There  was  no  qualification  of  the  right  to  use,  either 
expressed  in  the  grant  or  inferrible  (according  to  the  views 
expressed  in  the  opinion  of  the  court)  from  the  nature  of  the 
subject  or  the  circumstances  of  the  case.  It  is  clear  that  the 
patentee  may  grant  the  right  to  use  within  any  specified 
place,  town,  city  or  district,  and  he  may  make  such  right  of 
use  exclusive  ;  and  I  deem  it  no  less  clear  that  he  may  limit 
the  right  to  manufacture  for  such  use.  What  the  terms  of 
any  particular  grant  or  license  import,  may  be  and  is  often  a 
question.      But,*  the  right  of  the  patentee  to  confer  upon 
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others  such  qualified  privilege,  whether  of  making,  of  selling 
to  others,  or  of  using,  as  he  sees  fit,  whether  within  specified 
limits  or  under  limitations  of  quantity,  or  number,  or  re- 
stricted uses,  does  not  seem  deniable.  Whether,  in  a  given 
case,  he  has  given  a  privilege  with  such  qualifications,  or 
whether  his  grantee  or  licensee  has  an  unrestricted  right, 
without  any  limitation  as  to  quantity,  number  or  use,  must 
depend  upon  the  facts  existing  in  each  case. 

3d.  The  complainants  have  not  vested  in  themselves,  by 
virtue  of  their  patents,  any  exclusive  right  to  sell  their 
patented  inventions  in  foreign  countries  ;  and,  therefore,  any 
one,  having  possession  of  their  harvesters  there,  may  sell  and 
use  them  there,  and  any  one  there  may  make,  sell  and  use 
them.  But,  a  patentee  having  the  exclusive  right  to  make 
them  in  this  country,  and  having  the  right,  above  stated,  to 
grant  that  right  to  others,  may  qualify  the  privilege  which  he 
confers.  A  patentee  may  find  it  greatly  to  his  advantage, 
and  greatly  profitable,  to  supply  a  foreign  demand  for  an  ar- 
ticle of  American  manufacture,  and  may  be  able  successfully 
to  compete  with  foreign  machinists  in  the  making.  In  such 
case,  his  monopoly  of  the  right  of  making  and  selling  here  is 
of  great  value,  because  no  other  one  can  make  in  this  country 
and  compete  with  him.  I  know  of  no  reason,  in  law  or  in 
equity,  why,  if  he  give  to  another  a  right  to  make,  or  to 
make  and  sell,  he  is  not  at  full  liberty  to  retain  to  himself  the 
advantage  and  profit  of  competing  in  foreign  markets,  by  re- 
taining the  exclusive  right  to  make  and  sell  for  export  or  use 
in  other  countries  ;  not  because  the  monopoly  includes  such 
other  countries,  but  because  his  actual  monopoly  does  in- 
clude all  making  and  selling  here,  with  all  the  advantages 
which  are  incident  thereto. 

4th.  The  defendants  in  these  cases  are  making  and  selling 
the  patented  harvester,  and  are  so  making  and  selling  for 
the  purpose  of  exportation,  or  under  contracts,  with  knowl- 
edge and  intent  that  the  purchasers  are  thereby  supplying, 
and  will  supply,  the  foreign  market. 

5th.  In  respect  to  the  Dorsey  patent,  upon  which  the  first 
above  named  suit  is  founded,  the  defendants  show  no  assign- 
ment or  license  conferring  upon  them  the  right  to  use  the 
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patented  invention.     I  do   not  discover  in  the   papers    any- 
thing which  imports  such  a  right,  at  law  or  in  equity.    Coun- 
sel for  the  defendants  seem  to  have  assumed  that  the  agree- 
ment with  Johnson,  the  patentee  named  in  the  other  suit,  and 
the  correspondence  in  relation  to  his  harvester,  applied  to  the 
Dorsey  patent  also.     I  do  not  find  in  either  anything  to  war- 
rant the  assumption  ;  and,  especially,  I  observe  that  the  Dor- 
sey patent  expired  on  the  4th  of  March,  1870,  and  was,  on  or 
before  that  day,  extended  for  the  term  of  seven  years.     The 
defendants  have  failed  to  show  a  right  under  such  extension. 
In  the  first  case,  then,  the  defence  rests  upon  a  statement 
in   the  affidavit  of  Mr.  Harding,  the  solicitor  therein,   and 
M  agent  for  the  Dorsey  Revolving  Harvester  Rake  Company, 
and  for  the  reissued  patent  of  Samuel  Johnson,   No.   2951, 
dated  May  26th,  1868,"  as  follows  ;  "  that  it  was  agreed,  that 
the  right  to  build  what  was  called  single  reapers,  under  said 
patents,  should  be  given  to  C.  C.  Bradley  &  Son,  to  manufac- 
ture such  machines  as  might  be  required  for  use  in  Minnesota, 
Wisconsin,  Pennsylvania,  and   New  York,   except  the   river 
counties,  so  long  as,  and  on  condition  that,  they  kept  said 
territory    supplied    with    such    machines    as   are     required 
therein,  and  paid  the  license  fee."    The  defendants  den)r  that 
there  was  any  condition  annexed  to  he  privilege  agreed  to  be 
given  them.     This  statement  does  not  discriminate,  in  terms, 
between  the  two  patents,  one  to  Dorsey  and  one  to  Johnson. 
It  may  refer  to  the  Johnson  original  and  reissued  patents. 
The  agreement  produced  by  the  defendants  refers   to    the 
Johnson  patent  only.     If,  however,  this  statement  be  taken 
most  strongly  against  the  complainants,  to  include  also  the 
Dorsey  patent,  then  it  declares  that  the  defendants  were  only 
to  have  the  privilege  of  supplying  the  States  mentioned  with 
machines  for  use  therein  ;  and  this  is  not  at  all  inconsistent 
with  the  loose  and  indefinite  terms  of  the  agreement  in  rela- 
tion to  the  Johnson  patent,  to  be  presently  further  noticed. 
The  defendants,  therefore,  fail  to  show  a  right  to  manufac- 
ture and  sell  without  restriction  as  to  the  use  of  the  harvesters 
at  any  time.     Still  less  do  they  show  such  a  right  now  ex- 
isting under  the  extension  of  the  Dorsey  patent.     The  com- 
plainants in  the  first  above  named  suit  are,  therefore,  entitled 
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to  the  injunction  sought  by  their  motion,  restraining  the  de- 
fendants from  infringing  the  Dorsey  patent,  extended  as 
described  in  the  bill  of  complaint. 

6th.  As  to  the  Johnson  patent,  upon  which  the  second 
above  named  suit  is  founded,  I  feel  great  hesitation.  There 
was,  in  relation  to  that,  a  written  agreement,  which  contem- 
plated granting  to  C.  C.  Bradley  &  Son  "'  their  choice  in 
what  territory  they  may  want,  at  a  reasonable  price,  for  the 
right  to  build  and  sell  \n  said  territory."  Subsequent  negotia- 
tions, evidenced  by  correspondence,  indicate  subsequent  and 
continuous  recognition  of  the  right  of  C.  C.  Bradley  &  Son 
to  build  and  sell,  though  the  precise  limits  of  the  territory  in 
which  they  were  to  be  permitted  to  build  and  sell  has  been 
the  subject  of  negotiation  and  fluctuation.  As  already  sug- 
gested, the  agreement  is  not  very  specific  or  determinate.  It 
is  not  clear  that  Bradley  &  Son  were,  under  this  agreement, 
to  have  anything  more  than  a  license.  Nor  is  it  stated  that 
they  are  to  have  an  exclusive  license  in  any  territory.  They 
seem,  in  the  correspondence,  to  have  claimed  that  ;  and  yet 
such  claim  is  not  conceded,  as  appears  by  what  they  call  en- 
croachments on  them.  On  the  other  hand,  there  is,  in  this 
agreement,  no  express  restriction  upon  the  right  to  make 
and  sell  in  such  territory  as  might  be  assigned  to  them, 
which  in  terms  confines  the  use  of  the  harvesters  which  they 
make  and  sell  to  the  same  territorial  limits.  Hereupon,  sev- 
eral interesting  questions  arise.  Does  the  right  to  make  and 
sell  carry  with  it  the  right  to  use  ?  If,  by  implication,  the 
right  to  use  is  incident  to,  or  implied  in,  the  right  to  make 
and  sell,  does  not  the  limitation  of  the  right  to  make  and  sell, 
to  specific  territorial  limits,  operate  with  equal  strictness 
upon  the  right  of  use  which  is  incidental  thereto  or  js  so  im- 
plied ?  Is  the  incident  broader  in  its  scope  than  the  principal 
grant  ?  If  it  be  true,  as  claimed,  that,  when  one  who  has 
the  whole  right  in  the  invention,  to  make,  sell  and  use  (either 
for  the  whole  or  a  part  of  the  United  States),  sells  a  machine, 
it  passes  from  under  the  dominion  of  the  patent,  and  may  be 
used  anywhere,  does  that  follow  when  a  mere  licensee  to  make 
and  sell  within  specified  limits  sells  the  patented  invention  10 
another  ?    Does  the  cautiously  guarded  decision  of  the  Su- 
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preme  Court  in  Adams  v.  Burkey  17  Wallace,  453,  carefully 
limited  to  the  precise  case  then  under  consideration,  reason- 
ably import  an  affirmative  to  the  last  question  ?  Especially, 
may  one  having  a  license  to  make  and  sell  within  a  limited 
territory  only,  deliberately  contract  to  supply  the  patented 
invention  for  use  in  other  territory,  provided  his  manufacture 
and  his  actual  negotiation  of  sales  are  within  the  privileged 
limits,  and  may  he  practically  avail  himself  of  the  markets  of 
the  whole  country  ? 

The  rights  of  the  parties  in  respect  to  the  Johnson  patent 
are  by  no  means  clearly  settled.  The  question  whether  the 
defendants  are  to  be  regarded  as  mere  licensees,  or  as  having 
an  interest  in  the  patent,  is  to  be  determined.  Confessedly, 
in  the  present  actual  condition  of  things,  their  interest,  of 
whatever  extent,  is  equitable  rather  than  legal  ;  but  that  does 
not  prejudice  their  standing  in  a  court  of  equity.  Again,  it 
is  claimed  that  the  license  to  which  C.  C.  Bradley  &  Son 
were  entitled  was  personal  to  them,  and  could  not  be  as- 
signed, and,  therefore,  the  defendant,  a  corporation,  has  no 
right  whatever,  either  at  law  or  in  equity,  to  make  or  sell  the 
patented  invention  anywhere.  The  question,  whether  the 
right  or  privilege  of  C.  C.  Bradley  &  Son  could  be  assigned, 
is  not  to  be  determined  solely  by  applying  to  it  the  term 
"  license.' '  Whether  a  license  is  or  is  not  assignable,  is  to  be 
determined  not  merely  by  the  term  "license,"  but  by  an 
inquiry  into  the  fair  meaning  and  intention  of  the  parties  ; 
and,  it  may  be  affected  not  only  by  the  words  of  license,  but 
by  the  nature  of  the  transaction,  the  consideration  paid,  and 
other  circumstances  showing  that  an  assignable  right  was 
conferred.  And  yet  that  question  is  here  involved  touching 
a  right  or  privilege  which  was  to  be  evidenced  by  writing, 
which,  in  the  preliminary  agreement,  is  not  well  defined,  and 
which  lies  in  what  may  be  found  to  be  equitable  between  the 
parties. 

There  are  some  expressions,  in  the  negotiations  between  the 
parties,  which  would  seem  to  contemplate  the  possession,  by 
C.  C.  Bradley  &  Son,  of  exclusive  territorial  rights  ;  and  if 
it  should  be  found  that  the  defendants  are  so  entitled,  they 
may  be  within  the  case  of  Adams  v.  Burkey  above  referred  to. 
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If  there  appeared  to  be  danger  of  irreparable  injury  to  the 
complainants,  I  might  feel  called  upon  to  decide  these  ques- 
tions above  referred  to,  or,  at  least,  such  of  them  as  are  ma- 
terial to  the  motion.  But  no  such  danger  appears  ;  there  is 
no  allegation  that  the  damages  cannot  be  easily  ascertained, 
nor  that  the  defendants  are  not  of  sufficient  pecuniary  re- 
sponsibility to  answer  for  all  profits  realized  by  them,  and  for 
all  damages  sustained  by  the  complainants  pendente  lite.  I  do 
not  think  the  case  depending  upon  the  Johnson  patent  de- 
veloped so  fully,  and  the  right  so  clear,  that  the  injunction 
should  be  granted  upon  the  papers  now  before  me.  The 
motion  in  the  suit  of  Johnson  and  others  against  the  defend- 
ants must  be  denied.  But,  if  the  complainants  deem  it  im- 
portant, such  denial  may  be  without  prejudice  to  a  renewal 
upon  further  proofs. 

The  motion  in  the  suit  of  the  Dorsey  Company  must  be 
granted. 

George  Harding,  for  the  complainants. 

George  F.  Comstock  and  Nathaniel  B.  Smith,  for  the  defend- 
ant. 


Jacob  E.  Buerk 

vs. 

William  Imhaeuser  et  al.    In  Equity.- 

.The  case  of  Buerk  vs.  Valentine,  9  Blatchf.  C.  C.  R.,  479,  examined  anew 
upon  its  merits  in  a  suit  upon  the  same  patent,  and  a  decision  rendered 
following  it. 

A  watchman's  time  detector,  in  which  the  dial-paper  is  pressed  down  upon  a 
surface  furnished  with  projections  by  which  it  is  indented,  is  an  infringe- 
ment of  a  patent  for  a  like  detector  in  which  points  are  forced  upward 
from  below  by  similar  means  to  perforate  the  paper,  the  former  device 
being  an  equivalent  for  the  other,  and  an  evasion  of  the  patent. 

(Before  Woodruff,  J.,  Southern  District  of  New  York,  June,  1874.) 

*  Affirmed  by  Supreme  Court,  11  Otto,  647. 
VOL.  I — 22 
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Woodruff,  J. 

I  have  re-examined  the  decision  heretofore  made  by  me,  in 
Buerk  v.  Valentine^  9  Blatchf.  C.C  R.,  479,  so  far  as  it  bears 
upon  the  contest  in  this  suit.  In  that  case,  the  patents  and  the 
patented  devices,  including  the  patent  for  the  infringement  of 
which  this  suit  is  brought,  are  fully  described.  The  addi- 
tional evidence  here  introduced,  does  not  alter  my  convction 
that  the  invention  now  in  question,  and  secured  to  the  com- 
plainant by  his  patent  of  June  5,  1865,  was  not  anticipated 
by  any  of  the  devices  to  which  the  evidence  relates  ;  nor  by 
John  Buerk,  upon  whose  invention  that  of  the  complauftant 
was  an  improvement. 

It  is  true,  that  a  revolving  dial  had  before  been  used  ;  that 
John  Buerk  used  perforating-points  ;  that  Rowbotham  & 
Nolet  used  a  stamp  rather  than  a  key  ;  that  Schwilgue  em- 
ployed a  single  point,  adjustable  to  different  positions  of  the 
varying  positions  of  the  bits  on  the  keys.  As  to  all  these, 
specific  and  important  differences,  from  the  complainant's  de- 
tector, might  be  pointed  out.  For  example  :  Apart  from  the 
plain  difference,  between  Schwilgue's  and  the  complainant's, 
in  the  manner  of  construction  ;  the  mode  in  which  the  single 
point  was  controlled  and  shifted  by  a  species  of  lever  or  rotat- 
ing arm  ;  the  fact  that  the  dial  was  not  placed  on  the  arbor  of 
the  watch  movement,  and  other  particulars,  which  made  it  a 
far  more  cumbrous  and  inconvenient  instrument  than  the 
complainant's  detector — besides  all  this,  it  had  no  such  capac- 
ity of  variation  by  the  combinations  of  marks  or  punctures 
produced  by  the  keys,  which  can  be  employed  in  the  com- 
plainant's machine,  and  enable  the  owner  to  make  it  serve 
for  a  very  great  number  of  stations,  if  his  business  so  requires. 

And,  as  to  the  fact  that  marks  and  punctures  have  been  be- 
fore used,  the  defendants,  or  especially  their  experts,  treat 
the  case,  to  some  extent,  as  if  a  device  was  not  patentable,  if, 
by  prior  known  means,,  the  same,  or  substantially  the  same,  re- 
sult has  been  produced.  For  this,  however,  the  learned 
counsel  for  the  defendants,  with  his  great  experience  and 
familiarity  with  the  subject,  would  not,  I  am  certain,  se- 
riously contend. 

The  invention  of  the  complainant  first  brought  the  combi- 
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nation  of  the  revolving  dial  on  the  watch  arbor,  the  complex 
and  greatly-varying  system  of  markers  into  immediate  connec- 
tion, in  such  form  of  convenience  and  by  such  mechanical  de- 
vices as  are  shown  in  his  detector. 

It  is  claimed  that  the  parts  were  old,  and  that  his  achieve- 
ment was  aggregation  merely.  Not  so.  The  very  combina- 
tion itself  required  new  devices  to  make  the  combination 
operative  ;  and  the  several  parts,  when  combined,  produce  a 
result  not  before  produced  by  any  one. 

Is  the  defendants'  detector  an  infringement  ?  I  think  it, 
is.  VThe  only  difference  between  it  and  the  complainant's  de- 
tector, is,  that  instead  of  forcing  points  upward  to  perforate, 
the  defendants  force  the  paper  downward  upon,  and  to  receive 
an  impression  from,  stationary  projections  from  the  surface 
below.  Both  indent  the  dial  upward  ;  one  makes  a  perfora- 
tion, the  other  an  upward  indentation.  I  do  not  think  an  in- 
ventor can  be  robbed  of  the  fruits  of  his  invention  by  such  a 
variation,  when  the  whole  structure  of  his  machine  is  in  other 
respects  the  same. 

Without  deeming  it  necessary  to  discuss  the  subject  more 
minutely  or  fully,  my  conclusion  is,  that  the  complainant's 
patent  is  valid,  and  that  the  defendants  infringe  it. 

Let  a  decree  be  entered  for  the  complainant  awarding  an 
injunction,  directing  an  account,  etc. 


y.  Van  Santvoord,  for  the  complainant. 
Keller  Gr  Blake,  for  the  defendants. 
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MORITZ  COHN 
VS. 

The  United  States  Corset  Company  et  al.    In 

Equity.  *t 

/ 

The  letters  patent  granted  to  Moritz  Cohn,  April  15,  1873,  for  an  "  im- 
provement in  corsets,"  the  claim  of  which  is,  "A  corset  having  the 
pockets  for  the  reception  of  the  bones  formed  in  the  weaving,  and  vary- 
ing in  length  relatively  to  each  other,  as  desired,  substantially  in  the 
manner  and  for  the  purpose  set  forth,"  are  void,  because  the  invention 
set  forth  therein  was  previously  described  in  a  publication  printed  in  Eng- 
land, being  a  provisional  specification  left  by  John  Henry  Johnson  at  the 
office  of  the  Commissioner  of  Patents,  with  his  petition,  on  the  20th  of 
January,  1854. 

A  prior  printed  publication,  in  order  to  invalidate  a  subsequent  patent,  must 
describe  the  thing  claimed  by  such  patent,  and  must  do  so  in  a  manner 
so  distinct  and  clear  as  to  leave  no  reasonable  doubt  that  the  thing  de- 
scribed is  the  same. 

The  patent  to  Cohn  claims,  that  the  corset,  to  be  his  corset,  must  not  only 
have  the  pockets  stopped  and  finished  off  in  the  weaving,  but  must  have 
them  varying  in  length  relatively  to  each  other,  as  desired,  each  pocket 
starting  fiom  one  edge  of  the  fabric  and  running  towards  the  other,  but 
stopping  short  of  it  at  a  point  predetermined  as  the  point  at  which  the 
end  of  the  bone  to  be  inserted  in  that  pocket  is  to  be  located,  according  to 
the  shape  to  be  given  to  the  corset.  Johnson's  provisional  specification 
describes  the  same  features  in  a  corset. 

The  fact  that  a  corset  made  in  pursuance  of  Johnson's  description  existed,  is 
sufficiently  shown  by  such  description,  and  it  is  not  necessary  to  show 
otherwise  the  existence  or  use  of  such  a  corset. 

Nor  is  it  necessaiy  that  Johnson's  description  should  show  how  the  appara- 
tus for  weaving  the  corset  should  operate,  to  produce  the  features  he 
describes  as  pertaining  to  his  woven  corset. 

If  that  were  held  to  be  a  defect  in  Johnson's  description,  the  specification 
of  Cohn's  patent  would  be  defective  in  the  same  respect,  in  not  stating 

•  12  Blatchf.  C.  C.  R.,  225. 
f  Affirmed  by  Supreme  Court,  3  Otto,  366. 
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the  arrangement  of  machinery  necessary  to  produce  the  features  of  his 
corset 

(Before  Blatchford,  J.,  Southern  District  of  New  York,  June,  1874.) 

Blatchford,  J. 

This  suit  is  brought  on  letters  patent  granted  to  the  plain- 
tiff, April  15,  1873,  for  an  "  improvement  in  corsets."  The 
specification  of  the  patent  says  :  "  Previous  to  my  invention 
it  has  been  customary,  in  the  manufacture  of  corsets,  to  weave 
the  material  with  pocket-like  openings  or  passages  running 
thrqugh  from  edge  to  edge,  or  all  stopped  and  finished  off  at 
a  uniform  distance  from  the  edge,  and  adapted  to  receive  the 
bones,  which  are  inserted  to  stay  the  woven  fabric,  and 
which  serves  as  brace  to  give  shape  to  and  support  the 
figure  of  the  wearer.  This  methd  of  manufacturing  the  cor- 
sets necessarily  involves  a  great  deal  of  hand  labor,  and,  con- 
sequently, expense,  in  stitching  up  the  ends,  where  they  are 
woven  with  pockets  running  through  from  edge  to  edge,  to 
hold  the  bones  in  place,  or  else  the  upper  ends  of  the  bones 
are  necessarily  all  located  at  a  uniform  distance  from  the 
edge,  resulting  in  a  less  perfectly  shaped  corset  than  is 
produced  by  following  out  my  invention.  I  propose,  by 
my  invention,  to  overcome  the  objections  just  named, 
and  produce  a  corset  in  which  the  location  or  position  of 
the  bones  endwise  shall  be  predetermined  with  the  ac- 
curacy of  the  jacquard  in  the  process  of  weaving  the 
corset-stuff  or  material,  while  I,  at  the  same  time,  effect  a 
great  saving  of  labor  and  expense,  and  give  a  more  perfect 
shape.  My  invention  has  for  its  main  object,  therefore,  not 
only  the  production  of  a  better  article,  but,  also,  a  reduction 
in  the  cost  of  manufacture  ;  and,  to  these  ends,  my  inven- 
tion consists  in  having  the  pocket-like  openings  or  passages, 
into  which  the  bones  are  put,  closed  up  near  the  end  at  that 
point  at  which  it  is  designed  to  have  the  end  of  each  located, 
as  will  be  hereinafter  more  fully  set  forth."  The  drawings 
then  represent  two  corsets.  One  is  made  according  to  the 
mode  of  manufacture  stated  to  have  been  theretofore  most 
generally  practised,  that  is,  with  the  bones  secured  in  place 
endwise  in  the  pockets  by  stitching,  after  the  insertion  of  the 
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bone,  so  as  to  retain  the  bone  endwise,  by  closing  up  the 
pocket,  it  being,  when  woven,  a  passage  running  through 
from  edge  to  edge.     "This,"  the  specification  says,  "  is  in 
accordance  with  or  illustrates  the  mode  of  manufacture  orig- 
inally practised,  and  only  departed  from  prior  to  my  inven- 
tion, as  heretofore  explained."    The  other  corset  represented 
in  the  drawings  is  one  made  according  to  the  plan  of  the 
patentee.     The  specification  states,  that,   instead  of  having 
the  woven  fabric  of  the  corset  made  with  pocket-like  open- 
ings or  passages  running  through  from  edge  to  edge,  or  up 
to  a  uniform  distance  from  the  edge,  the  patentee  proposes  to 
have  such  woven  fabric  "  woven  with  pockets  or  passages 
which  extend  from  one  edge  of  the  fabric  toward  the  other, 
but  stop  short  of  the  latter  at  such  point  or  locality  as  is  pre- 
determined for  the  location  of  the  end  of  each  bone,  accord- 
ing to  the  design  or  shape  to  be  given  to  the  corset,   as 
shown."     It  also  states,  that  the  fabric  is  woven  with  the 
pockets  extending  from  one  edge  of  the  fabric  toward  the 
other  edge  as  far  as  certain  points  which  are  not  at  uniform 
distances  from  either  edge  :  that  frqm  those  points  out  to  the 
latter  edge  the  fabric  is  woven  solid  or  without  any  passages  ; 
that  the  bones  are  made  of  the  proper  length,  and  are  in- 
serted at  the  open  ends  of  the  pockets  ;  and* that,  after  their 
insertion,  the  bones  are  pushed  home  to  the  bottoms  of  their 
respective  pockets,  and  the  mouths  or  open  ends  of  the  pock- 
ets are  then  closed  up  by  the  stitching  and  binding  of  the 
edge,  and  the  perfect  retention  of  the  bones  is  thus  effected. 
The  specification  proceeds  :  "It  will  be  understood,  that,  by 
forming  the  corset  as  described,  with  pockets  closed  at  one 
end,  and  weaving  in  such  pockets  of  varying  lengths,  I  am 
enabled  to  determine,  in  the  manufacture  of  the  corset  fabric, 
the  precise  points  to  which  the  subsequently  inserted  bones 
shall  extend,  and  thus  pattern  any  number  of  corsets  exactly 
alike,  and  to  the  most  desirable  model.  Corsets  made  accord- 
ing to  my  improved  plan,  it  will  be  seen,  can  be  made  to  a 
perfect  and  regular  pattern,  will  be  more  desirable  in  appear- 
ance, and  can  be  produced  at  less  cost  than  those  made  ac- 
cording to  the  mode  of  manufacture  practised  previous  to  my 
invention.     I  am  aware  of,  and  do  not  claim,  a  woven  corset 
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with  the  pockets  stopped  and  finished  off  at  a  uniform  dis-  * 
tance  from  the  edge.  I  am  also  aware  of,  and  do  not  claim, 
a  hand-made  corset  with  pockets  of  varying  lengths  stitched 
on."  The  claim  is  in  these  words:  "A  corset  having  the 
pockets  for  the  reception  of  the  bones  formed  in  the  weav- 
ing and  varying  in  length  relatively  to  each  other,  as  desired 
substantially  in  the  manner  and  for  the  purpose  set  forth.' ' 

The  application  for  the  patent  was  made  on  the  30th  of 
January,  1873.  In  the  specification  originally  presented  there 
was  no  recognition  of  the  fact,  that,  prior  to  the'  plaintiff's 
invention,  it  had  been  customary,  in  the  manufacture  of  cor- 
sets, to  weave  the  material  with  pocket-like  openings  or  pas- 
sages stopped  and  finished  off  at  a  uniform  distance  from  the 
edge  ;  and  it  was  stated,  in  such  specification,  that  it  had  al- 
ways been  necessary  to  insert  the  bones  in  pocket-like  open- 
ings or  passages  running  through  from  edge  to  edge,  and 
then  to  secure  each  bone  endwise  by  sewing.  Such  specifi- 
cation proceeded  on  the  assertion  that  the  plaintiff  was  the 
first  person  who  stopped  or  finished  off  by  weaving  the  bone 
pockets  which  had  before  been  woven  to  run  through  from 
edge  to  edge,  and  the  first  person  who  thus  dispensed  with 
the  operation  of  fastening  endwise  bjr  stitching  the  bones  in 
such  bone-pockets,  and  the  first  person  who,  by  the  process 
of  weaving,  closed  up  such  bone-pockets  at  the  place  where 
the  end  of  the  inserted  bone  was  to  be  located.  The  claim 
applied  for,  on  such  specification,  was  a  claim  to  "  a  corset 
woven  with  the  pockets  for  the  bones  closed  at  one  end,  sub- 
stantially as  and  for  the  purpose  set  forth."  On  the  26th  of 
February,  1873,  the  application  was  rejected,  on  the  ground 
that  it  had  been  anticipated  by  what  was  stated  to  be  "  Eng- 
lish patent  No.  143,  of  1854."  This  reference  was  to  a  "  pro- 
visional specification  left  by  John  Henry  Johnson  at  the 
office  of  the  Commissioners  of  Patents,  with  his  petition,  on 
the  20th  January,  1854,"  which  says  :  "  This  invention  re- 
ceived provisional  protection,  but  notice  to  proceed  with  the 
application  for  letters  patent  was  not  given  within  the  time 
prescribed  by  the  act."  The  invention  is  called,  in  such  pro- 
visional specification,  an  "  invention  for  improvements  in  the 
manufacture  of  stays  or  corsets,"  and  is  therein  stated  to 
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have  been  communicated  to  Johnson  by  Adolphe  Georges 
Geresme,  of  Paris,  in  the  empire  of  France,  manufacturer. 
The  entire  text  of  such  provisional  specification  is  in  these 
words  :  "  This  invention  relates  to  the  manufacture  of  what 
are  known  as  woven  corsets,  and  consists  in  the  employment 
of  the  jacquards  in  the  loom,  one  of  which  effects  the  shape 
or  contour  of  the  corset,  and  the  other  the  formation  of  the 
double  portions  or  slots  for  the  introduction  of  the  whale- 
bones. These  slots  or  double  portions  are  made  simulta- 
neously with  the  single  parts  of  the  corset,  and,  in  place  of 
being  terminated  in  a  point,  they  are  finished  square  off,  and 
at  any  required  length  in  the  corset,  instead  of  always  run- 
ning the  entire  length,  as  is  usually  the  case  in  woven  corsets. 
When  the  corset  is  taken  from  the  loom,  the  whalebones  are 
inserted  into  these  cases,  and  the  borders  are  formed,  thus 
completing  the  article,  which  contains  ail  the  elegance  and 
graceful  contour  of  sewn  corsets  made  by  manual  labor."  On 
the  12th  of  March,  1873,  amendments  were  made  in  the  spec- 
ification and  claim,  but  none  which  limited  the  scope 
claimed  for  the  invention.  On  the  15th  of  March,  1873,  the 
application  was  again  rejected.  On  the  25th  of  March,  1873, 
the  claim  was  amended  so  as  to  read  as  it  is  in  the  patent  is- 
sued, but  the  application  was  again  rejected  March  29, 
1873.  On  the  10th  of  April,  1873,  ^e  specification  and 
claim  which  are  found  in  the  patent  issued  were  presented, 
and  the  patent  was,  on  the  next  day,  ordered  to  issue.  In 
an  argument  addressed  to  the  Patent  Office,  on  behalf  of  the 
patentee,  on  the  12th  of  March,  1873,  in  reference  to  what 
appears  in  the  provisional  specification  of  Johnson,  it  is 
said  :  "  Prior  to  Cohn's  invention,  the  material  for  corsets 
had  been  woven  into  the  required  shape,  with  the  gussets, 
etc.,  by  the  action  of  the  jacquard  of  the  loom,  and  the  open- 
ings or  pockets  for  the  bones  were  woven  through  from  sel- 
vage to  selvage  of  the  stuff,  each  pocket  terminating  in  a  sort 
of  point.  As  the  selvages  were  cut  off  afterwards,  the  pock- 
ets were,  of  course,  left  open  at  the  ends,  necessitating  the 
adjustment  of  the  bones  by  hand,  and  their  securement  in  the 
proper  position  endwise  by  sewing.  It  is  a  fact  known  to 
ail  those  in  the  corset  trade,  that  all  imported  corsets  are, 


june,  1874.  *  345 


Cobn  v.  United  States  Corset  Co. 


and  have  for  years  been,  woven  after  this  fashion.  No  one  in 
this  country  has  ever  seen  a  corset  with  pockets  woven  of 
different  lengths,  to  determine  the  position  of  the  bones  end- 
wise, and  hold  the  bones  in,  until  the  making  of  such  corsets 
by  Cohn  ;  and  the  presumption  is,  that  no  such  corsets  as 
just  named  were  ever  made  abroad.  Now,  in  view  of  these 
facts,  the  fair  presumption  is,  that  what  the  English  patent 
cited  alludes  to  and  means  is  simply  a  woven  corset,  having 
the  pockets,  in  lieu  of  closed  pointedly  near  the  selvage,  in 
the  old-fashioned  way,  stopped  off  square,  at  any  required 
distance  from  the  selvage,  but  not  at  different  distances  in  one 
corset,  for  the  purpose  of  regulating  the  position  endwise  of 
a  number  of  bones  of  different  lengths,  and  thus  determining 
the  design  or  figure  of  the  corset.  At  any  rate,  no  such 
thing  as  a  corset  with  its  pockets  woven  of  various  lengths  is 
described  in  this  very  brief  English  specification,  nor  has  any 
such  corset  ever  come  here  from  abroad.  As  it  is  necessary,  in 
a  fine  corset,  to  have  the  bones  of  different  lengths,  and  to 
have  the  ends  of  the  bones  placed  at  certain  points  in  the  pock- 
ets, it  follows,  that,  in  a  corset  woven  as  proposed  in  the  Eng- 
lish patent,  with  all  the  pockets  one  length,  the  adjustment  by 
hand,  and  securing  with  stitching  of  many  of  the  bones,  would 
be  necessary,  and  hence,  by  so  weaving  the  corset  (with  square- 
bottomed  pockets  all  the  same  length),  no  particular  advan- 
tage would  be  gained,  and  it  is  reasonable  from  this  to  con- 
clude, that,  for  these  reasons,  what  the  English  patentee  pro- 
posed has  never  gone  into  practice  abroad  and  been  im- 
ported here.  All  the  surrounding  facts  and  circumstances,  to 
say  the  least,  raise  a  very  strong  doubt  as  to  whether  this 
English  specification  really  describes,  or  its  author  cer  con- 
templated, the  invention  of  Cohn,  and,  in  view  of  such 
doubt,  the  applicant  is  entitled  to  his  claim."  In  pursuance 
of  the  views  set  forth  in  this  argument,  the  specification 
finally  presented,  aYid  which  is  the  one  annexed  to  the  patent, 
manifestly  refers  to  the  Johnson  invention,  in  saying  that,  in 
weaving  the  material,  the  pocket-like  openings  or  passages 
had  before  been  stopped  and  finished  off  at  a  uniform  dis- 
tance from  the  edge,  and  then  goes  on  to  say  that  the  woven 
fabric  of  the   patentee's  corset,  in  lieu  of  being  made  with 
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pocket-like  openings  or  passages  running  through  from  edge 
to  edge,  or  up  to  a  uniform  distance  from  the  edge,  is  to  be 
41  woven  with  pockets  or  passages  which  extend  from  one 
edge  of  the  fabric  toward  the  other,  but  stop  short  of  the  lat- 
ter at  such  point  or  locality  as  is  predetermined  for  the  loca- 
tion of  the  end  of  each  bone,  according  to  the  design  or 
shape  to  be  given  to  the  corset,  as  shown,"  and  then  dis- 
claims "  a  woven  corset  with  the  pockets  stopped  and  finished 
off  at  a  uniform  distance  from  the  edge,"  and  limits  the  claim 
to  pockets  4*  formed  in  the  weaving,  and  varying  in  length 
relatively  to  each  other,  as  desired. 

The  principal  defence  relied  on  in  this  case  is,  that  the  in- 
vention of  the  patentee  is  found  in  the  Johnson  provisional 
specification,  regarded  not  as  a  patent,  but  as  a  publication 
printed  in  England  prior  to  the  patentee's  invention.  The 
Johnson  specification,  in  order  to  be  sufficient  to  invalidate 
the  plaintiff's  patent,  must  describe  the  thing  which  the 
plaintiff's  patent  claims,  and  must  do  so  in  a  maner  so  dis- 
tinct and  clear  as  to  leave  no  reasonable  doubt  that  the  thing 
described  is  the  same.  The  6ist  section  of  the  Act  of  July 
8,  1870,  16  U.  S.  Stat,  at  Large,  208,  provides,  that  where  it 
is  set  up,  as  special  matter  of  defence  to  a  suit  for  the  in- 
fringement of  a  patent,  that  the  invention  covered  by  it  had 
been  previously  described  in  some  printed- publication,  and 
such  special  matter  is  found  for  the  defendant,  judgment 
shall  be  rendered  for  the  defendant.  Therefore,  this  de- 
fence must  be  established  affirmatively  by  the  defendant,  in 
order  to  be  found  for  him,  the  patent  having  been  issued  and 
standing  until  overthrown. 

The  plaintiff's  patent  claims,  distinctly,  that  the  corset,  to 
be  the  plaintiff's  corset,  must  not  only  have  the  pockets 
stopped  and  finished  off  in  the  weaving,  but  must  have  them 
varying  in  length  relatively  to  each  other,  as  desired,  each 
pocket  starting  from  one  edge  of  the  fabric  and  running 
toward  the  other,  but  stopping  short  of  it,  at  a  point  prede- 
termined as  the  point  at  which  the  end  of  the  bone  to  be  in- 
serted in  that  pocket  is  to  be  located,  according  to  the 
shape  to  be  given  to  the  corset.  Now,  while  the  Johnson 
specification   or  description  is  brief,  it  sets  forth  distinctly 
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what  it  purports  to  set  forth  in  regard  to  a  woven  corset.  It 
sets  forth,  in  that  respect,  that  the  shape  or  contour  of  the 
corset  is  to  be  given  by  weaving  ;  that  the  double  portions  or 
slots  for  the  introduction  of  the  whalebones  are  to  be  formed 
by  weaving,  and  are  to  be  finished  square  off,  in  place  of 
being  terminated  in  a  point,  and  are  to  be  finished  off  at  any 
required  length  in  the  corset,,  instead  of  always  running  the 
entire  length,  as  is  usually  the  case  in  woven  corsets  ;  that, 
when  the  corset  is  taken  from  the  loom,  the  article  is  completed 
by  inserting  the  whalebones  into  these  cases,  and  forming  the 
borders  ;  and  that  the  completed  article  contains  all  the  ele- 
gance and  graceful  contour  of  sewn  corsets  made  by  manual 
labor.  The  matter  in  dispute  is,  as  to  whether  Johnson  de- 
scribes pockets  varying  in  length  relativel)-  to  each  other, 
and  each  pocket  stopping  at  a  point  predetermined,  accord- 
ing to  the  shape  designed  for  the  corset,  as  the  point  where 
the  end  of  the  bone  to  be  inserted  in  that  pocket  is  to 
be  located.  The  determination  of  the  point  where  the 
end  of  the  bone  and  the  end  of  the  pocket  are  to  be,  is 
governed,  according  to  the  plaintiff's  specification,  solely  by 
the  shape  to  be  given  to  the  corset.  No  particular  length  of 
pocket,  and  no  particular  location  of  the  end  of  any  bone,  are 
set  forth,  in  th«  plaintiff's  specification,'  as  giving,  or  con- 
ducing to  give,  any  particular  shape  to  the  corset.  That 
whole  matter  rests  in  the  will  of  the  manufacturer.  All  that  the 
plaintiff's  specification  really  says  is,  that  the  patentee  intends 
to  stop  off  his  pockets,  by  weaving,  at  any  required  point, 
and  thus  make  them  of  any  required  length,  and  that  the 
shape  to  be  given  to  the  corset  will  demand  that  the  pockets 
be  stopped  off  at  definite  points,  to  enable  the  bones  to  be  the 
proper  bones  for  such  shape,  and  that  this  will  require  that 
the  pockets  in  the  corset  shall  vary  in  length  relatively  to 
each  other.  It  was  well  known  that  the  shape  to  be  given 
to  a  woven  corset  demanded  that  the  pockets  should  be 
stopped  off  at  definite  points,  to  enable  the  bones  to  be  the 
proper  bones  for  such  shape  ;  and  it  was  well  known  that  this 
required  that  the  pockets  in  a  corset  should  vary  in  length 
relatively  to  each  other.  This  was  known  before  the  date  of 
Johnson's  specification  ;  and  Johnson,  in  that  specification, 
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speaks  of  the  elegance  and  graceful  contour  of  his  corset, 
necessarily  implying  that  his  pockets  and  bones  are  of  proper 
lengths  to  give  such  elegance  and  grace  of  contour,  and  not 
of  such  lengths  as  to  defeat  such  a  result.  Therefore,  in 
reality,  all  that  the  plaintiff  says,  in  his  specification,  is,  that 
he  intends  to  stop  off  his  pockets,  by  weaving,  at  any  re- 
quired point,  and  thus  make  them  of  any  required  length. 
Johnson  stops  off  his  pockets,  by  weaving,  at  any  required 
length  in  the  corset.  There  is  no  just  foundation  for  the  idea 
that  Johnson  describes  stopping  off  the  pockets*  at  a  uniform 
length.  It  was  a  part  of  the  history  of  the  art,  at  the  date  of 
Johnson's  specification,  that  the  bones  in  a  corset  must  be  of 
varying  lengths  relatively  to  each  other,  in  order  to  suit  the 
shape  of  the  wearer  and  give  any  grace  of  contour,  and,  con- 
sequently, that  the  pockets  containing  the  bones  must  be 
stopped  off  at  varying  heights  in  the  same  corset.  No  person 
desiring  to  make  a  salable  corset,  much  more,  one  described 
by  Johnson  as  containing  "  elegance  and  graceful  contour," 
would,  at  the  date  of  Johnson's  specification,  have  made  the 
bones  or  the  pockets  of  uniform  length.  Such  a  corset  would 
not  be  a  corset  of  proper  shape,  or,  in  the  language  of  one  of 
the  witnesses,  would  be  a  corset  without  a  shape.  When  the 
pockets,  prior  to  Johnson's  specification,  were  woven  the  en- 
tire length,  they  were  stopped  off  by  sewing,  at  varying 
heights  in  the  same  corset,  according  to  the  varying  lengths 
assigned  to  the  various  bones,  to  produce  the  predetermined 
shape  of  the  corset.  When,  therefore,  in  view  of  such  state 
of  the  art,  Johnson  directs  the  pockets  to  be  finished  by 
weaving,  at  any  required  length  in  the  corset,  he  necessarily 
conveys  the  idea  that  the  weaving  can  be  employed  to  stop 
off  the  several  pockets  at  the  several  places  where  they  had 
before  been  stopped  off  by  sewing.  In  view  of  what  there  is 
in  Johnson's  specification,  the  plaintiff's  patent  conveys  no 
new  idea.  It  says,  that  each  pocket  is»  to  be  stopped,  by 
weaving  at  the  place  where  the  end  of  the  bone  which  is  to  be 
inserted  in  such  pocket  is  to  be,  and  that  the  ends  of  the 
bones  are  not  all  to  be  at  a  uniform  distance  from  the  open- 
ings of  the  pockets.  Johnson  says  the  same  thing,  in  saying 
that  the  slots  are  to  be  finished  at  any  required  length  in  the 
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corset,  when  his  language  is  read  in  view  of  the  state  of  the 
art  in  January,  1854. 

It  is  urged,  for  the  plaintiff,  that  there  is  no  evidence  that 
such  a  corset  as  the  plaintiff's  ever  existed,  made  in  pursuance 
of  Johnson's  description  But  it  must  be  assumed,  from 
Johnson's  language,  that  such  a  corset  as  he  describes  ex- 
isted, for  he  speaks  of  it  as  a  corset  which  contains  elegance 
and  graceful  contour.  Moreover,  if  the  description  by 
Johnson  is  a  sufficient  description  of  the  plaintiff's  corset  to 
show  its  structure  in  the  particulars  covered  by  the  claim  of 
the  plaintiff's  patent,  it  is  not  necessary  to  show  otherwise 
the  existence  or  use  of  the  corset  described  by  Johnson. 

It  is  also  urged,  that  Johnson  does  not  sufficiently  describe 
how  the  two  jacquards  are  to  be  arranged,  so  as  to  produce 
the  features  he  describes  as  pertaining  to  his  woven  corset. 
It  is  not  necessary  this  should  have  been  described.  The 
plaintiff,  in  his  specification,  merely  points  out  the  features 
which  exist  in  his  woven  corset,  but  does  not  describe  how 
the  jacquard  or  the  loom  is  to  produce  those  features.  It 
must  be  assumed  that  Johnson  and  Geresme  had  employed 
two  jacquards  to  produce  the  features  Johnson  describes  ; 
one  jacquard  to  effect  the  shape  or  contour  of  the  corset,  and 
the  other  to  form  the  slots.  Johnson  says,  that  the  slots 
11  are  made"  simultaneously  with  the  single  parts  of  the  cor- 
set, and  M  are  finished"  square  off,  that  the  whalebones  "  are 
inserted"  into  these  cases,  and  the  borders  "are  formed," 
and  that  the  article  thus  completed  "  contains"  all  the  ele- 
gance and  graceful  contour  of  sewn  corsets  made  by  manual 
labor.  The  plaintiff  makes  no  claim,  in  his  patent,  to  any  in- 
vention in  connection  with  the  loom,  or  the  jacquard,  or  the 
particular  shape  of  the  corset.  Therefore,  he  describes  noth- 
ing in  those  respects.  He  describes,  and  needed  to  describe, 
only  the  features  of  his  corset,  as  an  article.  So,  we  are  to 
look,  in  Johnson  ^.specification,  only  for  a  description  of  like 
features  in  a  woven  corset,  and  not  for  any  description  of  any 
means  for  producing  those  features.  It  might,  with  as  much 
force,  be  urged,  that  the  plaintiff's  specification  does  not 
sufficiently  describe  his  invention,  because  it  does  not  state 
how  the  loom  and  the  jacquard  are  to  be  arranged  to  pro- 
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duce  the  described  features  of  the  corset,  but  merely  speaks 
of  using  the  jacquard  in  a  loom.  To  this  suggestion  it  is 
replied,  that  any  weaver  would  known  how  to  do  that,  when 
told  by  the  plaintiff  what  features  were  to  exist  in  the  corset 
woven  ;  but  that  no  weaver  would  have  known  how  to  ar- 
range two  jacquards  to  produce  like  features  in  the  corset 
woven,  when  told  by  Johnson  that  such  features  were  to  ex- 
ist in  the  corset  woven.  Yet  the  plaintiff  shows,  by  the  tes- 
timony, that,  after  he  had  determined  at  what  points  he 
wished  the  pockets  to  be  stopped  off,  to  give  the  required 
shape  to  the  corset,  he  tried  in  vain,  for  some  time,  to  make 
his  loom  and  jacquard  so  work  as  to  stop  off  the  pockets  at 
such  points  ;  and  that  it  finally  required  the  employment  of 
an  experienced  weaver,  and  a  special  arrangement  of  cords, 
needles  and  cards,  to  produce  the  desired  result.  But,  there 
is  nothing  of  this  in  his  specification.  If  Johnson's  descrip- 
tion is  insufficient  in  this  respect,  the  plaintiff's  description  is 
also  insufficient. 

It  is  also  insisted,  that  the  defendants  must  prove  that,  at 
the  date  of  Johnson's  description,  a  loom  with  two  jacquards, 
suitable  to  produce  the  features  required  in  the  corset  woven, 
was  known  to  the  arts  ;  and  'that  none  such  was  known  to 
Johnson,  because  his  description  declares  that  the  invention 
consists  in  the  employment  of  two  jacquards,  with  the  func- 
tions assigned  to  them  respectively.  But,  if  such  employ- 
ment of  two  jacquards  was  invented  by  Geresme,  it  was 
known  to  him,  and  the  description  shows  that  it  had  been 
used,  and  that  the  described  corset  had  been  made  by  means 
of  it.  It  would  be  more  proper,  therefore,  to  say,  that  it  is 
for  the  plaintiff  to  show  that  such  employment  of  two  jac- 
quards was  not  known  to  Geresme.  No  such  fact  has  been 
shown.  On  the  contrary  the  defendants  have  proved  that 
they  have  caused  corsets  to  be  woven  with  the  pockets 
stopped  off  by  weaving,  and  of  varying  lengths  in  the  same 
corset,  by  the  employment  of  two  jacquards  in  the  loom,  one 
effecting  the  shape  or  contour  of  the  corset  and  the  other  the 
formation  of  the  pockets,  and  the  pockets  being  made  simul- 
taneously with  the  single  parts  of  the  corset,  and  being 
finished  square  off. 
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If  the  plaintiff  has  made  an  invention,  it  is  in  the  means  of 
producing  the  features  he  describes  as  belonging  to  the  corset 
described,  and  it  is  not  the  corset  itself  with  those  features. 
Such  a  corset  is  described  by  Johnson. 

The  above  views  are  fatal  to  the  validity  of  the  patent. 
But  I  ought  to  say,  that  the  defendants  have  aot  established 
a  forfeiture  by  the  patentee  of  his  rights,  as  set  up*  in  the  an- 
swer, by  his  having  sold  his  corset  and  allowed  it  to  be  used 
for  more  than  two  years  before  he  applied  for  his  patent ;  nor 
the  defence  of  a  prior  knowledge  and  use  of  the  corset  by  the 
Convex  Weaving  Company. 

The  bill  must  be  dismissed  with  costs. 

Charles  M.  Keller,  for  the  complainant. 

George  Giffordaad  William  C.  Witter ;  for  the  defendants. 


Gideon  Bantz 
vs. 

Jacob  Elsas  et  al.    In  Equity. 

Letters  patent  for  an  "  Improvement  in  Boiler-Furnaces,  for  Burning  Wet 
Fuel/1  reissued  to  Gideon  Bantz,  February  6,  1872,  and  extended  for 
seven  years  from  June  22,  1872,  examined  and  sustained. 

The  fact  of  reissue,  raises  a  presumption,  that  the  invention,  claimed  in  the 
original  and  reissued  patents,  are  the  same,  and,  that  the  reissued  patent 
has  not  been  extended  beyond  the  original  invention. 

Dead  chambers  were  shown  in  the  drawings  of  the  original  patent,  but  were 
not  referred  to  in  the  specification  :  Held,  that  it  was  competent  to  de- 
scribe them,  point  out  their  functions,  and  claim  them,  in  a  reissue. 

(Before  Swing,  J.,  Southern  District  of  Ohio,  June,  1874.) 

Swing,  J. 

The  bill  in  this  case,  alleges  that  the  complainant  was  the 
original  and  first  inventor  of  an  "  Improvement  in  Boiler- 
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Furnaces  for  Burning  Wet  Fuel,"  for  which  he  received  a 
patent,  June  22,  1858 ;  that  he  surrendered  said  letters 
patent,  February  6,  1872,  and  obtained  new  letters  patent 
therefor,  which  were  afterward  extended  for  seven  years  from 
June  22,  1872.  It  further  alleges,  that  he  is  the  sole  owner 
of  said  reissued  and  extended  letters  patent ;  that  he  has 
expended  large  sums  of  money,  in  making  and  vending 
the  improvement,  and  making  it  profitable  for  himself, 
and  useful  to  the  public ;  that  many  persons  have  been 
licensed  to  use  the  same,  with  great  advantage  to  the 
public  ;  that  the  public  have  acknowledged  and  acquiesced 
in  his  rights  to  said  improvement ;  and,  that  he  will  realize 
large  gains  and  profits  therefrom,  if  the  infringements  by 
defendants,  shall  be  prevented  ;  that  the  defendants,  well 
knowing  the  premises,  without  license  and  in  violation  of  the 
rights  of  complainant,  did  unlawfully  make  and  use  boiler- 
furnaces,  made  according  to,  and  containing  his  patented  in- 
vention, and  are  threatening  to  use  and  make  the  same,  in 
large  quantities.  The  bill  then  prays,  that  defendants  may 
be  compelled  to  account  for,  and  pay  over  the  profits  of  the 
infringement,  and  may  be  enjoined  from  making,  vending, 
or  in  any  wise  using  the  patented  improvement.  The  defend- 
ants answer  :  1.  Denying,  generally,  the  allegation  of  the 
bill.  2.  Denying,  specially,  the  infringement.  3.  Denying 
that  complainant  was  the  first  and  original  inventor  of  the 
patented  improvement,  and  setting  up  a  prior  use,  by  several 
persons  named  in  the  answer.  They  also  seek  to  attack  the 
validity  of  the  reissued  patent  of  the  complainant:  1.  By 
showing  that  the  original  patent  was  for  a  combination  of  all 
the  elements  described  therein,  as  a  combination,  while  the 
reissued  patent  is  for  those  elements,  separately,  or,  for  a  com- 
bination of  a  less  number  than  the  whole.  2.  That  the  reis- 
sued patent  contains  a  new  element,  which  is  not  found  in  the 
original,  to  wit,  the  dead-chambers. 

The  patentee,  in  his  specification,  claims  to  have  invented 
"  a  new  and  useful  improvement  in  furnaces  for  burning  wet 
fuel  ;"  and  then  proceeds  to  give  a  description  of  the  inven- 
tion, and  says  :  "  I  do  not  claim  a  furnace  for  burning  wet 
fuel,  broadly,  nor  the  use  of  a  series  of  fireplaces,  connecting 
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with  the  common  flue,  arranged  between  the  furnace  and 
boiler,  as  I  am  well  aware  this  has  been  done  before.  Having 
thus  described  my  invention,  I  claim  : 

44  1.  In  a  furnace  for  burning  wet  fuels,  having  two  or 
more  single  fire-chambers,  not  arranged  under  the  boiler, 
the  combustion  chamber  or  reservoir  C,  arranged  above  the 
top  of  said  fire-chambers,  and  located  directly  under  the  front 
end  of  the  boiler,  essentially  as  described. 

'*  2.  The  cyma-rcversa  bottom  m  ny  of  the  combustion 
chamber  or  reservoir  C,  in  combination  with  the  narrow 
throats  *,  of  the  separate  fire-chambers,  and  the  narrow  exit- 
flue  o,  of  the  bridge  wallS/,  for  the  purpose  essentially  as  de- 
scribed. 

"3.  In  combination  with  the  combustion  chamber  or  re- 
servoir C,  arranged  and  located  as  described,  I  claim  the  side 
door  or  doors  h\  for  the  admission  of  atmospheric  air,  for  the 
purpose  described. 

"4.  In  combination  with  a  series  of  fire-chambers  A,  and 
the  combustion  chamber  or  reservoir  C,  located  and  ar- 
ranged directly  beneath  the  front  end  of  the  boiler,  and  above 
the  crown  of  said  fire-chamber,  I  claim  a  series  of  reverbera- 
tory-chambers  D,  provided  with  side-doors  /*,  and  a  diving- 
flue  E,  at  the  rear  end  of  the  boiler,  to  hold  the  heat  beneath 
the  same  throughout  its  entire  length,  and  to  arrest  and 
deaden  the  sparks,  as  described. 

"5.  In  a  furnace  for  burning  wet  fuels,  in  which  the  fire- 
chambers  are  not  arranged  under  the  boiler,  I  claim  the  ar- 
rangement of  the  boiler  upon  the  rear  wall  of  the  furnace,  and 
the  rear  wall  of  the  diving-flue  E,  for  the  purpose  of  obtain- 
ing the  full  advantage  of  the  heat  of  the  walls  of  the  furnace, 
and  of  the  diving-flue,  as  described. 

"6.  In  a  furnace  for  burning  wet  fuels,  having  a  flat  top, 
and  supplied  through  openings  therein,  I  claim  the  dead- 
chambers  arranged  between  the  floor  and  the  arches  of  the 
fire-chambers,  for  the  purpose  of  maintaining  the  top  of  the 
furnace  cool  for  the  workman,  as  described." 

Complainant  insists  that  respondents  have  infringed  the 
first  and  third  claims  of  this  reissued  patent.  But  one  expert 
has  been  examined,  and  his  testimony  shows,  that  the  fur- 
vol.  i — 23 
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• 
nace  of  the  respondents,  embodies,  substantially,  the  inven- 
tion of  the  complainant,  as  set  forth  in  the  first  claim  of  his 
patent.  That,  it  is  a  furnace  for  burning  wet  fuel,  having 
two  single  fire-chambers,  not  arranged  under  the  boilers,  and 
a  combustion-chamber,  or  reservoir,  arranged  above  the  top  of 
the  fire-chambers,  and  located  directly  under  the  front  of  the 
boiler,  in  the  same  manner  and  for  the  same  purpose  as 
complainant's  invention,  and  also  that  it  embodies  substan- 
tially complainant's  invention,  as  set  forth  in  the  third  claim 
of  his  patent,  to  wit :  In  combination  with  the  combustion- 
chamber  or  reservoir,  the  side-door,  for  the  like  uses  and  pur- 
poses, as  in  complainant's  furnace. 

It  is  claimed,  however,  by  respondents,  that  there  is  no  in- 
fringement of  either  of  these  claims,  because  the  combustion 
chamber  or  reservoir  of  the  complainant,  is  one  having  a 
cyma-revcrsa  bottom,  with  narrow  throat,  whereas,  the  com- 
bustion chamber  or  reservoir  of  the  respondents,  has  not  the 
cyma-revcrsa  bottom,  but,  has  one  which  is  flat,  and  set  inclined, 
and  has  a  wide  throat,  instead  of  a  narrow  one. 

If,  the  first  and  third  claims  of  the  complainant,  are  to  be 
confined  strictly  to  a  combustion-chamber  or  reservoir  with 
a  cyma-revcrsa  bottom  and  a  narrow  throat,  then,  the  respond- 
ents do  not  infringe. 

I  think,  however,  that  the  leading  idea  of  the  complainant, 
is  found,  in  a  combustion  chamber  or  reservoir,  arranged  in  its 
relations  with  the  fire-chamber  and  boiler,  for  a  particular 
purpose,  rather  than,  in  the  particular  form  of  the  back  or 
throat  of  such  chamber  or  reservoir.  It  may  be  true,  that 
he  supposed  the  one  described  by  him,  was  best  adapted  for 
the  purpose  for  which  it  was  designed,  but,  there  can  be  no 
doubt,  that  the  defendants'  combustion-chamber  occupies 
substantially  the  same  relation  to  the  fire-chambers  and  boiler 
that  the  complainant's  does,  and,  is  for,  and  accomplishes,  the 
same  purpose,  in  the  same  way  The  only  difference  is,  in  the 
shape  or  form  of  the  bottom  and  size  of  the  throat,  and  it  is 
not  claimed  that  there  is  any  difference  in  the  principle  of  the 
two.  If  this  be  so,  shall  the  respondents  by  a  mere  change 
of  form,  be  permitted  to  use  the  complainant's  invention  ?  I 
think  not. 
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As  to  the  question  of  first  and  original  invention,  the  testi- 
mony of  Gideon  Bantz,  and  (by  stipulation),  that  of  John 
Duvall  and  Gideon  Bantz,  Jr.,  shows,  that  the  invention  of 
the  complainant,  dates  back  as  far  as  1854,  while  the  testi- 
mony of  J.  C.  Baum,  who  claims  to  be  the  first  and  original 
inventor,  only  reaches  back  to  1856.  True,  Mr.  Baum  tes- 
tifies, that,  in  1858  or  1859,  complainant  acknowledged  that 
he,  Baum,  was  the  author  of  the  invention,  but,  this  is  posi- 
tively denied  by  complainant,  and  it  is  not  likely  that  such 
conversation  did  take  place,  when,  as  the  testimony  shows, 
complainant's  invention  was  made  two  years  before  Baum 
claims  to  have  invented  it. 

As  to  the  patent  of  Thompson,  there  is  nothing  to  show 
its  nature  or  character,  nor  that  the  invention  was  of  the 
same  character  as  the  complainant's.  Besides,  no  such  de- 
fence is  set  up  in  the  answer  ;  neither  is  there  any  testimony, 
establishing  a  prior  use  of  such  a  furnace. 

If  the  validity  of  the  complainant's  reissued  patent,  was 
properly  put  in  issue,  I  cannot,  for  any  of  the  reasons  assigned 
by  the  learned  counsel  for  respondents,  conclude,  that  such 
reissued  patent  is  invalid. 

1.  The  presumptions  of  the  law  are  all  in  favor  of  its  valid- 
ity. The  very  fact  of  reissue  raises  a  presumption,  that  the 
inventions,  claimed  in  the  original  and  reissued  patent,  are 
the  same,  and  the  presumptions  of  the  law,  are,  that  the  com- 
plainant has  acted  rightly,  and  has  not  extended  the  reissued 
patent  beyond  the  original  invention. 

2.  But,  aside  from  this,  by  a  comparison  of  the  original  with 
the  reissue,  I  do  not  find  it  extended  beyond  what  I  include 
in  a  fair  and  reasonable  construction  of  the  original.  I  do  not 
think  the  original  patent  is  for  a  combination  ;  it  is  not,  as 
described  in  the  patent,  specifications  or  claims,  and,  if  it  be 
not  for  a  combination,  the  patentee  had  a  right  to  a  reissue  for 
any  of  its  valuable  elements,  separately  or  together. 

3.  But  it  is  said  the  reissued  patent  embraces  an  element 
not  within  the  original  patent,  to  wit,  the  dead-chamber.  It 
is  true,  that  nowhere  in  the  specification  of  the  original 
patent,  are  these  dead-chambers  spoken  of,  or  their  functions 
described,  but  they  are  clearly  shown  in  the  drawings  accom- 
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panying  the  specification,  and  the  reissue  does  nothing  more 
than  describe  them  and   point  out  their  functions.     This  is 
certainly  not  going  beyond   what  is   shown  in  the  original 
patent. 
Decree  for  complainant. 

John  E.  Hatch  and  Fisher  6*  Duncan,  for  the  complainant. 

\    Jacob  Schroder,  for  the  defendants. 


The  Consolidated  Fruit  Jar  Company 

vs. 

Thomas  W.  Whitney  et  al.    In  Equity. 

A  mere  license  is  not  apportionable,  so  as  to  permit  the  licensee  to  grant  to 
others  separate  rights  to  use  or  work  the  patent,  by  subdividing  the 
rights  that  may  have  been  granted  to  himself.  Brooks  v.  By  am,  a  Story, 
525,  commented  on  and  followed. 

The  patentee  gave  to  A,  and  his  assigns,  a  license  to  manufacture  and  sell 
the  Mason  fruit  jar,  patented  September  24,  1872,  within  a  specified  ter- 
ritory. Afterward,  the  patentee  assigned  the  patent,  and  all  his  rights 
thereunder,  to  the  complainant :  Held,  that  a  transfer  by  A,  of  a  portion 
of  the  rights  and  privileges  secured  to  him  by  the  license,  was  void,  as 
against  the  complainant,  even  if  the  complainant's  assignment  was  held 
subject  to  the  prior  license. 

Where,  upon  the  filing  of  a  bill  for  the  infringement  of  a  patent,  an  injunc- 
tion order  has  been  granted,  restraining  the  defendant,  pendente  lite, 
from  manufacturing  and  selling  the  paten  ted  article  ;  and  an  application, 
on  behalf  of  the  defendant,  is  made  to  the  court,  to  modify  the  injunc- 
tion, by  permitting  the  defendant  to  manufacture  a  limited  number  of 
ithe  patented  articles,  with  which  to  complete  contracts  between  the 
defendant  and  third  parties  ;  and,  as  a  condition  to  the  modification, 
•the  defendant  offers  to  file  a  bond,  to  secure  complainant  against  loss 
occasioned  thereby  ;  and  it  appears,  from  the  papers  used  upon  the  appli- 
cation, that  the  defendant  is  the  assignee  of  a  part  only  of  the  rights, 
secured  to  his  assignors  by  license  from  the  patentee,  and  that,  at  the 
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time  of  the  assignment  to  the  defendant,  a  suit  was  pending  in  New 
York,  between  the  present  complainant  and  the  assignors  of  the  defend- 
ant, wherein  the  relief  sought  was  to  have  the  license  from  the  patentee 
to  the  defendant's  assignors  held  fraudulent  and  void,  of  which  suit  the 
defendant  admitted  having,  at  some  time,  received  actual  notice  :  Held, 
that  the  absence,  in  the  moving  papers,  of  sufficient  proof,  that  the  notice 
to  the  defendant  of  the  pendency  of  the  former  suit  was  subsequent,  and 
not  prior,  to  the  making  of  the  contracts  which  the  defendant  now 
desires  to  carry  out,  is  fatal  to  the  defendant's  motion,  and,  that  the 
papers  did  not  present  a  proper  case  for  the  exercise  of  the  equitable 
powers  of  the  court. 

The  rule  that  where  the  complainant  has  established  a  right  to  an  injunc- 
ion,  .the  defendant  cannot  defeat  it  by  tendering  security  for  damages,  is 
applicable  to  patent  cases. 

(Before  Nixon,  J.,  District  of  New  Jersey,  June,  1874.) 

Nixon,  J. 

Application  is  made  to  the  court,  to  modify  the  injunction 
order,  granted  on  filing  the  bill  in  the  above  stated  case. 

The  application  is  based  on  the  ground,  that  the  defend- 
ants, in  good  faith,  purchased  the  right  to  manufacture  and 
sell  the  jars  or  bottles,  described  in  the  Mason  Patent ;  that, 
in  like  good  £aith,  they  have  entered  into  contracts  with 
sundry  persons  to  furnish  such  jars  or  bottles,  upon  speci- 
fied terms,  and  within  or  at  certain  times,  which  contracts  are 
only  partially  executed  ;  and,  that  if  they  are  now  restrained 
from  fulfilling  them,  they  will  be  subjected  to  serious  losses, 
damages,  etc. 

The  modification  asked  for  is,  that  the  defendants  may  be 
allowed  six  weeks  to  carry  out  all  unexecuted  contracts,  not 
exceeding  the  manufacture  and  delivery  of  fifteen  hundred 
gross  of  said  jars  or  bottles,  on  their  indemnifying  the  com- 
plainant, against  any  loss  or  damage  which  it  may  sustain,  by 
reason  of  their  completing  the  same. 

As  the  case  now  stands,  there  are  two  reasons  why  the  court 
is  precluded  from  granting  this  request : 

1.  It  does  not  appear  upon  the  face  of  the  papers,  that  the 
defendants  have  acquired  any  rights  to  manfacture  and  sell 
under  these  patents.  All  the  authority  they  have,  is  derived 
from  the  agreement  entered  into,  during  the  month  of  De- 
cember,   1873,  between  the  Standard  Union  Manufacturing 
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Company  and  the  defendants,  while  the  suit  was  still  pend- 
ing against  the  individuals  who  principally  formed  and  con- 
stituted the  said  company.  If  I  have  not  mistaken  the  pur- 
port of  that  agreement,  its  design  was,  to  convey  to  the  de- 
fendants, for  a  valuable  consideration,  the  exclusive  right  to 
make  and  sell  the  Mason  Patent  Fruit  Jar,  patented  Septem- 
ber 24,  1872,  and  known  in  the  market  as  the  Mason  Jar  of 
'72,  in  the  city  of  Philadelphia,  and  at  all  places  within  fifty 
miles  of  said  city,  and  also  in  the  city  of  Baltimore.  Con- 
ceding, for  the  purposes  of  this  motion,  that  the  paper  exe- 
cuted by  John  L.  Mason  to  John  K.  Chase,  November  13, 
1872,  is  a  valid  instrument,  so  far  as  the  rights  of  these  de- 
fendants are  concerned,  who  are  bona  fide  purchasers  under 
it,  without  notice  of  any  fraud,  yet,  it  must  be  borne  in  mind, 
that  such  paper  does  not  purport  to  be  an  assignment  of  the 
invention,  but  a  mere  license  to  exercise  the  privileges  se- 
cured by  the  patent.  It  is  not  claimed  that  the  Standard 
Union  Manufacturing  Company  had  more  than  the  rights  of  a 
licensee,  and,  while  it  is  an  open  question,  whether  a  license  to 
a  party  and  his  assigns  is  a  personal  privilege,  or  whether  it 
confers  the  power  of  assignment,  in  its  entirety,  to  third 
persons,  it  seems  to  be  understood,  that  a  mere  license  is  not 
apportionable,  so  as  to  premit  the  licensee,  as  is  attempted  in 
the  present  case,  to  grant  to  others,  separate  rights  to  use  or 
work  the  patent,  by  subdividing  the  rights  that  may  have 
been  granted  to  himself.  Curt,  on  Pat.,  §  213.  Brooks  v.  Byam, 
2  Story,  525. 

The  case  of  Brooks  v.  Byam,  supra,  was  this  :  A  patentee  of 
friction  matches,  by  deed  under  seal,  granted,  sold,  assigned, 
and  transferred  to  B,  his  executors,  administrators,  and  assigns  y 
the  right  and  privilege  of  making,  using,  and  selling  the  fric- 
tion matches  patented  ;  and  to  have  and  hold  the  right  and 
privilege  of  manufacturing  the  said  matches,  and  to  employ 
in  and  about  the  same  six  persons,  and  no  more,  to  vend  them 
in  any  part  of  the  United  States.  Judge  Story  was  in  doubt, 
whether  the  license  was  not  such  a  personal  privilege,  that 
the  entirety  could  not  be  assigned,  notwithstanding  it  was 
given  to  B  and  his  assigns,  and  left  the  question  open,  be- 
cause it  was  not  necessary,  in  that  case,  to  decide  it.  He  held, 
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however,  that  the  right  granted  by  the  above  deed,  was  a 
license  or  authority,  coupled  with  an  interest  in  the  execution, 
to  the  grantee  and  six  persons  to  be  employed  by  him  in 
making  matches  ;  that  the  right  was  an  entirety,  incapable  of 
being  apportioned  or  divided  among  different  persons  ;  and 
that,  therefore,  an  assignment  by  B,  of  a  right  to  make  as 
many  matches  as  one  person  could  roll  up,  was  void. 

The  learned  judge,  in  his  opinion  (page  545),  pertinently 
remarks  :  "  The  language  ought,  in  my  judgment,  to  be  ex- 
ceedingly clear  that  should  lead  a  court  to  construe  an  instru- 
ment of  this  sort,  granting  a  single  right  or  privilege  to  a 
particular  person  or  his  assigns,  as  also  granting  a  right  or 
license  to  split  up  the  same  right  into  fragments  among  many 
persons  in  severalty,  and  thus  to  make  it  apportionable  as 
well  as  transmissible.  The  patentee  might  well  agree  to  con- 
vey a  single  right  as  an  entirety,  to  one  person,  to  manufacture 
the  matches,  and  employ  a  fixed  number  of  persons  under 
him,  when  he  might  be  wholly  opposed  to  apportioning  the 
same  rights  in  severalty  among  many  persons." 

On  the  other  hand,  it  appears  by  the  bill  of  complainant, 
that  on  the  6th  of  January,  1873,  Mason  executed  assignments 
to  the  complainant,  of  the  legal  title  to  the  patents — the 
right  to  the  monopoly  embraced  in  the  inventions.  Admitting 
that  this  is  held  subject  to  the  license  granted  to  Chase,  the 
attempted  apportionment  of  the  authority  to  the  exercise  of 
the  license  between  the  grantees  of  Chase  and  the  defend- 
ants, must  be  treated  as  void,  against  the  complainant. 

2.  The  other  ground,  on  which  the  court  should  refuse  to 
modify  the  injunction  order,  appears,  by  considering  the  de- 
fective character  of  the  affidavits,  on  which  the  motion  is 
founded. 

The  bill  charges,  that  the  complainant  brought  a  suit,  in 
the  courts  of  New  York,  to  declare  the  license  from  Mason  to 
Chase  fraudulent  and  void,  that  the  rights  of  the  defendants 
were  acquired  pendente  lite  ;  and,  that  the  defendants  had  ac- 
tual notice  of  the  pendency  and  character  of  said  suit. 

The  only  defendant  that  filed  an  affidavit  is  Samuel  A. 
Whitney,  who  states,  that  neither  he,  iror  his  brother,  the 
other  defendant,  had  anything,  or  very  little,  to  do  with  enter- 
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ing  into  said  agreement ;  and,  had  no  acquaintance  with  John 
L.  Mason,  the  President  of  The  Standard  Union  Manufactur- 
ing Company,  by  whom,  on  the  part  of  that  company,  the 
said  agreement  was  wholly  made  ;  that,  on  the  part  of  the  de- 
fendants, one  Thomas  W.  Synnott,  who  was,  at  the  time,  and 
long  before  and  ever  since  has  been,  their  agent  and  clerk, 
conducted  all  the  negotiations  with  the  said  Mason  that  led 
to  the  agreement,  which,  when  concluded  upon,  was  drawn 
up  by  said  Synnott,  and  by  him  delivered  to  defendants  for 
approval  and  execution  ;  and  that,  on  its  approval  and  execu- 
tion, it  was  assumed,  without  inquiry  or  doubt  on  their  part, 
that  the  said  company  were  the  true,  legal,  awlbona  fidt  own- 
ers of  the  said  letters  patent  and  the  extensions  thereof,  and 
had  full  power  and  authority  to  grant  a  license  to  said  de- 
fendants, to  manufacture  and  sell  said  bottles  or  jars,  to  the 
extent  agreed  upon  in  the  said  articles  of  agreement  ;  and 
that,  so  far  as  he  knows  and  believes,  the  said  Synnott,  as  the 
agent  of  the  defendants,  acted  upon  the  like  assumption  of 
ownership  and  right  of  said  company,  and,  in  like  good  faith, 
in  negotiating  and  effecting  the  said  agreement.     He  further 
admits,  that,  since  the  agreement  was  entered  into,  and  con- 
tracts for  manufacturing  quantities  of  jars  or  bottles  were 
made  by  the  defendants   in  good  faith,  he  received  notice  of 
the  suit  in  the  city  of  New  York,  involving  the  right  of  the 
Standard  Union  Manufacturing    Company    to    said    letters 
patent,  or  some  of  them,  and  the  extensions  thereof,  but  he 
fails  to  make  any  statement  in  regard  to  the  essential  fact, 
whether  the  large  contracts  for  the  sales  of  bottles  or  jars  to 
third  parties,  which  they  now  ask  the  privilege  to  carry  out, 
were  entered  into    prior    or  subsequent  to  the  notice  and 
knowledge  of  said  suit.  This  is  an  appeal  to  the  court  for  the 
exercise  of  its  equitable  powers,  to  relieve  parties  from  the 
harshness  of  the  rigid  application  of  legal  rules  and  princi- 
ples, and,  before  the  court  can  interfere,  some  equitable  reason 
should  be  clearly  revealed.    Whatever  relief,  under  this  head, 
the  defendants  might  be  entitled  to,  in  regard  to  contracts 
made  by  them  before  they  had  notice  of  the  alleged  fraudu- 
lent title  of  their  gfantors,  they  have  no  claim  to  be  relieved 
from  the  consequences  of  their  engagements  and  contracts, 
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after  such  notice.  The  absence  of  all  information,  as  to  the 
respective  dates  of  the  notice  of  the  pending  suit,  and  of  the 
contracts  sought  to  be  exempted  from  the  restraints  of  the 
injunction  order,  is  significant,  and,  in  default  of  explanation, 
is  fatal  to  the  motion. 

It  was  suggested,  by  the  affidavit  of  the  defendant,  Mr. 
Whitney,  and  by  the  counsel  of  the  defendants,  at  the  hearing, 
that  the  defendants  were  able  and  willing  to  give  their  bond, 
with  security  if  required,  to  indemnify  the  complainant 
against  any  loss  or  damage  it  may  sustain,  by  reason  of  their 
being  allowed  to  complete  the  said  contracts. 

But,  it  seems  to  me,  that  this  case  comes  clearly  within  the 
spirit  of  the  rule,  now  so  well  established,  that  where  a  case 
reveals  the  right  in  the  complainant  to  the  protection 
afforded  by  an  injunction,  the  defendant  cannot  defeat  it  by 
tendering  security  for  damages.  Sickles  v.  Mitchell,  3  Blatch. 
C.  C.  R.,  548  ;  Hodge  v.  Hudson  R.  R.  Co.,  6  Id.  165.  In  patent 
cases,  especially  where  the  owner  depends  upon  the  use  of 
the  invention  and  the  monopoly  which  the  ownership  affords, 
for  his  gains  and  profits,  and  not  upon  the  sale  of  licenses 
to  others,  it  is  impossible  to  afford  adequate  protection 
by  a  bond  of  indemnity,  because,  there  are  no  sufficient 
data .  existing,  on  which  the  damages  or  profits  can  be 
estimated. 

The  injunction  order  in  this  case,  was  granted  by  virtue  of 
the  provisions  of  the  seventh  section  of  the  "  act  to  further  the 
administration  of  justice,"  approved  June  1,  1872  (17th  Stat, 
at  Large,  197).  Whether  it  will  result  in  granting  a  provisional 
injunction,  depends  upon  the  answer  or  the  affidavits  of  the 
defendants,  on  the  hearing.  In  the  mean  time,  the  law  vests 
the  court  with  discretion,  as  to  compelling  the  complainant 
to  give  security  to  the  defendants  for  the  losses  which  they 
may  sustain  by  reason  of  the  injunction  order,  if  it  should 
afterward  appear  that  they  had  the  right  to  use  the  patents 
in  question. 

As  there  are  no  charges  of  actual  fraud  against  the  defend- 
ants, I  am  disposed  to  entertain  a  motion,  in  their  behalf,  to 
require  the  complainant  to  give  such  security  to  the  defend- 
ants, and  will  hear  their  counsel,  at  any  time,  in  regard  to  the 
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amount  of  the  penalty  of  the  bond  to  be  executed,  on  proof 
of  notice  to  the  complainant  of  such  application. 

A,  Q.  Keasbeyy  for  the  complainant. 

Abram  Brownings  for  the  defendant. 


The  Bailey  Washing  Machine  Company 

vs. 

John  Young  et  al.    In  Equity.* 

An  answer,  in  a  suit  in  equity,  put  in  in  the  names  of  all  three  of  the  defend- 
ants, as  their  joint  and  several  answer,  but  signed  and  sworn  to  by  only 
two  of  them,  will  be  stricken  from  the  files,  as  irregular,  but  with  leave 
to  the  two  to  erase  therefrom  the  name  of  the  third,  and  file  it  as  their 
own  answer  only. 

(Before  Woodruff,  J.,  Northern  District  of  New  York,  June,  1874.) 

Woodruff,  J. 

In  this  case  an  answer  has  been  put  in  in  the  names  of  the 
three  defendants,  and  as  their  joint  and  several  answer,  but 
such  answer  is  signed  and  sworn  to  by  James  Young  and  John 
E.  Young  only.  This  was  irregular.  The  complainant 
might,  if  so  advised,  have  accepted  the  answer,  and  replied 
to  it,  and  thereby  have  waived  the  irregularity.  Freelands  v. 
Royall,  2  Hen.  &  Munf.,  575.  But  this  was  not  done.  The 
complainant  moves  to  take  the  answer  off  the  files,  and  for 
such  other  relief  as  may  be  proper,  and,  on  the  motion  for 
such  other  relief,  counsel  ask  an  order  that  the  bill  be  taken 
pro  confesso  as  against  all  of  the  defendants.  That  such  an- 
swer is  irregular,  and  that  the  complainant,  though  he  may, 
is  not  bound  to,  accept  it  as  the  answer  of  all  of  the  defend- 
ants, is  according  to  the  rules  governing  the  subject  both  in 
this  country  and  in  England.     Fulton  Bank  v.  Beach,  2  Paige, 

*  12  Blatchf.  C.  C.  R.,  199. 
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307,  and  6  Wend.,  $6  ;  Rogers  v.  Cruger,  7  Johns.,  557  ;  1 
Hob!.  Ch.  Pr.,  229  ;  1  Barb.  Ch.  Pr.,  141  ;  Denison  v.  Bass- 
ford,  7  Paige,  370  ;  Cooke  v.  Westall.,  1  Madd.  Ch.  R.,  265  ; 
Cope  v.  Parry,  Id.,  83  ;  2  Daniell's  Ch.  Pr.,  269  ;  Bayley  v.  De 
Walkiers,  ic  Ves.,  441.  An  order  granting  leave  to  answer 
without  oath  or  signature  is  necessary,  and,  if  circumstances 
render  it  proper,  would  be  granted.  Cases  supra,  and  Codner  v. 

Hersey,  18  Ves.,  468  ;  v.  Gwillim,  6  Id.,  285  ; v.  Lake, 

Id.,  171.  On  the  other  hand,  I  do  not  think  that  the  irregu- 
larity should  subject  the  defendants  who  signed  and  swore  to 
the  answer  to  serious  loss.  The  answer  was  manifestly  pre- 
pared in  the  expectation  that  all  of  the  defendants  would 
sign  it,  and,  on  the  refusal  of  John  Young  to  sign,  his  name 
should  have  been  struck  out.  Although  the  bill  of  complaint 
is  not  a  bill  of  discovery,  since  the  defendants  were  not, 
under  the  rules,  bound  to  answer  any  averment  therein  ex- 
cept at  their  option,  and  because  the  complainant  has  pro- 
pounded no  interrogatories,  as  the  rules  require,  when  he  de- 
sires to  enforce  a  discovery,  {Rules  4c,  41,)  nevertheless,  the 
complainant  has  a  right  to  require  that  whatever  answer  is 
put  in  be  authenticated  by  the  defendants  who  profess  or 
purport  to  answer.  1  Barb.  Ch.  Pr.,  168  ;  Denison  v.  Bassford, 
7  Paige,  370  ;  -A^.  Y.  Chem.  Co.  v.  Flowers,  6  Paige,  654  ; 
Harris  v.  James,  3  Bro.  C.  C,  399  ;  and  the  cases  above 
cited.  The  answer  should,  therefore,  be  taken  from  the  files, 
but  with  leave  to  the  defendants  who  have  answered,  to 
erase  the  name  of  the  other  defendant,  and  file  the  answer  as 
their  own  only.  An  order  that  the  answer,  as  filed,  stand  as 
the  answers  of  two  defendants  only,  would  seem  to  be  sub- 
stantially equivalent.  Done  v.  Read,  2  Ves.  &  Beames,  310. 
But,  the  more  orderly  and  proper  state  of  the  record  will  be 
to  make  the  pleadings  in  form  correspond  with  the  fact. 

What  the  complainant  will  be  at  liberty  to  ask,  if  it  is  seen 
fit  to  bring  the  case  to  a  hearing  upon  the  bill  and  the  an- 
swer  of  two  defendants,  and  upon  the  order  to  which  the  com- 
plainant will  be  entitled,  taking  the  bill  as  confessed  by  the 
other  defendant,  it  is  not  necessary,  on  this  motion,  to  decide. 

The  complainant  is  not  entitled  to  take  the  bill  as  con- 
fessed by  the  two  defendants  who  have  answered.     Possibly, 
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they  may  desire  to  amend  their  answer,  setting  up  fraudulent 
collusion  between  the  other  defendant  and  the  complainant, 
which  is  intimated  in  the  affidavit.  Whether  they  do  so  or 
not,  the  facts  alleged  in  the  bill  of  complaint  they  should  be 
permitted  to  answer.  Whether  the  conduct  or  implied  ad- 
missions of  a  copartner  would  conclude  them  on  a  charge  of 
tortious  infringement  of  the  complainant's  patents,  I  do  not 
now  decide.  Counsel  suppose  that  it  is  so  settled  by  author- 
ity. Collyer  on  Partnership,  742  :  Kershaw  v.  Mathews,  1 
Russell,  360  ;  Kilby  v.  Stanton,  2  Younge  &  Jervis,  75  ;  Prince 
v.  Haydin,  3  Id.,  190  ;  Naylor  v.  Wellington,  8  Simons,  396. 
But,  on  examination  of  the  bill  of  complaint,  I  do  not  find 
that  there  is  any  averment  that  the  toritious  infringement 
was  by  them  as  copartners,  or  that  the  infringement  was  by 
the  copartnership  firm  of  which  they  were  members.  It  is 
true,  that,  in  the  introduction  ot  the  bill  ot  complaint,  the 
defendants  are  described  as  now  being  copartners,  under  a 
specified  copartnership  name  or  firm  ;  but,  when  they  became 
such,  or  whether  they  were  such  at  the  time  of  the  alleged  in- 
fringement, or  whether  the  infringement  occurred  in  the  con- 
duct of  the  copartnership  business,  is  not  stated.  I  cannot, 
therefore,  assume  that  the  failure  of  John  Young  to  answer  is 
to  be  taken  as  an  admission  which  concludes,  or  even  affects, 
the  other  defendants.  Besides,  it  is  not  clear  that  every  ad- 
mission by  a  copartner  is  conclusive  upon  his  associate,  in  a 
court  of  equity.  It  may  be  evidence  against  both,  and  yet, 
when  made  with  intent  to  wrong  the  associate,  it  may  not 
conclude  him,  so  that  he  cannot  prove  the  truth  touching  an 
alleged  tortious  invasion  of  the  rights  of  another  by  the  co- 
partnership. Of  that,  however,  the  court  will  consider  fur- 
ther, if  the  complainant  choose  to  rest  its  case  upon  the  bill 
and  answer. 

Let  an  order  be  entered  that  the  answer  be  taken  from  the 
files,  but  with  leave  to  the  defendants  answering  to  erase 
therefrom  the  name  of  John  Young,  and  file  it  as  their  own 
answer  only. 

Livingston  Scott,  for  the  complainant. 

John  F.  Seymour,  for  the  defendants. 
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Fisher 

vs. 

Craig.    In  Equity/ 

Where  the  patent  is  for  a  combination  of  several  distinct  parts,  a  machine, 
not  embracing  all  the  parts  that  go  to  make  up  the  combination,  does 
not  infringe  the  patent. 

Where  there  are  two  patented  machines  for  hydraulic  mining,  each  having  a 
supply  pipe,  and  a  discharge  pipe  coupled  by  a  horizontal  swivel  joint, 
in  combination  with  a  nozzle,  connected  by  a  joint,  which  enables  the 
operator  to  elevate  or  depress  the  nozzle,  and  the  claim  is  for  a  combi- 
nation of  these  several  parts,  for  the  accomplishment  of  the  same  object ; 
the  prior  machine  will  be  an  anticipation  of  the  latter,  although,  the  joint 
in  the  latter,  is  a  semi-universal  or  knuckle  metallic  joint,  while,  that  in  the 
former,  is  made  of  india-rubber  or  other  flexible  material. 

The  metallic  joint  in  the  latter  machine  being  old,  and  it  having  been  long 
in  use,  for  the  purposes  required  in  the  machine  in  question,  it  is  but  a 
known  mechanical  substitute  in  the  combination  for  the  flexible  joint  in 
the  prior  machine,  and,  for  the  purposes  of  the  combination,  must  be  re- 
garded as  the  same  thing  as  the  joint  in  the  earlier  combination. 

(Before  Sawyer,  J.,  District  of  California,  July,  1874.) 

Bill  in  equity,  to  restrain  the  infringement  of  a  patent. 
The  complainant  obtained  a  patent  for  an  "  Improvement  in 
Hydraulic  Mining  Apparatus,"  No.  110,222,  dated  December 
20,  1870,  upon  which  there  was  a  reissue  No.  5,193,  dated 
December  17,  1872.  In  his  specification,  he  says  :  "  My  in- 
vention relates  to  an  improved  construction  and  arrangement 
of  that  class  of  hydraulic  pipes  and  nozzles,  which  are  used 
for  directing  and  delivering  a  stream  or  a  column  of  water 
against  a  bank,  in  hydraulic  mining.  My  improvement  con- 
sists, in  such  an  arrangement  of  the  pipe  and  nozzle,  that  the 
nozzle  can  have  both  horizontal  and  vertical  play,  through 

*  3  Sawyer,  09. 
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the  medium  of  two  moving  water-tight  joints,  for  the  purpose 
of  facing  it  to  any  desired  point  of  the  compass,  without 
shutting  off  the  water,  or  stopping  the  work  of  the  machine." 
Again  :  "  Heretofore,  this  class  of  machines,  has  been  made 
with  single  joints,  so  that,  the  discharge  pipe  will  command 
only  the  half  of  a  circle  ;  but,  by  using  the  two  joints,  I  can 
swivel  the  nozzle  around  to  any  point  of  the  compass,  and 
then  command  the  same  amount  of  circle  with  the  nozzle,  as 
the  ordinary  ball  and  socket  joint."     After  describing  his  in- 
vention, he  states  his  second  claim    as  fellows  :  "  What    I 
claim,  and  desire  to  secure  by  letters  patent,  is    *    *    *     2. 
The  two  curved  sections,  A,  B,  connected  by  a  horizontal 
swivel  joint,  in  combination  with  a  nozzle  connected  by  a 
semi-universal  joint,  constructed  and  arranged  substantially 
as  set  forth."     If  there  was  any  infringement,  it  was  of  this 
combination.     The  defendant,  as  one  defense,  sets  up  a  prior 
patent,  to  one  Allen  wood,  which  had  before  been  assigned  to 
defendant,  and  was  then  owned  by  him,  and   claimed,  that, 
as  to  the  points  covered  by  the  claim  in  complainant's  patent, 
it  was  an  anticipation  cf  complainant's  invention.       Allen- 
wood's  patent,  was  for  "  an  improved  method  of  constructing 
the  apparatus   for  hydraulic  operations  in  mining,  washing 
gold-bearing  dirt,"    etc.,  being  No.    43,468,    dated  July  12, 
1864,  upon  which  there  was  also  a  reissue,  No.  5,255,  dated 
January  28,  1873.     The  third  claim  is  as  follows:  "3.  The 
combination  of  the  two  working  joints,  or  couplings  D  and 
R,  with  the  discharge  pipe  N,  and  a  supply  pipe  A,  by  means 
of  which,  both  the  horizontal  and  vertical  motions  are  ob- 
tained, substantially  as  and  for  the  purposes  specified."     The 
two  curved  sections  A  and  B,  in  complainant's  machine,  had 
two  corresponding  parts — the  supply  pipes  A,  and  curved  sec- 
tion C — in  Allenwood's  machine,  and  those  parts,  in  both  ma- 
chines, were  connected  by  a  swivel  joint.     They  both  had  a 
nozzle,  connected  to  the  corresponding  parts  in  the  two  ma- 
chines, by  joints,  which  enabled  the  operator  to  elevate  or  de- 
press the  nozzle  at  will,  while  the  corresponding  horizontal 
joints  in  the  two  machines,  enabled  him  to  describe  an  arc  of 
a  circle  in  a  horizontal  direction  ;  but  the  complainant's  joint, 
coupling  the  nozzle  to  the  pipe,  was  a  metallic  semi-universal 
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or  knuckle  joint,  while  the  corresponding  joint  in  the  Allen- 
wood  machine,  was  a  flexible  joint  of  india-rubber,  gutta 
percha,  or  other  flexible  material.  Both  were  used  in  the 
same  relative  position,  to  accomplish  the  same  purpose,  in  the 
same  way,  by  elevating  and  depressing  the  nozzle. 

Sawyer,  J. 

This  is  a  bill  in  equity,  to  restrain  the  infringement  of  a 
patent.  There  has  been  much  discussion,  on  both  sides, 
which,  when  we  come  to  examine  the  case  closely,  seems  to  be 
irrelevant  to  the  issues.  The  main  question  really  is,  as  to 
whether  the  plaintiff's  patent,  in  certain  particulars,  is  patent- 
able, or  whether  it  has  been  anticipated  by  prior  inventions. 
It  is  not  always  a  question  of  which  is  the  better  machine, 
that  arises  in  a  case  for  the  infringement  of  a  patent.  The 
question,  as  in  this  case,  often  is,  whether  the  part  of  the 
machine  which  is  claimed  to  be  infringed,  as  in  the  specifica- 
tion claimed  and  as  patented,  is  patentable. 

Now,  in  order  to  ascertain  that  fact,  it  is  necessary  to  scru- 
tinize the  patent,  scrutinize  the  claim,  and  see  what  it  is 
that  is  claimed  and  patented  ;  because  the  party  is  confined 
to  the  claim  he  has  made,  and  the  patent  which  is  granted. 
A  general,  cursory  view  of  a  whole  machine,  affords  very  little 
aid,  in  cases  of  this  kind. 

In  the  case  of  the  Fisher  patent,  what  are  the  claims  made, 
and  what  are  the  points  covered  by  the  patent  ?  Is  there  an 
infringement  upon  any  of  those  points  ?  Is  the  patentee  the 
first  inventor,  as  to  those  particulars  which  he  claims  ? 

The  patent  sued  upon,  is  a  reissue.  There  was  a  patent  at 
first  issued,  in  which  there  was  but  one  claim  presented,  and 
that  claim  is  substantially  the  first  in  the  reissued  patent. 
The  reissued  patent  covers  three  claims.  The  plaintiff  must 
have  had  a  patentable  improvement  in  each  one  of  those  three 
particulars,  in  order  to  be  entitled  to  protection,  as  to  each  ; 
and  there  must  have  been  an  infringement  of  one  or  the  other, 
or  all  of  those  particulars,  to  entitle  him  to  relief  in  this  case. 
His  first  claim,  which  is  substantially  the  same  as  in  his  first 
patent,  is,  "  the  swivel  joint  nozzle  and  pipes,  A,  B,  D,  E,  com- 
bined, as  described,  with  the  lever  F,  working  through  slot- 
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ted  posts  /,  strap  i,  lever  e,  and  pawl  and  ratchet/,  ky  for  the 
purpose  specified."  The  first  claim  is  a  combination  of  all 
these  elements,  these  various  parts  working  together  in  that 
form.  There  can  be  no  pretence  that  there  is  any  infringe- 
ment of  that  claim,  because  there  is  not  a  combination  of  all 
of  those  parts  found  anywhere  in  the  defendant's  machine. 
And  there  must  be  the  use  of  the  entire  combination,  a  com- 
bination of  all  the  parts,  in  order  to  constitute  an  infringe- 
ment. That  this  is  the  settled  law,  there  can  be  no  doubt. 
Carter  v.  Baker,  i  Sawyer,  512  ;  Coolidge  v.  McCone,  2  Id.  571  ; 
and  cases  cited  ;  Gould  v.  Rees,  15  Wall.  194.  Now  all  of  these 
parts  combined  together  are  not  found  in  the  defendant's 
machine.  Several  of  them  are  entirely  omitted.  There  can 
be  no  pretence,  therefore,  that  this  claim  is  infringed,  and  I 
am  not  aware  that  it  is  so  contended  by  complainant's  counsel. 
In  fact,  counsel  have  not  been  very  specific  in  pointing  out  in 
their  brief,  or  in  the  oral  argument,  the  precise  claims,  the 
infringement  of  which,  they  suppose,  has  been  established. 

At  the  asgument,  I  desired  counsel  to  point  out  the  specific 
claim  infringed,  and  in  what  particulars,  they  claimed  that 
there  had  been  an  infringement.  The  argument  has  been 
very  general  on  that  side,  and  confined  generally  to  the  ma- 
chine as  a  whole.  I  am  not  aware  that  they  insist  that  this 
specific  claim  has  been  infringed.  If  they  do,  it  is  certainly 
very  clear  that  such  claim  is  without  foundation.  The  third 
claim  is,  "  The  leVers  C,  and  F,  in  combination  with  section 
B,  and  nozzle  E,  substantially  as  set  forth.' '  I  am  not  aware 
that  that  particular  claim  is  supposed  to  be  infringed.  It  cer- 
tainly is  not,  because  that  combination  is  not  found  in  the 
defendant's  machine,  and  it  is  a  claim  for  a  combination,  and 
the  combination  is  not  there.  There  can  be  no  possible  pre- 
tence, therefore,  that  that  claim  is  infringed.  That  disposes 
of  two,  out  of  the  three,  claims.  There  are  but  three  in  this 
patent.  There  was  but  one  in  the  original  patent,  the  first 
claim  in  the  reissue  being  substantially  the  same  as  that  in 
the  original  patent,  and  in  the  new,  or  reissued  patent,  the  ad- 
ditional claims  have  been  added.  Then,  if  there  is  any  in- 
fringement at  all,  it  must  be  of  the  second  claim,  and  that 
claim  is  :    "  The  two  curved  sections  A,  B,  connected  by  a 
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horizontal  swivel  joint,  in  combination  with  a  nozzle,  con- 
nected by  a  semi-universal  joint,  constructed  and  arranged, 
substantially  as  set  forth.' '  That,  then,  is  the  combination. 
If  there  be  any  infringement  of  the  patent,  it  is  the  infringe- 
ment of  that  claim,  and  it  is  only  necessary  to  examine  that 
claim,  for  the  purpose  of  determining,  whether  there  is  any 
feature  of  the  machine,  covered  by  the  claim,  that  is  properly 
patented,  in  view  of  all  the  facts,  and,  whether  there  has  been 
an  infringement  of  that  feature  of  the  machine. 

It  is  not  claimed,  that  this  ball  and  socket  joint  in  defend- 
ant's machine,  or  this  knuckle  or  semi-cylindrical  joint  in 
complainant's,  or  that  tjiis  swivel  joint  in  both,  is  new  [illus- 
trating by  the  model].  It  is  not  claimed  that  any  one  of  these 
parts  is  new.  The  claim  is,  that  this  combination  is  new.  If 
the  combination,  which  is  embraced  in  this  claim,  is  not  new, 
then  the  complainant  is  not  entitled  to  a  patent  for  that  fea- 
ture of  the  machine.  The  defendant  has  set  up  in  his 
answer,  that  there  has  been  an  anticipation  of  this  part  of  the 
plaintiff's  machine,  and,  among  others,  that  the  Allenwood 
machine  is  an  anticipation.  I  would  say,  with  reference  to 
this  joint  in  defendant's  machine  [showing],  that  it  appears, 
from  the  evidence,  to  have  been  frequently  used,  prior  to  the 
issue  of  complainant's  patent.  This,  in  complainant's  ma- 
chine, is  not  a  ball  and  socket  joint.  It  is  frequently  called 
a  knuckle  joint ;  and  a  semi-cylindrical  joint ;  that  is,  in- 
stead of  a  ball  and  socket,  there  is  a  section  of  a  cylinder.  A 
ball  and  socket  joint  has  been  frequently  used  in  hydraulic 
mining  machines.  There  are  several  prior  patents  in  which 
it  will  be  found,  so,  the  swivel  joints  have  been  used  in  va- 
rious forms  before  ;  that  is  manifest.  But  this  is  not  a  claim 
for  the  use  of  any  one  of  those  alone,  but  for  the  combination. 
It  is  claimed  that  this  Allenwood  machine  is  an  anticipation 
of  this  particular  combination.  It  is  not  claimed  that  it  is  in 
the  same  form,  precisely.  Now,  in  this  Allenwood's  machine, 
is  found  this  section,  which  corresponds  to  that  section 
in  complainant's  machine  ;  what  Mr.  Fisher  calls  the  curved 
section  A.  That  curved  section  is  found  in  the  Allenwood 
machine.  This  is  the  curved  section  B,  as  Mr.  Fisher  calls 
it,  in  his  machine,  and  this  curved  section  corresponding 
vol.  1 — 24 
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to  curved  section  B,  is  found  in  this  Allenwood  machine. 
The  swivel  joint  is  here  in  Fisher's  machine  ;  the  swivel-joint 
is  here  in  the  Allenwood,  a  prior  machine.  There  are  those 
three  parts,  then,  which  enter  into  Mr.  Fisher's  combination, 
found  in  this  Allenwood  machine  [showing].  There  is  the 
nozzle  in  complainant's  machine,  and  here  is  the  nozzle  in  the 
other  machine.  There  is  a  joint  in  the  one,  and  here  is  the 
corresponding  joint  in  the  other  machine,  connecting  the  noz- 
zle with  the  other  parts  of  the  machine  ;  of  course  a  different 
kind  of  joint,  nevertheless  a  flexible  joint.  This  nozzle,  with 
this  section  coupled  with  some  flexible  material,  such  as 
india  rubber,  or  canvas,  or  some  such  flexible  substance  which 
joins  the  two  together,  and  which  forms  a  joint,  so  that  the 
pipe,  with  the  nozzle,  can  be  operated  vertically  by  elevating 
or  depressing  it. 

This,  [showing]  is  called  the  Allenwood  machine.  It  is  prior 
in  point  of  time,  and  it  is  owned  by  the  defendant.  Now, 
the  Allenwood  patent  has  four  different  claims,  and  it  is  an 
anticipation  of  the  other,  in  several  particulars.  First,  there  is 
11  the  combination  of  a  discharge  pipe,  provided  with  guides 
or  diaphragms,  and  the  elbow  C,  connected  by  a  working 
joint  with  the  supply  pipe  A,  substantially  as  and  for  the  pur- 
poses above  specified."  The  second  claim  in  the  Allenwood 
patent  is,  "the  combination  of  two  elbows  C  A,  with  the 
swiveling  joint  D."  That,  then,  is  precisely  the  same  as 
the  sections  A  and  B,  in  combination  with  the  swivel-joint 
in  complainant's  patent,  and  this  combination  is  found  in 
both  machines  ;  and,  if  this  combination  described  in  Allen- 
wood's  second  claim,  was  patentable,  that  same  combination 
in  complainant's  later  machine,  of  course,  must  be  an  in- 
fringement upon  it.  They  are  both  swivel-joints,  although 
of  different  construction.  The  third  claim  in  the  Allenwood, 
is,  "  the  combination  of  the  two  working  joints,  or  couplings, 
1)  and  R,  with  the  discharge  pipe  N,  and  supply  pipe  A,  by 
means  of  which  both  horizontal  and  vertical  motions  are  ob- 
tained, susbtantially  as  and  for  the  purposes  specified." 
Then,  fourthly,  he  claims  the  combinations  of  all  the  parts 
constituting  a  new  and  improved  machine. 

Conceding  this,  [showing]  in  the  Allenwood's  machine,  to  be 


JULY,   1874.  371 


Fisher  v.  Craig. 


a  joint,  it  is  only  a  different  one  from  this  in  the  Fisher 
machine  ;  and  Allenwood's  third  claim  covers  precisely  the 
same  parts,  and  same  combination  of  parts,  as  are  covered  by 
Fisher'  s  second  claim,  the  only  difference  being  in  the  ma- 
terial and  the  construction  of  the  joints.  This  I  will  show  by 
reading  from  the  specifications  in  Mr.  Fisher's  patent : 

"  My  improvement  consists  in  such  an  arrangement  of  the 
pipe  and  nozzle,  that  the  nozzle  can  have  both  horizontal  and 
vertical  play  through  the  medium  of  two  water-tight  joints, 
for  the  purpose  of  facing  it  to  any  desired  point  of  the  com- 
pass, without  shutting  off  the  water  or  stopping  the  work  of 
the  machine/ '  That  is  precisely  what  this  Allen  wood  ma- 
chine does.  It  has  two  working  joints,  one  by  which  you  ob- 
tain this  horizontal  motion,  and  the  other  a  perpendicular  or 
vertical  motion.  Now  Mr.  Fisher  says  :  "  Heretofore  this 
class  of  machines  has  been  made  with  single  joints,  so  that 
the  discharge  pipe  will  command  only  the  half  of  a  circle, 
but,  by  using  the  two  joints,  I  can  swivel  the  nozzle  around  to 
any  point  of  the  compass,  and  then  command  the  same 
amount  of  circle,  with  the  nozzle,  as  the  ordinary  ball  and 
socket  joint."  He  thus  recognizes  the  fact  that  the  ordinary 
ball  and  socket  joint  was  in  use  for  that  purpose.  By  using 
this  swivel  joint  in  combination  with  the  curved  sections  A,  B 
[showing],  he  can  get  the  horizontal  motion,  and  by  the  other 
joint  he  can  command  the  same  arc  of  the  circle  vertically, 
that  he  could  with  the  ordinary  ball  and  socket  joint.  Then 
he  says  :  "  I  am  aware  that  a  discharge  nozzle  has  been  here- 
tofore used  by  Jenkins  W.  Richards,  of  Michigan  Bluffs,  Cali- 
fornia, in  which  two  joints  were  made,  for  the  purpose  of 
throwing  the  stream  in  a  circle,  but  his  nozzle  proved  to  be 
a  failure,  when  subjected  to  the  practical  test  of  hydraulic 
mining." 

There  is,  then,  this  other  machine  (Richards'),  prior  also  in 
date  to  his,  but  the  joints  in  that  are  both  swivel  joints,  and 
that,  the  testimony  tended  to  show,  did  not  prove  a  success  ; 
but  I  read  this  claim  here,  to  show  what  his  idea  is,  with  a 
view  to  explain  his  combination.  That  before  that  time  ma- 
chines were  made  with  oHe  joint,  so  that  the  discharge  pipe 
would  command  only  half  of  a  circle  in  one  direction,  but 
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by  using  two  joints  he  could  "  swivel  the 'nozzle  round  to  any 
point  of  the  compass,  and  then  command  the  same  amount  of 
circle,  with  the  nozzle,  as  the  ordinary  ball  and  socket  joint." 
Then,  in  view  of  that,  his  second  claim  comes  in  :  "  The  two 
curved  sections  A,  B,"  here  they  are,  these  two  (Allen wood's 
and  Fisher's),  machines,  "connected  by  a  horizontal  swivel 
joint,  in  combination  with  a  nozzle  ;"  there  [showing]  they  are 
in   both   machines,    so   far,    they  are  identical,   "connected 
by  a  semi-universal  joint,"  which  is  there  [showing]  ;   this, 
in  the  Allenwood,  [showing]  is  a  joint  also,  which  is  in  the 
same  relative  position  and  answers  the  same  purpose,  **  con- 
structed and  arranged  substantially  as  set  forth."  Now,  then, 
all  the  elements,  these  two  sections,  and  these  two  joints,  and 
the  pipe,  are  the  same  in  both  ;  all  of  those  are  combined  in 
the  two  machines.     They  are  arranged  together  relatively,  in 
precisely  the  same  places,  and  for  the  accomplishment  of  the 
same  purposes,  in  substantially  the  same  mode.    This  joint  in 
Fisher's  machine  [showing]  is,  simply,  a  known  mechanical 
substitute  for  that  one  in  the  Allenwood  machine.    It  may  be 
a  better  joint,  and  this  doubtless  is  a  better  machine,  and, 
possibly,  in  that  respect,  may  be  patentable.     I  am  not  pre- 
pared, and  it  is  not  necessary  now,  to  say  whether  it  is  or 
not ;  but  you  have  all  of  the  elements  in  the  two  machines, 
and  combined  in  the  same  way  and  for  the  same  purpose,  and 
the  latter  must,  in  this  combination,  bean  infringement  of  the 
first ;    and,  if  there  is  anything  patentable  in  this  (Fisher's 
machine),  that   does  not  exist  in  this  (Allenwood's),  in    that 
combination,  it  is  in  the  construction  of  this  joint ;  because,  this 
[showing  Fisher's],  is  a  differently  constructed  joint  from  that, 
(Allenwood's) ;  that,  if  anything,  is  the  only  patentable  thing 
in  it.     If  you  leave  out  of  Fisher's  claim,  the  words  *'  con- 
structed and,"  you  have  the  same  thing  in  both  machines, 
substantially.     "  The  two  curved  sections  A,  B,  connected  by 
a  horizontal  swivel  joint,  in  combination  with  a  nozzle,  con- 
nected by  a    semi- universal  joint,  arranged  substantially  as 
set  forth."     The  construction  of  the  joint  is  not  claimed. 

Now,  the  idea  expressed  in  Fisher's  claim  is  to  make  a 
combination  of  the  two  joints,  instead  of  one,  with  the  supply 
pipe  and  the  nozzle,  and,  that  is  precisely  the  same  as  the  idea 
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expressed  in  Allenwood's  third  claim,  and  found  embodied  in 
his  machine ;  and  if  there  is  any  difference  between  the  two 
claims,  it  is  only  in  the  mode  of  construction,  and  in  the  ma- 
terial of  the  joints.  But  the  idea  of  both  claims  is  to  have 
these  five  elements  or  parts  combined.  This  machine  claimed 
to  be  an  infringement  (referring  to  defendant's),  has  sub- 
stantially the  same  combination  of  similar  parts  as  the  other 
two,  complainant's  and  Allenwood's  [showing].  Here  is  the 
section  which  corresponds  to  this,  and  this  to  this.  Here  is  the 
joint,  which  corresponds  to  these  two  joints  in  the  Fisher  and 
Allenwood  machines.  Here  is  this  part  which  corresponds 
to  this  portion.  Here  is  a  ball  and  socket  joint,  instead  of  the 
semi -cylindrical  joint  in  complainant's  machine,  or  instead  of 
the  flexible  joint  in  Allenwood's.  Now,  then,  if  there  is  any- 
thing  in  Fisher's  combination,  which  is  entitled  to  a  patent, 
over  that  (Allenwood's),  it  is,  because  Fisher  has  substituted  a 
better  joint  before  known.  It  depends,  merely,  upon  a  differ- 
ent construction  and  material.  In  other  words,  a  known 
mechanical  substitute  has  been  used  in  his  machine,  in  the 
place  of  one  of  the  parts  in  Allenwood's  which  performs  the 
service  better.  But,  when  we  come  to  that,  the  defendant 
also  constructed  this  joint  [showing  the  infringing  machine], 
differently  from  that  of  either  Fisher's  or  Allenwood's.  So 
that  we  have  the  same  elements,  the  same  parts  and  things, 
combined  ;  and  the  only  difference,  is  in  the  form  or  construc- 
tion of  one  of  the  common  parts,  used  in  the  combination. 
This,  in  the  complainant's  machine,  is  a  plain  known  mechani- 
cal substitute  for  that  in  the  Allenwood  machine,  that  is  all, 
though  it  is  differently  constructed.  If  there  is  anything  in 
that  claim  that  can  be  patented,  it  is  the  form  or  construction 
of  the  joint,  and  this,  defendant's  joint  [showing],  does  not 
contain  that  form  or  construction,  but  is  only  another  well- 
known  mechanical  substitute  for  Allenwood's  joint ;  a  differ- 
ent, known  substitute,  for  the  same  thing,  from  that  employed 
by  complainant.  It  seems  clear  to  me,  when  we  come  to 
analyze  and  compare  the  claims  of  the  patents,  relative  to 
these  several  machines,  that  the  idea  of  the  combination  of 
the  two  last,  complainant's  and  defendant's,  is  embraced  in 
the  prior  one  of  Allenwood  ;  and  if  there  is  any  difference,  it 
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is  in  the  form  and  construction  of  this  joint ;  and  if  that  is 
patentable,  it  is  not  embraced  in  the  defendant's,  the  infring- 
ing machine,  because  this  is  in  a  different  form,  differently 
constructed.  In  that  respect,  both  of  these  joints,  in  com- 
plainant's and  defendant's  machines,  are  really  but  substitutes 
for  this  in  Allen  wood's.  Defendant's  is  but  a  different,  known 
substitute  from  complainant's,  for  that  in  Allenwood's  ma- 
chine. This,  in  defendant's,  may  be  better  or  worse  than  that 
in  complainant's,  but  it  is  only  another  known  substitute  for 
the  same  part  in  Allenwood's  machine.  There  may  be  an  in- 
fringement, by  either,  upon  that  of  Allenwood,  and  still  be  a 
better  machine,  or  it  may  be  a  worse  machine.  It  may  be 
conceded,  for  the  purpose  of  this  decision,  that  Fisher  used 
the  same  combination  as  Allenwood,  and  that  it  may  yet  have 
a  patentable  element  in  it ;  but,  if  there  is  a  patentable  ele- 
ment, in  this  combination  it  is  in  the  form  and  construction, 
by  substituting  a  better  known  joint  than  this  one  of  Allen- 
wood's  ;  but  if  so,  that  particular  construction,  is  not  found 
in  the  defendant's  implement.  The  Allenwood  patent  is 
owned  by  defendant,  and  is  the  first  machine  embracing  the 
combination  of  the  several  parts.  This,  then,  in  my  judg- 
ment, is  a  protection  to  the  defendant,  in  his  use  of  the  com- 
bination, in  the  form  adopted  by  him. 

My  conclusion  is,  that  the  second  claim  in  complainant's  ( 
patent  is  the  combination  of  these  five  elements,  before  men- 
tioned, and  that  this  combination  is  substantially  in  the 
Allenwood  machine,  the  Fisher  machine,  and  the  Craig  ma- 
chine. Those  five  elements  are  in  all,  this  (Allenwood's),  being 
an  anticipation  of  the  complainant's  machine.  The  latter,  in 
this  particular,  is  not  a  different  machine,  unless  that  differ- 
ence consists  in  the  construction  of  one  of  these  parts.  The 
patentability  of  it,  if  any  exists,  consists  in  that  change  in 
the  construction  of  that  joint.  If  that  construction  is  the  only 
thing  patented,  then,  this  joint  in  defendant's  machine,  has 
a  different  construction,  although  this  joint  is  a  known  substi- 
tute for  those  in  both  the  other  machines  [showing]. 

My  judgment  is,  that  this  [Allenwood's]  invention  is  an  an- 
ticipation of  this  machine,  so  far  as  this  combination  and 
claim  is  concerned,  other  than  the  form  of  construction,  and 
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protects  the  defendant  in  the  use  of  this,  which  is  of  2  differ- 
ent construction.  If  I  am  right  in  this,  and  that  is  the 
conclusion  I  have  reached,  after  careful  and  thorough  inves- 
tigation of  the  case,  there  must  be  a  decree  for  the  defendant. 

Those  other  combinations,  covered  by  Fisher's  patent,  may, 
still,  make  the  plaintiff's,  a  valuable  invention,  and  it  may  be 
patentable  in  those  particulars  ;  but  I  do  not  think  the  de- 
fendant's machine  an  infringement  of  any  patentable  portion 
of  that  machine  that  is  covered  by  any  claim  in  the  patent 
and  specifications. 

Decree  for  defendant,  with  costs. 

Benj.  Morgan,  for  the  complainant. 
M.  A.  Wheaton^  for  the  defendant. 


The  Goulds  Manufacturing  Company 


vs. 


John  P.  Cowing  et  al.    In  Equity.* 

In  a  suit  in  equity  brought  for  the  infringement  of  letters  patent  granted  to 
the  plaintiffs,  the  Goulds  Manufacturing  Company,  as  assignees  of  W.I- 
Ham  H.  Pollard,  the  inventor,  August  8,  1871,  for  an  ''improvement 
in  gas-pumps,"  the  plaintiffs  had  a  decree  referring  it  to  a  master  to 
ascertain  and  report  their  damages  He  reported  the  damages  at  $47.71 
per  pump  on  298  pumps.  The  plaintiffs  proved  the  expenses  of  making 
and  selling  the  pumps,  that  they  were  prepared  and  ready  to  fill  the 
orders  taken  by  the  defendants,  and  the  prices  at  which  the  pumps 
were  sold  by  the  defendants.  The  master  took,  as  the  measure  of  dam- 
ages, the  difference  between  such  expenses  and  such  prices  :  Held,  that 
the  rale  was  an  erroneous  one. 

The  invention  was  one  only  of  an  improvement  in  the  pump,  and  not  of  the 
entire  pump.  Numerous  parts  of  the  pump  were  in  general  use  prior  to 
the  patent,  and  were  not  claimed  therein,  and  were  free  to  be  used  by 

*  12  Blatchf.  C.  C.  R.,  243. 
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the  defendants.  The  patented  invention  claimed  was  a  special  construc- 
tion of  a  side-chamber,  whereby  the  same  was  adapted  to  use  with  the 
valve-casings  bolted  on  the  outside,  and  the  damages  could  not  exceed 
the  profits  upon  such  improvement. 

As  the  plaintiffs  failed  to  show  the  profits  or  damages  arising  from  the  use 
of  the  improvement,  the  master  should  have  decided  that  nominal  dam- 
ages only  could  be  recovered. 

Before  Hunt,  J.,  Northern  District  of  New  York,  July,  1874  ) 

This  suit  was  brought  upon  letters  patent  granted  to  the 
plaintiffs,  as  assignees  of  William  H.  Pollard,  the  inventor, 
August  8,  1871,  for  an   "  improvement  in  gas  pumps."     The 
specification  stated  that  the  improvement  was  one  "  in  gas- 
pumps  for  oil-wells."  It  said  :  "  This  improvement  is  applic- 
able to  any  ordinary  use  where  a  double-acting  pump  is  re- 
quired, but  it  is  specially  designed  for  drawing  off  the  gas 
from  the  casings  of  oil-wells,  and  conducting  the  same  to  the 
furnace  of  the  engine.     For  this  purpose  it  is  necessary  to 
have  tight  joints  to  the  pump  ;  and  the  invention  consists  in 
the  construction  of  the  side-chamber  of  the  cylinder  and  the 
valve  casing,  as  hereinafter  described,  with  this  special  pur- 
pose in  view.     In  the  drawing,  A  represents  the  base  of  the 
pump  ;    B,  the  cylinder  ;     C,  the  cap  or  top  of  the  pump  ; 
and  D,  the  piston.     These  parts,  in  general  arrangement,  are 
the  same  as  those  in  use  in  ordinary  double  acting  pumps. 
On  one  side  of  the  cylinder  is  cast  a  chamber,  E,  extending 
from  top  to  bottom.     This  chamber  is  divided  longitudinally 
by  a  partition,  a,  which  thus  forms  two  longitudinal  passages, 
b>  b,  which  have  no  direct  communication  with  each  other,  or 
with  the  cylinder.     Lateral  ports,  c,  c,  are  made  in  the  sides 
of  these  passages,  for  the  connection  of  the  pipes  which  ex- 
tend to  the  well  and  to  the  furnace.     These  passages,  b9  £,  do 
not  open  at  top  and  bottom  into  the  interior  of  tne  cylinder, 
as  in  ordinary  double-acting  pumps,  but  open  outward   by 
ports  </,  </,  and  thus  communicate  with  similar  ports,  */\  d\  of 
the  valve-casings,  F,  the  construction  of  which  will  presently 
be  described.      By  this  arrangement  the  passages  b,  b,  are 
made  to  communicate  with  a  valve-casing  bolted  outside  the 
pump,  which  is  a    distinguishing  feature    of  my  invention. 
Two  of  the  valve-casings  F,  F,  are  used,  one  at  the  top  and 
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one  at  the  bottom,  and  they  are  simply  bolted  tightly  in  place 
against  the  plane-seats  /,  /,  with  only  a  packing  between. 
These  valve-casings  are  each  cast  in  a  single  piece,  and,  be- 
sides, the  ports  z/1,  dl%  before  spoken  of,  have  a  central  port 
</a,  which  communicates  with  the  interior  of  the  cylinder  by  a 
similar  port,  d*9  formed  in  the  latter.  These  ports  are  shut  off 
from  the  passages  b9  b,  and  the  gas  from  the  latter  can  reach 
them  only  by  making  the  circuit  through  the  hollow  valve- 
casings.  The  valve-casings  are  each  cast  hollow,  and  pro- 
vided with  seats,  gy  g,  on  which  strike  the  valves  hy  //.  The 
ports  dlf  d1,  which  open  from  the  passages  b,  b,  open  one  over 
and  the  other  under  the  valves  A,  A,  so  as  to  produce  a  re- 
verse action,  as  the  piston  goes  up  and  down  ;  and  the  open 
spaces  /,  1,  above  and  below  said  valves,  respectively,  connect 
directly  with  a  central  space,  which  forms  a  continuation  of 
the  central  port  d*.  This  construction  (which  is  clearly  shown 
in  Fig.  2)  consists  simply  of  a  web,  which  is  cast  entire  in  the 
hollow  valve-casing,  thereby  allowing  the  free  reverse  action 
of  the  valves  without  any  of  the  loose  or  open  joints  that  oc- 
cur where  the  valve-casing  is  made  up  of  several  separate  and 
detached  parts.  In  this  improved  construction  there  is  but 
one  joint  to  each  end  of  the  pump,  and  that  is  at  the  junction 
of  the  valve-casing  with  the  seat//  all  else,  both  of  the  side- 
chamber  and  the  valves,  is  inclosed  by  a  solid  construction  ; 
and  hence  there  can  be  no  essential  escape  of  the  volatile  gas 
as  it  passes  through.  The  special  construction  of  the  valve- 
casings  to  produce  this  result,  I  believe  to  be  new.  The  stems 
of  the  valves  A,  //,  rest  in  screw  sockets,  /,  /,  in  the  usual  man- 
ner. I  am  aware  that  it  is  common  to  cast  a  side-chamber  to 
a  double-acting  pump,  to  allow  the  medium  to  follow  the  ac- 
tion of  the  plunger.  Such,  in  its  broad  sense,  I  do  not  claim. 
I  claim  only  the  special  construction  of  my  chamber,  whereby 
the  same  is  adapted  to  use  with  the  valve  casings  bolted  upon 
the  outside.  In  this  connection  the  passages  b,  b,  must  open 
outside,  while  in  other  pumps  they  open  inside  the  cylinder. 
In  the  same  manner  I  do  not  claim,  broadly,  locating  the 
valves  in  a  hollow  casing,  but  only  the  special  construction  of 
the  casing  described,  whereby  the  same  is  adapted  to  be 
bolted  upon  the  outside  of  the  gas-chamber,  thereby  making 
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but  a  single  joint  at  each  end  of  the  pump.  It  will  be  no- 
ticed that  there  is  not  only  an  alternate  action  of  each  pair  of 
valves  in  a  single  casing,  but  also  a  similar  action  in  each 
pair  situated  in  line  at  the  top  and  bottom,  thus  producing  a 
compound  action,  which  keeps  up  a  continuous  movement  of 
the  gas.  In  a  gas  or  air-pump,  it  is  essential  to  get  the  full 
stroke  of  the  piston,  to  leave  none  of  the  medium  or  fluid  at 
either  end  at  the  reverse  movement  What  I  claim,  as  my 
invention,  and  desire  to  secure  by  letters  patent,  is  :  i.  The 
chamber  E,  provided  with  the  longitudinal  partition  a,  form- 
ing distinct  and  separate  passages,  b,  b,  which  have  side  ports, 
c,  c>  for  the  attachment  of  the  induction  and  eduction  pipes 
and  ports,  d,  </,  at  top  and  bottom,  opening  outward  into  the 
valve- casings,  as  herein  described.  2.  The  duplex  valve-cas- 
ings F,  with  the  ports  dl9  dxy  d*t  opening  respectively  to  the 
passages  in  the  side-chamber  and  to  the  cylinder,  and  pro- 
vided with  the  seats  g>  gf  so  arranged  as  to  admit  the  gas  or 
other  fluid  over  one  valve  and  under  the  other,  as  herein  de- 
scribed. 3.  The  combination  and  arrangement  with  the 
cylinder  B,  of  the  outside  chamber  E,  provided  with  the 
seats  /,  /,  of  the  valve-casings  F,  F,  bolted  thereon,  in  the 
manner  and  for  the  purpose  specified." 

Hunt,  J. 

Upon  the  hearing  of  this  case  upon  the  merits,  it  was  ad- 
judged by  the  court  that  the  patent  to  the  plaintiffs,  dated  Au- 
gust 8,  1871,  was  a  valid  patent,  and  that  the  defendants 
were  infringing  in  respect  to  all  the  pumps  maun f act u red  and 
sold  by  them  subsequent  to  that  date.  It  was  referred  to  a 
master  to  ascertain  and  report  the  complainants'  damages. 
The  master  reported  that  the  complainants  should  recover 
damages  on  298  pumps  manufactured,  to  the  amount  of 
$47.71  per  pump.  To  this  report  the  defendants  filed  excep- 
tions, and  the  case  now  comes  before  the  court  on  the  hearing 
of  such  exceptions. 

The  principal  question  arises  upon  the  third  exception,  and 
regards  the  rule  for  the  measure  of  damages  adopted  by  the 
master.  The  complainants  proved  the  expenses  of  making 
and  selling  the  pumps  in  question,  that  they  were  prepared 
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and  ready  to  fill  the  orders  taken  by  the  -defendants,  and  the 
prices  at  which  the  pumps  were  sold  by  the  defendants.  The 
master  found  the  damages  to  be  the  difference  between  such 
expenses  and  such  prices,  and  reported  accordingly. 

If  the  plaintiffs  had  been  the  inventors  and  patentees  of 
pumps,  or  of  double-acting  pumps,  the  argument  would  have 
been  strong  in  favor  of  the  rule  adopted.  But  the  invention 
patented  and  infringed  was  of  an  improvement  upon  pumps 
merely.  Such  was  the  decree,  which  did  not  restrain  the  de- 
fendants from  making  pumps,  or  even  the  pumps  in  question, 
but  only  certain  devices,  forming  a  part  of  them,  and  which 
devices  the  court  adjudged  to  be  an  improvement  belonging 
to  the  plaintiffs,  which  had  been  infringed  by  the  defendants. 
The  decree  adjudges  that  the  letters  patent  in  question,  "  for 
an  improvement  in  gas  pumps,  dated  August  8,  187 1,  and 
more  particularly  set  forth  in  the  complaint,  were  and  are 
valid  in  law,  and  that  the  defendants  infringe  on  the  rights 
secured  thereby  ;"  and  the  defendants  are  restrained  "  from 
making,  using  or  vending  the  device  or  improvement  secured 
thereby."  In  making  his  report,  the  master  says  :  "  While 
admitting,  of  course,  the  doctrine  that,  in  some  cases,  the 
profits  resulting  from  the  mere  improvemnt  must  be  separated 
from  those  of  the  entire  machine,  and  allowed  to  the  plain- 
tiff as  the  sole  measure  of  damages,  I  am  unable  to  see  how, 
upon  any  correct  principle,  this  separation  can  be  made  in 
the  present  case.  I  have  said,  in  the  opinion  accompanying 
this  report,  that,  as  it  appears  to  me,  the  comparison  must  be 
made  between  the  machine  as  it  stands,  with  its  patented  im- 
provements, and  what  would  be  left  of  the  same  machine  if 
these  improvements  were  taken  away,  and  not  between  this 
machine,  with  its  patented  improvements,  and  any  other  one 
having  the  same  general  character,  not  patented,  and  used  in 
the  business,  and  sold  in  the  market.  If  this  criterion  is  the 
correct  one,  and,  for  the  purposes  of  this  decision,  I  hold  it 
to  be  so,  it  is  very  plain  that,  if  the  patented  improvements 
on  this  gas-pump  are  removed,  there  is  nothing  left  which  can 
be  called  a  machine,  and  in  respect  of  which  any  profits  can 
be  predicated.  I  distinctly  hold,  then,  in  order  that  the  ques- 
tion may  be  distinctly  presented — although  it  seems  to  me  to 
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be  a  matter  of  law,  a  sort  of  construing  the  machine  in  the 
same  way  that  a  court  construes  a  writing — that  the  profits 
resulting  from  the  patented  portion  of  this  pump  cannot  be 
separated  from  those  resulting  from  any  other  part  of  it."  In 
concluding  his  report,  he  says  :  "  In  conclusion,  I  find  and 
report,  that  the  plaintiffs  are  entitled  to  recover,  as  *  dam- 
ages' sustained  by  them,  by  the  sale  of  the  aforesaid  298 
pumps  by  the  defendants,  as  aforesaid,  at  the  rate  of  $47.71 
for  each  pump  so  sold  by  the  defendants,  that  being  the 
whole  profit  which,  as  appears  from  the  evidence,  the  plain- 
tiffs would  have  made  from  the  sale  of  each  entire  pump." 

Pumps  have  been  in  use  since  the  earliest  ages  of  the  world. 
Double-acting  pumps,  like  the  one  in  question,  have  long  been 
in  use.     Double-acting  pumps,  having  cast  a  side  chamber, 
to  allow  the  medium  to  follow  the  action  of  the  plunger,  have 
long  been  in  use  ;  and,  in  this  patent,  it  is  expressly  stated 
that  this  is  not  claimed  as  an  invention  by  the  plaintiffs.   The 
base,  the  cylinder,  the  top,  the  piston,  are  the  same,  in   gen- 
eral arrangement,  as    are    used    in    ordinary   double-acting 
pumps.     These  things  are  not  claimed  by  the  plaintiffs  to  be 
within  their  improvement.     Their  use  is  free  to  the  defend- 
ants.    Only  a  special  construction  of  the  side    chamber    is 
claimed,  whereby  the  same  is  adapted  to  use  with  the  valve 
casings  bolted  on  the  outside.     Valves  must  exist  in  every 
pump,  and  they  must  open  on  the  outside.     They  are  located 
in  hollow  casings,  but  this  the  inventor,  in  his  patent,  says 
that  he  does  not  claim.     A  valve-box  or  valve  case  (that  is, 
the  portion  of  the  passage  to  and  from  the  cylinder  that  con- 
tains the  valves,  cut  off  from  the  rest,  for  the  convenience  of 
fitting  the  valves,  and  then  bolted  on  again  to  the  outside  of 
the  cylinder),  is  a  valuable  device,    forming    a  part  of  this 
machine,  but  it  is  not  claimed  to  belong  to  the  plaintiffs,  al- 
though the  specification  is  said  to  have  been  drawn  with  re- 
ference to  it.     I  do  not  pursue  the  analysis  of  the  patent  so 
carefully  carried  out  by  the  defendants'  counsel,  showing  all 
the  parts  which  were  in  use  before  the  alleged  improvement, 
and  showing  specifically  what  the  patent  claims.      Enough 
has  been  said  to  present  the  main  question  in  the  case,  viz., 
whether  the  patentees  can  recover  the  profits  for  the  manu- 


JULY,    1874.  38l 


Goulds  Mfg.  Co.  v.  Cowing. 


facture  of  the  entire  pump,  or  whether  their  claim  is  limited 
to  the  profits  upon  the  improvement  embraced  within  the 
patent.  The  master  concedes  the  latter  to  be  the  rule 
some  cases  ;  but,  if  I  understand  his  reasoning,  above  quoted, 
he  takes  this  case  out  of  it  on  a  ground  that,  I  think,  cannot 
be  sustained.  The  comparison  is  to  be  made,  he  says,  "  be- 
tween the  machine  as  it  stands,  with  its  patented  improve- 
ments/' (the  plaintiffs'  improvements,  I  assume),  "  and  what 
would  be  left  of  the  same  machine  if  these  improvements  were 
taken  away,  and  not  between  this  machine,  with  its  patented 
improvements,  and  any  other  one  having  the  same  general 
character,  not  patented,  and  used  in  tne  business,  and  sold 
in  the  market."  The  portion  of  the  pump  in  question  which 
belongs  to  or  is  included  in  the  improvement  of  the  plaintiffs 
is  very  small,  and  a  machine  constructed  upon  other  known 
principles  and  devices  applicable  to  pumps,  omitting  the 
plaintiffs'  improvement,  would  include  nearly  everything  use- 
ful that  is  to  be  found  in  the  present  machine.  A  different 
view  of  this  matter  of  fact  is  the  basis  of  the  master's  opinion. 
I  judge  that  the  master  holds  the  plaintiffs'  improvement  to 
be  more  extensive  than  it  is. 

The  proposition  is  simply  this  :  The  patentee  takes  the 
well-known  portions  of  a  pump  used  in  pumping  gas-oil,  with 
passages,  valves,  piston,  chambers,  openings,  etc.,  as  ordi- 
narily made  and  used,  and  adds  a  chamber  of  an  important 
construction,  as  it  is  alleged,  and  a  combination  with  certain 
other  parts  described.  Now,  if  this  addition  is  not  a  new  and 
useful  improvement,  no  damages  can  be  claimed  for  its  use. 
If  it  is  such  an  improvement,  the  improvement,  in  its  nature 
and  by  law,  is  and  must  be  capable  of  being  described  and 
pointed  out,  and  must  be  described  and  pointed  out.  Every 
skilful  mechanic  must  be  able  to  learn,  from  the  patent  itself, 
precisely  what  the  monopoly  covers.  (Act  of  July  8,  1870, 
§  26,  16  U.  S.  Stat,  at  Large,  201.)  If  this  alleged  improve- 
ment is  so  confounded  with  portions  of  the  machine  which  are 
the  suojects  of  other  patents,  or  which,  from  long  continued 
use,  are  open  to  the  public,  that  it  cannot  be  separated  from 
th^m,  oMf,  when  so  separated,  it  has  no  value,  it  is  not  a 
patentable   invention,   and  no   damages  are  due  for  its  use. 
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The  decree  in  this  case  has  adjudged  the  patent  to  be  valid. 
In  its  nature,  therefore,  it  is,  and  must  be,  capable  of  separa- 
tion and  distinction  from  other  portions  of  the  machine.  The 
ruling  of  the  master,  that  the  profits  arising  from  the  im- 
provement of  the  plaintiffs  cannot  be  separated  from  the 
profits  of  the  machine  generally,  seems  to  be  based  upon  the 
idea  that  the  improvement  of  the  plaintiffs  is  all  that  is  val- 
uable in  the  machine.  I  cannot  but  consider  this  a  great  mis- 
take, as  I  have  already  shown. 

I  understand  the  rule  to  be  settled,  that,  when  the  patent 
is  for  an  improvement  upon  a  machine,  the  damages  for  the 
infringement  of  such  patent  are  confined  to  the  profits  made 
by  the  use  of  the  improvement  only,  and  not  by  the  manu- 
facture of  the  whole  instrument.  What  profit  or  advantage 
did  the  defendants  obtain  by  the  use  of  the  plaintiffs'  im- 
provement ?  What  advantage  did  they  have  that  they  would 
not  have  had,  if  they  had  built  their  machines  without  the 
improvement?  In  Philp  v.  Nock,  17  Wall.,  460,  although 
the  case  did  not,  perhaps,  require  an  adjudication  of  the 
point,  the  rule  is  thus  laid  down,  by  Swayne,  J.  :  "  Where 
the  infringement  is  confined  to  a  part  of  the  thing  sold,  the 
recovery  must  be  limited  accordingly.  It  cannot  be  as  if  the 
entire  thing  were  covered  by  the  patent  ;  or,  where  that  is 
the  case,  as  if  the  infringement  were  as  large  as  the  monopoly. 
*  *  *  The  plaintiff  must  show  his  damages  by  evidence. 
They  must  not  be  left  to  conjecture  by  the  jury.*'  In 
Mowry  v.  Whitney,  14  Wall.,  620,  649,  the  precise  point  before 
us  was  in  question.  The  defendant" was  charged  by  the  master 
with  $91,000,  as  the  profits  arising  from  the  use  of  the 
plaintiff's  patent,  in  manufacturing  car  wheels,  which  was  the 
profit  obtained  from  the  manufacture  of  the  entire  wheel.  In 
delivering  the  opinion  of  the  court,  Strong,  J.,  says  :  "  It  is 
clear,  that  Whitney  is  not  entitled  to  recover  more  than  the 
profits  actually  made  in  consequence  of  the  use  of  his  process 
in  the  manufacture  of  the  19,819  wheels.  It  is  the  additional 
advantage  the  defendant  derived  from  the  process — advan- 
tage beyond  what  he  had  without  it — for  which  he  must  ac- 
count ;  *  *  *  but  the  master  charged  the  profit  obtained 
from  the  entire  wheel,  instead  of  that  resulting  from  the  use 
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of  Whitney's  invention  in  a  part  of  the  manufacture.  *  *  * 
It  is  as  true  of  a  process  invented  as  an  improvement  in  a 
manufacture,  as  it  is  of  an  imrpovement  in  a  machine,  that  an 
infringer  is  not  liable  to  the  extent  of  his  entire  profits  in  the 
manufacture.  The  question  is,  what  advantage  did  the  defend- 
ant derive  from  using  the  complainant's  invention,  over  what 
he  had  in  using  other  processes  then  open  to  the  public  and 
adequate  to  enable  him  to  obtain  an  equally  beneficial  result. 
The  fruits  of  that  advantage  are  his  profits.  They  are  all  the 
benefits  he  derived  from  the  existence  of  the  Whitney  inven- 
tion." 

The  burden  of  proof  rested  upon  the  complainants.  The 
damages  to  the  plaintiffs,  or  the  profits  to  the  defendants 
(they  are  the  same  thing),  must  be  proved  like  the  other  points 
in  the  case.  For  all  the  profits  or  advantages  with  which  they 
have  been  charged  (except  that  precise  advantage  derived 
from  using  the  plaintiffs'  improvement),  the  defendants  may 
still  be  liable  to  other  inventors,  or  they  may  have  already 
paid  for  them  to  those  inventors.  Upon  no  principle  can  the 
plaintiffs  assume  that  they  belong  to  themselves,  and  call 
upon  the  defendants  to  disprove  this  assumption.  It  is  not 
necessary  further  to  examine  the  cases  on  this  point.  The 
Supreme  Court  have  decided  it  explicitly,  and,  if  there  are 
cases  found  to  the  contrary,  they  must  be  considered  as  over- 
ruled. The  master  should  have  decided  that,  as  the  plain- 
tiffs had  failed  to  show  the  profits  or  damages  arising  from  the 
use  of  the  improvement,  nominal  damages  only  could  be 
recovered. 

The  third  exception  is  allowed,  and,  as  it  goes  to  the  basis 
of  the  entire  recovery,  it  is  not  necessary  to  consider  the 
other  exceptions  in  the  case. 

J.  B.  Perkins,  for  the  complainants. 

Elisha  Footcy  for  the  defendants. 
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Goodyear  Dental  Vulcanite  Co.  v.  Root. 


The  Goodyear  Dental  Vulcanite  Company  et  al. 

vs. 
Albert  E.  Root. 


Same  vs.  Perry. 


Same  vs.  Schemerhorn  et  al. 


Same  vs.  Benjamin. 


Same  vs.  Ireland.    In  Equity. 

The  validity  of  Cummings'  patent,  reissue  No.  1,904,  for  "  Improvement  in 
Artificial  Gums  and  Palates/'  sustained.  Dental  Vulcanite  Company  v. 
Wctherbee*  3  Fisher,  87,  and  Goodyear  Dental  Vulcanite  Company  v.  Smith, 
5  Off.  Gaz.,  585,  cited  and  followed. 

Cummings  applied  for  a  patent  in  April,  1855,  and  was  Anally  rejected  by 
the  Commissioner,  February,  1856.  In  1859,  he  unsuccessfully  moved 
for  a  rehearing.  In  March,  1864,  he  renewed  his  application  ;  where- 
upon the  Patent  Office  reversed  its  former  decision  and  the  patent  was 
granted,  June  7.  1864.  The  invention  went  into  public  use  about  i860: 
Held,  that  the  invention  was  not  thereby  abandoned,  or  relinquished  to 
the  public. 

(Before  Hunt,  J.,  Northern  District  of  New  York,  July,  1874.) 

These  were  bills  in  equity,  filed  against  the    defendants, 
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who  are  dentists,  for  infringement  of  reissued  letters  patent 
No.  1,904,  granted  to  the  Dental  Vulcanite  Company,  assignee 
of  John  A.  Cummings,  for  "  Improvement  in  Artificial  Gums 
and  Palates."  The  claim  in  the  patent  is  for  :  "  The  plate  of 
hard  rubber  or  vulcanite,  or  its  equivalent,  for  holding  arti- 
ficial teeth,  or  teeth  and  gums,  substantially  as  described.' ' 
The  nature  of  the  invention,  and  construction  of  the  patent,  is 
fully  set  forth  in  the  cases  of  Dental  Vulcanite  Company  v. 
Wether  bee,  3  Fisher,  87,  and  Goodyear  Dental  Vulcanite  Company 
v.  Smith,  5  Off.  Gaz.,  585. 

Cummings  filed  his  caveat,  May  14,  1852.  Applied  for  a 
patent;  April  12,  1855.  This  application  was  rejected,  May 
19,  1855,  and  again  rejected,  August  14,  1855,  and  again 
rejected,  February  6,  1856.  In  1859,  a  motion  was  made 
before  the  Commissioner,  for  a  rehearing,  or  for  an  appeal  to 
the  Board  of  Examiners,  which  motion  was  denied.  On 
March  25,  1864,  a  renewed  application  was  filed.  On  April 
7,  1864,  the  Patent  Office  wrote  to  Cummings,  acknowledg- 
ing that  injustice  had  been  done  in  the  former  rejection,  and 
the  patent  was  thereupon  allowed,  and  was  issued  on  June 
7,  1864.  There  was  evidence,  that  tended  to  show  poverty 
on  the  part  of  the  inventor,  and  efforts  by  him  to  raise  money 
to  prosecute  his  application,  during  these  periods.  The  inven- 
tion went  into  public  use,  about  i860. 

Hunt,  J. 

The  court  decides,  on  the  authority  of  the  cases  of 
Dental  Vulcanite  Company  v.  Wetherbee,  3  Fisher,  87,  and 
Goodyear  Dental  Vulcanite  Company  et  al.  v.  Smith,  that  the 
reissued  letters  patent  No.  1,904,  dated  March  21,  1865,  re- 
issued to  the  Dental  Vulcanite  Company,  assignee  of  John  A. 
Cummings,  are  valid  ;  that  the  invention  covered  thereby,  is 
patentable  ;  that  it  was  not  abandoned,  or  relinquished  to  the 
public,  and,  that  it  was  not  in  public  use,  or  on  sale,  for  more 
than  two  years  prior  to  said  Cummings*  application  for  a 
patent,  with  his  consent  or  allowance. 

Decree  ordered  for  complainants. 

E.  N.  Dickerson  and  B.  F.  Lee,  for  the  complainants. 

Wm.  If.  Bright,  for  the  defendants. 
vol.  1 — 25 
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George  E.  King 

VS. 

Robert  Werner.    In  Equity.*  t 

The  reissued  letters  patent,  No.  3,001,  granted  to  George  E.  King,  June  23, 
1868,  the  original  patent  having  been  granted  to  hiih,  as  inventor,  Feb- 
ruary 26,  1867,  for  an  "  improvement  in  fluted  puffing,"  are  void,  for 
want  of  novelty. 

The  claim  of  such  reissued  letters  patent,  namely,  "  The  within  described 
puffing,  as  a  new  article  of  manufacture,  the  same  being  formed  by 
crinkling,  gathering,  or  irregularly  waving  one  portion  of  the  strip  of 
muslin,  or  other  material,  simultaneously  with  fluting  it  along  the  edges 
of  such  portion,  as  at  g,  and  forming  flattened  borders  or  portions,  A, 
outside  of  the  flutes,  or  between  two  next  adjacent  rows  of  them,  to 
receive  stitching,  substantially  as  specified,"  claims  the  puffing  it  de- 
scribes as  a  new  article  of  manufacture,  without  reference  to  how  it  is 
made,  whether  by  hand,  or  machinery,  or  otherwise,  and  is  anticipated 
by  a  like  puffing  previously  made  on  a  sewing  machine. 

The  machine  described  in  letters  patent  granted  to  Robert  Werner,  January 
7,  1873,  for  'an  "  improvement  in  crimping  and  fluting  machines,"  is 
an  infringement  on  reissued  letters  patent,  No.  3,000,  granted  to  George 
E.  King,  June  23,  1868,  for  an  "  improvement  in  fluting  machines," 
the  original  letters  patent  having  been  granted  to  him,  as  inventor,  Feb- 
ruary 26,  1867. 

The  claim  of  such  reissued  letters  patent,  namely,  "  The  guide  E,  constructed 
with  one  or  more  curved  or  arched  portions,  a\  in  combination  with 
suitable  fluting  rolleis.  substantially  as  herein  set  forth,  for  the  purpose 
specified,"  presents,  as  its  main  feature,  a  device  for  pulling  away  the 
fabric  before  the  fluting  rollers  grasp  it  too  firmly,  so  as  to  get  an  in- 
creased width  of  fabric  opposite  the  pair  of  plain  zones,  such  device 
being  an  arched  guide,  the  arch  of  which  raises  up  the  fabric,  so  that  the 
fabric  rides  over  it  and  is  pulled  away  from  the  fluted  parts  of  the  rollers. 
The  Werner  machine  uses,  in  connection  with  fluting  rollers,  a  detent 
or  finger,  by  which  a  portion  of  the  fabric  is  held  back,  so  as  to  get  an 
increased  width  of  fabric  opposite  a  pair  of  plain  zones,  the  fabric  being 
pressed  between  the  detent  and  a  platform.     In  both    machines,  the 


*  12  Blatchf.  C.  C.  R.,  270. 

f  The  Supreme  Court  held  the  Werner  machine  to  be  no  infringement  of 
complainant's  patent.     See  Werner  v.  King,  6  Otto,  218. 
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width  of  the  fabric  passed  between  the  pair  of  plain  zones  is  greater 
than  the  width  of  such  zones,  and,  as  the  fluting  gathers  the  fabric,  the 
portion  of  it  which  passes  between  the  pair  of  plain  zones  is  crinkled. 

(Before  Blatchford,  J.,  Southern  District  of  New  York,  August,  1874.) 

Blatchford,  J. 

This  suit  is  brought  on  two  reissued  letters  patent,  granted 
to  the  plaintiff.  One  is  No.  3,000,  for  an  "  improvement  in 
fluting  machines."  The  other  is  No.  3,001,  for  an  "  improve- 
ment in  fluted  puffing."  Both  of  them  are  dated  June  23, 
1868,  and  were  issued  on  the  surrender  of  original  letters 
patent  granted  to  the  plaintiff,  as  inventor,  February  26, 
1867. 

The  specification  of  No.  3,001  says  :  "  My  invention  consists 
in  the  production,  as  a  new  article  of  manufacture,  of  a 
puffing  applicable  to  shirt  bosoms,  trimming,  or  other  pur- 
poses of  dress,  in  which  the  completed  article,  prior  to  laun- 
dering or  washing,  is  made  up  of  either  a  single  row,  or  two 
or  more  parallel  series  of  rows,  each  consisting  of  flattened 
borders,  with  flutes  running  along  their  inner  edges,  and  a 
puffed,  or  gathered,  or  crinkled  surface  or  surfaces  between 
the  flutes."  It  further  says,  that  the  puffing  represented  in 
the  drawing  accompanying  the  patent  consists  of  flattened 
portions,  with  flutes  arranged  along  the  inside  edges  of  such 
flattened  parts  or  borders,  and  with  a  crinkled  or  gathered 
surface  to  the  portions  tying  between  the  flutes,  longitudinal 
rows  of  stitching  being  afterward,  it  may  be,  passed  through 
the  flattened  borders,  at,  say,  their  edges,  ' '  to  render  perma- 
nent the  conformation  of  the  puffing,"  and,  if  necessary, 
strips  or  tapes  basted  on  along  such  flattened  parts.  It  further 
says  :  "  The  mechanism,  where  machinery  is  used  for  the 
purpose,  necessary  to  produce  a  puffing  of  this  character,  may 
be  varied,  but,  for  the  purpose  of  illustrating  how,  or  one 
way  in  which,  the  same  may  be  done  automatically  or  by 
mechanism,  it  will  suffice  hereto  refer  brief!)'  to  a  machine  for 
the  purpose,  which  was  secured  to  me  by  letters  patent  No.  62,  - 
492,  of  the  United  States,  bearing  date  February  26,  1867,  and 
which  is  now  the  subject  of  an  application  for  reissue.  Thus, 
the  piece  of  muslin  or  other  fabric  may  be  entered  through 
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a  hollow,  inclined  guide,  formed  partly  of  an  arched    and 
partly  of  a  straight  form,  to  or  between  rollers  and  pressers, 
the  rollers  being  made  with  flattened  ends  or  portions  that 
act  in  concert  with  the  pressers,  to  form  the  flat  portions,  hy 
of  the  puffing,  and  with  grooves  or  flutes,  inside  of  such  flat- 
tened ends,  to  establish  the  flutes,  gy  while  the  intervening 
portions  of  the  rollers  opposite  the  arched  portion  or  portions 
of  the  guide  are  further  frorn  each  other  and  simply  serve  to 
act  in  a  light  manner  upon  the  curved  surfaces  of  the  puffed, 
gathered  or  crinkled  portions,  /,  of  the  material,  as  produced 
by  or  through  the  arched  portions  of  the  guide,  that  give  an 
irregular  or  wavy  surface  to  such  portions,  by  reason  of  the 
width  of  the  material  passing  out  of  or  through  the  arched 
portions  of  the  guide  being  greater  than  the  distance  between 
the  fluted  portions  of  the  roller.     The  longitudinal  rows  of 
stitching,  sf  in  or  along  the  flattened  portions,  A,  may  either  be 
put  in  by  hand  or  by  any  suitable  sewing  machine.  A  puffing 
is  thus  made,  having  gathered,  crinkled  or  wavy  portions,  /, 
without  having  recourse  to  laundering  or  washing  to  effect 
such  conformation,  thereby  economizing  labor  and  material, 
and  putting  the  article  in  a  finished  state  on  the  market,  in 
that   fresh  condition  which  washed  goods   are   devoid  of." 
The  claim  is  in  these  words  :  "  The  within  described  puffing 
as  a  new  article  of  manufacture,  the  same  being  formed  by 
crinkling,  gathering  or  irregularly  waving  one  portion  of  the 
strip  of  muslin,  or  other  material,  simultaneously  with  fluting 
it  along  the  edges  of  such  portion,  as  at^,  and  forming  flat- 
tened borders  or  portions,  hy  outside  of  the  flutes,  or  between 
two  next  adjacent   rows  of  them,  to  receive  stitching,  sub- 
stantially as  specified."     The  article  of  manufacture  claimed, 
the  patentee  denominates,  as  a  whole,  a  "puffing."     As  he 
describes  it  in  the  claim,  it  consists  of  a  crinkled,  gathered  or 
irregularly  waved  portion,  of  a  fluted  portion    along    each 
edge  of  such  first-named  portion,  and  of  a  flattened  border 
or  portion  outside  of  each  fluted  portion,  to  receive  stitching, 
to  render  permanent  the  conformation.       The    specification 
points  out,  as  features  of  the  article,  that  it  presents  the  ap- 
pearance it  does  without  being  washed  or  laundered,  and  that 
its  gathered,  crinkled  or  wavy  portion  has  such  conformation 
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given  to  it  without  having  recourse  to  laundering  or 
washing. 

A  patent  had  been  granted  to  the  plaintiff  on  the  23d  of 
October,  1866,  for  an  "  improvement  in  fluted  puffing  for  shirt 
bosoms,"  in  which  he  claimed,  as  an  article  of  manufacture, 
what  he  called  a  "  fluted  puffing,"  made  by  fluting,  by  mech- 
anism, and  in  a  regular  manner,  a  strip  of  muslin,  or  other 
material,  throughout  its  length,  and  compressing  and  flatten- 
ing down  the  extremities  of  the  flutes,  to  form  straight  and 
regular  borders  on  either  and  opposite  sides  of  the  flutes, 
and  afterwards  machine  stitching  said  borders  along  and  at 
the  union  of  the  borders  with  the  flutes.  It  is  manifest  that 
this  article,  for  the  space  between  the  flattened  portions,  con- 
sists, as  made,  and  before  being  washed  or  laundered,  wholly 
of  flutes  ;  that,  in  order  to  convert  such  fluted  portion  into  a 
crinkled,  gathered  or  irregularly  waved  portion,  it  is  neces- 
sarv  to  launder  or  wash  it ;  and  that  such  conversion  can  be 
made  by  laundering  or  washing  it.  Figure  1  of  the  drawing 
represents  a  face  view  of  the  puffing  "  previously  to  its  being 
washed,"  and  represents  it  as  wholly  in  flutes  between  the 
flattened  portions.  Figure  4  of  the  drawing  represents  a  face 
view  of  the  puffing,  "  after  having  been  washed,  and  as  sewed 
between  the  plaits  of  a  shirt  bosom,"  and  represents  all  the 
part  that  is  in  view,  which  is  the  part  between  the  flattened 
portions,  as  being  crinkled,  gathered  or  irregularly  waved. 
In  view  of  this  patent  of  1866,  the  reference,  in  the  specifica- 
tion of  reissue  No.  3,001,  to  the  formation  of  the  crinkled  por- 
tion of  the  puffing,  without  recourse  to  washing  or  launder- 
ing, becomes  intelligible. 

The  specification  of  No.  3,000  says  :  "  This  invention  is  de- 
signed for  making  puffing  applicable  to  shirt  bosoms,  trim- 
ming, or  other  purposes  of  dress,  in  which  the  article,  as  it 
issues  from  the  machine,  is  (without  having  recourse  to  laun- 
dering) delivered  in  a  complete  form,  either  singly  or  in  two 
or  more  series  or  rows,  composed  of  flattened  borders,  with 
flutes  running  along  their  inner  edges,  and  puffed  or  crinkled 
surfaces  between  the  flutes.  The  invention  consists  in  a  guide 
constructed  with  one  or  more  curved  or  arched  portions,  in 
combination  with  one  or  more  suitable  fluting  rollers,  whereby 
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the  material,  in  passing  through  the  machine,  is  fluted,  and 
contracted  laterally,  as  it  were,  or  drawn  up,  between   the 
flutes,  to  produce  the  required  crinkled  surface  or  surfaces  in 
the  puffing.* '     Two  fluting  rollers,  one  above  the  other,  are 
placed  in  a  frame,  with  their  ends   projecting  through  large 
vertical  slots  formed  in  the  ends  of  the  frame.  The  lower  roll- 
er is  supported  in  semicircular  bearings  formed  in  the  lower 
ends  of  the  slots,  and  is  furnished  at  one  end  with  a  crank. 
The  upper  roller  works  in  semicircular  bearings  formed  in 
sliding   blocks  placed  upon  the  ends  thereof,   and    pressed 
down  upon  the  same  by  a  spring,  the  tension  of  which  may  be 
regulated  by  means  of  a  vertical  screw  situated  centrally  in 
the  top  of  the  frame.     When  desired,  the  upper  roller  may  be 
held  within  a  given  distance  of  the  lower  roller  by  vertical 
set-screws,  situated  one  at  each  end  of  the  top  of  the  frame, 
and  acting  upon   the  sliding  or  adjustable  bearings.       The 
puffing  is  represented  in  one  of  the  figures  of  the  drawing, 
and  is  formed  of  strips  of  any  suitable  fabric,  and  of  a  width, 
when  finished,  nearly  or  quite,  equal  to  the  length  of  the  flut- 
ing rollers,  and  is  formed  with  longitudinal  portions,  which 
are  fluted  transversely  to  the  length  of  the  strip  ;  also,  with 
portions  outside  of  the  fluted  portions,  in  which  the  fabric  is 
pressed  flat,  and  through  which  longitudinal  rows  of  stitch- 
ing are  formed,  to  render  permanent  the  conformation  of  the 
puffing  ;  and,  also,  with  portions  between  the  fluted  portions, 
which  are  intended  to  be  wider  than  the  parts  just  described, 
and  which  are  puffed  or  crinkled  in  such  manner  as  to  possess 
an  irregular  wavy  surface.     In  order  to  form  these  several 
portions  of  the  puffing,  each  of  the  fluting  rollers  is  formed 
with  as  many  annular  or  circumferential  series  of  grooves  and 
flutes  as  there  are  fluted  portions  upon  the  puffing,  with  as 
many  plain,  narrow  annular  faces  as  there  are  flattened  por- 
tions, and  with  as  many  plain  and  comparatively  broad  por- 
tions as  there  are  puffed  portions  in  the  finished  puffing,  each 
of  the  said  parts  of  the  rollers   being  of  the  same  width  as 
that  portion  of  the  completed  puffing  which  it  is  designed  to 
shape,  and  the  plain  and  comparatively  broad  circumferential 
faces  or  portions  being  of  such  diameter  that,  when  the  two 
rollers  are  in  proper  position,  those  upon  one  roller  will  be 
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situated  at  such  distance  from  those  upon  the  other,  that  no 
considerable  pressure  will  be  exerted  upon  the  fabric  in  pass- 
ing between  them,  and  the  several  series  of  grooves  and 
flutes  upon  one  roller  gearing  into  those  upon  the  other 
roller.  There  are  pressers,  the  rearmost  end  of  each  one  of 
which  is  curved  downward,  and  fitted  upon  the  upper  rear- 
most part  of  each  of  the  plain,  narrow  annular  faces  of  the 
lower  roller,  while  its  forward  end  is  curved  upward  in  con- 
tact with  the  forward  sides  of  the  corresponding  plain,  nar- 
row annular  face  upon  the  upper  roller,  the  rearmost  ends  of 
the  pressers  being  pressed  against  the  lower  roller  by  set- 
screws  passing  through  a  horizontal  bar  or  brace  secured 
upon  the  rear  of  the  frame.  Fixed  upon  the  forward  side  of 
the  frame,  in  front  of  the  lower  roller,  is  a  horizontal  sup- 
porting brace,  which  has  fixed  upon  it  an  inclined  plate,  upon 
which  is  supported  an  inclined  guide,  E,  which  is  composed 
of  two  pieces  of  sheet  metal,  secured  one  over  the  other,  at 
such  a  distance  apart  as  to  permit  the  passage  of  the  cloth  or 
fabric  between  them,  and  those  parts  of  the  guide  in  front  of 
the  plain  and  comparatively  broad  cylindrical  portions  of  the 
rollers  are  curved  up  or  arched  transversely,  as  shown  at  aly 
in  such  manner  that  the  width  of  the  fabric  passed  between 
each  pair  of  such  plain  and  comparatively  broad  portions  will 
be  greater,  if  stretched  out  to  its  full  extent,  than  the  width  of 
said  portions,  so  that  the  fabric,  by  means  of  its  increased 
width,  will  be  crinkled  or  puffed  in  passing  between  said  por- 
tions. The  end  of  the  strip  of  fabric  from  which  the  fluted  puff- 
ing is  to  be  formed,  is  passed  into  and  through  the  guide,  and  be- 
tween the  rollers,  and  a  rotary  motion  is  communicated  to  the 
rollers.  The  fabric  is  drawn  lengthwise  between  the  rollers, 
those  portions  thereof  which  pass  between  the  several  oppo- 
site series  of  grooves  and  flutes  in  the  two  rollers  being  fluted, 

* 

while  those  portions  thereof  which  pass  between  the  smooth, 
annular  faces  of  the  rollers,  being  formed  into  gathers  by  the 
fluting  of  the  fabric  at  the  sides  or  edges  thereof,  are  pressed 
flat  by  passing  under  the  pressers,  as  the  fabric  is  drawn 
along,  at  the  same  time  that  those  portions  of  the  fabric 
drawn  through  the  curved  or  arched  parts  of  the  guide,  being, 
if  stretched  to  their  full  extent,  of  a  width  greater  than  that 
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of  the  smooth  and  comparatively  broad  cylindrical  portions, 
and  being  also  gathered  by  the  fluting  formed  at  their  sides 
or  edges,  are  caused  to  assume  a  crinkled  or  puffed  form,  as 
they  are  passed  between  the  said  smooth  and  comparatively 
broad  portions,  the  distance  between  such  opposite  portions 
being  such  that  no  pressure  is  exerted  upon  the  fabric  pass- 
ing between  them,  beyond  that  required  to  simply  press  the 
convex  surfaces  thereof  downward  to  a  sufficient  degree   to 
insure  the  shaping  thereof  into  the  puffed  condition  just  de- 
scribed.    The  extent  to  which  the  material  will  be  thus  con- 
tracted laterally,  as  it  were,  or  drawn  up,  between  the  flutes, 
will  be  governed  by  the  excess  in  length  of  the  arched   por- 
tions of  the  guide  over  a  straight  line  or  lines  connecting  such 
arched   portions   at  their  base.     By  these  means  the  fluted 
puffing  is  brought  into  the  form   required  in   the  finished  ar- 
ticle, without  the  necessity  of  washing  the  same  in  order  to 
bring  the  puffing  into  such  form.     To  complete  the  puffing, 
longitudinal  rows  of  stitching  are  formed  in  the  flat  parts  of 
the  puffing,  to  retain  it  in  shape.     The  foregoing  description 
is  found  in  the  specification.     The  claim  is  in  these  words  : 
41  The    guide  E,  constructed  with  one  or    more    curved    or 
arched  portions,  a\  in  combination  with  suitable  fluting  roll- 
ers, substantially  as  herein  set  forth,  for  the  purpose  speci- 
fied." 

In  view  of  the  prior  existence  of  the  puffing  called  the  Pipo 
puffing,  it  is  impossible  to  sustain  reissue  No.  3,001.  The 
puffing  claimed  in  that  reissue  is  claimed  as  a  new  article  of 
manufacture,  without  reference  to  whether  it  be  made  by  ma- 
chinery or  by  hand,  or  how  otherwise.  Any  prior  article, 
which  had,  as  its  characteristic  features,  as  an 'article  of  man- 
ufacture, the  features  set  forth  in  that  reissue,  as  the  charac- 
'  teristic  features  of  the  puffing  claimed  therein,  is  an  anticipa- 
tion of  the  patent.  The  Pipo  puffing  was  made  on  a  sewing 
machine,  but  it  was  formed  complete  without  laundering  or 
washing,  and  it  consisted  of  flattened  borders,  with  flutes 
running  along  their  inner  edges,  and  a  puffed  or  gathered  or 
crinkled  surface  between  the  flutes,  and  longitudinal  rows  of 
stitching  were  passed  through  the  flattened  borders,  to  render 
permanent  the  conformation.     The  flutes  were  formed  by  the 
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process  of  gathering,  and  were  not  as  regular  and  uniform, 
each  flute  with  every  other  flute,  as  where  flutes  are  made 
by  fluting  rollers.  But  this  is  a  question  of  degree,  and  of 
appearance,  and  not  of  conformation. 

The  claim  of  reissue  No.  3,001,  speaks  of  forming  the 
puffing  by  crinkling  one  portion  of  the  strip  "  simulta- 
neously" with  fluting  it  along  the  edges  of  such  portion,  and 
forming  flattened  borders  outside  of  the  flutes.  If  the  word 
"  simultaneously"  be  construed  as  referring  to  the  idea  that, 
in  any  given  cross  section  of  the  strip,  the  crinkled  portion, 
the  fluted  portions  and  the  flattened  borders  are  formed  at  one 
and  the  same  time,  then  an  element  is  introduced  which  has 
regard  to  something  beyond  the  conformation  of  the  puffing  as 
an  article  of  manufacture,  and  its  shape  and  structure  when 
completed — an  element  which  has  to  do  with  the  process  of 
making  it.  The  specification,  in  its  descriptive  part,  in  no 
manner  makes  any  part  of  the  invention  to  consist  in  any  part 
of  any  process  of  making  the  puffing,  or  of  any  machinery  or 
apparatus  for  making  it,  nor  does  it  suggest  that  the  parts 
embraced  in  any  cross  section  are  to  be  made  simultaneously 
with  each  other,  or  that  any  peculiarity  in  conformation 
Would  result  from  so  doing.  Therefore,  such  a  construction 
of  the  word  "  simultaneously"  would  make  the  claim  repug- 
nant to  the  subject-matter  of  the  patent.  The  only  proper  con- 
struction, then,  of  the  word  is,  that  it  merely  means,  that,  in 
the  finished  article,  one  portion  is  seen  to  be  crinkled,  and,  at 
the  same  time,  the  parts  at  the  edges  of  such  portion  are  seen 
to  be  fluted,  and  the  portions  outside  of  the  flutes  are  seen  to 
be  flattened  borders. 

We  come  now  to  the  consideration  of  the  machine  used  by 
the  defendant,  and  alleged  to  infringe  reissue  No.  3,000,  in 
making  the  puffing  which  is  alleged  to  infringe  reissue  No. 
3,001.  The  defendant's  machine  is  described  in  letters  patent 
granted  to  him  January  7,  11873,  for  an  "  improvement  in 
crimping  and  fluting  machines."  He  uses,  in  connection  with 
fluting  rollers,  as  the  specification  of  his  patent  states,  "  a 
detent  or  finger,  by  which  a  portion  of  the  fabric  is  held  back 
and  thereby  formed  into  V-shaped,  but  more  or  less  irregu- 
lar, lateral  waves  and  crinkles."    Between  the  fluted  portions 
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of  the  fluting  rollers  are  plain  zones.    The  free  end  of  the  de- 
tent bears  against  a  platform  midway  of  the  plain  zones.    The 
fabric,  in  its  passage  to  the  rollers,  passes  over  the  platform 
and  under  the  detent,  which  is  a  spring,  and  which  so  presses 
the  fabric  against  the  platform,  while  the  rollers  are  drawing 
the  fabric  forward,  as  to  detain  or  hold  back  that  portion  of 
the  fabric  which  is  so  pressed  by  the  detent,  and  cause   it  to 
be  crinkled  in  the  space  between  the  inner  edges  of  the  flutes. 
This  result  is  attained  because  the  same  thing  is  done  as  in 
the  plaintiff's  machine,  that  is,  the  width  of  the  fabric  passed 
between  the  pair  of  plain  zones  is  greater  than   the  width  of 
such  zones,  and  as  the  fluting  gathers  the  fabric,  the  portion 
of  it  which  passes  between  the  pair  of  plain  zones  is  crinkled. 
The  defendant's  machine  has  pressers  which  make  flattened 
borders  along  the  outer  edges  of  the  fluted  portions,  through 
which  stitching  may  be  made. 

The  main  feature  of  the  plaintiff's  machine  is  the  device  for 
pulling  away  the  fabric  before  the  fluting  rollers  grasp  it  too 
firmly,  so  as  to  get  the  increased  width  of  fabric  opposite  the 
pair  of  plain  zones.     The  plaintiff  shows  how  this  is  to  be 
done  by  an  arched  guide.     This  arch  raises  up  the  fabric. 
The  fabric  rides  over  it,  and  so  is  pulled  away  from  the  fluted 
parts  of  the  rollers.     The  obstacle  interposed  by  the  arched 
guide  pushes  up  the  fabric  to  an  apex.     There  would  be  no 
difference  in   mode  of  operation,  if  the  fabric  were  pushed 
down  to  a  given  point  by  an  arched  guide.  The  defendant  in- 
terposes an  obstacle  which  pulls  back  the  fabric  from  the  fluted 
parts  of  the  rollers.     The  mode  of  operation  is  the  same  as  in 
the  plaintiff's  machine,  and  the  result  is  the  same.     The  only 
difference  is,  that,  in  one,  the  centre  of  the  extra  width  moves 
upward  as  the  pull  is  made,  and,  in  the  other,  it  does  not ; 
but,  in  each,  the  detaining  instrument  diverts  the  fabric  from 
what  would  otherwise  be  its  course,  so  as  thereby  to  pull  out 
the  extra  width.     I  think  the  variation  is  merely  mechanical 
and  not  substantial,  and  that  the  defendant's  machine  is  an 
infringement.  The  decent  and  the  platform  form  the  two  sur- 
faces of  a  guide  between  which  the  fabric  passes,  and  these 
surfaces  hold  it  so  as  to  pull  it  away  from  the  flutes.     The 
two  surfaces  of  the  plaintiff's  guide  do  the  same  thing. 
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Reissue  No.  3,000  is  not  successfully  attacked  as  to  the  nov- 
elty of  its  claim. 

As  to  the  Robjohn  patent,  and  Robjohn  machine,  and  Rob- 
john  guides  1  and  2,  the  machine  was  designed  to  make  two 
double-fold  ruffles  at  one  and  the  same  time.  It  has  no  pro- 
vision for  taking  up  an  increased  width  of  material,  or  for 
crinkling  a  central  portion  of  the  material.  Nor  could  such 
guides,  or  the  guides  S  and  T,  produce,  in  connection  with 
the  Robjohn  machine,  the  results  produced  by  the  mechanism 
covered  by  the  claim  of  reissue  No.  3,000.  The  flat  Muller 
guide  No.  5  falls  within  the  same  category.  The  Muller 
guide  No.  5,  with  the  arched  projection,  has  not  two  surfaces 
between  which  the  material  passes  ;  and,  used  as  it  always 
was,  with  the  Muller  rings  Nos.  3  and  4,  which  were  diamond 
embossing  rings,  and  made  a  diamond  figure  on  the  mate- 
rial, and  occupied  all  the  space  not  occupied  by  the  fluting 
rollers,  it  does  not  present  the  combination  set  forth  in  the 
claim  of  reissue  No.  3,000,  for  the  purpose  specified  in  that 
reissue. 

The  Weitling  machine  and  apparatus,  whether  as  origi- 
nally presented  to  the  Patent  Office,  or  as  existing  and  used  be- 
fore King's  invention,  did  not  contain  the  combination  of  the 
claim  of  reissue  No.  3,000.  Moreover,  such  use  as  was  made 
of  it  before  King's  invention  was  wholly  experimental,  and  it 
was  abandoned  by  its  inventor,  as  an  abortive  experiment. 

There  must  be  a  decree  for  the  plain  tit!  as  to  reissue  No. 
3,000,  for  an  account  of  profits  and  damages,  with  an  injunc- 
tion, with  costs. 

In  the  two  suits  brought  against  vendors  of  puffing,  on  re- 
issue No.  3,001,  the  bills  must  be  dismissed,  with  costs. 

Stephen  D.  Law  and  Manuel  A.  Kursheedt^  for  the  com- 
plainant. 


Orlando  Dorsey,  for  the  defendants. 
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The  Florence  Manufacturing  Company 

vs. 
The  Boston  Diatite  Company.     In  Equity. 

The  claim  of  the  patent  was,  "Asa  new  article  of  manufacture,  a  hand  or 
portable  toilet  mirror,  constructed  substantially  as  described,  of  a  base 
piece,  B,  with  its  handle-extension  piece  or  stiffener,  C,  glass,  A,  and 
outer  back  and  handle,  D,  made  of  any  suitable  composition  or  cement, 
substantially  as  specified/'  The  specification  described  the  mirror,  as 
being  constructed,  by  first  using  a  base  piece  of  wood  or  other  suitable 
material,  preferably  of  similar  contour  to  the  glass  designed  to  be 
mounted  on  it,  and  elongated  at  one  end,  with  a  strip  of  metal  or  other 
stout  material  at  its  back,  to  form  a  stiffener  for  the  handle  of  the  mir- 
ror :  Held,  that  the  patent  was  not  infringed  by  making  and  selling  hand- 
mirrors,  in  other  respects  like  those  described  in  the  patent,  but  having 
no  base-piece  of  wood  or  other  suitable  material  behind  the  glass  de- 
signed to  be  mounted  on  it,  and  having  no  extension  from  such  base- 
piece  into  the  handle. 

(Before  Shkpley,  J.,  District  of  Massachusetts,  September,  1874.) 

Shepley,  J. 

This  suit  is  founded  on  the  letters  patent,  granted  to  Dudley 
&  Clark,  assignees  of  W.  U.  Dudley,  July  27,  1869,  for  an  im- 
proved hand  mirror.  The  mirror  was  constructed  by  first 
using  a  base-piece  of  wood  or  other  suitable  material,  pre* 
ferably  of  similar  contour  to  the  glass  designed  to  be  mounted 
on  it,  and  elongated  at  one  end,  with  a  strip  of  metal  or  other 
stout  material  at  its  back,  to  form  a  stiffener  for  the  handle  of 
the  mirror.  The  base-piece,  with  its  handle  extension  or 
stiffener,  is  laid  face  downward  on  a  mould,  and  a  composi- 
tion of  any  suitable  plastic  material,  in  sufficient  quantity  to 
cover  the  back  and  extend  beyond  the  edges  of  the  base-piece 
and  surround  the  handle-stiffener,  is  applied  ;  then,  an  upper 
mould  of  suitable  configuration,  and  with  its  interior  embel- 
lished with  any  ornamental  devices,  is  pressed  down  on  the 
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plastic  composition,  thus  making  a  smooth,  finished,  ornament- 
al outer*  back  and  handle.  The  advantages  claimed,  for  his 
new  manufacture,  by  the  patentee,  are,  that  the  handle  and 
back  of  the  mirror  are  "  smooth  finished,  and  may  be  highly 
ornamental,  impervious  to  damp,  exempt  from  warping,  with 
its  consequent  liability  of  fracturing  the  glass,  afid preservative 
of  the  wooden  or  other  bate  piece,  which  may  be  of  a  cheap  and  rough 
construction  ;  and  that,  by  its  end  extension,  with  strengthen- 
ing-strip at  the  back,  gives  not  only  a  general  stability  to  the 
whole  article,  but  especially  stiffens  the  handle  at  its  junction 
with  the  back  or  body,  where  it  is  naturally  weakest,  or  most 
liable  to  break." 

The  claim  is  :  "  As  a  new  article  of  manufacture,  a  hand  or 
portable  toilet-mirror,  constructed  substantially  as  described, 
of  a  base-piece,  B,  with  its  handle-extension  piece  or  stiff ener, 
C,  glass,  A,  and  outer  back  and  handle,  D,  made  of  any  suit- 
able composition  or  cement,  substantially  as  specified." 

Defendant  made  hand-mirrors,  in  other  respects  like  those 
described  in  the  Dudley  patent,  but  having  no  "  wooden  or 
other  base-piece  of  suitable  material"  behind  the  "  glass  de- 
signed to  be  mounted  on  it/'  and  having  no  extension  from 
such  base-piece  into  the  handle.  In  the  smallest  and  weakest 
part  of  the  handle,  two  nails  of  iron  were  embedded,  in  the 
plastic  compositions,  which  formed  the  entire  frame  and  han- 
dle of  the  mirror  ;  but  they  did  not  extend  behind  the  mir- 
ror, or  form  any  base  or  support  for  the  glass,  or  the  frame  be- 
hind or  around  it. 

This  is  clearly  no  infringement  of  the  Dudley  patent.  The 
practice  of  moulding  a  plastic  material  around  a  skeleton,  or 
partial  skeleton,  of  a  material  of  greater  rigidity,  is  as  old  as 
any  thing  known  in  the  arts  ;  was  practised  by  the  Assyrians 
in  moulding  bronze,  and  has  been  in  common  use  to  the  pres- 
ent day.  Hand-mirrors  date  back  to  an  equally  remote  an- 
tiquity. Hand-mirror  frames,  moulded  from  a  plastic  com- 
position of  papier-mache  and  other  plastic  compounds,  were 
well  known  before  the  date  of  Dudley's  invention.  Frames 
for  pictures  and  photographs,  of  a  plastic  composition,  of 
shellac,  and  other  substances,  moulded  and  ornamented,  were 
well   known  and  described  in  Merrick's  patent  of  Dec.  15, 
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1868,  for  his  new  composition  of  matter.  The  patentable  mat- 
ter in  Dudley's  patent  must,  therefore,  be  found,  if  found  any- 
where, in  his  new  composition  of  a  base- piece,  with  its  exten- 
sion or  handle  stiffener,  with  the  other  elements  in  his  combi- 
nation. Without  such  combination,  there  would  have  been  no 
new  article  of  manufacture.  It  is  not  every  new  article,  put 
upon  sale  in  the  market,  which  is  a  new  article  of  manufacture. 
If  one  were  to  substitute  a  Claude  Lorraine  glass  for  the  plate 
with  its  stiffened  back  in  the  Dudley  hand-mirror,  it  would 
be  a  new  article,  of  commerce,  but  not  a  new  manufacture. 

In  the  case  of  Clark  v.  Scott,  2  Off.  Gaz.,  4,  Judge  Blatch- 
ford  held,  that  hand-mirrors  made  of  cement,  applied  in    a 
plastic  state  and  afterward  hardened,  and  having,  embedded 
in  the  cement,  and  concealed  from  view,  two  flat  wires  or 
strengtheners,  made  of  metal,  which  run  from  the  body  of  the 
mirror,  part  through  the  neck,  and  into  the  handle,  and  which 
serve  to  strengthen  and   stiffen  the  article,  particularly  at  the 
junction  of  the  handle  with  the  body,  were  infringements  of 
the  Dudley  patent.     But,  this  was  upon  the  ground,  that  he 
found,  in  those  mirrors,  the  base-piece,  the  handle-extension 
piece  or  stiffener,  the  glass,  and  outer  back,  and  handle  of  ce- 
ment.    He  says,  "  The  defendant's  wires  act  as  a  base  piece 
or  support  for  the  glass,  and  the  wires  extend  through  the 
neck,  and  into  the  handle,  as  stiffeners."     But,  in  defendant's 
mirrors,  there  is  no  base-piece  or  support  for  the  glass,  and 
no  substitute  or  equivalent  therefor.     He  makes  a  hand-mir- 
ror with  a  moulded  frame  of  plastic  compound,  and  he  re-en- 
forces or  strengthens  the  handle  with  metallic  rods.     There 
was  nothing  new  in  this  before  the  date  of  the  Dudley  patent. 

Bill  dismissed. 


E.  W.  Bond,  for  the  complainant. 
T.  W.  Clarke,  for  the  defendant. 
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Lucius  C.  Chase 


vs. 


Charles  W.  Sabin  et  al.     In  Equity. 

The  reissued  patent,  granted  to  Lucius  C.  Chase,  May  26,  1863,  for  improve- 
ment in  buckles,  held  invalid,  for  want  of  novelty. 

(Before  Sheplly,  J.,  District  of  Massachusetts,  September,  1874.) 

Shepley,  J. 

The  invention,  described  and  claimed  in  the  patent  of  the 
complainant,  for  an  improvement  in  buckles,  reissue  No.  1,483, 
dated  May  26,  1863,  is  for  "  confining  a  buckle  to  a  strap  or 
other  article,  by  means  of  one  or  more  rivets  or  screws  pass- 
ing through  one  or  more  wings  or  flanges,  substantially  as 
set  forth,  and  for  the  purpose  described/ ' 

The  specification  describes  the  invention,  as  laying  a 
buckle,  provided  with  one  or  more  wings  having  one  or 
more  holes  through  it  or  them,  flat  upon  the  strap  or 
material  to  which  it  is  to  be  confined,  and  punching  in 
it  one  or  more  holes  corresponding  with  the  hole  or  holes 
in  the  wing  or  wings,  and  putting  through  each  one  a  rivet, 
and  heading  it. 

The  defendants'  answer  to  the  bill  of  complaint  alleges, 
among  other  things,  that  this  invention  was  not  new,  but, 
before  the  date  of  the  alleged  invention,  was  known  and 
used,  among  others,  by  Kasson  Fraser,  of  Syracuse. 

The  evidence  in  the  case  shows,  conclusively,  the  use,  by 
Fraser  and  others,  as  early  as  1853,  at  Syracuse,  of  buckles 
provided  with  such  a  wing,  or  flange,  as  is  described  in  the 
complainant's  patent,  and  attached  to  a  strap,  in  the  described 
manner.  This  is  a  perfect  defence  to  the  claim  in  the  patent 
of  the  complainant,  as  the  evidence  proves  an  extensive  use 
of  the  Fraser  buckle,  since  1853. 
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Bill  dismissed  with  costs. 

George  E.  Betton,  for  the  complainant. 

James  B.  Robby  for  the  defendants. 


Benjamin  A.  Earl 

vs. 

Richard  Dexter  et  al.     In  Equity. 

In  a  suit  in  equity,  to  restrain  the  infringement  of  a  patent,  it  is  not  admis- 
sible to  give  in  evidence,  against  the  objection  of  the  complainant,  copies 
of  drawings  of  foreign  patents,  with  evidence  respecting  them,  for  the 
purpose  of  showing,  that  the  patentee  was  not  the  original  and  first  in- 
ventor of  the  improvement,  where  the  answer  of  the  defendant  denies 
that  the  patentee  was  such  original  and  first  inventor,  but  does  not,  in 
compliance  with  the  statute,  give  any  notice  of  the  persons  by  whom,  or 
the  places  where,  the  alleged  invention  was  known  or  used  before  the 
invention  of  the  patentee. 

(Before  Shepley,  J.,  District  of  Massachusetts,  September,  1874.) 

Shepley,  J. 

The  defendants  have  offered  in  evidence,  against  the  objec- 
tions of  the  complainant,  certain  exhibits  purporting  to  be 
copies  of  drawings  of  foreign  patents,  accompanied  with  evi-  \ 

dence  respecting  them,  for  the  purpose  of  showing  that  the 
patentees  were  not  the  original  and  first  inventors  of  the  im- 
provement in  apparatus  for  oiling  wool,  described  in  the  patent, 
for  an  alleged  infringement  of  which,  this  bill  is  brought.  The  | 

answer  of  defendants  denies  that  the  patentees  were  the  origi- 
« nal  and  first  inventors,  but  does  not,  in  compliance  with  the 
statute,  give  any  notice  of  the  persons  by  whom,  or  the 
places  where,  the  alleged  invention  was  known  or  used  before 
the  invention  of  the  patentees. 

The  only  question,   presented  by  the  record,  is  one  of  in- 


\ 
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f  ringement.  Treating  the  patent  as  a  good  and  valid  one,  as 
I  am  compelled  to  do  on  this  record  as  against  these  defend- 
ants, I  must  come  to  the  conclusion  that  the  mechanism  used 
by  the  defendants  for  oiling  wool,  consisting  of  an  oil  reser- 
voir and  a  sprinkler,  having  such  a  movement  imparted  to  it 
that  it  will  enter  the  oil  in  the  reservoir,  and  then,  by  per- 
cussive action,  discharge  the  adhering  oil,  in  the  form  of 
drops  or  spray,  on  to  the  wool,  so  as  to  effectually  and  uni- 
formly saturate  the  traversing  wool,  is  an  infringement  on  the 
mechanism,  patented  to  B.  A.  Earl,  as  assignee  of  B.  A.  Earl 
and  Henry  Holcraft. 

Decree  for  injunction  and  account. 

C.  Howson,  and  A.  K.  P.  Joy,  for  the  complainant. 

H.  L.  Parker  and  Dam  c>  Baktr,  for  the  defendants. 


Edwin  P.  Monroe 


vs. 
The  Dover  Stamping  Company.    In  Equity. 

The  second  claim  of  the  reissued  patent,  granted  to  Edwin  P.  Monroe,  October 
16,  i860,  for  a  new  and  improved  egg-beater,  is  for  "  the  beaters,  I,  and,  J, 
revolved  in  opposite  directions  by  suitable  mechanism,  substantially  as 
set  forth.* '  The  Monroe  beaters  revolve  concentrically.  The  defendant 
made  and  sold  beaters,  under  the  patent  granted  to  Turner  Williams 
and  E.  D.  Goodrich,  dated  May  31,  1870,  numbered  103,811.  These 
latter  consist  of  two  beaters  revolved  in  opposite  directions,  the  axes 
being  some  distance  apart :  Held,  that  the  manufacture  atid  sale  of  the 
Williams  &  Goodrich  beaters  did  not  infringe  complainant's  patent. 

(Before  Shepley,  J.,  District  of  Massachusetts,  September,  1874.) 

Shepley,  J. 

Complainant  alleges,  that  defendant  infringes  the  invention 
secured  to  him  by  letters  patent,  reissue  No.  1,062,  dated  Oc- 
vol.  1 — 26 
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tober  1 6,  i860,  for  a  new  and  improved  egg-beater.  Defend- 
ant, under  license  from  the  patentees,  was  making  and  sell- 
ing egg-beaters,  under  and  in  conformity  to  letters  patent  of 
the  United  States,  granted  to  Turner  Williams  and  E.  D. 
Goodrich,  assignees  of  Turner  Williams,  dated  May  31,  1870, 
and  numbered  103,811. 

The  beater  described  in  complainant's  patent,  consists  of  a 
frame,  to  be  clamped  to  a  table  or  other  support,  with  two 
concentric  beaters,  which  are,  by  suitable  gearing,  revolved  in 
opposite  directions.  The  vessel  containing  the  eggs  to  be 
beaten,  is  held  up  to  the  beaters,  which  project  downward  from 
the  frame,  so  that  the  beaters  will  be  immersed  in  the  matters 
to  be  beaten.  By  turning  the  crank,  the  beaters  are  revolved 
concentrically,  in  opposite  directions.  In  the  Monroe  patent, 
the  first  claim,  is  for,  in  combination  with  a  rotary  egg-beater, 
an  arm  having  at  one  end  bearings  for  the  journals  to  rotate 
in,  and  at  the  other  a  clamping  device  for  the  purpose  of  secur- 
ing the  beater  to  the  table  with  its  shaft  or  bearing  in  a  vertical 
line,  as  set  forth.  It  is  not  contended  that  defendant  infringes 
this  claim.  The  second  claim  is  for  "  the  beaters,  I,  and,  J, 
revolved  in  opposite  directions  by  suitable  mechanism,  sub- 
stantially as  set  forth."  The  Monroe  beaters  revolve  in  op- 
posite directions,  and  the  beaters  in  the  Turner  Williams 
patent  also  revolve  in  opposite  directions.  Here  their  resem- 
blance begins  and  ends.  The  Monroe  beaters  revolve  concen- 
trically. The  axes  of  the  beaters  in  the  Williams  machine  are 
at  some  distance  apart,  and  the  orbits  described  by  the  revo- 
lution of  the  blades  of  the  beaters  intersect  each  other.  The 
currents  produced  in  the  matter  to  be  beaten,  are  entirely 
different.  In  the  Monroe  beater,  the  fluid  material  tends  to 
arrange  itself  mainly  in  two  concentric  layers,  which  are  car- 
ried around  in  opposite  directions  by  the  beaters,  the  centrif- 
ugal force  tending  to  accumulate  the  material  around  the 
circumference  of  the  vessel.  In  defendant's  beater,  this  action 
does  not  take  place,  for  the  reason  that  the  orbits  of  the 
blades  intersect  at  two  points  in  their  circumference.  After 
the  blade  of  one  beater  has  passed  through  the  material, 
another  beater,  moving  in  an  opposite  direction,  passes 
through  the  same  material,  obliterating  the  track  made  by 
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the  other,  and  so  on  alternately.  There  are  other  obvious 
and  important  differences,  in  the  mode  of  operation  of  the 
beaters,  which  render  it  too  clear  to  admit  of  any  doubt,  that 
the  invention  described  in  the  Turner  Williams  patent  is  not 
an  infringement  of  the  patent  to  Monroe. 
Bill  dismissed. 

James  B.  Robby  for  the  complainant. 

B.  R.  Curtis  and  T.  W.  Clarke,  for  the  defendant. 


The  Lyman  Ventilating  and  Refrigerator  Company 

vs. 
William  Lalor.    In  Equity.* 

A  written  description  of  a  machine,  although  illustrated  by  drawings,  which 
has  not  been  given  to  the  public,  does  not  constitute  an  invention,  within 
the  meaning  of  the  patent  laws,  so  as  to  defeat  a  subsequent  patent  to  an 
independent  inventor,  even  though  it  be  deposited  in  the  Patent  Office, 
as  part  of  an  application  for  a  patent. 

To  attain  the  character  of  a  complete  invention,  it  must  be  embodied  in  a 
form  capable  of  useful  operation. 

The  reissued  letters  patent  granted  to  Stephen  Cutter,  March  10,  1874, 
for  an  "  improvement  in  methods  of  cooling  and  ventilating  rooms" 
(the  original  patent  having  been  granted  to  Azel  S.  Lyman,  as  inventor, 
March  25,  1856,  and  extended  for  seven  years  from  March  25,  1870. 
and  reissued  to  said  Lyman,  December  26,  1871),  defined,  as  to  the 
meaning  of  the  claims  in  it. 

The  principle  and  mode  of  operation  of  the  apparatus  described  in  it,  ex- 
plained. 

Various  alleged  prior  inventions,  examined  and  distinguished. 

(Before  Blatchford,  J.,  Southern  District  cf  New  York,  September,  1874.) 

Blatchford,  J. 
This  suit,  and  several  others,  are  brought  on  reissued  let- 

*  12  Blatchf.  C.  C.  R.,  303. 


4<H  SOUTHERN  DISTRICT  OF  NEW  YORK. 

Lyman  Ventilating  and  Refrigerator  Co.  v.  Lalor. 

ters  patent  granted  to  Stephen  Cutter,  March  10,  1874,  for  an 
"  improvement  in  methods  of  cooling  and  ventilating  rooms." 
The  title  to  this  patent  is  vested  in  the  plaintiffs  for  the  whole 
of  the  United  States,  except  the  Eastern  District  of  New  York, 
and  that  part  of  the  city  of  New  York  lying  westerly  of 
Broadway  and  Fifth  Avenue,  and  a  few  counties  in  New  Jersey, 
the  title  for  such  excepted  territory  being  vested  in  the  Ly- 
man Patent  Refrigerator  Company.  The  original  letters 
patent  were  granted  to  Azel  S.  Lyman,  as  inventor,  March 
25,  1856,  and  were  extended  for  seven  years  from  March  25, 
1870,  and  were  reissued  to  Lyman,  December  26,  1871,  and 
were  then  assigned  to  said  Cutter,  and  reissued  to  him,  as 
above  stated,  March  to,  1874. 

The  first  claim  of  the  reissue  sued  on  is  in  these  words  : 
"  The  combination  of  a  descending  conduit,  or  cold  air  flue, 
or  either,  with  a  reservoir  for  containing  cooling  materials, 
substantially  in  the  manner  and  for  the  purposes  described." 
This  claim  differs  only  in  the  addition  of  the  words  "or 
either1'  from  the  first  claim  of  the  reissue  of  1871.  The  first 
claim  of  the  reissue  of  187 1  was  sustained  in  two  suits  in 
equity,  on  final  hearing,  one  before  Judge  Hall,  in  the  North- 
ern District  of  New  York,  in  March,  1872,  Lyman  v.  Myers, 
and  the  other  before  Judge  Benedict,  in  the  Eastern  District 
of  New  York,  in  January,  1874,  The  Lyman  Patent  Refrigerator 
Company  v.  Oswald,  In  both  of  those  suits  it  was  sustained 
against  the  alleged  prior  invention  of  Thaddeus  Fairbanks,  a 
patent  for  which  was  applied  for  September  5,  1846,  and 
rejected  February  6,  1847,  and  withdrawn  July  27,  1847. 
Long  after  such  withdrawal,  John  C.  Schooley  obtained  from 
Fairbanks,  for  the  sum  of  $5,  an  assignment  of  Fairbanks'  al- 
leged invention,  and  an  application  was  again  made  for  a 
patent  for  it,  and  a  patent  was  granted  to  Schooley,  as  as- 
signee of  Fairbanks,  August  12,  1856.  Judge  Benedict,  in  the 
case  against  Oswald,  says  :  "  The  proofs  show  that  Fair- 
banks abandoned  his  invention  long  prior  to  the  issue  of  the 
patent  upon  it.  His  application  for  a  patent,  made  in  1846, 
was  rejected  on  the  27th  of  July,  1847,  and  he  then  withdrew 
his  application.  No  subsequent  effort  to  obtain  a  patent  or 
preserve  his  invention,  or  to  put  it  into  use,  appears  ever  to 
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have  been  made  by  him.     The  patent  for  the  invention,  sub- 
sequently issued  August  12,  1856,  was  obtained  by  one  Schoo- 
ley,  as  assignee  of  Fairbanks,  who  obtained  an  assignment  of 
the  invention  from  Fairbanks,  for  the  sum  of  $5,  nearly  ten 
years  after  the  withdrawal  of  the  application  and  abandon- 
ment of  the  invention  by  Fairbanks,  the  inventor."     To  this 
it  may  be    added,  that,  on   the  present  motion,   nothing  is 
shown  in  reference  to  the  invention  of  Fairbanks,  except  the 
papers  from  the  Patent  Office,  and  an  affidavit  by  Schooley 
showing  the  foregoing  facts.     It  is  not  shown,  that,  prior  to 
the  date  of  the  original  patent  to  Lyman,  much  less,  prior  to 
the  date  of  Lyman's  invention,  a  refrigerator  was  actually 
constructed  embodying  what  was  set  forth  in  the  application 
of  Fairbanks.     The  alleged  invention  of  Fairbanks,  as  an- 
ticipating Lyman,  must,  therefore,  be  laid  out  of  view.     As 
regards  anything  shown  in  the  original  application  of  Fair- 
banks, made  in  1846,  and  rejected  and  withdrawn  in  1847,  it 
is  well  settled,  that  a  written  description  of  a  machine,  al- 
though illustrated  by  drawings,  which  has  not  been  given  to 
the   public,   does   not  constitute    an    invention,    within    the 
meaning  of  the  patent  laws.     Evidence  that  such  a  descrip- 
tion  was  made  does  not  show,  of  itself,  a  prior  invention. 
Such  a  description  has  not  the  same  effect  as  a  printed  publi- 
cation.    It  lacks  the  essential  quality  of  such  a  publication, 
for,  even  though  deposited  in  the  Patent  Office,  it  is  not  de- 
signed for  general  circulation,  nor  is  it  made  accessible  to  the 
public  generally,  being  so  deposited  for  the  special  purpose 
of  being  examined  and  passed  upon  by  the  Patent  Office,  and 
not   that   it  may  thereby  become  known  to  the  public.     Al- 
though it  may  incidentally  become  known,  the  deposit  of  it  is 
not  a  publication  of  it,  within  the  meaning  of  the  statute  or 
the  law.     Moreover,  although  the  description  may  be  so  full 
and  precise  as  to  enable  any  one  skilled  in  the  art  to  which  it 
appertains,  to  construct  what  it  describes,  it  does  not  attain 
the  proportions  or  the  character  of  a  complete  invention  until 
it  is  embodied  in  a  form  capable  of  useful  operation.     The 
Northwestern  Fire  Extinguisher  Co.  v.  The  Philadelphia  Fire  Ex- 
tinguisher  Co.,  6  Official  Gazette  of  Patent  Office,  34. 

In  answer  to  the  present  motion  for  injunction,  various 
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other  alleged  prior  inventions  are.  set  up.  To  understand 
their  bearing,  it  is  necessary,  first,  to  define  clearly  what  the 
plaintiffs  cover  by  their  patent.  The  specification  states  the 
invention  to  be  one  of  "  improvements  in  cooling,  drying  and 
disinfecting  rooms."  It  says  :  "  My  improvement  in  cooling, 
drying  and  disinfecting  consists  in  the  peculiar  construction 
of  the  box  or  reservoir  for  holding  the  ice  or  other  cooling 
material.  The  object  sought  to  be  accomplished  by  this  con- 
struction is  the  production  of  a  current  of  cool  air  in  a  deter- 
mined direction,  without  mechanical  aid  and  irrespective  of 
place.  The  principle  I  employ  is  that  which  is  exemplified  in 
the  hydrostatic  column,  and  my  use  of  it  may  be  understood 
by  the  following  comparison  :  If  we  suspend  a  cake  of  ice 
freely  in  the  air,  and  near  the  ceiling  of  a  closed  room,  slight 
currents  would  soon  be  produced  by  the  disturbance  of  the 
equilibrium,  consequent  upon  the  cooling  of  the  air  in  con- 
tact with  the  ice.  These  currents  would  be  feeble,  because 
the  cold  descending  air  would  spread  out  over  a  wide  base, 
and  the  temperature  soon  become  equalized  by  mixing  with 
warm  air.  If,  however,  we  should  place  around  the  sides  and 
under  the  ice  a  conduit,  such  as  a  pipe  or  box  of  sufficient 
size  to  surround  the  ice,  the  air,  as  it  is  cooled,  would  fall  down 
and  soon  fill  the  same,  but  still  have  a  tendency  to  spread  later- 
ally, in  consequence  of  its  gravity,  and,  therefore,  it  would 
exert  pressure  on  all  sides,  similar  to  a  non-elastic  fluid.  If 
one  or  more  openings  were  made  in  the  bottom  of  the  same, 
this  air  would  pour  out  with  a  certain  force,  due  to  the  differ- 
ence of  the  temperatures  outside  and  inside,  and  to  the  height 
of  the  column,  obeying  precisely  the  same  laws  which  would 
govern  a  non-elastic  fluid.  The  construction  of  a  refrigerat- 
ing box  on  this  principle  enables  me  to  employ  it  to  various 
useful  and  valuable  purposes,  such  as  the  preservation  of 
meats  and  vegetables,  ventilating,  cooling,  drying  and  disin- 
fecting apartments  in  hospitals,  sleeping  and  other  rooms. 
The  reservoir,  when  adapted  for  holding  ice  as  the  cooling 
material,  is  a  box  open  at  or  near  the  top  and  in  or  near  the 
bottom.  It  may  be  divided  into  two  compartments  by  a 
grating,  as  shown  in  Fig.  i — in  such  case,  the  latter  serving 
to  support  the  ice,  while  the  space  beneath  may  form  a  cold- 
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air  chamber,  E,  and  allow  the  free  settling  of  the  cold 
air  from  all  parts  of  the  grate.  When  inclosed  in  an  air-tight 
compartment,  as  is  shown  in  Fig.  1,  at  A,  and  the  box  D 
charged  with  ice,  the  moisture  will  be  extracted  from  the  air, 
at  the  same  rate  that  its  temperature  is  reduced,  in  the  fol- 
lowing manner  :  The  air  in  A  is  at  first  of  the  temperature  of 
the  surrounding  medium,  and  its  hygrometrical  condition  is 
the  same.  Ice  being  now  introduced  into  the  box  D,  the  air 
in  contact  will  be  immediately  reduced  in  temperature,  con- 
densation takes  place  and  moisture  is  deposited.  The  con- 
densed air,  being  of  greater  specific  gravity,  falls  into  the  air 
chamber  E,  flowing  thence,  similar  to  the  flow  of  water, 
through  F,  downward  to  and  spreading  over  the  floor,  and,  in 
so  doing,  displaces  the  lighter  and  warmer  air,  forcing  the 
latter  upward  toward  the  top  of  the  apartment.  As  it  there 
comes  in  contact  with  the  ice,  the  condensation  and  precipi- 
tation of  moisture  goes  on  until  a  minimum  temperature  is 
reached.  Thus,  a  continual  circulation  is  kept  up,  in  such 
manner  that  the  whole  of  the  air  must  circulate  through  the 
ice-box.  Of  course,  all  articles,  such  as  meats  and  vegetables, 
would  be  deprived  of  their  moisture  in  a  like  degree  with  the 
air,  the  latter  being  brought  to  the  condition  of  great  purity 
and  dryness.  The  water  falls  to  the  bottom  of  the  cold  air 
space  E,  where  it  may  be  caught  by  a  trough  or  lip,  and 
thence  discharged  to  the  outside  by  a  suitable  pipe.  *  *  * 
For  further  disinfecting,  a  charcoal-box  or  other  suitable 
agent  may  be  employed,  as  shown  at  B  ;  or,  by  placing  it  at^', 
where  the  warm  and  moist  air  passes  over,  to  be  cooled  and 
dried.  Instead  of  a  single  opening  or  flue,  in  or  at  the  bot- 
tom of  the  ice-box,  or  below  the  lowest  level  of  the  ice,  several 
may  be  employed  in  combination  with  one  cooling  reservoir  ; 
or,  where  the  apartment  is  of  considerable  size,  more  than 
one  reservoir  for  the  cooling  materials,  and  openings  or  flues 
in  like  manner,  may  be  arranged,  either  to  increase  the  circu- 
lation, or  to  reduce  the  temperature  and  drying,  or  both,  as 
may  be  required.  The  discharge  pipe  F  may  be  of  different 
lengths,  according  as  the  blast  is  to  be  more  or  less  forcible, 
the  higher  the  column  the  greater  being  the  weight  and  ve- 
locity of  the  discharge."  Only  the  1st,  3d,  4th,  and  5th  claims 
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of  the  patent  are  involved  in  the  present  controversy.  The 
first  claim  is  above  set  forth.  The  3d,  4th  and  5th  are  in 
these  words  :  44  3.  In  a  closed  refrigerating  chamber  an  open 
bottomed  cooling"  reservoir,  provided  with  an  aperture  for  the 
ingress  of  the  air  above  the  cooling  material,  in  combination 
with  a  drip  to  prevent  the  falling  of  the  water  into  the  •cham- 
ber below  the  cooling  reservoir,  substantially  as  described. 
4.  In  a  refrigerating  chamber,  an  ice-box  open  above  and  be- 
'  low,  and  provided  with  a  grate  for  supporting  the  ice.  5.  In 
a  refrigerating  chamber,  a  receptacle  for  cooling  material, 
divided  into  two  compartments,  the  one  serving  to  support 
the  cooling  material,  and  the  other  to  allow  the  settling  of  the 
cooled  air,  substantially  as  described." 

It  is  apparent,  from  this  description,  taken  as  a  whole,  that 
the  principle  and  mode  of  operation  of  the  apparatus  de- 
scribed is,  that  the  cooling  of  the  air  in  the  air-tight  compart- 
ment or  refrigerating  chamber  is  to  be  produced,  not  by  con- 
duction, or  by  the  contact  of  such  air  with  a  metallic  or  other 
substance  to  which  a  low  temperature  is  imparted  by  cooling 
material  in  a  cooling  reservoir,  but  by  the  free  passage  and 
circulation  of  such  air  from  the  top  downward,  through  and 
in  contact  with  the  cooling  material  in  the  cooling  reservoir, 
and  then  out  into  such  compartment  or  refrigerating  cham- 
ber, and  then  upward  outside  of  the  cooling  reservoir,  and 
into  the  top  of  the  cooling  reservoir  again,  all  the  openings 
being  entirely  within  the  refrigerating  chamber  or  compart- 
ment, and  the  direction  of  the  current  from  the  top  down- 
ward being  determined  by  the  fact  that  the  cooling  material 
is  surrounded  by  an  inclosure  which  acts  as  a  conduit.  In 
connection  with  such  establishment  of  a  cooled  current  of  air 
in  a  determined  direction,  the  moisture  in  the  air,  gathered 
by  it  from  articles  in  the  refrigerating  chamber,  or  from  other 
sources,  is  deposited  on  the  cooling  material,  in  the  cooling 
reservoir,  as  the  air  passes  in  direct  contact  therewith.  Thus, 
the  whole  of  the  air  must  circulate  through  the  cooling  reser- 
voir until  a  minimum  equable  temperature  of  the  air  is  at-, 
tained,  and  desiccation  and  refrigeration  go  on  simultane- 
ously. When,  therefore,  the  first  claim  of  the  patent  claims 
44  the  combination  of  a  descending  conduit  or  cold-air  flue,  or 
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either,  with  a  reservoir  for  containing  cooling  materials,  sub- 
stantially in  the  manner  and  for  the  purposes  described,' '  a 
combination,  to  be  the  same  combination,  whether  as  an  in- 
fringement or  as  anticipatory,  must  not  only  be  a  combina- 
tion of  such  two  instruments,  but  must  be  one  having  the 
principle  and  mode  of  operation,  and  operating  in  the  man- 
ner, and  effecting  the  purpose,  of  the  combination  described 
in  the  patent. 

On  the  question  of  novelty,  the  defence  sets  up  a  refrigera- 
tor built  by  Mace  &  Healy,  in  February,  185 1,  for  one  Van  Ars- 
dale,  in  the  house  No.  31  East  Twenty-first  Street,  in  the  city 
of  New  York,  as  a  part  of  the  house,  where  it  still  is.     The  ice 
is  placed  in  an  ice-chamber  in  the  upper  part  of  the  refrig- 
erator.    The    bottom    of    the     ice-chamber    is    slatted,    so 
that  the  cooled  air  and  the  drip  of  water  can  pass  down  be- 
tween the  slats.    Underneath  these  slats  is  a  solid  drip  roof  of 
zinc,  sloping  each  way  from  the  centre,  and  terminating  on 
each  side  a  very  short  distance  from  the  side  of  the  refriger- 
ating chamber,  the  edges  of  the  roof  being  turned  down. 
The  water  runs  down  the  roof  and  over  these  edges,  and  then 
falls   down    to   the  bottom  through  narrow  vertical  spaces 
formed  on  each  side  by  sheets  of  metal  running  down  parallel 
to  the  sides  of  the  chamber,  just  within  the  overhang  of  the 
turned   down    edges  of   the  drip   roof,  and    running  down 
nearly  to  the  bottom  of  the  chamber.    It  is  claimed  that  these 
narrow  vertical  spaces  act  as    conduits  not  merely  for  the 
water  but  for  the  cooled  air,  and  that  the  latter  can  pass 
under  the  lower  edges  of  the  sheet  of  metal  into  the  cham- 
ber.    It  is  also  claimed  that  there  are  openings  between  the 
upper  edges  of  these  sheets  of  metal  and  the  overhangs  of  the 
drip  roof,  though  this  is  disputed.     Now,  it  is  very  plain  that 
this  structure  does  not  embody  what  is  covered  by  the  first 
claim  of  the  plaintiffs'  patent,  as  above  defined.     There  is  a 
reservoir  for  containing  ice,  combined  with  a  descending  con- 
duit, and  it  may  be  that  a  small  proportion  of  cooled  air  will, 
at  some  time  in  the  operation  of  the  apparatus,  find  its  way 
down  the  narrow  vertical  spaces  and  out  into  the  chamber. 
But,  none  of  it  or  of  any  other  part  of  the  air  in  the  chamber 
will  find  its  way  again  into  the  ice  reservoir,  whether  there 
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be  or  be  not  openings  over  the  tops  of  the  vertical  partition- 
sheets  of  metal.  There  is  no  such  circulation  of  air  as  there 
is  in  the  plaintiffs'  structure.  The  Van  Arsdale  refrigerator 
does  its  work  by  conduction,  by  the  contact  of  the  air  in  the 
chamber  with  the  cooled  metallic  drip  roof  and  the  cooled 
metallic  vertical  partitions,  and  not  upon  the  principle  of  the 
plaintiffs'  structure. 

The  defence  also  introduces  evidence  as  to  a  movable  refrig- 
erator called  the  Harpel  refrigerator.  It  is  claimed  that  Mace 
&  Healy,  at  168  Allen  Street,  New  York,  before  July,  1852, 
made  at  least  a  dozen  refrigerators,  containing  an  ice-box  in 
the  top  and  back,  wholly  of  zinc,  which  had  two  rows  of 
holes  near  the  top  in  the  side  toward  the  chamber,  and  a 
grate  or  wooden  rack  at  the  bottom  of  the  ice-box,  on  which 
the  ice  rested,  so  that  the  cooled  air  and  the  water  passed 
down  through  the  grate,  and  the  water  fell  upon  an  incline 
sloping  away  from  the  body  of  the  chamber,  and  was  carried 
off  by  a  pipe,  while  the  air  passed  through  a  row  of  holes  in 
a  vertical  piece  of  metal  near  the  side  of  the  chamber,  be- 
tween the  incline  and  the  grate,  and  so  into  the  chamber,  and 
around  into  the  ice-box  again  through  the  two  rows  of  holes 
first  mentioned.  One  of  these  refrigerators  is  said  to  be  in 
existence.  Harpel  says  he  bought  it  in  1852.  He  gives  no 
more  specific  date,  except  that  it  was  while  Mace  &  Healy 
were  in  Allen  Street.  Gray,  who  did  the  carpenter  work  on 
the  refrigerators,  fixes  the  date  of  doing  such  work  as  being 
before  October,  1852,  because  Mace  &  Healy  moved  at  that 
date  from  Allen  Street  to  Houston  Street,  but  he  gives  no 
more  definite  date  than  that  it  was  before  July,  1852,  and  he 
gives  no  reason  for  fixing  it  as  early  as  July,  in  1852.  Else- 
where, he  says  that  he  helped  to  make  such  refrigerators  ' '  in 
185 1  and  1852."  Mace  says  the  refrigerators  were  made  while 
Mace  &  Healy  were  in  Allen  Street,  and  that  they  moved 
from  there  in  October,  1852.  He  gives  the  time  of  making 
and  selling  them  as  "in  the  years  1851  and  1852."  Metzinger 
says  he  worked  as  zinc  worker  for  Mace  &  Healey  from  April 
to  July,  1852,  at  Allen  Street,  and  then  did  the  zinc  work  for 
them  for  such  refrigerators.  Lyman  carries  back  his  con- 
struction of  a  refrigerator  embodying  the  combination  covered 
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by  the  first  claim  of  the  plaintiffs'  patent  to  "  the  spring  or 
early  summer  of  1852."  The  Harpel  refrigerator  was  not 
produce  before  the  court,  nor  was  it  submitted  to  the  exami- 
nation of  the  plaintiffs'  agents  or  experts  ;  but,  even  if  it  be 
assumed  that  it,  and  others  made  like  it,  embodied  what  is 
found  in  the  first  claim  of  the  plaintiffs'  patent,  the  loose  evi- 
dence as  to  date  cannot  be  allowed  to  prevail  against  Lyman's 
invention.  The  books  of  Mace  &  Healy  are  not  produced  or 
referred  to  for  evidence  as  to  date.  None  of  the  testimony, 
all  of  which  is  ex  parte  and  by  affidavit,  antedates,  even  on  its 
face,  the  invention  of  Lyman,  except  the  general  language  of 
Gray  and  of  Mace,  that  it  was  in  1851  and  1852  the  refrigera- 
tors were  made.  Gray  says  he  was  at  work  as  a  journeyman 
on  the  carpenter  work  of  refrigerators  for  Mace  &  Healy,  in 
1851  and  1852,  at  Allen  Street,  but  he  assigns  no  more  spe- 
cific date  to  the  refrigerators  in  question  than  that  it  was 
"  before  July,  1852,"  although  he  afterward  refers  to  the  re- 
frigerators as  made  "in  1851  and  1852."  This  evidence  is  too 
loose  and  inconclusive  to  be  allowed  to  prevail,  on  a  motion 
for  a  preliminary  injunction,  against  a  patent  of  such  long 
standing,  and  which  has  been  sustained  on  final  hearing,  and 
extended  and  reissued. 

A  refrigerator  alleged  to  have  been  made  by  one  Whittier, 
in  Danvers,  Massachusetts,  in  1846,  is  also  set  up  in  defence. 
It  was  planned  by  one  Mead,  for  his  private  use.  Whittier 
was  a  carpenter  and  did  the  wooden  work.  Mead  did  the  zinc 
work.  Whittier  says  that  the  cooling  chamber  occupied  the 
whole  of  one  end,  and  the  lower  half  of  the  other  end,  of  the 
refrigerator  ;  that  the  ice-box  was  placed  in  the  upper  por- 
tion of  the  latter  end,  and  extended  across  the  whole  width, 
and  lengthwise  from  about  the  middle  of  the  length  to  within 
from  one  and  a  quarter  to  two  inches  of  the  inner  wall  at  the 
end  in  which  the  ice-box  was  placed  ;  that  the  side  of  the  ice- 
box nearest  the  middle  of  the  refrigerator  was  open  for  about 
two  and  a  quarter  inches  from  the  top  ;  that  the  opposite 
side  of  the  ice  box  had  an  opening  about  three  inches  in 
width  across  the  whole  side,  the  bottom  of  the  opening  being 
one  and  a  half  or  two  inches  from  the  zinc  bottom  of  the  ice- 
box  ;    that  the  ice-box  was  of  zinc,  and  its  bottom  sloped 
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slightly  each  way  toward  the*  centre;  that  a  drip-pipe  was 
affixed  to  the  bottom,  and  passed  through  the  refrigerator  and 
below  it ;  and  that  slats  of  wood  were  placed  over  and  across 
the  zinc  bottom  of  the  ice-box,  the  ice  resting  on  the  slats, 
and  being  thus  kept  above  and  free  from  the  drip.     Whittier 
says  that  the  result  of  this  construction  was,  that,  when   the 
ice-box  was  supplied  with  ice,  a  constant  circulation  of  air 
within  the  refrigerator  was  created,  through  the  opening-  at 
the  top,  and   through  the  ice,  and  down   into  the  cooling 
chamber,  and  up  again  into  the  ice-box  through  the  opening-  at 
the  top.    He  adds  :  "  The  location  of  the  ice-box  and  its  gen- 
eral shape  were  devised  by  Mr.  Mead,  but  I  myself  suggested  the 
openings  to  remedy  a  defective  working  of  the  refrigerator.  • ' 
This  shows  that  the  refrigerator  was  made  and  put  to  work 
without  the  openings,  and  worked  defectively.     Without  the 
openings  it  was,  necessarily,  a  refrigerator  operating  solely  by- 
conduction.     Therefore,  when  Mead  and  Whittier  first  made 
the  refrigerator  and  put  it  to  work,  they  had  no  conception 
of  the  principle  of  having  a  current  of  cooled  air  to  circulate. 
Then  the  openings  were  made.     Mead  used  the  refrigerator 
for  a  time,  and  then  sold  it  to  one  Johnson.    Its  history  is  not 
further  traced.     Whittier  then  says  :  "  I  made  myself  two  or 
three  other  refrigerators  on  the  same  general  principle  prior 
to  1850,  but  varied  the  construction  of  the  bottom  of  the  ice- 
box by  elevating  the  framework  of  wooden  slats  above  the 
zinc  bottom,  and  adding  a  wooden  lining  inside  of  the  zinc 
box.     The  flow  of  cold  air  was  then  through  the  channel  be- 
tween the  slat  floor  and  the  zinc  bottom.     I  also  changed  the 
slope  of  the  zinc  bottom,  so  as  to  make  it  slant  across  the 
whole  bottom  of  the  ice-box  and  terminate  in  a  depression 
from  which  the  drip-pipe  led  out."     It  thus  appears  that  the 
Mead  refrigerator  was  regarded  by  Whittier  as  experimental, 
for  no  more  were  made  like  it,  but  when  he  came  to  make 
others  he  varied  the  construction.     He  savs  he  sold  the  two 
or  three  he  so  made.     Their  history,  or  how  they  operated  in 
practice,  we  are  not  told.     Certainly,  if  the  true  principle  of 
constructing  refrigerators,    that  embodied   in  the  plaintiffs' 
patent,  had   been  successfully  and  practically  developed  in 
the  two  or  three  refrigerators  made  and  sold  by  Whittier,  it 
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seems  very  strange  that  no  more  than  two  or  three  were  made 
in  a  space  of  four  years,  and  that  the  value  and  merit  of  the 
invention  were  not  more  fully  recognized.  The  making  of 
the  two  or  three  refrigerators  by  Whittier  is  not  shown  to 
have  given  rise  to  the  manufacture  and  introduction  of  refrig- 
erators embodying  the  first  claim  of  the  plaintiffs'  patent,  for, 
although  Whittier  says,  that  "since  1850"  he  has  "built 
other  refrigerators  on  the  same  general  plan,"  he  does  not  say 
when  he  built  them,  or  that  the  first  he  built  of  them  was  not 
built  very  recently,  and  in  view  of  the  Lyman  patent.  The 
evidence  as  to  the  Whittier  structure  is  not  such  that  it  can 
prevail  against  the  plaintiffs'  patent,  in  its  present  posture. 

Another  refrigerator,  deposed  to  by  one  Wells,  is  also  ad- 
duced. Wells  testifies,  that,  between  1846  and  1856  there 
were  made  in  Boston,  in  the  shop  of  one  Patten,  for  whom  he 
then  worked  as  a  journeyman  cabinet  maker,  many  hundred 
refrigerators,  which  were  sold  for  use  in  Boston  and  else- 
where ;  that  the  refrigerator  was  lined  with  zinc,  and  divided 
by  a  zinc  vertical  partition,  at  right  angles  with  its  front  and 
rear,  into  two  spaces,  in  the  proportions  of  one-third  and  two- 
thirds  ;  that  a  row  of  holes  was  pierced  through  this  partition 
near  its  top  and  another  row  near  its  bottom  ;  that  the  ice 
was  placed  in  the  smaller  division  of  the  refrigerator,  and  the 
larger  division  was  used  as  the  cooling  chamber  ;  that  the  ice 
was  raised  from  the  bottom  of  the  ice-box  box  by  a  rack  or 
frame  pierced  with  holes  ;  and  that  there  was  a  circulation  of 
air  through  the  upper  holes,  the  ice,  and  the  lower  holes.  A 
model  of  one  of  these  refrigerators  is  produced.  This  model 
Shows  that  the  ice  was  not  placed  in  an  elevated  position,  but 
was  placed  at  the  bottom  of  the  smaller  division,  the  rack  rest- 
ing on  such  bottom.  The  upper  surface  of  the  rack  is  below 
the  lower  holes  in  the  partition.  In  the  ice-chamber  there 
are  arrangements  for  shelves  to  be  placed  above  the  ice,  on 
which  to  put  articles  to  be  cooled.  The  description  and  draw- 
ing of  the  plaintiffs'  patent  clearly  show  that,  to  carry  out 
Lyman's  invention,  the  ice-box  is  not  to  be  placed  in  the  rel- 
ative position  to  the  other  parts  of  the  structure  in  which  it  is 
placed  in  the  Wells  structure.  Such  description  and  drawing 
represent  the  ice-box  as  placed  in  the  extreme  upper  part  of 
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the  cooling  chamber.  The  operation  of  the  Wells  structure 
must  have  been  substantially  by  conduction  by  means  of  the 
metal,  and  there  is  in  it  no  practical  development  of  the  prin- 
ciple of  Lyman's  structure,  in  respect  of  circulation.  Al- 
though Wells  states  that,  prior  to  1851,  at  least  500  of  such 
refrigerators  were  made  and  sold,  yet  it  is  not  shown  that  all 
which  were  ever  made  have  not  passed  out  of  existence,  su- 
perseded by  structures  built  upon  the  plan  of  Lyman's. 

The  defence  also  introduces  the  affidavit  of  Darius  Eddy, 
who  says  that,  since  1847,  he  has  been  in  the  business    of 
making  refrigerators,  and  is  still  in  it ;  and  that,  from   1847 
to  1850  he  made  and  sold,  in  Boston,  two  refrigerators  of  the 
following  description  :     The  refrigerator  was    in  the   usual 
form  of  an  upright  refrigerator.     It  was  made  with  dn  inside 
and  outside  box,  but,  in  the  rear,  the  filling  usually  placed 
between  the  inner  and  outer  boxes  was  omitted,  so  as  to  leave 
a  vacant  space.     This  space  was  divided  vertically,  at  right 
angles  with  the  front  and  rear  of  the  refrigerator,  from  the 
top  to  near  the  bottom,  so  as  to  make  two  flues  or  channels 
for  the  passage  of  air.     The  ice-chamber  occupied  the  whole 
of  the  top  of  the  inside  box.    The  ice  rested  upon  a  rack  shelf 
placed  in  the  ice-box,  the  ice-box  being  of  zinc.     Below  the 
ice-box,  and  occupying  the  whole  remaining  portion  of  the 
inside  box,  was  the  refrigerating  chamber.     In  the  left  hand 
side  of  the  ice-box,  near  the  bottom,  holes  were  opened  from 
the  ice-box  into  the  left  hand  open  space  behind,  for  the  cold 
air  to  pass  into  such  space,  and  descend  to  its  bottom.     Just 
above  the  bottom,  other  holes  were  pierced,  leading  into  the 
refrigerating  chamber.     In  the  right  hand  side  of  the  refrig- 
erating chamber  and  near  its  top,  and   just  below  the  ice- 
box, a  third  row  of  holes  was  pierced,  leading  into  the  right 
hand  flue  behind,  for  the  warm  air  to  pass  from  the  refriger- 
ating chamber  into  such  right  hand  flue  and  rise  to  its  top. 
Near  the  top  of  said  flue  a  fourth  row  of  holes  was  pierced,  lead- 
ing into  the  ice-box,  for  the  warm  air  to  pass  into  the  ice-box. 
It  is  claimed  that  this  structure  developed  the  same  principle 
of  the  self  operating  circulation  of  the  air  and  deposit  of  its 
moisture  on  the  ice,   that  is  found  in  Lyman's    structure. 
There  may  be  in  it  an  idea  of  circulation,  but  the  structure  is 
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not  the  same  as  Lyman's.  The  descending  conduit  is  not 
combined  with  the  ice-reservoir  substantially  in  the  manner  of 
Lyman's,  nor  have  the  two  the  same  mode  of  operation.  In 
the  Eddy  structure,  there  would  be  a  circulation  in  the  sup- 
plemental space  behind,  probably.  The  partition  is  described 
as  not  extending  to  the  bottom,  but  as  leaving  a  free  space 
underneath  it.  So,  too,  there  would  be  a  ventilation  afforded 
to  the  ice-box  and  the  refrigerating  chamber  by  means  of  the 
use  of  the  holes  and  the  spaces  behind.  But,  the  structure  was 
evidently  one  of  the  class  that  cooled  by  conduction,  as  its 
principle  of  operation,  the  ice-box  being  of  zinc. 

It  is  to  be  remarked,  that  the  court  is  not  furnished  with 
any  testimony  of  experts,  by  the  defence,  to  the  effect  that 
any  of  these  alleged  prior  structures  embodied  substantially 
the  combination  found  in  the  first  claim  of  the  plaintiffs' 
patent.  Every  presumption  is  to  the  contrary,  for  it  does  not 
appear  that  the  extensive  use  now  made  of  structures  sub- 
stantially like  Lyman's  is  traceable  to  any  of  these  alleged 
prior  structures.  In  fact,  the  more  numerous  and  diversified 
the  forms  and  arrangements  which  existed  prior  to  Lyman's, 
the  more  certain  is  it,  that  they,  none  of  them,  reached  the 
principle  of  Lyman's,  because  his  principle,  once  practically 
developed  by  him,  superseded  the  prior  structures. 

It  remains  to  see  what  are  the  structures  sought  to  be  en- 
joined. There  is  a  dispute  as  to  how  the  structure  of  Lalor 
is  arranged.  The  plaintiffs  show  that  it  has  an  ice-box  in  an 
elevated  position,  in  the  refrigerating  chamber,  with  an  open- 
ing over  the  top  of  that  side  of  it  which  is  towards  the  refrig- 
erating chamber,  so  as  to  permit  the  free  passage  of  air  over 
the  top  of  such  side  from  the  refrigerating  chamber  into  the 
ice-box  ;  that  the  refrigerating  chamber  is  closed  ;  that  the 
ice-box  has  a  grating  in  it  near  its  bottom,  for  the  passage  of 
the  cold  air  and  of  the  drip  ;  that  the  drip  falls  upon  two  in- 
clines, one  sloping  each  way  towards  a  central  point,  from  each 
of  two  sides  of  the  ice-box,  but  the  two  not  meeting  in  the  cen- 
tre, and  the  drip  being  caught  by  a  pan  which  is  under  the 
central  space  between  the  inclines  and  overlaps  their  inner 
edges  ;  that  the  cold  air  passes  through  the  grate,  and  down 
through  the  space  between  the  inclines,  and  over  the  edges  of 
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the  pan,  and  so  into  the  refrigerating  chamber  ;  that  there  is 
no  opening  in  any  side  of  the  ice-box,  except  the  opening-, 
before  mentioned,  at  the  top  ;  and  that  all  the  cold  air  which 
passes  out  of  the  ice-box,  passes  down  through  the  grate  at 
the  bottom.  Lalor  shows,  that,  in  the  same  side  of  the  ice-box 
in  which  there  is  the  opening  at  the  top,  there  is  another 
opening  near  the  bottom,  about  six  inches  wide,  through 
which  the  cold  air  passes  from  the  ice-box  into  the  refriger- 
ating chamber  ;  and  that,  although  the  ice  rests  upon  a  rack 
through  which  the  drip  falls  into  a  pan,  there  is  no  opening 
for  the  cold  air  to  pass  out  over  the  pan.     It  is  immaterial 
which,  in  the  particulars  in  dispute,  is  the  true  description  of 
Lalor's  structure  ;  for,  in  either  form  it  infringes  the   first 
claim  of  the   plaintiffs'  patent.     In  either  form  it  has  a  de- 
scending conduit  combined    with    an  ice-reservoir,  substan- 
tially in  the  manner  and  for  the  purposes  described  in  the 
plaintiffs'  patent,  as  such  combination  has  been  hereinbefore 
defined.     The  ice-box  is  open  at  the  top  and  "  near  the  bot- 
tom," in  the  language  of  the  plaintiffs'  specification.     The 
sides  of  the  ice-box  perform  the  office  of  a  descending  con- 
duit, while  the  grate  holds  up  the  ice  and  makes  a  reservoir. 
The  air  passes  in  above  and  upon  the  ice  and  down  through 
the  ice,  and,  when  cooled  by  it,  is  conducted  out  from  below. 
It  may   be  that  the  operation  of  the  structure  is  inferior  to 
that  of  one  in  which  the  cold  air  passes  out  through  the  grate 
at  the  bottom,  but  the  operation,  as  a  whole,  is  the  same  as 
that  of  the  Lyman  structure.     I  find  that  Judge  Benedict,  in 
the   Eastern   District  of  New  York,  has  enjoined,  under  this 
patent,  the  structure  of  one  Abel,  which  had  no  opening  in 
the  bottom  of  the  ice-box  for  the  passage  out  of  cold  air,  but 
had  one  entire  side  of  the  ice-box  slatted  vertically,  except 
adjacent  to  its  top  and  bottom,  so  that  the  air  passed  in  near 
the  top  and  passed  out  near  the  bottom.    I  concur  in  the  cor- 
rectness of  that  decision.     In  accordance  with  such  view,  the 
arrangement  of  Lalor,  with  the  egress  opening  in  the  side  of 
the  ice-box,  is,  a  fortiori,  an  infringement  of  the  first  claim  of 
the  patent.     If  the  egress  be  through  the  bottom,  there  is 
equally  an  infringement  of  such  claim.     In  order  to  infringe, 
it  is  not  necessary  that  there  should  be  a  tube,  chamber  or 
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conduit  below  the  ice-box,  to  conduct  the  cooled  air  from 
the  ice  to  or  near  to  the  bottom  of  the  refrigerating  cham- 
ber. As  before  said,  the  sides  of  the  ice-box  are  a  conduit. 
The  specification  of  the  patent  so  expressly  states.  It  speaks 
of  placing  around  the  sides  of,  and  under,  a  cake  of  ice  placed 
near  the  ceiling  of  a  closed  room,  a  box  of  sufficient  size  to 
surround  the  ice,  and  calls  such  box  a  conduit.  The  first 
claim  refers  to  such  a  conduit  when  it  speaks  of  a  descending 
conduit.  The  specification,  in  describing,  and  the  drawing, 
in  exhibiting,  a  structure  with  the  cold  air  passing  through 
the  grate  below,  and  then  down  through  a  flue  to  near  the 
bottom  of  the  refrigerating  chamber,  was  setting  forth  what 
the  specification  was  required  to  set  forth,  namely,  what  was 
regarded  at  the  time  by  the  inventor  as  the  best  embodiment 
of  his  invention.  But,  the  first  claim  rightfully  claims  the 
descending  conduit,  whether  the  box  without  the  flue  or  the 
box  supplemented  by  the  flue,  to  confine  and  give  direction  to 
the  cooled  air,  in  combination  with  means  of  holding  the 
cooling  material  in  position,  when  the  combination  operates 
substantially  in  the  manner  and  for  the  purposes  described. 

The  structure  of  Kopp  is  like  the  description  of  Lalor' s 
structure  given  by  the  plaintiffs,  as  above  set  forth,  and, 
therefore,  is  an  infringement  of  the  first  claim  of  the  patent. 

The  structure  of  Dorn  &  Smitzer  is  like  the  description  of 
Lalor's  given  by  the  plaintiffs,  except  in  certain  particulars. 
The  plaintiffs  claim  that  the  structure  of  Dorn  &  SmitzeV,  in 
addition  to  having  a  horizontal  aperture  at  the  top  of  the  ice- 
box, opening  into  it  from  the  refrigerating  chamber,  has  other 
horizontal  openings,  parallel  with  the  upper  one,  along  the 
same  side  of  the  ice-box,  and  a  grate  at  the  bottom,  through 
which  the  cold  air  and  drip  pass,  and  a  pan  underneath  slop- 
ing entirely  in  one  direction,  and  so  arranged  that  the  cold 
air  can  pass  down  over  each  edge  of  it.  The  defence  claims, 
that,  in  Dorn  &  Smitzer's  structure,  the  cold  air  can  pass 
down  only  over  one  edge  of  the  drip  pan,  and  not  over  both 
edges  of  it,  and  that  there  is  no  opening  between  the  inner 
edge  of  the  drip  pan  and  the  back  of  the  structure,  but  only 
an  opening  between  the  outer  edge  of  the  drip  pan  and  the 
outer  corner  of  the  ice-box  into  the  body  of  the  chamber  ; 
vol.  1 — 27 
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and  that  the  slats  on  the  side  of  the  ice-box,  which  confine 
the  ice,  are  not  horizontal,  but  are  vertical  slats  separated  by 
two  horizontal  beams,  to  which  they  are  nailed,  the  vertical 
slats  extending  from  the  top  to  the  bottom  of  the  ice-box.  It 
makes  no  difference  which  is  the  correct  description  in  these 
particulars,  for,  either  form  is  an  infringement  of  the  first 
claim  of  the  patent.  The  openings  through  the  grate  effect 
the  main  purpose  of  the  structure,  the  egress  in  the  side  being 
additional. 

The  plaintiffs  show  the  structure  of  Ayen  to  be  like  their 
description  of  the  structure  of  Dorn  &  Smitzer.  The  defence 
claims  that  the  drip  pan  of  Ayen  is  depressed  in  the  centre, 
and  is  in  close  contact,  on  one  side,  with  the  side  of  the 
structure,  and  that  the  descending  air  passes  out  only  between 
the  outer  corner  of  the  ice-box  and  the  outer  edge  of  the 
drip  pan.  Either  form  is  an  infringement  of  the  first  claim 
of  the  patent. 

The  plaintiffs  show  the  structure  of  Hoffman  to  be  like 
their  description  of  the  structure  of  Dorn  &  Smitzer,  except 
that  the  drip  pan  is  inclined  both  ways  towards  the  centre, 
the  cold  air  passing  down  over  each  edge  of  it.  The  defence 
claims,  that,  in  the  structure  of  Hoffman,  the  ice-box  once  had 
a  slatted  bottom  and  a  side  of  horizontal  slats  ;  that  now  the 
bottom  of  the  icebox  is  floored  over  with  a  solid  floor  of 
boards  ;  and  that  the  inner  edge  of  the  drip  pan  is  in  close 
contact  with  the  side  of  the  structure.  Either  form  is  an  in- 
fringement of  the  first  claim  of  the  patent. 

The  structure  of  Cunningham  is  like  the  plaintiffs'  descrip- 
tion of  the  structure  of  Hoffman,  except  that  the  side  of  the 
ice-box  which  has  an  opening  at  the  top  of  it  is  solid  below 
that  opening,  and  the  inner  edge  of  the  drip  pan  is  in  close 
contact  with  the  side  of  the  structure.  It  infringes  the  first 
claim  of  the  patent. 

The  plaintiffs  show  that  the  structure  of  Schlang  is  like  the 
structure  of  Cunningham.  The  defence  claims,  that  under- 
neath the  ice  grating,  and  over  the  drip  pan,  there  is  a  curved 
sheet  of  zinc,  with  the  concave  face  upward,  which  comes 
into  contact  with  the  back  of  the  structure,  on  one  side,  and 
nearly  in   contact  with  the  outer  side  of  the  ice-box,  on  the 
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other  side,  and  receives  the  drip,  and  has  a  hole  in  its  centre 
for  the  water  to  escape  ;  that  all  the  air  which  passes  out 
passes  over  the  outer  edge  of  this  curved  sheet ;  that  no  air 
passes  through  the  curved  sheet ;  and  that  the  curved  sheet 
compels  all  the  air  to  go  out  sidewise  at  the  lower  corner  of 
the  ice-box.  In  either  form  this  is  an  infringement  of  the 
first  claim  of  the  patent. 

The  plaintiffs  show  that  the  structure  of  Burkle  is  like  their 
description  of  the  structure  of  Ayen,  except  that  the  inner 
end  of  the  drip  pan  is  in  close  contact  with  the  side  of  the 
structure.  The  defence  claims  that  the  side  slats  to  the  ice- 
box are  set  vertically,  and  not  horizontally.  Either  form  in- 
fringes the  first  claim  of  the  patent, 

I  find  that  Judge  Benedict,  in  the  case  of  Crowell,  has  en- 
joined a  structure  like  those  which  the  plaintiffs  show  to  be  the 
structures  of  Cunningham  and  Schlang,  as  being  an  infringe- 
ment of  the  first  claim  of  the  patent,  and  that,  in  the  case  of 
Schaefer,  he  has  enjoined,  as  such  infringement,  a  structure 
like  the  description  by  the  defence  of  the  structure  of  Dorn  & 
Sinitzer.  He  says,  in  the  latter  case,  and  I  concur  with  him  : 
"  The  front  side  of  the  ice-box  is  so  constructed  as  to  allow 
air  to  pass  out  through  slits  in  the  side  ;  but,  making  such 
slits  in  the  side  of  the  ice  box  does  not  work  any  substantial 
change  in  the  refrigerator.  Although,  perhaps,  not  as  effec- 
tive as  without  the  slits,  it  still  contains  the  characteristic  ele- 
ments of  the  invention  of  Lyman,  as  described  in  the  first 
claim  of  the  reissue"  of  March  10,  1874,  "and  clearly  is  an 
infringement  upon  that  patent."  In  the  structure  of  Schae- 
fer, in  addition  to  the  slats  in  the  side  of  the  ice-box,  there 
was  a  grating  in  the  bottom  of  it,  and  the  cold  air  could  pass 
down  and  over  one  edge  of  the  drip  pan  into  the  refrigerat- 
ing chamber 

I  have  carefully  considered  all  the  matters  presented  in 
these  cases,  and  am  of  opinion  that  the  injunctions  asked  for 
must  be  granted,  as  to  the  first  claim  of  the  patent 

John  J.  Allen  and  Edward  J.  Cramer^  for  the  complainants. 

Edward  N.  Dicker  son  and  Charles  C.  Beaman,  Jr.,  for  the  de- 
fendants. 
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Elisha  P.  Wheeler  et  al. 

vs. 

Ambrose  H.  Simpson  et  al. 


Richard  M.  Hoe  et  al. 

vs. 
Same.    In  Equity. 

A  patent  for  a  saw,  claiming,  in  combination,  clearing  teeth  hollowed 
out  in  front,  so  as  to  plane  out  the  wood  between  the  scores  cut  by  the 
fleam  teeth,  is  not  infringed  by  a  saw  in  which  the  wood  is  rasped  out 
by  clearing  teeth,  which  are  straight  and  perpendicular  in  front 

A  claim  for  an  effect  or  function,  in  the  abstract,  cannot  be  sustained  ;  the 
means  by  which  the  effect  is  produced,  or  the  function  performed,  must  be 
specified. 

A  saw  having  its  fleam  teeth  of  the  usual  triangular  form,  with  intervals 
between  them,  operates  by  means  of  a  construction  so  unlike  that  of  a 
saw  having  its  fleam  teeth  arranged  in  pairs,  with  only  a  perpendicular 
slit  between  them,  that  it  is  no  infringement  of  a  patent  for  the  latter, 
although  the  effect  may  be  the  same. 

(Before  Hunt,  J.,  Northern  District  of  New  York,  September,  1874.) 

Hunt,  J. 

The  plaintiffs  in  the  Wheeler  suit,  are  the  assignees  of  the 
patent  for  "  improvement  in  saws,"  known  as  reissue  No. 
4,096,  dated  August  9,  1870,  the  original  of  which  was  dated 
June  21,  1853,  No.  9,807,  and  of  which  Joseph  H.  Tuttle  was 
the  original  inventor. 

No  question  is  here  made,  of  the  regularity  of  the  plaintiffs' 
title,  or  of  the  sufficiency  of  the  reissued  patent.     The  de- 
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fendants'  plant  themselves  solely  upon  the  ground,  that  they 
are  not  infringers  of  the  patent  described. 

What  is  claimed  as  the  invention  of  Joseph  H.  Tuttle, 
under  the  reissue  No.  4,096,  is  : 

"  1.  The  saw  herein  described,  having  a  series  of  alternate 
sets  of  fleam  and  curved  planing  teeth,  located  upon  the  same 
plate  or  blade,, the  sets  of  fleam  teeth  for  scoring  the  sides  of 
the  kerf,  and  sets  of  curved  planing  teeth  for  removing  the 
wood  between  the  scores,  when  constructed  and  arranged  to 
operate  in  the  manner  shown  and  described. 

"  2.  A  saw,  as  above  described,  having  a  series  of  alternate 
sets,  or  pairs,  of  scoring  and  curved  planing  teeth,  the  sets  or 
pairs  of  scoring  set  to  opposite  sides  of  the  blades  to  score  the 
wood  on  the  opposite  sides  of  the  kerf,  the  sets,  or  pairs,  of 
curved  planing  teeth  set  back  to  back,  and  projecting  less 
than  the  scoring  teeth,  and,  when  thus  constructed  and  ar- 
ranged, act  as  gauges  to  control  the  depth  that  the  scoring 
teeth  may  cut,  substantially  in  the  manner  described  and 
shown." 

Fleam  teeth,  set  in  opposite  directions,  are  not  claimed  as 
an  invention.     These  are  used  in  all  cross-cut  saws. 

Hooked  or  curved  teeth  are  not  claimed  as  a  part  of  the  in- 
vention. Such  teeth  were  previously  well  known  in  saws,  and 
were  used  in  Clark's  patent  of  1849,  referred  to  in  the  Tuttle 
specification.  The  use  of  scoring  teeth  and  of  planing  teeth 
upon  the  same  blade,  is  not  claimed  as  an  invention.  This 
use  was  previously  well  known,  and  was  a  part  of  Rone's  re- 
jected application,  in  the  plaintiffs'  specification  also  referred 
to. 

The  position  and  use  of  these  different  teeth,  in  the  "  man- 
ner described  in  the  specification,"  is  the  plaintiffs'  invention. 
What  is  the  manner  referred  to  ? 

1.  The  fleam  teeth  project  beyond  the  cutting  teeth  and  cut 
two  straight  scores,  one  on  each  side  of  the  kerf.  2  The 
hooked  teeth  are  set  back  to  back,  and,  at  such  distance,  that 
while  the  cut  is  made  by  one  tooth,  the  back  of  the  other 
regulates  the  depth  of  the  cut,  the  teeth  not  cutting  serv- 
ing as  guides  to  those  that  are  cutting.  By  this  means, 
cutting  is  done,  in  both  directions,  from  end  to  end.     3.  The 
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hooked  teeth  are  cut  away  under  the  front  edge  in  the  form 
of  an  irregular  curve,  so  as  to  produce  a  uniform  planing 
or  cutting,  instead  of  a  rasping  edge. 

The  combination  of  these  teeth,  in  the  manner  thus  de- 
scribed, is  the  invention  patented. 

Mr.  Crawford,  an  expert,  and  the  only  one  examined,  says, 
that  Mr.  Tuttle's  advance,  in  this  invention,  was  this  :  "  In 
the  construction  and  arrangement  of  the  teeth,  by  which 
the  wood  scored  by  the  scoring  teeth  on  the  opposite  sides 
of  the  kerf  was  removed  from  the  pathway  of  the  saw,  and 
also  in  constructing  the  clearing  teeth,  that  they  should  act 
as  gauges  to  determine  the  depth  at  which  the  scoring  teeth 
should  act  in  the  wood." 

This  definition  differ^  from  the  patent  in  these  respects  : 
a.  The  patent  does  not  claim  an  advance  in  that  the  scoring 
teeth  remove  the  wood  from  the  pathway  of  the  saw.  b.  It 
omits  the  claim  of  the  patent,  that  the  wood  is  removed  by  a 
planing,  instead  of  a  rasping  operation,  c.  It  omits  the  effect 
of  the  combined  action  of  scoring  teeth,  and  curved  clearing 
teeth,  set  as  described  in  the  patent.  The  difference  is  illus- 
trated by  the  evidence  of  complainants'  expert  in  a  former 
case,  read  on  the  hearing  of  this  case  :  "7.  Do  you  not  con- 
sider that  it  is  of  the  essence  of  the  invention  of  Joseph  H. 
Tuttle,  as  described  in  reissued  patent  4,096,  that  the  clearing 
teeth  should  have  this  planingy  in  contradistinction  of  the 
scraping  action?  Answer.  That,  I  believe  to  be  one  of  the 
essential  features  of  the  invention  of  Joseph  H.  Tuttle,  as 
recited  in  the  said  reissue  of  letters  patent.  9.  You  do  not 
find  in  Larimun's  patent,  or  in  defendants'  patent,  (Ex.  p.) 
any  teeth  having  the  planing  action,  or  that  could  be  called 
planing  teeth,  do  you  ?  Answer.  I  do  not ;  as  the  teeth  de- 
nominated clearing  teeth  would  come  under  what  I  denomi- 
nate as  clearing  teeth  having  a  scraping  instead  of  a  planing 
action." 

On  the  cross  examination  of  the  expert  Crawford,  the  fol- 
lowing occurs  :  "4.  Cross  question.  What  is  the  difference 
in  the  mode  of  clearing  in  the  original  letters  patent  here  and 
in  Exhibit  E,  defendants'  patent,  if  any  ?  Answer.  All  the 
difference  I  can  define  is,  that  in  Exhibits  A  and  B,  the  wood 
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in  the  kerf  is  planed  out,  while  that  in  Exhibit  E  is  scraped 
out." 

The  difference  in  the  drawing,  annexed  to  and  forming  a 
part  of  the  several  patents,  shows  that  the  machines  are  de- 
signed to  produce  the  effect,  in  one,  of  planing  out  the  kerf, 
and  in  the  other,  of  rasping  it  out.  (Plaintiff's  Patent,  Record 
p.  18). 

This  drawing 


shows  the  irregular  curve  upon  the  face  of  the  clearing  teeth, 
intended  to  cut  or  plane  out  the  kerf,  and  which  has  that 
effect. 

Defendants'  saw,  Exhibit  "  E,"  Record,  p.  32. 


FLEAM  TEETH 


CLEARING 
TOOTH 


FLEAM  TEETH 


The  drawing,  forming  a  part  of  the  specification  of  the  de- 
fendants' patent,  shows  no  teeth  having  a  curved  or  cutting 
edge,  but  they  are  straight  in  their  form  and  rasping  in  their 
operation.  The  one  set  of  teeth  cuts  or  planes  out  the  wood, 
the  other  rasps  or  scrapes  it  out.  In  its  want  of  plaintiffs' 
combination,  and  in  the  non-use  of  a  planing  operation, 
defendants'  machine  is  essentially  different  from  the  plaintiffs' 
patent,  and  the  proof  of  infringement  fails.      There  is,  I  con- 
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ceive,  a  coincidence  in  this,  that  the  clearing  teeth  in  each 
machine  operate  as  a  gauge  or  guide,  to  determine 
the  depth  of  the  cut  of  the  scoring  teeth.  But,  I  think, 
an  action  for  an  infringement  cannot  be  maintained  upon 
this  ground. 

It  is  too  well  settled r  to  need  the  citation  of  authorities, 
that  a  claim  for  an  effect  or  a  function,  in  the  abstract,  is  not 
patentable.  The  mode  and  machinery  by  which  the  effect  is 
produced  must  be  set  forth.  The  party  cannot,  for  exam- 
ple, sustain  a  patent  for  determining  the  depth  of  the  cut  of 
cutting  teeth,  in  the  abstract,  or  by  any  and  all  means  that 
may  be  suggested.  He  must,  as  in  the  present  case  has  been 
done,  specify  how  he  determines  the  depth  of  the  cut.  Thus, 
the  patent  says,  that  the  teeth  are  cut  away  under  the  front  or 
cutting  edge,  in  the  form  of  an  irregular  curve  standing  at 
an  angle  of  forty  five  degrees,  placed  back  to  back,  and 
curved  in  opposite  directions  at  a  suitable  distance  from  each 
other,  and  "  when  thus  constructed  and  arranged  to  act  as 
gauges  to  control  the  depth  that  the  scoring  teeth  may  cut." 

The  teeth  in  the  defendants'  saw,  by  which  a  like  effect  is 
produced,  are  not  "thus  constructed  and  arranged."  The 
construction  and  arrangement  differ  in  these  essential  par- 
ticulars :  The  teeth  in  the  plaintiffs'  patent  are  cut  in  the 
form  of  an  irregular  curve  ;  those  in  the  defendants'  patent 
are  straight.  The  plaintiffs'  teeth  are  cut  away  under  their 
cutting  edges  ;  the  defendants'  are  not.  The  plaintiffs'  are 
necessarily  required  to  be  at  a  considerable  distance  from 
each  other,  or  the  effect  fails.  No  such  necessity  exists,  as 
to  the  location  of  the  teeth,  in  defendants'  patent.  In  my 
judgment,  there  is  no  infringement  proved. 

In  the  Hoe  case,  the  plaintiffs'  patent,  No.  37,835,  is  for  "  the 
employment  of  alternate  clearing  teeth  dd,  the  ends  of  which 
are  concave  or  notched  so  as  to  form  sharp  or  pointed  cor- 
ners, in  combination  with  the  triangular  pairs  of  cutting  teeth 
a  a\  arranged  on  a  single  blade,  substantially  as  and  for  the 
purposes  herein  set  forth." 

The  claim  of  the  patent  is  for  the  use  of  certain  described 
cutting  teeth,  in  combination  with  the  clearing  teeth,  as  de- 
scribed. 
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The  cutting  teeth  are  in  this  form 


as  described  in  the  plaintiffs*  patent. 

The  cutting  teeth  of  the  defendants'  saws  are  in  this  form, 


and  are  different,  in  all  their  essential  particulars,  from  those 
described  in  the  plaintiffs'  patent.  While  the  same  result 
may  be  produced,  to  wit,  that  the  fleam  teeth  cut  down  the 
sides,  and  the  clearing  teeth  cut  out  the  wood,  the  result  is 
not  produced  by  teeth  of  the  same  form  or  character. 

The  expert  Crawford  says  :  "  The  operations  and  functions 
of  the  teeth  in  the  two  exhibits  are  the  same."  He  also  says 
that,  "  the  combinations  and  arrangements  of  the  teeth  are 
the  same,  all  the  difference  being,  that  in  plaintiffs'  patent  the 
scoring  teeth,  at  their  cutting  points,  are  nearer  together 
than  in  Exhibit  E." 

I  understand  the  plaintiffs'  patent  to  be  limited  to  the  use 
of  notched  clearing  teeth,  in  combination  with  the  particular 
triangular  pairs  of  cutting  teeth,  which  he  describes.  Thus, 
in  his  prior  patent  of  January  6,  1863,  he  says  :  M  I  do  not 
claim,  broadly,  the  use  of  alternate  pairs  of  cutting  teeth 
with  intermediate  plane  teeth,  as  I  am  aware  that  such, 
with  the  points  situated  at  a  considerable  distance  apart,  have 
been  used  before  ;  but,  what  I  claim  as  my  invention  is  the 
use  of  alternate  triangular  pairs  of  cutting  teeth  a  a,  separated 
individually  by  the  narrow  slit  d,  and  with  their  points  rest- 
ing closely  together,  in  combination,"  etc. 

The  patent  sued  on,  purports  only  to  be  an  improvement 
upon  the  one  of  January  6,  1863,  and,  in  my  judgment,  it  is 
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limited  to  a  combination  of  cutting  teeth,  with  the  particu- 
lar form  of  fleam  teeth  described  in  the  patent  of  March  3, 
1863.  Although  the  operation  and  function  of  the  teeth  in  the 
defendants*  patent  may  be  the  same,  they  are  produced  by 
means  of  instruments  quite  different  in  their  construction.  I 
cannot  agree  with  the  statement,  that  the  construction  and 
arrangement  of  the  teeth,  in  the  two  patents,  are  the  same. 
In  the  January  patent,  the  cutting  teeth  are  thus  described  : 
"  I  make  each  pair  of  the  cutting  teeth  a  a,  combined  in  the 
usual  triangular  pointed  form  of  a  single  ordinary  tooth,  but 
a  little  larger,  to  give  sufficient  strength,  and  with  a  narrow 
central  slit  or  opening  b9  between  them,  extending  from  point 
to  base,  as  represented.  The  points  of  the  teeth  are  thus  sit- 
uated closely  together,  nearly  opposite  each  other  laterally." 
The  same  form  is  preserved  and  set  forth  in  the  patent  sued 
on.  The  cutting  teeth,  used  in  the  defendants'  saw,  possess 
none  of  these  peculiarities.  They  are  the  ordinary  cutting 
teeth,  which  have  been  in  use  for  ages.  There  is  no  infringe- 
ment proved. 

In  each  case,  the  bills  must  be  dismissed  with  costs. 

C.  A.  Durgin  and  Mr.  Everett,  for  the  complainants. 

C.  B.  Collier^  for  the  defendants. 


John  C.  Birdsall 


vs. 


The  Hagerstown  Agricultural  Implement  Manu- 
facturing Company.    In  Equity. 

In  another  suit,  against  other  defendants,  but  in  which  these  defendants  con- 
tributed to  the  defence,  the  complainant's  patent  had  been  sustained. 
Upon  a  motion,  in  this  suit,  for  a  preliminary  injunction,  the  defendants 
claimed  to  be  able  to  produce,  if  the  opportunity  were  given,  additional 
witnesses  to  establish  the  contrary  of  some  of  the  facts  found  in  the  other 
suit,  which  would  invalidate  the  complainant's  patent,  by  showing  its 
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want  of  novelty  :  Held,  that  whatever  may  be  the  effect  of  the  ad- 
ditional testimony  upon  the  case  at  the  final  bearing,  the  complainant 
ought  now  to  have  the  benefit  of  his  adjudicated  rights,  and  is  entitled 
to  an  injunction. 

(Before  Bond,  J.,  District  of  Maryland,  September,  1874.) 

Bond,  J. 

This  is  a  motion  for  a  preliminary  injunction.  The  com- 
plainant has,  heretofore,  in  the  Circuit  Court  of  the  United 
States  for  the  Northern  District  of  Ohio,  had  all  the  ma- 
terial facts  alleged  in  his  bill,  adjudicated  in  his  favor,  in  a 
suit  against  other  defendants,  and  it  is  admitted  that  the  de- 
fendants in  this  suit  are  using  the  same  machine  that,  in  that 
case,  was  determined  to  be  a  violation  of  the  complainant's 
patent. 

The  defendants  allege,  however,  that,  if  an  opportunity  be 
given,  they  can  produce  additional  witnesses  to  establish  the 
contrary  of  some  of  the  facts  found  by  the  court  in  the  Ohio 
suit,  which  would  overthrow  complainant's  patent  altogether, 
by  showing  its  want  of  novelty. 

The  complainant,  however,  is  certainly  now  entitled  to  the 
benefit  of  the  adjudication  already  had  ;  and,  though  the  de- 
fendants in  this  suit  was  not  a  party  to  the  record  in  the  va- 
rious suits  brought  in  other  of  the  courts,  where  the  validity 
of  this  patent  was  in  controversy,  yet,  they  contributed  to  the 
defence  of  such  suits,  and  it  would  not  be  equitable,  now  to 
allow  them  to  proceed  to  manufacture  this  patented  article, 
because,  they  say,  in  their  answer,  they  can  produce  more 
witnesses  to  testify  to  a  particular  fact  already  determined, 
which  was  in  controversy,  and  touching  which,  they  have  al- 
ready examined  witnesses.  Whatever  may  be  the  effect  of  this 
additional  testimony,  upon  the  case,  at  the  final  hearing,  the 
complainant  ought  to  have  the  benefit  of  his  adjudicated 
rights,  now. 

The  injunction  will  be  ordered,  as  prayed. 

Fisher  6r  Duncan,  for  the  complainant. 
A.  Stirling,  Jr^  for  the  defendants. 
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George  W.  La  Baw  et  al. 

vs. 
William  Hawkins  et  al.    In  Equity. 

In  a  suit  for  the  infringement  of  a  reissued  patent,  upon  an  allegation  of 
the  answer  that  the  reissue  was  improperly  granted,  the  court  will 
determine  only,  and  as  a  matter  of  construction,  from  inspection  of  the 
specifications,  claims  and  drawings  of  the  original  and  reissue  pat- 
ents, whether  the  reissue  is  for  the  same  invention  as  that  described  in  the 
original  patent. 

The  reissued  patent,  granted  to  George  W.  La  Baw,  May  18,  1869,  for  im- 
provement in  mitre  machines,  held  not  to  be  void  for  repugnancy  be- 
tween the  invention  therein  described,  and  that  described  in  the  original 
letters  patent 

Evidence  upon  the  question  of  novelty,  of  which  notice  was  not  given  in  the 
answer,  will  not,  when  taken  under  complainant's  objection,  be  consid- 
ered by  the  court  as  bearing  upon  the  question  whether  the  patentee  was 
the  first  inventor  ;  such  evidence  is  admissible  only  for  the  purpose  of 
showing  the  state  of  the  art  at  the  date  of  the  "  invention." 

Where  an  inventor  has  perfected  his  invention  and  obtained  letters  patent 
therefor,  the  patent  cannot  be  invalidated  by  evidence  showing  that 
crude  and  unsuccessful  experiments  were  made  by  others  previous  to 
his  invention. 

The  machine  for  cutting  mitres,  patented  to  Stephen  W.  Hall,  August  17, 
1858,  held  to  infringe  the  reissued  patent  granted  to  George  W.  La  Baw, 
May  18,  1869,  for  improvement  in  mitre  machines. 

The  reissued  patent,  granted  May  18,  1869.  to  George  W.  La  Baw,  for  im- 
provement in  mitre  machines,  held  valid. 

(Before  Nixon,  J.,  District  of  New  Jersey,  September,  1874.) 

Nixon,  J. 

This  is  a  suit  for  alleged  infringement  of  letters  patent, 
No.  3,445  for  "Improvement  in  Mitre  Machines,"  reissued 
to  George  W.  La  Baw,  May  18,  1869,  and  extended  by  the 
Commissioner  of  Patents  for  seven  years  from  May  29,  1869. 
The  defendants  filed  a  joint  and  several  answer ;   alleging, 
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among  other  things,  that  the  surrender  made  by  the  com- 
plainant, of  his  original  patent,  was  not  for  a  good  and  suffi- 
cient cause,  and  that  the  reissue  was  for  a  different  invention  ; 
denying  the  infringement,  and  setting  up  prior  public  use. 
They  admit  that  they  have  constructed  and  sold  mitre  ma- 
chines, containing  knives  or  cutters  in  combination  with  mech- 
anism for  operating  the  same  for  cutting  mitres,  under  the 
authority  of  letters  patent  granted  to  one  Stephen  W.  Hall, 
August  17,  1858,  but  deny  that  the  said  Hall  machine  in- 
fringes upon  the  invention  described  in  the  bill  of  complaint. 

The  main  issues  presented,  are  :  1.  Whether  the  reissue  to 
La  Baw  is  for  the  same  invention,  specified  and  described  in 
the  original  patent  ?  2.  Whether  the  La  Baw  patent  is  void, 
because  of  prior  public  use  of  the  invention  ?  3.  Whether 
the  Hail  patent  is  an  infringement  of  the  complainants'  ? 

1.  The  action  is  founded  upon  the  reissued  letters  patent. 
If  an  invention  is  therein  described,  different  from  the  one 
specified  in  the  original  patent,  the  reissue  is  void,  and  the 
suit  must  fail.  The  only  right  that  an  inventor  has  to  surrender 
his  patent,  and  obtain  a  reissue,  is  found  in  the  fifty-third  sec- 
tion of  the  Act  of  July  8,  1870  (16  Stat,  at  Large,  206),  which 
was  substantially  copied  from  the  thirteenth  section  of  the 
Act  of  July  4,  1836  (5  Stat,  at  Large,  122),  in  force  when  the 
surrender  was  made,  and  the  reissue,  under  consideration,  was 
obtained.  The  Commissioner  of  Patents  is  only  authorized  to 
grant  a  reissue  for  the  same  invention,  where  the  original  patent 
was  inoperative  or  invalid  by  reason  of  a  defective  or  insufficient 
specification,  or  by  reason  of  the  patentee  claiming  as  his  own 
invention  or  discovery,  more  than  he  had  a  right  to  claim  as 
new,  and  where  the  error  has  arisen  by  inadvertence,  acci- 
dent or  mistake,  and  without  any  fraudulent  or  deceptive  in- 
tention. 

I  take  no  notice  of  the  denial  in  the  defendants'  answer, 
that  the  letters  patent  were  surrendered  for  good  and  law- 
ful cause,  or  that  they  were  inoperative  or  invalid,  or  defi- 
cient or  insufficient  in  any  respect,  because  that  ques- 
tion is  not  open  for  examination  here.  Since  the  case 
of  Seymour  v.  Osborne,  11  Wall.  516,  it  seems  to  be  set- 
tled  that  neither  reissued  nor  extended  patents  can  be  ab- 
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rogated  by  an  infringer,  in  a  suit  against  him  for  an  infringe 
ment,  upon  the  ground  that  the  letters  patent  were  procured 
by  fraud  in  prosecuting  the  application  for  the  same  before 
the  commissioner,  and  that  the  act  of  the  commissioner,  in 
accepting  a  surrender  and  granting  a  reissue,  is  final  and  con- 
clusive, and  not  re-examinable  in  a  suit  in  the  Circuit  Court, 
unless  it  is  apparent,  upon  the  face  of  the  patent,  that  he  has 
exceeded  his  authority,  or  that  there  is  such  a  repugnancy 
between  the  old  and  the  new  patent,  that  it  must  be  held  as 
matter  of  legal  construction,  that  the  new  patent  is  not  for  the 
same  invention  as  that  embraced  and  secured  in  the  original 
patent. 

In  all  cases  of  reissue  and  extension,  the  presumption  is, 
that  the  commissioner  has  not  exceeded  his  authority,  but  has 
reissued  and  extended  the  same  invention.  The  burden  of 
proof,  is,  therefore,  on  the  defendants,  to  show  that  he  has  ex- 
ceeded his  authority,  and  to  point  out  where  the  repugnancy 
and  difference,  between  the  two,  exist. 

The  patentee  has  a  right  to  change  his  modes  of  expressing 
his  specifications  or  claims — restricting  or  enlarging  them,  so 
as,  more  fully,  to  effectuate  his  intention.  Variations  in  this 
respect  do  not  make  the  two  patents  different.  The  precise 
object  of  the  statute  is  to  authorize  such  amendments.  What 
he  is  not  allowed  to  do,  is  to  interpolate  into  the  reissue, 
new  features  and  devices,  which  were  not  suggested  or  sub- 
stantially indicated  in  the  original  specifications,  drawings, 
models,  or  claims. 

What  evidence  have  the  defendants  offered,  to  prove  that 
the  reissue  was  for  an  invention  different  from  the  one  de- 
scribed in  the  original  patent  ?  I  have  looked  through  their 
record,  and  the  brief  of  their  counsel,  and  do  not  find  a  sylla- 
ble on  the  subject.  Their  two  experts,  Beadle  and  Crawford, 
are  not  asked  for  their  opinion,  although  they  were  examined 
after  the  complainants'  expert,  Edward  E.  Quimley,  had  tes- 
tified (Complts.  Record,  p.  28).  "  I  have  examined  them" 
(i.e.  the  original,  and  reissued  letters  patent  to  La  Baw),  "  and 
there  is  nothing  contained  in  the  reissue  which  is  not  set 
forth  in  the  original.  The  claim,  in  the  original  patent,  was 
as   broad   as  language  could  make  it.      In  the   reissue,  the 
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claims  are  narrowed  down  to  the  specific  construction  of  the 
devices  exhibited  in  the  invention." 

Under  this  state  of  the  proof,  it  was  hardly  necessary  for 
the  court  to  look  into  the  specifications  and  claims,  described 
in  the  original  and  reissued  letters  patent,  to  ascertain  whether 
any  difference  appeared  upon  the  face  of  the  papers.  But, 
such  an  inspection  has  been  made,  and  the  result  of  the  com- 
parison of  the  two  instruments,  is,  that  the  first  objection  of 
the  defendants  is  not  sustained.  See  Carew  v.  The  Boston 
Elastic  Fabric  Co,%  1  Off   Gaz.  91. 

2.  Is  the  La  Baw  patent  void,  because  of  the  prior  public 
use  of  the  invention  ? 

The  defendants,  in  their  amended  answer,  set  up,  (1)  That 
the  invention  of  the  complainant  was  anticipated  by  the  let- 
ters patent  granted  and  issued  to  one  Charles  B.  Fitch  of 
Galena,  Illinois,  on  the  14th  of  June,  1853  ;  (2)  that  the  same 
had  been  previously  invented  and  discovered  by  one  E.  M. 
Hendrickson  of  Brooklyn,  New  York,  as  early  as  the  year 
1850  ;  (3)  that  it  had  been  combined,  invented,  and  used  by 
Charles  W.  Jenks  of  Providence,  Rhode  Island,  in  the  year 
1852  ;  and  (4)  that  it  was  on  public  exhibition,  at  the  Fair  of 
the  American  Institute,  in  the  City  of  New  York,  in  1847,  and 
was  in  public  use  in  Poughkeepsie,  New  York,  by  one  John 
A.  Montgomery,  in  the  same  year. 

No  other  notice  was  given  in  the  answer  ;  but,  on  the  ex- 
amination before  the  master,  the  defendants  offered  Hugh 
W.  Beadle,  J.  J.  Jenks,  and  W.  H.  Kirk,  to  prove  the  pre- 
vious invention,  knowledge,  and  use  of  the  thing  patented. 
The  counsel  for  complainants  objected  to  their  giving  testi- 
mony in  the  matter,  because  their  names  and  residences  had 
not  been  disclosed  in  the  answer.  Their  examination  was 
taken,  subject  to  the  objection,  and  the  complainant,  at  the 
hearing,  moved  to  strike  from  the  record  all  their  evidence 
touching  prior  knowledge  or  use.  The  motion  was  resisted 
by  the  counsel  of  the  defendants,  on  the  ground  that  these 
witnesses  were  offered  to  prove  the  state  of  the  art,  and  that 
their  testimony  was  relevant  for  that  purpose,  if  not  to  show 
prior  knowledge  and  public  use  of  the  complainants'  inven- 
tion. 
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Whatever  weight  ought  to  be  given  to  their  evidence — view- 
ing them  in  the  light  of  experts,  attempting  to  exhibit  the  state 
of  the  art,  at  the  time  of  the  alleged  invention  of  the  com- 
plainant, La  Baw — I  have  no  hesitation  in  refusing  to  con- 
sider it,  now,  while  inquiring  whether  the  complainants' 
patent  is  void  because  of  the  prior  knowledge  and  the  public 
use  of  the  invention.  The  statute  is  explicit  on  this  subject, 
and  leaves  no  discretion  in  the  court.  The  sixty-first  section 
of  the  act  of  July  8,  1870,  provides  that :  "  In  notices  as  to 
proof  of  previous  invention,  knowledge,  or  use  of  the  thing 
patented,  the  defendant  shall  state  the  names  of  patentees 
and  the  dates  of  their  patents,  and  when  granted,  and  the 
names  and  residences  of  the  persons  alleged  to  have  in- 
vented, or  to  have  had  the  prior  knowledge  of  the  thing 
patented,  and  where  and  by  whom  it  had  been  used.  *  *  * 
And  the  like  defences  may  be  pleaded  in  any  suit  in  equity 
for  relief  against  an  alleged  infringement,  and  proofs  of  the 
same  may  be  given  upon  like  notice  in  the  answer  of  the  defendant, 
and  with  the  like  effect."  (16  Stat,  at  Large,  208.) 

Without  particularly  adverting  to  the  construction  given  to 
this  section  by  Judge  Shef>ley,  in  Roberts  v.  Blake,  3  Off.  Gaz. 
268  ;  by  Judge  Woodruff,  in  ColUnder  v.  Griffith,  Id.  689  ;  by- 
Judge  Biatchford,  in  Decker  v.  Grote,  10  Blatchf.  C.  C.  R.  331  ; 
and  by  Judge  Lowell,  in  Richardson  v.  Lockwood,  4  Off.  Gaz.  398  ; 
it  is  sufficient,  for  my  present  inquiry,  to  know  that  the  Su- 
preme Court,  in  The  Railroad  Company  v.  Dubois,  12  Wall.  47, 
held, that  the  novelty  of  a  patented  invention  cannot  be  assailed 
by  any  other  evidence  than  that  of  which  the  plaintiff  has  re- 
ceived notice,  and  that  the  state  of  the  art,  at  the  time  of  the 
alleged  invention,  though  proper  to  be  considered  by  the 
court  in  construing  the  patent,  in  the  absence  of  notice,  has 
no  legitimate  bearing  upon  the  question  whether  the  paten- 
tee was  the  first  inventor. 

Restricting,  then,  the  evidence,  to  that  of  which  notice  was 
given,  has  anything  been  exhibited,  that  impeaches  the 
novelty  of  the  complainants'  invention  ?  The  defendants 
first  offered  the  patent  granted  to  Charles  B.  Fitch,  June 
14,  1853,  for  "An  Improvement  in  the  mode  of  cut- 
ting   tenons/'    and    which    antedates    the    original    patent 
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of  the   complainants,    more  than  one  year.      It    is    fair   to 
assume  that  this  was  fully  considered  by  the  .Commissioner 
of  Patents  ;  (1)  when  the  L3.  Baw  patent  was  tirst  issued  ;  (2) 
when  it  was  reissued  ;  and  (3)  when  it  was  extended.     This 
makes  a  strong  prima  facie  .case  for  the  complainants,  and  will 
require  very  satisfactory  evidence  of  identity,  to  rebut  the 
presumption,  that  the  two  machines  are  substantially  differ- 
ent in  their  construction  or  mode  of  operation.     They  were 
designed,  indeed,  for  different  purposes — the  one  for  cutting 
tenons,  and   the  other  mitres — but,  if  the  principle  of  the 
machines  is  the  same,  the  dissimilar   uses   for  which   they 
were    constructed    are    not    material.       Both    parties   have 
made   exhibits  of  a  certified   copy  of  the  letters   patent  to 
Fitch,  the  complainants,  to  prove  how  unlike  the  invention 
is  to  La  Baw's,  and  the  defendants,  to  show  their  identity. 
Each     examined    one    witness — their    expert,    and    experts 
generally   differ,  except   in   regard  to   mere   formal   or   im- 
material matters.      Quimley,  for  the  complainants,  testifies 
that  the  La  Baw  invention  is  a  machine  for  cutting  mitres, 
i.e.,  for  severing  the  object  operated  upon  at  an  angle  of 
forty-five  degrees,  and  that  it  has  the  further  peculiarity  of 
making  two  mitering  cuts,  at  the  same  time.     "  If,  for  exam- 
ple," he  says,  "  it  is  desired  to  divide  a  strip  of  moulding  ten 
or  twelve  feet  long,  into  lengths,  say  of  two  feet,  by  the  use 
of  this  machine,  the  strip  can  be  so  divided,  without  waste, 
and  without  about  one  half  of   the  number  of    operations 
which  would  be  necessary  if  it  were  attempted  to  cut  up  the 
strip  by  hand  ;  the  cutting  instrument,  being  what  is  called  a 
V  cutter,  makes  the  mitre  cut  on  the  opposite  ends  of  two 
pieces  at  the  same  time.     The  elements  of  the  machine  are  (i« 
an   instrument  for  cutting  partially  across  the  grain  of  the 
wood  ;  and  (2)  a  supporting  bed,  and  suitable  guides  for  pre- 
senting the  object  operated  upon  in  the  proper  relation  to  the 
cutting  instrument,  to  enable  it  to  cut  at  an  angle  of  forty - 
five  degrees,  neither  of  which  appear  in  the  "  Fitch  exhibit/' 
He  does  not  find,  in  the  specifications  of  Fitch,  any  allusion 
to  a  machine  for  cutting  mitres  ;  nor  does  he  believe  that  it 
could,  in  fact,  as  constructed,  cut  a  mitre. 

On  the  other  hand,  one  of  the  defendants'  experts,  Beadle, 
vol.  1 — 28 
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and  the  only  one  examined  on  the  subject,  says  that  he  dis- 
covers, in  the  Fitch  machine,  a  V-shaped  cutter  capable  of 
making  a  drawing  cut,  arranged,  in  some  respects,  similar 
to  the  cutter  X  of  La  Baw's,  in  combination  with  mechanism 
for  operating  it.  He  detects  in  the  patent  the  following  ele- 
ments :  (i)  A  bevel  cutter  capable  of  delivering  a  shear  cut 
and  carried  by  a  sliding  stock  ;  (2)  Mechanism  for  applying 
the  necessary  power  ;  (3)  A  table  or  bed,  provided  with  stops 
or  holders,  for  holding  the  object  operated  upon.  The  hold- 
ers are  not  shown  in  the  drawing,  but  are  referred  to  on  the 
tenth  page  of  the  specifications.  The  only  cross  examination 
on  this  point  to  which  he  seems  to  have  been  subjected,  were 
questions  27  and  28  (fol.  97),  in  one  of  which  he  was  asked, 
what  invention  was  described  in  the  Fitch  patent,  and,  in  the 
other,  whether  the  specifications  referred  to  any  devices  for 
cutting  mitres  ?  His  replies  were,  that  the  invention  related 
to  cutters  for  tenoning  machines,  and  that  the  specifica- 
tions contained  no  statement  that  the  machine  was  to  be 
used  for  cutting  mitres. 

Under  this  conflict  of  views,  it  became  necessary,  for  the 
court,  by  an  examination  of  the  claims,  specifications,  and 
drawings  of  the  two  patents,  to  determine  what  was  claimed 
in  each,  and  whether  the  one  anticipated  the  other.  Such 
examination  has  been  carefully  made,  and,  without  stop- 
ping to  assign  the  reasons  which  have  led  us  to  the  con- 
clusion, we  are  of  the  opinion  that  the  La  Baw  patent  was  not 
anticipated  by  Fitch,  and  that  it  is  entitled  to  the  character 
of  an  original  and  independent  invention. 

Less  special  attention  need  be  given  to  the  alleged  public 
use  of  the  invention  by  Hendrickson,  Jenks,  and  Montgom- 
ery. In  regard  to  Hendrickson,  his  testimony  refers  to  a  ma- 
chine for  cutting  tin.  He  was  waited  upon  by  the  solicitor  of 
the  complainants',  and,  at  first,  made  an  affidavit :  "  That 
about  midsummer  of  1855,  he  made  a  machine  for  cutting 
corners  in  sheets  of  tin  for  Evans,  Bachus  &  Co.,  of  Brook- 
lyn, New  York  ;  that,  whilst  he  was  unable  to  fix  the  exact 
date  of  its  construction,  he  was  positive  it  was  not  before  the 
middle  of  the  year  1855,  and  believed  it  was  later  in  that 
year, ;  and  that  said   machine  was  not  adapted  for  cutting 
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wood,  and  could  not  have  been  used  for  such  a  purpose, 
without  reconstruction  and  invention,  to  adapt  it  therefor." 
He  was  subsequently  examined  by  the  defendants,  when  he 
exhibited  a  model  of  th$  machine,  constructed  by  him  for 
Bachus  &  Co.,  made  from  memory,  and  which,  quite  nearly, 
embraces  the  prevailing  and  characteristic  features  of  the 
complainants'  (La  Baw's)  invention.  He  there  contradicts  his 
affidavits  in  a  material  point,  and  fixes  the  date  of  making 
the  original  machine  in  the  early  part  of  the  year  T852.  He 
gives  what  seems  to  be  a  satisfactory  reason  for  changing  the 
time  ;  to  wit,  the  making  of  a  tin  pan  from  materials  cut  by 
the  machine,  and  which  his  wife  presented  to  her  aunt,  who 
died,  according  to  the  family  record,  on  the  fifth  of  Septem- 
ber, 1852.  If  he  is  not  mistaken,  in  the  fact  that  the  mate- 
rial for  the  pan  was  cut  by  the  machine,  it  is  evident  that  it 
was  in  operation  as  early  as  the  summer  of  1852. 

Several  reasons,  however,  may  be  alleged,  why  this  proof 
should  not  be  allowed  to  invalidate  the  complainants'  inven- 
tion. The  evidence  in  regard  to  the  time  is  doubtful  and 
contradictory.  Mr.  Hendrickson  was  quite  as  positive,  in  his 
affidavit,  that  it  could  not  be  earlier  than  the  summer  of  1855, 
as  he  was  in  his  testimony,  that  it  could  not  be  later  than  Sep- 
tember, 1852.  Not  a  vestige  of  the  old  machine  remains,  and 
the  model  exhibited,  is  the  simple  reproduction  of  the  witness' 
memory,  after  the  lapse  of  many  years,  constructed,  it  may 
be  assumed  under  the  circumstances,  in  the  light  and  knowl- 
edge of  the  complainants'  machine,  which,  it  was  claimed,  was 
anticipated  by  it. 

But  the  principal  reason  is,  that  it  comes  before  the  court 
in  the  category  of  abandoned  experiments.  There  is  no  pre- 
tence that  La  Baw  ever  saw  it,  or  derived  any  knowledge  from 
it.  He  is  the  original  inventor,  if  not  the  first,  so  far  as  the 
Hendrickson  machine  is  concerned,  and  it  is  hardly  just  to 
inventors,  that  the  prima  facie  case,  made  by  original  letters 
patent,  a  reissue,  and  an  extension,  should  be  set  aside  by  the 
naked  testimony  of  a  witness,  with  nothing,  except  a  fallible 
memory,  to  support  his  statement,  that  upwards  of  twenty 
years  before  he  made  a  machine,  closely  resembling  the  com- 
plainants' ;  and  more  especially,  when,  not  a  single  person  is 
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produced  who  ever  saw  the  machine,  and  when  Mr.  Hum- 
phreyville,  the  foreman  of  Bachus  &  Co.,  for  whom  it  was 
constructed,  testifies  with  great  distinctness,  that  he  had 
charge  of  the  factory,  from  1849  to  1854,  that  no  such  ma- 
chine was  ever  in  the  establishment,  whilst  he  was  there,  and 
could  not  have  been  exhibited  and  used,  without  his  knowl- 
edge. 

With  regard  to  the  machine  for  cutting  paper,  testified  to 
by  Charles  A.  Jenks,  it  is  not  shown  with  any  degree  of  cer- 
tainty, that  the  one  exhibited  antedates  the  invention  of  La 
Baw.  The  other,  used  by  him  in  1852,  or  1853,  had  no  drawing, 
or  shear  cut,  but  operated  upon  a  bed  with  horizontal  cut- 
ters, and  was,  at  best,  only  an  experiment,  which  seems  to 
have  been  soon  abandoned. 

And  in  reference  to  the  mortising  machine,  seen  by  Mr.. 
Montgomery,  at  one  of  the  fairs  of  the  American  Institute 
in  New  York  City,  before  1847,  and,  probably,  as  early 
as  1844,  he  was  then  about  nineteen  years  of  age,  and  his 
whole  knowledge,  of  what  he  casually  saw,  rests  in  his  recol- 
lections, without  support  or  corroboration  from  any  other 
source.  He  says,  the  machine  consisted  of  an  auger,  sur- 
rounded by  chisels  and  knives,  set  at  right  angles,  each  to  the 
other,  and  capable  of  being  forced  down  or  depressed  by  a 
hand  lever,  the  auger  revolving  inside  of  them.  These  knives 
cut  into  the  corners  at  right  angles,  while  the  auger  bored 
out  the  core  and  threw  out  the  chips,  both  of  the  core,  and  of 
the  corners  or  angles.  It  was  used  for  mortising  rectangular 
holes  in  wood.  No  such  machine  was  brought  forward  ;  and 
no  evidence  adduced,  that  any  such  were  ever  in  use,  or  are 
in  existence  now.  It  is  hardly  necessary  to  refer  to  authority, 
to  show,  that  where,  an  original  inventor  has  perfected  his  im- 
provement, whereby  he  puts  the  public  into  the  possession  of 
his  invention,  and  has  obtained  his  patent,  its  validity  is  not 
to  be  assailed,  nor  its  value  destroyed,  as  was  so  well  said  in 
Hitchcock  v.  Tremaine,  9  Blatchf.  C.  C  R.  550,  by  allowing  in- 
fringers and  rival  inventors  to  set  up  crude  and  unsuccessful 
experiments,  as  anticipating  it,  in  describing  which,  dim  recol- 
lections are  stimulated,  and  the  consciences  of  witnesses 
strained,  in  their  attempts  to  clothe  with  living  flesh,  what  had 
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always  remained  an  inert  and  useless  skeleton.  Such  cases  as 
Ransom  v.  The  Mayor  of  New  York,  1  Fish.  252  ;  Cahoonv.  Ringy 
Id.  397  ;  Goodyear  v.  Day.  2  Wall.  Jr.,  283  ;  and  White  v.  Allen, 
2  Fish.  453,  exhibit  the  well-settled  law  on  this  subject. 

3.  The  last  inquiry  is,  whether  the  Hall  patent  is  an  in- 
fringement of  the  complainants'  reissue  ?  The  complainants 
charge  the  defendants  with  the  making  and  vending  to 
others,  to  be  used,  a  large  quantity  of  mitre  machines 
containing  the  material  parts  of  La  Baw's  invention,  and 
which  directly  infringe  the  second  claim  of  his  reissue. 
The  defendants  admit  the  making  and  sale,  but  deny,  that  the 
Hall  machine,  in  any  respect,  infringes  upon  the  complainants' 
patent.  Letters  patent  were  granted  to  Stephen  W.  Hall,  for 
"  An  Improved  Machine  for  Cutting  Mitres,"  August  17,  1858. 
He  disclaims  the  use  of  the  knives  adjusted  at  right  angles  and 
attached  to  a  sliding  rest,  and  concedes  that  such  an  arrange- 
ment is  substantially  described  in  the  La  Baw  patent  of  June 
27,  1854.  But  he  claims:  (1)  The  use,  in  initre  machines,  of 
flanges,  and  a  groove  in  the  frame,  for  the  purpose  of  guiding 
and  sustaining  the  outer  and  inner  edges  of  the  knives,  and 
preventing  them  from  springing  ;  (2)  The  combination  of  the 
flanges,  frame,  grooves,  and  sliding  rest,  substantially  in  the 
manner  and  for  the  purpose  set  forth. 

The  peculiar  features  of  the  Hall  patent  are  the  flanges,  and 
the  groove,  to  guide  and  sustain  the  angular  knives.  There 
seems  to  be  nothing  in  the  La  Baw  machine  that  is  so  well 
adapted  to  this  purpose,  and  accomplishes  it,  so  well.  But  this 
will  not  justify  their  use,  during  the  life  of  the  La  Baw  patent, 
if  it  shall  be  necessary,  in  order  to  make  them  efficient  and 
valuable,  to  appropriate  any  of  the  devices  belonging  specifi- 
cally to  the  La  Baw  invention. 

What  is  his  invention  ?  So  far  as  regards  the  present  case, 
it  is  sufficient  to  say,  that  it  refers  to  machines  for  cutting  mi- 
tres. He  has  three  claims  in  his  reissue,  but,  the  first  and 
third  have  reference  to  parts  of  the  machine,  for  the  violation 
of  which,  no  issue  has  been  raised.  The  complaint  is  for  in- 
fringing the  second  claim,  which  is  as  follows  :  "  The  knives 
or  cutter  X,  arranged  as  described,  in  combination  with  mech- 
anism for  operating  the  same,  for  cutting  mitres,   substan- 
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tially  as  described  and  specified."  In  his  specifications,  he 
says,  that  his  invention  consists,  (i)  in  the  construction  and  ar- 
rangement of  an  angular  cutter,  which  reciprocates  vertically, 
and  cuts  mitres,  in  material,  with  a  shear  cut ;  (2)  In  so  con- 
structing and  arranging  angular  cutters,  reciprocating  ver- 
tically, that  both  a  mitre  and  a  square  joint  may  be  cut  sim- 
ultaneously ;  and  (3)  in  a  mechanism  for  holding  the  material 
for  the  action  of  the  cutting  knives. 

The  mechanism,  which  is  properly  the  mitre  machine,  is  an 
angular  cutter,  vertically  reciprocating,  carried  in  a  sliding 
stock,  operated  by  a  lever,  and  has  a  bed  for  supporting  the 
object  operated  upon,  and  also  a  guide  for  preserving  the  re- 
lation of  such  object  to  the  cutting  instrument  in  the  manner 
required  for  making  a  mitering  cut.  These  three  elements, 
therefore,  are  found  :  (1)  An  angular  cutter,  capable  of  deliv- 
ering a  shear  cut,  and  carried  by  a  sliding  stock  ;  (2)  Mechan- 
ism for  applying  the  necessary  power ;  and  (3)  A  table  or  bed, 
provided  with  stops  or  guides,  for  holding  the  object  to  be 
operated  upon  in  proper  position  and  relation  to  the  cutting 
instrument.  Is  there  any  substantial  difference  in  these  de- 
scriptions of  the  parts  of  the  two  machines  used  for  cutting 
mitres  ?  Are  they  not  the  same  in  principle  ?  What  device 
appears  in  the  Hall  machine,  which  is  not  a  mechanical  equiv- 
alent for  the  corresponding  one,  in  La  Baw's  ?  It  is  the  old 
story  of  taking  up  the  thread  of  another's  invention  or  combi- 
nation, improving  upon  it  by  the  substitution  of  well  known 
equivalents,  and  then  claiming  the  merit  of  the  whole  inven- 
tion. In  the  present  state  of  the  mechanical  arts,  it  is  the 
most  usual  and  obvious  mode  of  infringing  the  rights  of 
others,  but  none  the  less  an  injury,  against  which,  it  is  the 
duty  of  the  court,  to  give  protection. 

It  is  the  judgment  of  the  court,  that  the  defendants  have  in- 
fringed the  second  claim  of  complainants'  reissue,  and  there 
must  be  a  decree  for  an  injunction,  and  an  account. 

Edward  L,  Dobbins,  for  the  complainants. 

Runyon  6r*  Leonard,  for  the  defendants. 
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;      The  American  Nicholson  Pavement  Company 

vs. 
The  City  of  Elizabeth  et  al.    In  Equity.* 

The  rules,  upon  which  the  equitable  accountability  of  an  infringer  is  to  be 
estimated  and  ascertained,  considered. 

In  general,  the  infringer  is  liable  for  the  whole  profits  derived  from  the  in- 
fringement, unless  it  be  shown,  that  some  portion  of  the  profits  were  de- 
rived from  the  use  of  instrumentalities  or  improvements,  not  covered  by 
the  infringed  patent,  and  which  co-operated  with  the  patented  invention 
in  producing  the  result  from  which  the  profits  accrued. 

Under  the  circumstances  of  this  case,  the  onus  of  proving  that  instrumen- 
talities or  improvements,  not  covered  by  the  infringed  patent,  con- 
tributed, and  the  extent  and  value  to  which  they  contributed,  to  the 
defendants'  profits,  rested  upon  the  defendants  ;  and,  as  they  failed  to 
give  affirmative  proof  thereof,  before  the  master,  they  were  properly 
charged  with  the  whole  amount  of  the  profits  which  they  derived. 
Citing  Carter  v.  Baker%  4  Fish.  420. 

The  owner  of  a  patent  for  a  wooden  pavement,  granted  the  exclusive  right  to 
J.  &  M.  to  construct  and  lay,  and  license  others  to  construct  and  lay,  the 
patented  pavement,  within  a  specified  territory,  subject  to  an  agreement, 
that  if  by  reason  of  decisions  of  the  courts,  or  otherwise,  it  should  be 
found  impracticable  for  J.  &  M.  to  obtain  contracts  to  be  made  with  them 
in  any  town  or  city  in  said  territory,  or  the  work  of  constructing  such 
pavement  should  be  required  by  law  to  be  let  under  public  lettings,  open 
to  general  competition,  then  J.  &  M.  were  to  grant  to  any  such  town  or 
city  desiring  to  lay  the  same,  a  license  so  to  do,  upon  a  license  fee  not 
to  exceed  thirty-one  cents  a  square  yard,  or  they  were  to  publicly  author- 

*  This  cause  was  appealed,  by  the  defendants,  to  the  Supreme  Court  of  the 
United  States,  and  the  decision  of  that  court  will  be  found  fully  reported 
in  7  Otto,  126.  The  decision  of  the  Circuit  Court  was  approved,  except 
that,  as  it  was  not  shown  that  the  defendants,  the  City  of  Elizabeth  and 
George  W.  Tubbs,  derived  any  profits  from  the  infringement  of  the  complain- 
ant's patent,  it  was  error  to  decree,  that  the  complainant  recover  of  them  the 
amount  of  the  profits  which  had  been  derived  by  the  other  defendant,  and 
the  cause  was  remanded,  with  instructions  to  enter  a  decree  accordingly. 
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ize  any  person  or  persons  desiring  to  bid  at  such  lettings,  to  lay  the  same 
upon  the  same  terms,  of  which  sum,  sixteen  cents  per  yard  were  to  be 
made  payable  to  the  assignor  of  the  patent  and  the  remainder  to  J  &  M. 
A  license  was  granted  to  the  complainants  by  J.  &  M.,  subject  to  the 
above  agreement,  to  construct  and  lay  the  patented  pavement  ia  the  city 
of  Elizabeth,  the  charter  of  which  (Laws  of  N.  J.,  1863,  p.  156),  required 
that  all  contracts  for  doing  work  or  furnishing  materials  for  any  improve- 
ment should  be  advertised  for  three  weeks  in  a  newspaper  printed  and 
circulating  in  said  city,  and  should,  at  all  times,  be  given  to  the  lowest 
bidder.  The  charter  was  amended  in  1870,  by  Act  of  the  Legislature, 
providing,  that  whenever,  in  any  intended  improvement,  it  was  contem- 
plated to  use  any  patented  process  or  materials,  the  owners  of  one  half  of 
the  property,  in  running  feet  along  the  line  of  the  intended  improvement, 
should  remonstrate  in  writing  against  the  use  of  any  specified  patent,  or 
petition  for  the  use  of  any  specified  patent,  or  for  the  use  of  one,  or  two 
or  more  specified  patents,  and,  thereupon,  the  contract  for  the  said  work 
should  be  awarded  only  in  accordance  with  the  request  of  such  propor- 
tion of  owners.  The  majority  of  the  owners  of  property  on  certain  of 
the  streets  in  the  city  of  Elizabeth,  petitioned  that  those  streets  be  paved 
by  certain  of  the  defendants,  who,  thereupon,  obtained  contracts  therefor, 
and  performed  the  work.  The  pavement  laid  by  them  was  decided,  in 
this  suit,  to  be  an  infringement  of  the  patent  under  which  the  complain- 
ant's rights  exist  Upon  the  accounting  before  the  master,  under  the  de- 
cree in  this  suit,  the  defendants  claimed .  that,  as,  undei  the  charter,  the 
complainant  could  not  lay  the  pavements  which  had  been  awarded  to  de- 
fendants upon  the  application  of  the  majority  of  the  land-owners,  its 
profits  were  limited  to  fifteen  cents  a  square  yard  by  the  terms  of  its 
license  :  Held,  that  the  defendants'  accountability  was  not  limited  to  the 
payment  of  the  royalty  reserved  by  the  license. 

Where,  upon  an  accounting  before  a  master,  evidence  is  offered  which  is  ob- 
jected to,  and  which  the  master  does  not  exclude,  the  objection,  that  the 
master  erred  in  failing  to  exclude  the  evidence,  does  not  properly 
come  before  the  court  upon  exceptions  to  the  master's  ruling.  The 
testimony  should  have  been  taken  down,  a  note  made  of  the  objec- 
tions of  the  opposing  counsel,  and  the  reasons  for  its  incompetency, 
stated,  and  its  admissibility  determined  by  the  court,  on  the  argu- 
ment, where  the  question  would  arise,  upon  a  motion  to  strike  out,  by 
those  objecting. 

Evidence,  before  a  master,  upon  an  accounting  under  a  decree  in  a  suit  for 
infringing  a  patent  for  wooden  pavements,  is  incompetent  to  show 
that  there  were  other  forms  of  wooden  pavement  open  to  the  public, 
which  they  might  have  used,  and  made  the  profits,  or  some  portion 
of  the  profits,  which  had  been  realized  in  the  use  of  complainant's 
invention. 

The  master,  upon  an  accounting,  charged  the  defendants  with  the  gross  profits, 
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and  allowed  them  the  amount  of  an  uncollectable  balance  of  account 
against  the  city  of  Plainfield,  included  in  the  gross  profits :  Held,  no 

error. 

t 

The  master  allowed  to  the  defendant,  the  N.  J.  Wood  Paving  Co.,  $7,000, 
as  reasonable  compensation  for  the  services  of  its  officers  ;  it  being 
shown,  that  the  sole  business  of  the  corporation,  was  the  business  which 
involved  the  infringement  of  the  complainant's  patent,  and  that  its  con- 
tracts in  said  business  had  produced  upward  of  $300,000  :  Held,  no  error. 

The  master  allowed  $6, 107. 50,  for  an  "expense  account,"  the  items  and 
vouchers  for  which  were  produced  before  him  :  Held,  no  error. 

The  master  allowed  the  amount  of  royalties,  reserved  under  a  license,  and 
paid  by  defendants  to  the  owners  of  a  patent  for  the  pavement  constructed 
by  them,  which  is  adjudged  in  this  suit,  to  infringe  complainant's  patent. 
The  infringing  pavement  appeared  to  contain  a  novel  feature,  alleged  to 
have  been  an  improvement  over  complainant's  pavement,  and  patented. 
The  license  was  to  lay  the  pavement  upon  the  payment  of  the  royalties, 
and  the  same  had  been  paid  :  Held,  that  as  the  complainant  failed  to 
show  that  the  money  thus  expended  was  unnecessary  or  extravagant  in 
amount,  the  court  would  not  hold  that  the  master  erred  in  allowing  the 
payment.  It  seems,  that  the  onus  was  upon  the  complainant  to  show 
that  the  improvement  did  not  contribute,  so  much  as  the  amount  of  the 
royalties,  toward  the  aggregate  profits  of  the  enterprise. 

The  complainants  are  entitled  to  interest  upon  the  profits,  only  from  the  date 
of  the  final  decree.     Citing  Atowry  v.  Whitney \  14  Wall.  653. 

(Befoie  Nixon,  J.,  District  of  New  Jersey,  September,  1874.) 


Nixon,  J. 

The  case  comes  up  on  exceptions,  filed  by  both  parties,  to 
the  report  of  the  master. 

By  the  decree  of  the  court,  entered  March  26,  1872,  the  de- 
fendants were  held  to  have  infringed  the  letters  patent  of 
complainant,  by  making,  using,  and  vending,  in  the  city  of 
Elizabeth,  wooden  pavements,  containing  the  improvements 
described  therein,  and  recited  in  the  first  and  second  claims, 
and  were  ordered  to  account  for  the  damages,  or  use  and 
profits,  in  consequence  of  said  infringement. 

A  reference  was  made  to  William  I.  Magie,  Esq.,  of  Eliza- 
beth, to  take  and  report  such  account.  He  has  reported  sub- 
stantially, that  the  defendant,  the  New  Jersey  Wood  Pave- 
ment Company,  has  laid  72.042-^  square  yards  of  the  Brock- 
lebank  and  Trainer  pavement,  as  follows  : 
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In  the  city  of  Plainfield 2,700    square  yards. 

In  the  city  of  Elizabeth  : 

Grove  and  Garden  Streets. . . .  io,i48T$ 

Newark  Avenue Z°fi2l^fo 

Sherman  Avenue 4, 95**^ 

Ninth   Avenue 14,957 

Grier  Avenue 3,449 

Sherman  Avenue,outside  of  city 

limits 5,°°3 


»• 
«» 


1  < 


1 « 


4< 


Total 72,042^ 

That  it  was  entitled  to  receive,  therefor,  as  the  contract 
price  for  the  work,  the  gross  sum  of  $346,934.83  ;  that  it  had, 
in  fact,  received  from  the  city  of  Elizabeth  $310,198,29  ; 
from  the  city  of  Plainfield  $10,834.69,  and  in  land,  for  pav- 
ing Sherman  Avenue,  outside  of  the  city  limits,  taken  at  the 
contract  price,  of  the  value  of  $22,513.50;  that  the  gross 
profits  of  the  defendants  upon  all  the  work,  after  deducting 
the  actual  cost  of  materials  and  labor  (except  such  as,  having 
been  omitted  in  the  account,  were  claimed  as  afterward 
stated),  and  assuming  that  the  whole  contract  price  of  the 
Plainfield  pavement  could  be  collected,  and  that  the  lands 
given  in  payment  of  the  Sherman  Avenue  extension  were 
worth  the  contract  price — were  $123,610.78  ;  that  from  these 
gross  profits,  admitted  by  the  defendants,  they  claimed  certain 
deductions,  stated  by  the  master,  with  his  finding  therein,  as 
follows  : 

1.  For  profits  on  the  various  materials  and  the  labor  used 
and  employed  in  the  construction  of  said  pavement,  $31,- 
611.92  ;  which  he  refused  to  allow. 

2.  For  losses,  arising  from  the  impossibility  of  collecting 
the  contract  price  of  the  Plainfield  pavement,  $3,388.35  ;  which 
he  allowed. 

3.  For  salaries  of  George  W.  Tubbs,  William  W.  Crane, 
and  Augustus  C.  Kellogg,  officers  of  the  defendant,  the  New 
Jersey  Wood  Paving  Company,  $14,000  ;  of  which,  he  allowed 
$7,000,  the  amount  of  said  salaries  for  one  year,  during  which 
the  work  was  done. 

4.  For  the  rent  of  the  premises,  occupied  by  the  defendant, 
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$6,000  ;  of  which  he  found  and  allowed  $3000,  being  the  rent 
for  one  year,  during  the  time  the  said  work  was  done. 

5.  For  wood,  not  charged  in  the  cost  of  the  work,  and 
deemed  to  have  been  used  as  fuel  in  doing  the  same,  $570.93  ; 
which  he  allowed. 

6.  For  $2,675.09,  claimed  to  have  been  expended,  in  erect- 
ing a  dock  on  ground  leased  to  said  defendants  ;  which  he  re- 
fused to  allow. 

7.  For  $550,  for  red  sand,  and  $4,237.20,  for  levelling  sand, 
claimed  to  have  been  used  as  materials  in  said  work,  and  not 
deducted  in  making  up  the  foregoing  account  of  gross  profits  ; 
which  he  allowed. 

8.  For  machinery,  claimed  to  be  procured  by  defendant,  and 
adapted  to  said  work  and  then  on  hand,  and  of  no  value, 
$4,893.22  ;  which  he  allowed. 

9.  For  an  expense  account,  not  included  in  the  cost  of 
labor  and  materials,  entering  into  said  account  of  gross 
profits,  but  claimed  to  be  properly  chargeable  thereto, 
$6,107.50  ;  which  he  allowed. 

10.  For  $25,000,  claimed  to  have  been  paid  for  an  interest 
in  the  patent  of  Brocklebank  &  Trainer ;  which  he  refused  to 
allow. 

11.  For  an  account  called  a  "  loss  and  gain  account,"  not 
included  in  the  statement  of  gross  profits,  $156.76  ;  which  was 
allowed. 

12.  For  profits  claimed  by  said  defendants  upon  other  work, 
allowed  to  have  been  included  in  said  contracts,  $6,572.75; 
which  he  refused  to  allow. 

13.  For  $13,868.42,  the  amount  claimed  to  have  been  paid 
as  royalty  or  license  fee  for  laying  the  said  pavements  under 
the  Brocklebank  &  Trainer  patent ;  which  he  allowed. 

14.  For  $15,241.33,  the  sum  claimed  to  have  been  paid  by 
the  defendant  to  stockholders  and  others,  as  a  rebate  upon 
pavement  laid  in  front  of  their  respective  lands  ;  which  he  re- 
fused to  allow. 

15.  And  for  probable  loss  on  the  sale  of  lands,  taken  for  the 
work  done  on  the  extension  of  Sherman  Avenue,  the  sum  of 
$5>°°3  J  which  he  allowed. 

He  further  reported,  that  the  aggregate  amount  of  the  al- 
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lowances  made  by  the  master  on  these  claims,  was  $48,775.38, 
leaving  the  net  profits  of  the  defendants  on  said  work  $74,- 
835.40  ;  upon  which  sum,  the  complainant  was  allowed  inter- 
est, at  the  rate  of  seven  per  cent,  from  the  29th  of  Augus't, 
1870,  the  average  date  of  the  payments  made  by  the  city  of 
Elizabeth,  to  the  date  of  the  report,  amounting  to  $16,- 
588.51,  making  for  net  profits  and  interest  the  sum  of  $91,- 
423.91. 

He  further  reported,  that  the  counsel  for  the  complainant 
conceded  before  him,  that,  inasmuch  as  the  bill  had  been  filed 
in  the  cause,  prior  to  the  passage  of  the  act  of  July  8,  1870, 
authorizing  damages  as  well  as  profits,  to  be  assessed  by  the 
master,  in  equity  cases,  no  damages  could  be  assessed  ;  and, 
that  he  had  restricted  his  inquiry,  solely,  to  the  gains  and 
profits  of  the  defendants  in  the  infringement  specified  in  the 
decree. 

To  the  report  of  the  master,  the  complainant  has  filed  six 
exceptions,  and  the  defendants  twelve  ;  but,  before  these  are 
considered,  it  is  important  to  ascertain,  if  we  can,  the  princi- 
ple on  which  the  complainant's  profits  for  the  illegal  use  of 
his  patent  are  to  be  estimated.  This  obviously  depends  upon 
the  character  of  the  patented  invention,  and  upon  the  mode  in 
which  the  owner  chooses  to  allow  the  public  to  use  his  mo- 
nopoly, and  upon  the  methods  of  procedure  in  the  tribunal 
to  which  he  appeals  for  redress.  The  subject  occupied  the 
attention  of  the  Supreme  Court  in  Seymour  v.  McCortnick, 
16  How.,  489,  and  the  difficulty  in  laying  down  a  rule, 
applicable  to  all  cases,  was  adverted  to.  Mr.  Justice  Grier,  in 
delivering  the  opinion  of  the  court — the  case  being  a  suit  at 
law — observed,  that :  "  It  must  be  apparent  to  the  most  super- 
ficial observer  *  *  *  that  there  cannot,  in  the  nature  of 
things,  be  any  one  rule  of  damages,  which  will  equally  apply 
to  all  cases.  The  mode  of  ascertaining  actual  damages  must 
necessarily  depend  on  the  peculiar  nature  of  the  monopoly 
granted.  A  man  who  invents  or  discovers  a  new  composition 
.  of  matter,  such  as  vulcanized  india  rubber,  or  a  valuable  medi- 
cine, may  find  his  profit  to  consist  in  a  close  monopoly,  forbid- 
ding any  one  to  compete  with  him  in  the  market,  the  patentee 
himself  being  able  to  supply  the  whole  demand,  at  his  own 
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price.  If  he  should  grant  licenses  to  all  who  might  desire 
to  manufacture  his  composition,  mutual  competition  might 
destroy  the  value  of  each  license.  *  *  *  If  any  person 
could  use  the  invention  or  discovery,  by  paying  what  a  jury 
might  suppose  to  be  the  fair  value  of  a  license,  it  is  plain  that 
competition'  would  destroy  the  whole  value  of  the  monopoly. 
In  such  cases,  the  profit  of  the  infringer  may  be  the  only 
criterion  of  the  actual  damage  of  the  patentee.  But  one  who 
invents  some  improvement  in  the  machinery  of  a  mill,  could 
not  claim  that  the  profits  of  the  whole  mill  should  be  the 
measure  of  damages  for  the  use  of  his  improvement.  And 
where  the  profit  of  the  patentee  consists  neither  in  the  exclu- 
sive use  of  the  thing  invented  or  discovered,  nor  in  the 
monopoly  of  making  it  for  others  to  use,  it  is  evident  that 
this  rule  could  not  apply.  *  *  *  Where  an  inventor  finds  it 
profitable  to  exercise  his  monopoly  by  selling  licenses  to  make 
or  use  his  improvement,  he  has  himself  fixed  the  average  of 
his  actual  damage,  when  his  invention  has  been  used  without 
his  license.  If  he  claims  anything  above  that  amount,  he  is 
bound  to  substantiate  his  claim,  by  clear  and  distinct  evi- 
dence. When  he  has  himself  established  the  market  value  of 
his  improvement,  as  separate  and  distinct  from  the  other 
machinery  with  which  it  is  connected,  he  can  have  no  claim  in 
justice  or  equity  to  make  the  profits  of  the  whole  machine  the 
measure  of  his  demand.  It  is  only  where,  from  the  peculiar 
circumstances  of  the  case,  no  other  rule  can  be  found,  that  the 
defendant's  profits  become  the  criterion  of  the  plaintiff's  loss." 

But  this  is  when  the  proceedings  are  at  law,  where  the  in- 
quiry is  about  the  actual  damages,  sustained  by  the  patentee, 
from  the  infringement.  Here  we  are  in  equity,  and  the 
question  which  concerns  us  is  :  For  what  profits  should  the 
infringer  account  for  the  unauthorized  use  of  the  invention  ? 

It  may  be  answered  generally,  that  the  patentee  is  entitled 
to  a  just  compensation  for  the  injury  which  he  has  sustained 
from  the  invasion  of  his  rights.  How  this  is  to  be  ascer- 
tained, depends  upon  the  facts  and  circumstances  of  each  case. 
If  the  owner's  profit  consists  in  having  a  license  fee  paid  to 
him,  by  all  who  use  the  invention,  the  amount  of  the  license 
is  his  profit ;  and  when  that  is  paid,  the  injury  done  by  the 
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use  without  a  license,  is  satisfied.  If  it  consist  in  the  exclu- 
sive use  of  the  thing  patented,  or  in  the  monopoly  of  making 
it  for  others  to  use,  additional  considerations  are  involved.  We 
are  then  to  inquire  :  What  is  the  character  of  the  invention  ?  Is 
it  a  new  machine,  or  manufacture,  or  composition  of  matter, 
whose  entire  value  and  usefulness  result  from  the  mechanism, 
combination,  or  constituents,  which  the  genius  of  the  paten- 
tee has  originated,  arranged,  or  produced  ?  Or  is  it  a  mere 
addition  to,  or  improvement  of,  an  existing  machine,  manu- 
facture, or  process,  rendering  them  more  valuable  and  profit- 
able, but  not  necessary  to  their  use,  and  which  may  be 
used  in  a  less  profitable  way,  without  the  addition  or  im- 
provement ? 

In  other  words,  when  profits  have  gone  into  an  infringer's 
pocket,  he  is  regarded  as  the  holder  of  property  not  belong- 
ing to  him,  but  which  he  must  restore  to  the  rightful  owner. 
If  the  invention  infringed  cover  the  entire  machine,  manu- 
facture, or  combination  used  by  the  infringer,  then  the  whole 
profits  should  go  to  the  patentee.  If  it  cover  only  a  part,  and 
there  are  other  and  different  elements  in  the  organism,  con- 
tributing to  make  up  the  aggregate  profits,  then,  only  such 
proportion  should  go  to  him,  as  have  sprung  from  his  con- 
tribution toward  the  value  of  the  whole. 

In  the  case  before  us,  the  complainant  is  the  licensee  of  the 
owners  of  Nicholson's  extended  patent.  It  has  "  the  sole 
and  exclusive  right  and  license  to  construct  and  lay,  and  to 
authorize  others  to  construct  and  lay,  the  (Nicholson)  patented 
pavement,  within  the  State  of  New  Jersey,  except  Jersey  City, 
during  the  entire  extended  term  of  said  patent."  It  pays  for 
the  license  a  royalty  of  sixteen  cents  for  every  square  yard  of 
the  pavement  which  shall  be  laid  in  the  said  territory,  within 
thirty  days  after  the  completion  of  such  pavement.  Its  profits 
arise  from  its  exclusive  use  of  the  invention  ;  from  the  mo- 
nopoly, which  it  has,  of  constructing,  or  bargaining  with 
others  to  construct,  the  pavement,  upon  agreed  terms,  any- 
where in  the  state  ;  except  in  certain  cases,  to  which  reference 
will  hereafter  be  made,  and  in  which  it  is  bound,  by  covenants 
with  its  grantor,  to  grant  a  license  for  laying  the  pavement  in 
a  sum  not  exceeding  thirty-one  cents  a  square  yard. 
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That  exclusive  use  or  monopoly  of  the  complainant  has 
been  interfered  with  by  the  defendants.  They  have  laid  its 
patented  combination  in  the  streets  of  Elizabeth,  without  its 
consent.  The  rule  in  equity  seems  to  be  settled,  under  such 
circumstances,  that  the  measure  of  damages,  due  to  the  com- 
plainant, is  the  amount  of  profits  made  by  the  infringers,  un- 
less, as  has  been  intimated,  some  portion  of  the  profits  have 
been  derived  from  the  use  of  constituents  of  the  combination, 
not  the  property  of  the  patentee,  and,  for  the  use  of  which,  he 
is  not  entitled  to  compensation. 

What,  then,  is  the  Nicholson  pavement?  What  is  the  owner 
of  the  patent  authorized  to  demand  for  the  infringement  of 
its  distinguishing  characteristics?  It  was  held  at  the  final 
hearing,  that  the  defendants  had  infringed  the  first  and  second 
claims,  to  wit :  1.  A  continuous  foundation  or  support,  directly 
upon  the  roadway,  having  arranged  thereon  a  series  of  blocks, 
with  parallel  sides,  endwise  in  rows,  so  as  to  leave  a  continuous 
narrow  groove,  or  channel  way,  between  each  row,  and  filling 
said  grooves  or  channel  ways  with  broken  stone,  gravel  and  tar, 
or  other  materials.  2.  The  formation  of  a  pavement,  by  laying 
a  foundation  directly  upon  the  roadway,  and  then  employing 
two  sets  of  blocks,  one  a  principal  set,  that  shall  form  the  under 
surface  of  the  pavement  when  completed,  and  an  auxiliary  set 
of  blocks  or  strips  of  board,  which  shall  form  no  part  of  the 
surface,  but  determine  the  width  of  the  groove  between  the 
principal  blocks,  and  also  the  filling  of  said  groove,  when  so 
formed,  with  broken  stone,  gravel  and  tar,  or  other  like  mate- 
rial. 

In  the  opinion,  sustaining  the  novelty  of  the  invention, 
American  Nicholson  PavemetU  Co.  v.  City  of  Elizabeth,  6  Fish.,  424, 
it  was  observed  :  "  The  complainant's  patent  is  doubtless  for  a 
combination.  The  several  parts  that  make  up  the  structure, 
are  :  (1)  A  continuous  foundation  directly  upon  the  roadway. 
(2)  A  series  of  blocks,  with  parallel  sides,  standing  endwise 
in  rows,  that  form  the  under  surface  of  the  pavement.  (3)  An 
auxiliary  set  of  blocks  or  strips  of  board,  which  form  no 
part  of  the  surface,  but  determine  the  width  of  the  grooves 
between  the  principal  blocks.  (4)  The  filling  of  the  grooves, 
when  so  formed,  between  the  principal  blocks,  with  broken 
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stone,  gravel  and  tar,  or  other  like  material.  It  is  not  claimed 
that  any  one  of  these  parts  is  new,  but  that,  in  their  combi- 
nation, they  produce  a  new  and  useful  result." 

Now,  what  had  the  defendants  done  ?  In  what  did  their 
infringement  consist  ?  They  did  not,  as  it  is  conceded  they 
were  authorized  to  do,  take  a  portion  of  the  ingredients  or 
elements  which  constituted  the  combination,  and  add  to 
them  other  ingredients  or  elements,  that  were  newly  discov- 
ered, and  which  were  not  equivalent  for  those  left  out,  thus 
producing  a  new  combination  substantially  different  from 
the  complainant's.  They  took  the  combination  as  Nicholson 
had  formed  it.  They  seized  the  whole  of  his  invention. 
There  is  nothing  in  his  patent,  which  is  not  contained  in  the 
Brocklebank  &  Trainer  patent.  But  they  did  more  than 
this.  They  added  a  new  feature  to  the  Nicholson  combina- 
tion. They  rabbeted  the  blocks  on  one  or  both  sides,  in  a 
dovetail  or  vertical  form,  and  bevelled  the  strips  to  suit  the 
rabbets  ;  which  addition,  it  is  claimed,  made  a  mechanically 
different  structure,  and  was  an  improvement,  in  that  it 
guarded  against  the  displacement  of  the  strips  or  short 
blocks,  and  distributed  the  pressure  upon  the  pavement  over  a 
larger  surface. 

We  are  inclined  to  believe  that  there  is  a  good  foundation 
for  this  claim  of  the  defendants,  whether  we  look  for  it  in 
the  evidence  of  the  case,  or,  in  the  well-ascertained  principles 
of  mechanics  ;  and  that  the  Brocklebank  &  Trainer  patent,  by 
this  addition,  has  improved  upon  the  Nicholson  combination. 

We  are  then  brought  to  the  inquiry  :  What  effect  should  the 
improvement  of  the  defendants',  have  upon  the  question  of 
complainant's  profits  ?  It  undoubtedly  added  to  the  expense 
of  laying  the  pavement,  and  to  that  extent,  diminished  the 
profits  of  the  whole  work.  If  it  had  lessened  the  cost,  it  is 
quite  evident  that  the  amount,  thus  saved,  ought  to  be  cred- 
ited to  the  improvement.  Upon  the  same  principle,  why 
should  not  the  sum  expended,  in  consequence  of  the  in- 
creased labor  of  the  addition,  be  charged  to  it  ? 

But  without  troubling  ourselves  further  with  this  aspect  of 
the  case,  it  seems  to  us  that  the  relative  value  of  the  defend- 
ants' addition  to  the  complainant's  invention,  ought  to  have 
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been  the  subject  matter  of  evidence  before  the  master,  al- 
though neither  party  offered  specific  testimony  in  regard  to 
it.  And  the  burden  of  proof  was  obviously  on  the  defend- 
ants. They  had  been  adjudged  infringers.  They  had  ap- 
propriated the  complainant's  invention,  and  realized,  from  its 
use,  large  profits.  Their  books  of  account  were  produced,  and 
exhibited  the  gross  amount.  From  this,  they  asked  the  mas- 
ter to  make  deductions,  and  it  was  for  them  to  show  what  de- 
ductions should  be  allowed.  They  had  caused  a  mingling 
and  a  confusion  of  rights,  by  unlawfully  adding  an  improve- 
ment  of  their  own  to  the  property  of  the  complainant,  and,  it 
was  their  duty,  and  not  the  complainant's,  to  prove  what  pro- 
portion of  the  profits,  if  any,  ought  to  be  credited  to  the 
changes  which  they  had  made  in  the  combination  of  the 
complainants.  This  proposition  was  warmly  contested  by  the 
able  counsel  of  the  defendants,  in  the  argument ;  but  it  seems 
to  the  court  so  clear,  that  it  hardly  needs  authority  to  sup- 
port it.  If  any  be  required,  it  will  be  found  in  Carter  v.  Baker, 
4  Fish.  420,  where  the  learned  judge  of  the  ninth  circuit,  in 
charging  the  jury  upon  this  precise  question,  said  :  "If  the 
defendants  have  improved  their  machine,  and  if  any  of  the 
profits  are  properly  credited  to  defendants'  improvement, 
they  do  not  belong  to  the  plaintiffs  ;  but  as  the  defendants 
have  wrongfully  connected  the  plaintiffs'  improvement  with 
their  own,  and  they  caused  the  confusion  of  rights,  if  any 
portion  of  the  profits  are  properly  to  be  credited  to  the  de- 
fendants' improvements,  the  burden  rests  upon  them  to  show 
affirmatively  that  fact,  and  how  much  of  those  profits  ought  to 
be  credited  to  this  improvement,  and  deducted  from  the  pro- 
fits of  the  sale  of  the  whole  machine  as  improved." 

As  no  affirmative  proof  was  offered,  the  master  made  no 
apportionment  of  the  profits  to  the  defendants,  for  any  specu- 
lative value  added  to  the  invention  by  Brocklebank  &  Trainer  ; 
unless  we  regard  in  that  light  the  $13,8683*^,  claimed  by 
them,  and  allowed  by  the  master,  for  the  royalty,  or  license 
fee,  paid  for  the  use  of  that  patent  in  laying  the  pavements, 
and  to  which  we  shall  more  particularly  refer,  when  we  come 
to  consider  the  exceptions  to  his  report. 

But  incidental  reference  has  already  been  made  to  another 
vol.  1 — 29 
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fact  in  the  case,  which  the  counsel  for  the  defendants  claim, 
as  a  controlling  one,  in  the  estimation  of  the  complainant's 
profits  :  to  wit,  that  the  complainant  is  limited,  by  the  terms 
of  its  license,  to  the  compensation  or  royalty  of  thirty-one 
cents  per  square  yard  ;  fifteen  of  which  is  payable  to  it,  and 
sixteen  to  the  owners  of  the  extended  patent. 

It  appears  from  the  exhibits  and  testimony  that  Nichol- 
son, the  owner  of  the  original  patent,  died  January  6,  1868, 
and  that  George  T.  Bigelow  was  appointed  the  administrator 
of  his  estate  ;  that  the  said  Bigelow,  as  administrator,  applied 
for  and  procured  an  extension  of  the  patent  for  seven  years 
from  August  8,  1868,  and  conveyed  the  one  third  of  the  ex- 
tended term  to  Edwin  C.  Larned  and  Stephen  A.  Goodwin  ; 
that  Bigelow,  Larned  and  Goodwin,  entered  into  an  agreement 
with  Charles  E.  Jenkins  and  W.  T.  B.  Milliken,  on  the  14th 
of  August,  1868,  wherein  they  granted  to  the  said  Jenkins 
and  Milliken,  the  sole  and  exclusive  right  and  license  to  con- 
struct and  lay,  or  to  authorize  and  license  others  to  construct 
and  lay,  the  patented  pavement,  in  all  the  cities,  towns  and 
places  of  New  Jersey,  except  Jersey  city,  upon  certain  terms, 
conditions  and  stipulations  therein  contained,  one  of  which 
was  as  follows  :  "  If  it  shall,  by  reason  of  decisions  of  the  courts 
or  otherwise,  be  found  impracticable  for  the  said  parties  of  the 
second  part  to  obtain  contracts  for  laying  said  pavement,  in 
any  town  or  city  in  said  territory,  to  be  made  with  such  parties 
of  the  second  part ;  or  the  work  of  constructing  such  pave- 
ment is  required  by  law  to  be  let  under  public  lettings,  open 
to  general  competition,  then  the  said  parties  of  the  second 
part  agree,  that  they  will  grant  to  any  such  town  or  city  de- 
siring to  lay  the  same,  a  license  so  to  do,  upon  a  license  fee 
.not  to  exceed  the  sum  of  thirty-one  cents  a  square  yard  ;  or 
will  publicly  authorize  any  person  or  persons  desiring  to  bid 
at  such  lettings  to  lay  the  same  upon  the  same  terms  as 
above  stated  ;  of  which  sum,  the  sum  of  sixteen  cents  shall  in 
every  case  be  made  payable  to  the  said  parties  of  the  first 
part,  as  hereinbefore  provided  ;  but,  for  the  fulfilment  of 
any  such  contracts  or  lioenses  made  or  granted,  as  in  this 
clause  provided,  the  said  parties  of  the  second  part  shall  be 
in  no  wise  responsible/' 
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The  complainant's  title  was  derived  from  Jenkins  and  Milli- 
ken,  by  license,  dated  September  5,  1868,  and  the  license  was 
taken  upon,  and  subject  to,  the  same  terms,  conditions,  and 
stipulations,  on  which  its  grantors  held  the  patent. 

By  the  123d  sec.  of  the  act  to  revise  and  amend  the  charter 
of  the  city  of  Elizabeth,  approved  March  4, 1863  (Laws  of  N.  J., 
p.  156),  it  was  enacted  that  all  contracts  for  doing  work  or  fur- 
nishing materials  for  any  improvement  provided  under  this 
act,  exceeding  $100,  shall  be  advertised  for  three  weeks  in  a 
newspaper  printed  and  circulating  in  the  city,  and  shall  at  all 
times  be  given  to  the  lowest  bidder.  A  supplement  was 
passed  February  9,  1870,  which  practically  repealed  the 
foregoing  section,  and  was  to  the  effect  that,  whenever  the 
city  council  should  determine  to  cause  any  improvement 
to  be  made,  which  contemplates  the  use  of  any  patented 
process  or  materials,  and  the  owners  of  one  half  of  the 
property,  in  running  feet,  along  the  line  of  the  intended 
improvement,  should  remonstrate  in  writing  against  the  use 
of  any  specified  patent,  or  petition  for  the  use  of  any  specified 
patent,  or  for  the  use  of  one,  of  two  or  more  specified  patents, 
in  making  such  improvement,  the  city  council  should  award 
the  contract  for  the  said  work,  only  in  accordance  with  the 
request  of  such  proportion  of  owners. 

This  was  followed  shortly  afterward  by  the  act  to  incorpo- 
rate the  New  Jersey  Wood  Paving  Company,  approved  March 
17,  1870,  in  which  George  W.  Tubbs,  William  W.  Crane, 
A.  C.  Kellogg,  and  nine  other  named  gentlemen,  were  con- 
stituted directors  of  the  corporation,  and  authorized  in  their 
corporate  name  to  construct  and  lay  wooden  pavements,  and 
to  purchase  all  materials,  patents,  and  patent  rights,  that 
might  be  deemed  of  advantage  to  their  business.  By  the  2d 
section,  the  capital  stock  was  limited  to  $250,000,  but  the 
company  was  prohibited  •  from  commencing  business  until 
$10,000  were  subscribed  and  paid  in  in  cash.  This  little  in- 
convenience was  obviated,  however,  by  the  4th  section,  in 
which  the  directors  were  authorized,  in  behalf  of  the  com- 
pany, to  receive  any  patents  or  patent  rights  suitable  for  its 
purpose,  at  a  valuation  to  be  agreed  upon,  and  in  lieu  of  cash 
subscriptions  for  stock.     The  objects  for  which  the  company 
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was  formed  may  be  readily  inferred  from  the  methods  of  its 
organization.  Mr.  Tubbs,  the  president,  on  his  cross-exami- 
nation, at  the  final  accounting,  folio  243,  tells  the  story  as  fol- 
lows :  "  The  nominal  stock  of  the  company  was  $250,000. 
There  never  was  anything  paid  in,  in  money,  by  the  stock- 
holders. The  stock  was  issued,  as  paid-up  stock,  for  the  li- 
cense under  the  Brocklebank  &  Trainer  patent,  which  was 
owned  by  Crane,  myself,  and  A.  C.  Kellogg,  under  the  firm 
of  Crane,  Tubbs  &  Co.  The  license  covered  New  Jersey.  I 
think  all  the  stock  was  issued  for  the  license.  One  half  was 
transferred  back  to  the  company  as  working  capital  I 
think  the  stock  was  issued  to  me  and  by  me  transferred.  Of 
the  other  one  half  of  the  stock,  issued  for  the  license,  the 
largest  part  went  to  Crane,  Tubbs  &  Co.  I  think  there  were 
ten  shares  issued  to  each  of  the  directors.  Crane  and  myself 
received  them  as  such  directors  ;  the  shares  were  of  $100 
each,  the  twelve  directors  had  120  shares,  and  the  balance  of 
the  1,250  shares  went  to  Tubbs  &  Co.  Those  directors  who 
did  not  serve,  did  not  take  their  stock." 

It  does  not  distinctly  appear,  how  many  of  the  twelve  direct- 
ors accepted  the  stock  thus  issued,  but,  as  the  Legislature  of 
the  State,  at  the  next  session  (Laws  of  N.  J.,  1871,  p.  312),  re- 
duced the  number  to  seven,  it  is  quite  probable  that  some  of  the 
gentlemen  declined  or  failed  to  accept.  In  any  event,  all  that 
there  was,  or  is,  in  the  New  Jersey  Wood  Paving  Company, 
except  the  few  shares  of  stock  thus  issued  to  the  directors, 
belonged  to  Tubbs,  Crane  &  Co.,  to  wit,  a  license  to  use  the 
Brocklebank  &  Trainer  patent  in  laying  wooden  pavements 
in  New  Jersey,  upon  the  payment  of  a  royalty  to  the  paten- 
tees of  twenty  cents  for  each  square  yard. 

Previous  to  the  time  when  the  charter  for  the  New  Jersey 
Wood  Paving  Company  was  obtained,  .the  complainant  had 
entered  into  several  agreements  with  the  city  of  Elizabeth  for 
laying  the  Nicholson  pavement,  one  as  early  as  December  4, 
1868,  for  upwards  of  9,000  square  yards  on  Broad  Street ; 
another,  July  1,  1869  for  1,620  square  yards  on  Grove  Street ; 
another,  July  14,  1869,  for  4,264  square  yards  on  Cherry 
Street,  and  another  November  15th  of  the  same  year,  for  10,- 
654  square  yards  on  Grier  Avenue.     Other  contracts  were 


SEPTEMBER,    1 874.  453 


American  Nicholson  Pavement  Co.  v.  City  of  Elizabeth. 

made  during  1870  and  187 1,  eight  in  number,  upon  as  many 
different  streets  or  avenues,  measuring  upward  of  100,000 
square  yards.  As  these  continued  through  a  course  of  years, 
and  largely  outnumbered  the  contracts  executed  with  the  de- 
fendants, it  must  be  assumed  that  other  reasons  than  dissatis- 
faction with  the  Nicholson  pavement  constrained  the  city  to 
enter  into  the  latter,  and  these  reasons  are  probably  found 
in  the  provisions  of  the  supplement  of  February  9,  1870, 
which  became  a  law,  before  any  contract  was  made  by  the  city, 
to  lay  the  Brocklebank  &  Trainer  pavement. 

The  first  of  these  was  entered  into  with  George  VV.  Tubbs, 
February  18,  1870,  for  the  improvement  of  Garden  Street ; 
the  second,  on  March  18,  1870,  for  Newark  Avenue  ;  the  third, 
on  April  20,  1870,  for  Grove  Street ;  the  fourth,  with  the  New 
Jersey  Wood  Paving  Company,  on  July  12,  1870,  for  Ninth 
Avenue  ;  and  the  fifth  and  sixth,  with  George  W.  Tubbs,  in 
the  month  of  September,  for  Sherman  and  Grier  Avenues. 
The  owners  of  half  the  property  upon  these  streets  and  ave- 
nues had  petitioned  the  Common  Council  of  the  city  to  con- 
tract for  the  Brocklebank  &  Trainer  pavement,  either  because 
they  preferred  it,  or  were  interested  in  it,  or  because  the 
New  Jersey  Wood  Paving  Company,  who  controlled  it,  had 
agreed  to  refund  to  these  gentlemen  a  portion  of  the  money 
which  should  be  paid  by  the  taxpayers  of  the  city  for  having 
it  laid.  On  this  point,  the  testimony  of  Geo.  W.  Tubbs  be- 
ore  the  master  is  quite  suggestive.  He  says,  p.  59,  fol.  235  : 
"  There  is  an  item  of  abatement  to  directors,  amounting  to$i4,- 
709-^^.  That  means,  this  :  when  the  company  was  formed, 
and  we  were  getting  the  charter,  it  was  agreed  with  the  parties 
who  got  the  charter,  that  when  we  paved  in  front  of  their  prop- 
erty they  should  have  the  benefit  of  fifty  cents  a  yard.  That 
was  deducted  out,  and  thus  this  item  arose.  That  amount 
was  paid  back  to  them." 

Statements  of  that  sort  rendered  it  unnecessary  for  the 
complainants  to  show,  at  whose  instance,  and  for  what  pur- 
pose, the  supplement  was  passed.  Such  is  a  detail  of  the 
facts  of  the  situation,  as  derived  from  the  evidence  in  the 
case.  It  is  insisted  by  the  counsel  of  the  defendants,  that, 
while  this  legislation  existed,  the  complainant  could  not  lay 
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the  pavements,  which  had  been  awarded  to  the  defendants 
on  the  application  of  the  majority  of  land-owners,  and 
hence,  that  its  profits  were  limited  to  fifteen  cents  a  square 
yard  by  the  express  terms  of  its  license.  Neither  branch  of 
this  proposition  is  true  in  the  sense  in  which  it  is  propounded. 
In  the  first  place,  a  preliminary  suggestion  is,  that  it  would 
not  be  quite  becoming  a  court  of  equity  to  allow  the  defend- 
ants to  profit  by  their  own  wrong,  and  it  is  that  which  they 
ask  the  court  to  do. 

The  improvement  of  certain  streets,  in  the  city  of  Eliza- 
beth, was  deemed  desirable,  and  steps  were  taken  to  ac- 
complish it.  The  Legislature  of  the  State  was  applied 
.to  by  certain  gentlemen,  who  obtained  the  enactment  of  a 
law,  that  practically  shut  up  the  city  to  award  the  work 
to  the  licensees  of  the  Brocklebank  &  Trarner  patent ;  for,  by 
its  provisions,  a  majority  of  the  land  owners  controlled  the 
selection,  and  it  was  made  their  interest  to  demand  the  la}Mng 
of  that  pavement,  by  having  refunded  to  them  a  portion  of 
the  profits  derived  from  the  whole  work.  Large  profits  were 
realized  by  the  licensees  from  these  contracts,  but,  realized 
from  the  use  of  the  complainant's  invention.  Will  the  court 
allow  the  bulk  of  these  profits  to  be  retained  by  the  infring- 
ers, because  the  complainant  could  not  be  a  competitor  for 
the  work,  when  it  so  clearly  appears,  that  whatever  disabili- 
ties existed  in  regard  to  competition,  were  produced  by  the 
infringers  themselves  ? 

Again,  it  is  assumed,  that  the  complainant  could  not  lay 
these  pavements,  because  the  property  owners  had  asked  for 
the  use  of  defendants',  and  not  the  complainant's,  patent. 
But  is  it  altogether  sure  that  the  Brocklebank  &  Trainer 
patent  would  have  been  preferred,  if  it  had  not  been,  in  fact, 
the  Nicholson  invention,  with  something  added  ?  And  shall 
the  defendants  be  allowed  to  accumulate  large  gains  by  using 
complainant's  property,  and  afterwards,  to  retain  them,  upon 
the  plea  that  complainant  could  not  have  made  them  ?  Is 
not  this  raising  a  new  and  false  standard  for  the  measure  of 
complainant's  damages  ?  In  estimating  its  profits,  is  it  not 
changing  the  inquiry  from  what  the  defendants  actually 
made,  into  what  the  complainant  could  or  could  not  make  ? 
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And  is  not  this  as  remote  from  the  real  question,  as  the  ex- 
ploded inquisition  into  what  the  defendants  might  or  might 
not  have  made  ? 

But,  without  following  these  suggestions  to  their  ultimate 
results,  let  us  look  a  little  closer  into  the  matter,  and  ascertain 
whether  any  contingency  arose,  which  limited  the  licensees 
of  the  Nicholson  pavement  to  the  sum  of  fifteen  cents  per 
square  yard.  Upon  what  conditions  did  the  licensees,  agree 
with  the  owner  of  the  patent,  to  permit  third  parties  to  lay  the 
pavement  for  thirty-one  cents  per  square  yard  ?  These  were 
two  in  number  :  (1)  Where,  by  reason  of  the  decision  of  the 
courts,  or  otherwise,  it  was  found  impracticable  for  the  licensees 
to  obtain  contracts  for  laying  it  in  any  town  or  city  of  New 
Jersey  ;  and  (2)  where  the  work  of  constructing  the  pavement 
was  required  by  law  to  be  let  under  public  lettings,  and  open 
to  general  competition  ;  neither  of  which  existed  in  the 
present  case. 

Conclusive  proof  that  it  had  not  been  found  impracticable, 
by  reason  of  any  decisions  of  the  courts  or  otherwise,  for  the 
complainant  to  obtain  contracts  to  lay  the  Nicholson  pave- 
ment in  Elizabeth,  is  discovered  in  the  fact  that  it  entered 
into  a  number  of  contracts  for  laying  such  pavement,  both 
before  and  after  the  dates  of  the  contracts  with  the  defend- 
ants. 

And  after  the  supplement  of  February  9,  1870,  there  could 
be  no  public  lettings,  open  to  general  competition,  for  street 
improvements,  because  that  act  concluded  the  city  in  regard 
to  the  patents  to  be  used,  by  the  expressed  preference  of  a 
majority  of  land  owners  on  the  line  of  the  street,  and  no  one 
could  bid  for  the  work,  except  the  owners  or  licensees  of  the 
particular  patent,  which  the  property  holders  had  selected. 

But  let  it  be  admitted  that  these  contingencies  in  fact  ex- 
isted, what,  then,  did  the  licensees  agree  to  do  ?  These  two 
things  :  (1)  "To  grant  to  any  town  or  cit}-,  desiring  to  lay  the 
Nicholson  pavement,  a  license  so  to  do,  upon  a  license  fee  not  to 
exceed  thirty-one  cents  per  square  yard."  (2)  "  To  publicly 
authorize  any  person  or  persons,  desiring  to  bid  at  public  lettings y 
to  lay  the  Nicholson  pavement"  upon  the  same  terms. 

In  reference  to  the  first,  did  the  city  of  Elizabeth  ever  ex- 
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press  a  desire  to  lay  this  pavement  upon  these  streets  ?  Was 
it  not  estopped,  by  the  provisions  of  the  law,  from  having  a 
voice  in  the  matter  ?  Did  not  the  2d  Section  of  the  Act  of 
1870,  make  it  the  duty  of  its  mayor  to  veto  every  contract 
that  the  city  council  should  award,  which  was  not  in  strict 
accordance  with  the  expressed  wishes  of  a  majority  of  the 
property  owners,  in  regard  to  the  use  of  a  specified  patent  ? 

In  reference  to  the  second,  there  is  no  proof  of  any  public 
lettings,  nor  of  the  existence  of  persons  desiring  to  bid  at 
them.  There  could  be  none,  "  open  to  general  competition," 
in  any  proper  sense,  after  the  supplement  of  1870  ;  and,  if  there 
had  been,  no  bids  could  have  been  received  and  considered 
for  these  streets,  from  persons  who  proposed  to  use  the  com- 
plainant's patent 

But  again,  this  covenant  was  between  the  owner  and  the 
licensees  of  the  Nicholson  extended  patent,  and  was  imposed 
upon  the  latter  for  the  benefit  of  the  former.  The  owner's 
profit  was  a  royalty  of  sixteen  cents,  for  every  square  yard  of 
pavement,  laid  ;  and  it  was  their  interest  to  secure  the  laying 
of  as  many  square  yards  as  possible,  and  to  guard  against  the 
temptation,  which  such  methods  of  compensation  suggest,  of 
putting  down  a  small  quantity  of  pavement,  at  a  large  profit, 
rather  than  a  large  quantity  at  a  small  profit. 

The  city  of  Elizabeth,  under  the  circumstances  mentioned 
in  the  covenant,  could  have  required  the  complainant  to  lay 
the  pavement,  at  the  price  limited  therein,  but  did  not. 
These  defendants,  under  the  like  contingencies,  could  have 
bargained  to  use  the  complainant's  patent,  without  being 
guilty  of  infringement,  upon  the  payment  of  the  prescribed 
consideration,  but  did  not.  On  the  contrary,  in  consequence 
of  owning  the  property  on  certain  streets,  or  from  making  it 
the  interest  of  other  property  owners,  by  secret  agreements,  to 
pay  them  a  portion  of  the  profits,  they  secured  a  request  for 
the  laying  of  the  Brocklebank  &  Trainer  pavement,  and  en- 
tirely ignored  any  arrangements  by  which  the  taxpayers  of 
the  city  might  receive  the  economical  advantages  resulting  to 
the  public,  from  the  terms  on  which  the  complainant  held 
the  Nicholson  patent.  Shall  it  now  be  said,  that  a  court  of 
equity  ought  to  allow  them  to  invoke,  for  their  protection  and 


SEPTEMBER,    1 874.  457 


American  Nicholson  Pavement  Co.  v.  City  of  Elizabeth. 

immunity  against  the  surrender  of  their  unlawful  gains,  a 
covenant  between  other  parties,  executed  for  other  purposes, 
and  from  the  benefit  of  which  thev  took  all  available  means 
to  exclude  themselves  and  the  city  of  Elizabeth  ? 

It  results  from  the  foregoing  views,  and  the  court  holds  : 
1.  That  if  the  defendants  desired  an  allowance  from  their 
ascertained  profits,  for  the  benefits  contributed  to  the  com- 
plainant's invention,  by  the  Brocklebank&  Trainer  addition, 
the  burden  of  proof  was  on  them  to  show  to  the  master,  ap- 
proximately, at  least,  the  extent  of  the  advantages  which  were 
added,  and  the  proportion  of  the  profits  which  were  made,  by 
their  improvement  of  the  Nicholson  combination.  2.  That 
at  this  stage  of  the  proceedings,  where  the  only  question 
before  the  master  was  the  one  of  accounting  for  the  profits 
realized  from  the  infringement  of  the  complainant's  patent, 
there  was  no  principle  of  justice  or  equity  that  limited  the 
accountability  of  the  defendants  to  the  payment  of  certain 
royalties,  which,  under  other  circumstance,  the  complainant 
might  have  been  compelled  to  accept  as  the  proper  measure 
of  its  loss. 

We  are  now  brought  to  the  consideration  of  the  exceptions 
filed  to  the  findings  of  the  master.  Before  looking  at 
them,  it  is  proper  to  premise,  that  there  is  nothing  in  the 
case,  which  authorizes  the  court,  if  it  had  the  power,  and 
were  so  disposed,  to  visit  upon  the  defendants  any  con- 
sequences in  the  nature  of  a  penalty.  They  were  not 
wanton  infringers.  They  were  proceeding  under  an  author- 
ity, equal  on  its  face,  to  that  of  the  complainant,  to  wit,  a 
patent  from  the  Government  of  the  United  States,  and  they 
had  a  right  to  assume,  that  it  was  valid  until  a  competent  tri- 
bunal decided  to  the  contrary.  They  are  not  to  be  treated 
like  another  class  of  infringers — unhappily  too  large — who, 
without  a  pretext  of  right,  seize  upon  the  inventions  or  the 
property  of  others,  and  trust  to  the  ignorance, or  the  poverty, 
or  the  kindheartedness  of  the  owners,  for  immunity  in  re- 
taining their  piratical  gains.  All  that  the  defendants  should 
be  required  to  do,  in  the  present  case,  is  to  simply  restore  to 
the  complainant  the  money,  which  the  use  of  its  property  had 
enabled  them  to  make. 
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We  will   first  advert  to    the  exceptions  of    the  complain- 
ant. 

i.  The  first  is,  that  the  master  erred,  in  not  excluding  cer- 
tain evidence,  for  the  reasons  assigned,  when  it  was  offered. 
The  question  which   the  counsel  of  the  complainant  seeks 
to  raise,  does  not  properly  come  up  by  exceptions  to  the  mas- 
ter's ruling.     His  course  was,  in  accordance  with  the  prevail- 
ing practice  in  the  circuits,  to  wit,  taking  down   the  testi- 
mony ;  noting  the  objections  of  the  opposing  counsel,  and  the 
reasons  stated  for  its  incompetency  ;  leaving  its  admissibility 
to  be  determined  by  the  court,  on  the  argument,  where  the 
question  would  arise,  on  a  motion  to  strike  out,  by  those  ob- 
jecting.    Whilst,  therefore,  we  are  not  willing  to  say  that  the 
exception  is  well  taken,  and  that  the  master  erred  in  admitting 
the  testimony  and  noting  the  objections,  we  have  no  hesita- 
tion in  holding  that,  under  the  reference,  the  evidence  was 
incompetent.     It  was  offered  by  the  defendants,  to  show  that 
there  were  other  forms  of  wooden  pavement  open  to  the  pub- 
lic, which  they  might  have  used,  and  made  the  profits,  or  some 
portion  of  the  profits,  which  had  been  realized  in  the  use  of 
the  complainant's  invention.     It  is  a  sufficient  reply  to  such 
offer,  to  observe,  that  the  defendants  preferred  and  used  the 
complainant's  property,  and  made  their  gains  therefrom  ;  and 
that  these  gains  no  less  belong  to  the  complainant,  because  they 
might  have  realized  other  gains  by  the  use  of  lawful  methods. 
2.  The  second  objection  is  not  well  taken,  and  seems  to  mis- 
apprehend the  action  of  the  master.     It  alleges  that  he  erred, 
in  "  allowing  for  losses  arising  from  the  impossibility  of  col- 
lecting  the  contract  price  of  the  Plainfield   pavement,  the 
sum  of  13,388.35,  such  loss  being  of  prospective  profits  only." 
The  master,  in  the  account,  charged  the  defendants  with  the 
whole  sum  to  be  received  for  laying  said  pavement,  114,223.14. 
He  states,  in  his  report,  that  the  gross  profits,  charged  to  de- 
fendants, amounted  to  $123,610. 78,  only  "  by  assuming  that  the 
whole  contract  price  of  the  Plainfield  pavement  could  be  col- 
lected." The  proof  was  (fol.  315),  that  they  received  On  account 
of  said  contract  $9,273.24  in  cash,  and  Si. 561. 45  in  materials 
not  used,  making  the  aggregate  of  ((10,834.69,  and  that  the 
residue  of  the  consideration  could  not  be  collected.     The  ac- 
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tual  loss,  therefore,  to  the  defendants,  upon  this  mode  of  ac- 
counting, was  the  difference  between  these  amounts,  to  wit, 
$3,388.35,  which  sum  the  master  properly  deducted. 

3.  The  third  exception  objects  to  the  master's  allowance  of 
$7,000  to  the  officers  of  the  New  Jersey  Wood  Paving  Com- 
pany, as  reasonable  .compensation  for  their  services  during 
the  year  in  which  the  pavements  were  laid.     The  six  con- 
tracts of  the  defendants,  were  assigned  to,  and  completed  in 
the   name  of  The  New  Jersey  Wood  Paving  Company,  of 
which  corporation,  George  W.  Tubbs  was  president,  and  A. 
C.  Kellogg  and  William   W.  Crane  were  successively  trea- 
surers, all  of  whom  acted  as  general  superintendents  in  the 
work  of  laying  the  pavements.     The  board  of  directors  voted 
to  these  gentlemen,  $7,000  a  year,  as  salaries  during  the  time 
that  they  held  the  offices,  and  performed  the  labor  of  super- 
intendence. As  the  company  was  engaged  in  very  little  other 
work  while  these  pavements  were  being  laid,  the  defendants 
claimed  that  two  years'  salary,  amounting  to  $14,000,  was 
only  a  reasonable  allowance  to  these  officers,  and  that  the 
sum  ought  to  be  deducted  from  the  profits  which  their  skill 
and  vigilance  had  helped  to  earn.     The  master  reported  that 
all  the   work  was  completed  within  a  year,  and    that  one 
year's  salary  of  $7,000  was  a  proper  compensation.       The 
complainant  insists  that  nothing  should  be  allowed   to  in- 
fringers, from  the  profits,  for  personal  services  rendered,  and 
quotes    The  Rubber   Company  v.  Goodyear ',  9  Wall.  788,  to  sus- 
tain this  view  of  the  law.     But,  an  examination  of  that  case, 
shows  that,  the  contrary  was  held.    In  making  up  the  account, 
the   master  there  allowed,  as  deductions  from    the  profits, 
41  the  usual  salaries  of  the  managing  officers,"  but  "  refused 
to  allow  the  extraordinary  salaries,  which,  it  appeared  by  the 
books,  had  been  paid — being  satisfied  they  were  dividends  of 
profit  under  another  name,  and  put  in  that  guise  for  conceal- 
ment and  delusion." 

His  action  was  approved  by  the  court,  both  as  to  the  allow- 
ance and  disallowance  ;  and  the  principle  to  be  extracted  from 
that  decision,  is,  that  while  courts  will  rebuke  all  attempts 
on  the  part  of  infringers  to  cover  up  or  absorb  gains  and 
profits,  under  the  names  of  salary,  or  compensation  for  per- 
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sonal  service,  yet,  in  those  cases  where  defendants  have  not 
forfeited  the  favor  of  the  court,  by  their  naked  piracy  of  the 
rights  of  others,  a  reasonable  allowance  will  be  made  to 
them  from  the  profits,  for  their  care  and  skill  in  directing  the 
execution  of  the  work.  As,  in  the  present  case,  the  work  was 
of  such  magnitude  and  character  that  the  contracts  pro- 
duced the  gross'  sum  of  upwards  of  $300,000,  the  amount  of 
$7, 000  would  not  seem  to  be  an  unusual,  or  extraordinary  re- 
muneration to  three  competent  men  for  conducting  and 
superintending  it. 

4.  The  fourth  exception  is  to  the  allowance  of  $6,107.50  for 
"  an  expense  account,"  not  included  in  the  cost  of  labor  and 
materials.  The  allegation,  is  that,  there  was  no  evidence  before 
the  master  as  to  the  constitution  of  such  amount,  or  as  to  the 
nature  of  the  application  or  expenditure  thereof,  or  that  the 
same  was  paid  in  good  faith  by  the  defendants,  to  other  per- 
sons, for  expenses.  The  testimony  of  S.  S.  Morse,  the  secretary 
of  the  company  (fol.  303),  was,  that  this  charge  was  made  up 
by  numerous  expense  bills,  for  various  items  that- could  not  be 
classified,  and,  therefore,  went  into  the  general  expense  ac- 
count. He  added  :  "  I  have  an  account  of  the  various  items, 
here,  and  the  vouchers."  The  only  cross-examination,  on  this 
subject,  to  which  he  was  subjected,  was  at  folio  341,  where, 
he  was  asked  to  explain  what  he  meant  by  expense  account, 
and  replied  :  "  I  mean  for  salaries  and  such  things  that  I 
could  not  class  and  charge  to  a  particular  job.1'  It  must 
be  assumed,  under  these  circumstances,  that  the  master 
was  satisfied  from  an  examination  into  the  accounts  and 
vouchers  produced,  that  there  was  a  proper  foundation  for 
the  charge. 

5.  The  fifth  exception  complains  of  the  master  for  allow- 
ing $156^^  for  an  account  called  '*  a  loss  and  gain  ac- 
count." Such  a  vague  charge  demands  explanation  and  none 
is  given.  It  first  appears,  at  the  close  of  the  accounting,  in 
exhibit  G,  of  defendants.  We  have  examined  the  testimony, 
and  can  nowhere  find  an  allusion  to,  or  explanation  of,  the 
item.  As  it  seems  to  be  unsupported  by  evidence,  the  excep- 
tion is  sustained. 

6.  The  last  exception  by  the  complainant  is  that  the  mas- 
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ter  erred  in  deducting  $13,868.42  as  royalty,  or  license  fee, 
paid  for  laying  69,342  square  yards  of  pavement,  under  the 
Brocklebank  &  Trainer  patent.  Two  reasons  are  assigned 
for  objecting  to  the  allowance  :  (1)  Because,  as  to  said 
sum,  the  defendants  have  no  title  as  against  the  com- 
plainant. (2)  Because  the  evidence  before  the  master,  af- 
firmatively showed,  that  the  same  was  not  paid  in  good 
faith  by  the  defendants  to  other  persons  for  expenses. 
The  defendants  were  the  licensees  of  Brocklebank  &  Trainer, 
and  had  agreed  to  give  to  them,  as  the  owners  of  the  patent, 
a  royalty  of  twenty  cents,  for  every  square  yard  of  pavement, 
put  down.  The  quantity  paid,  amounted  to  the  above  sum, 
and  Mr.  Tubbs  testified,  that  it  was  paid  to  Brocklebank  & 
Trainer.  Mr.  Morse,  on  the  other  hand,  says  that  the  amount 
was  in  fact  paid  by  the  company,  but  that  $729.80  went  to 
Michael  Doyle,  and  the  balance  to  Captain  Tubbs."  It 
does  not  concern  the  present  inquiry,  to  whom  the  money 
was  paid,  if  it  was,  in  truth,  a  legitimate  expense,  to  be  de- 
ducted from  the  profits.  The  master  makes  the  allow- 
ance, and  gives  his  reason  for  it  in  the  following  words  : 
"  Defendant  further  claimed  that  there  should  be  allowed, 
and  deducted  from  the  gross  profits,  $13,868.42,  claimed 
to  have  been  paid  as  royalty  or  license  fee  for  laying 
69,342  square  yards  of  said  pavement,  under  the  Brock- 
lebank &  Trainer  patent.  It  appearing  that  said  pave- 
ment, decreed  in  the  cause  to  be  an  infringement  of  plaintiff's 
patent,  contains  a  novel  feature,  alleged  to  have  been  an  im- 
provement, and  patented,  and  that  the  license  to  lay  the  same 
was  upon  the  payment  of  such  license  fee,  and  which  has 
been  paid,  I  find  and  allow  the  said  sum  etc.,  as  a  proper  de- 
duction." 

We  have  already  considered  the  question,  whether  the  mas- 
ter ought  to  have  made  an  allowance  to  the  defendants  as  the 
licensees  of  the  Brocklebank  &  Trainer  patent,  for  their  addi- 
tion to  the  Nicholson  invention,  and  have  held  that,  in  the 
absence  of  affirmative  proof,  on  the  part  of  the  defendants,  of 
its  value,  he  was  justified  in  giving  no  credit  for  such  addi- 
tion But  here  we  have  a  different  question.  The  contracts 
on  which   the  profits  were  realized,  were  for  the  use  of  the 
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Brocklebank  &  Trainer  pavement.  No  other  could  be  put 
down.  The  defendants  had  bargained  to  pay  the  above  sum 
to  its  owners,  whenever  they  used  the  patent,  and,  so  far  as  it 
appears,  had  made  the  bargain  in  good  faith.  It  was  an  ex- 
pense necessary  to  be  incurred,  in  order  to  fulfil  their  con- 
tracts. They  agreed  to  pay,  and  did  in  fact  pay,  twenty  cents 
a  square  yard  for  the  Brocklebank  &  Trainer  improvement. 
.Perhaps  the  improvement  did  not  contribute,  so  much  as 
that,  towards  the  aggregate  profits  of  the  enterprise.  It  is 
difficult  to  apportion  in  such  cases.  But,  if  it  did  not,  is  not 
the  burden  of  proof  here  shifted,  and  ought  not  the  complain- 
ant, to  have  shown  affirmatively,  that  the  expenditure,  thus 
made,  was  unnecessary,  or  extravagant  in  amount  ?  This 
was  evidently  the  view  which  the  master  took,  and,  in 
default  of  such  proof,  we  are  not  prepared  to  affirm  that  he 
erred  in  allowing  the  payment  as  a  deduction  from  the  profits. 
We  have  now  reached  the  defendants'  exceptions,  but,  as 
the  principles  upon  which  most  of  them  rest,  have  been  inci- 
dentally discussed  in  the  foregoing  opinion,  it  will  not  be 
necessary  to  allude  to  them  in  detail.  It  is  sufficient  to  say, 
that  they  have  all  been  carefully  considered,  and,  in  our  judg- 
ment, must  all  be  overruled,  except  the  9th,  in  regard  to  the 
allowance  of  interest  by  the  master.  Whatever  might 
have  been  the  opinion  of  the  court,  as  to  their  action 
in  this  respect,  if  the  question  had  been  open,  we  are  con- 
strained to  say,  on  the  authority  of  Mowry  v,  Whitney^ 
14  Wall.  653,  that  the  case  before  us,  is  not  one  where  in- 
terest should  be  allowed,  until  after  the  final  decree.  How- 
ever much  that  case  differs  from  this,  in  regard  to  the  contri- 
bution to  the  aggregate  profits,  by  the  use  of  constituents  in 
the  infringing  process,  not  belonging  to  the  patentee  who 
complained  of  the  infringement,  it  is  the  same  in  regard  to 
the  defendants'  liability  to  interest  on  the  profits  ;  and  the 
reasons  assigned  by  the  Supreme  Court  for  sustaining  the 
exceptions  to  the  master's  report,  allowing  interest  there,  are 
precisely  applicable  here.  Mr.  Justice  Strong  delivered  the 
opinion,  in  the  conclusion  of  which  he  said  :  "  The  defend- 
ant should  not  have  been  charged  with  interest  before  the 
final  decree.     The  profits  which  are  recoverable  against  an 
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infringer  of  a  patent,  are,  in  fact,  a  compensation  for  the 
injury  the  patentee  has  sustained  from  the  invasion  of  his 
right.  They  are  the  measure  of  his  damages.  Though 
called  profits,  they  are  really  damages,  and  unliquidated, 
until  the  decree  is  made.  Interest  is  not  generally  allow- 
able upon  unliquidated  damages.  We  will  not  say,  that  in 
no  possible  case  can  interest  be  allowed.  It  is  enough 
that  the  case  in  hand  does  hot  justify  such  an  allowance. 
The  defendant  manufactured  the  wheels,  of  which  the  com- 
plaint is  made,  under  the  patent  granted  to  him  in  1861. 
His  infringement  of  the  complainant's  patent  was  not  wanton. 
He  had  before  him  the  judgment  of  the  Patent  Office,  that  his 
process  was  not  an  invasion  of  the  patent  granted  to  the  com- 
plainant, and  though  this  does  not  protect  him  against 
responsibility  for  damage,  it  ought  to  relieve  him  from  liability  to 
interest  on  profit.'* 

There  must  be  a  decree  for  the  complainant,  for  the  amount 
reported  due  by  the  master,  to  wit ;  $91,423.91,  after  first  de- 
ducting therefrom  $16,588.51,  the  interest  allowed  by  him, 
and  adding  thereto  $156.76,  which  he  improperly  deducted 
from  the  acknowledged  gross  profits. 

C.  A.  Seward,  for  the  complainant. 

Keller  6r-  Blake,  for  the  defendants. 


The  American  Nicholson  Pavement  Company 


vs. 


The  City  of  Elizabeth  et  al.      In  Equity. 

Where  the  decree  is  for  recovery  of  money  not  otherwise  secured,  the  prac- 
tice of  the  court,  upon  an  allowance  of  an  appeal  from  the  Circuit  to  the 
Supreme  Court,  requiring  a  bond,  with  one  or  mote  sureties,  for  double 
the  amount  of  the  decree  and  costs,  should  not  be  departed  from,  ex- 
cept in  cases  where  the  appellee  is  made  secure  in  other  ways,  and  where 
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such  requirement,  under  some  special  circumstances,  will  operate  as  a 
hardship  on  the  appellant. 

The  practice  of  requiring  the  bond  to  be  in  double  the  amount  ought  not 
always  to  be  insisted  on,  as  the  law  does  not  require  that  the  security 
should  be  in  any  fixed  propottion  to  the  decree.  It  is  only  necessary 
that  it  should  be  sufficient. 

The  case  of  Stafford  v.  Union  Bank,  16  How.  135,  considered. 
(Before  Nixon,  J.,  District  of  New  Jersey,  October,  1874.) 

Nixon,  J. 

This  is  an  application  to  the  court  to  determine  the  amount 
of  the  bond  and  security  to  be  given  on  the  allowance  of  an 
appeal  to  the  Supreme  Court. 

The  56th  section  of  the  patent  act  of  July  8,  1870  (16  Stat,  at 
Large,  207),  allows  a  writ  of  error,  on  appeal  to  the  Supreme 
Court  from  any  judgment  or  decree  of  a  circuit  court,  in  any 
case  at  law  or  in  equity,  touching  patent  rights,  in  the  same 
manner,  and  under  the  same  circumstances,  as  in  other  judg- 
ments and  decrees  of  such  circuit  courts,  without  regard  to 
the  value  or  sum  in  controversy.  The  2 2d  section  of  the 
judiciary  act  (1  Stat,  at  Large,  73),  as  modified  by  the  2d 
section  of  the  act  of  March  3,  1803  (2  Stat,  at  Large,  244;, 
prescribes  the  conditions  and  circumstances  under  which 
writs  of  error  and  appeals  may  be  brought,  and  enacts,  that 
every  justice  or  judge,  signing  a  citation  on  any  writ,  shall 
take  good  and  sufficient  security,  that  the  plaintiff  in  error,  or 
appellant,  shall  prosecute  his  writ  to  effect,  and  answer  all 
damages  and  costs,  if  he  fail  to  make  his  plea  good.  By  the 
act  of  December  12,  1794  (1  Stat,  at  Large,  404),  passed  to 
amend  and  explain  the  above  recited  section,  the  security  to 
be  required  and  taken,  on  the  signing  of  a  citation,  or  any 
writ  of  error,  which  shall  not  be  a  supersedeas  and  stay  exe- 
cution, shall  be  only  to  such  amount,  as,  in  the  opinion  of  the 
judge  taking  the  same,  shall  be  sufficient  to  answer  all  such 
costs,  as,  upon  the  affirmance  of  the  judgment  or  decree, 
may  be  adjudged  to  the  respondent  in  error. 

In  order  that  the  writ  may  operate  as  a  supersedeas,  and 
stay  the  execution,  it  is  necessary  that  a  copy  should  be 
lodged  for  the  adverse  party  in  the  clerk's  office,  where  the 
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record  remains,  within  ten  days,  Sundays  exclusive,  after  ren- 
dering the  judgment  or  passing  the  decree  complained  of, 
and,  also,  that  the  btfnd,  approved  by  the  judge,  allowing  the 
writ,  should  be  filed  there.  It  is  true,  that  by  the  nth  section 
of  the  act  of  June  1,  1872  (17  Stat,  at  Large,  198),  a  supersedeas 
may  be  obtained,  if  security  be  given  and  the  bond  approved 
by  the  judge  within  sixty  days  after  the  rendition  of  the  judg- 
ment or  signing  the  decree  ;  but,  it  has  been  held,  that  such  a 
supersedeas  stays  the  proceedings,  only,  after  the  filing  of  the 
bond,  and,  that  all  liens,  previously  acquired,  remain. 
Comm* rs  of  Boise  Co.  v.  Gorman,  20  Int.  Rev.  R.,  127. 

In  furtherance  of  the  objects  of  the  foregoing  legislation, 
Rule  No.  29  of  the  Supreme  Court,  prescribes  that :  "  Su- 
persedeas bonds,  in  the  circuit  courts,  must  be  taken,  with 
good  and  sufficient  security,  that  the  plaintiff  in  error  or 
appellant  shall  prosecute  his  writ  of  appeal  to  effect,  and  an- 
swer all  damages  and  costs,  if  he  fail  to  make  his  plea  good  ; 
such  indemnity,  where  the  judgment  or  decree  is  for  the 
recovery  of  money  not  otherwise  secured,  must  be  for  the 
whole  amount  of  the  judgment  or  decree,  including  just 
damages  for  delay  and  costs  and  interest  on  the  appeal." 

A  final  decree  was  entered  against  all  the  defendants,  The 
New  Jersey  Wood  Paving  Company,  George  W.  Tubbs,  and 
the  City  of  Elizabeth,  as  joint  trust-feasors  or  infringers,  on 

the — day  of ,   a.d.  1874,    for  the    sum  of   $ and 

costs.  No  execution  has  been  issued,  and  one  of  the  objects 
to  be  gained  by  filing  the  bond,  is  to  obtain  a  supersedeas, 
under  the  act  of  June  1,  1872.  If  this  were  not  desirable,  an 
appeal  could  be  had  by  giving  the  bond  in  a  sum  sufficient 
to  cover  the  costs  that  may  be  adjudged  to  the  respondent  in 
error,  by  virtue  of  the  provisions  of  the  act  of  December  12, 

1794. 
In  cases  of  this  sort,  where,  in  the  language  of  the  29th 

rule,  "  the'decree  is  for  the  recovery  of  money  not  otherwise 
secured,"  the  practice  of  the  court,  heretofore,  has  been  to  re- 
quire a  bond,  with  one  or  more  sureties,  for  double  the 
amount  of  the  decree  and  costs,  and  such  practice  should  not 
be  departed  from,  except  in  those  cases  where  the  appellee  is 
made  secure  in  other  ways,  and  where  such  requirement, 
vol.  1 — 30 
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under  some  special  circumstances,  will  operate  as  a  hardship 
on  the  appellant. 

In  the  present  case,  the  court  is  asked  to  approve  of  the 
bond  of  the  defendants  alone,  not  requiring  any  other  secu- 
rity, and  the  application  is  based  upon  two  conditions  :  First, 
because  the  decree,  binding  the  real  estate  of  the  defend- 
ants, is  itself  a  sufficient  security  ;  and,  second,  because  the 
bond  of  one  of  the  defendants,  the  City  of  Elizabeth,  gives  to 
the  complainant  all  the  indemnity  which  ought  to  be  de- 
manded. 

The  reply  to  the  first  is,  that  under  the  laws  of  the  State  of 
New  Jersey  (Nix.  Dig.  Title,  Executions,  sec.  3,  4),  the  lien  of 
the  decree  is  liable  to  be  divested  by  younger  decrees  or 
judgments,  upon  which  executions  may  be  issued. 

The  reply  to  the  second  is,  that  if  it  be  true,  as  was  alleged 
by  the  counsel  of  the  defendants,  and,  we  doubt  not,  honestly, 
that  the  bond  of  one  of  the  defendants  is  ample  security  for 
the  whole  decree,  then  sureties  can  be  obtained  without  diffi- 
culty, as  no  pecuniary  risk  or  damage  is  run  by  third  persons 
in  entering  upon  the  bond  ;  and,  if  it  is  not  true,  then  justice 
to  the  complainant  suggests  that  additional  security  should 
be  required. 

In  Stafford  et  al.  v.  The  Union  Bank,  16  How.,  135,  it  was 
this  last  consideration  which  seemed  to  have  weight  with  the 
Supreme  Court  in  its  refusal  to  sanction  the  diminution  of 
the  amount  of  the  bond,  because  other  security  had  been 
given.  The  case  was  this  :  A  bill  was  filed  in  the  district 
court  of  Texas  for  the  foreclosure  of  a  mortgage  on  certain 
slaves,  then  in  the  possession  of  parties  who  had  hired  their 
labor.  The  court  appointed  a  receiver,  to  receive  all  sums  of 
money  accruing  from  their  hire  pendente  lite ',  and  required  him 
to  give  bonds  in  the  aggregate  penalty  of  $40,000,  for  the 
faithful  discharge  of  his  duties.  The  hirers  of  the  slaves  also 
executed  bonds,  in  the  penal  sum  of  $80,000,  for  the  safe  keep- 
ing and  delivering  of  the  slaves.  A  final  decree  was  rendered 
February  25,  1854,  by  which  it  was  directed,  that  the  sums 
accruing  from  the  hire  of  the  slaves,  in  the  custody  of  the  re- 
ceiver, amounting  to  $25,379,  should  be  paid  by  the  receiver 
to  the  complainant,  and  credited  on  the  total  amount  due 
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from  the  defendants  ;  and  that,  in  case  the  defendants  failed 
to  pay  the  balance  remaining  due  after  such  credit,  amount- 
ing to  $39,877,  on  the  1st  of  July,  1854,  they  should  be  fore- 
closed of  their  equity  of  redemption,  and  the  master  should 
seize  and  sell  the  slaves  at  public  auction,  etc.,  and  pay  to  the 
complainant,  out  of  the  proceeds  of  the  sale,  the  foregoing 
sum  of  $39,877,  in  satisfaction  of  the  debt.  On  the  tenth  day 
after  the  entry  of  the  said  decree,  the  defendants  prayed  an 
appeal,  which  the  court  granted,  upon  the  condition  that  they 
should  enter  into  a  bond,  with  sureties,  in  the  penal  sum  of 
$10,000,  conditioned  to  prosecute  their  appeal  with  effect, 
and  answer  all  damages  and  costs.  Objections  being  inter- 
posed, by  complainant,  to  the  amount  of  the  bond,  the  court 
overruled  them,  on  the  ground  that  the  bonds  of  the  receiver 
and  of  the  hirers  of  the  slaves,  with  good  and  sufficient  su- 
reties, in  the  aggregate  sum  of  $120,000,  were,  in  fact,  for 
the  benefit  of  the  complainant,  and  that  the  only  additional 
security  he  ought  to  demand,  was,  for  the  special  damages 
which  might  be  imposed  by  the  Supreme  Court  for  the  delay. 
It  was  held  that  the  court  below  erred  in  taking  security 
for  less  than  the  whole  amount  of  the  decree,  and  that  the 
two  facts  above  named— first,  that  the  receiver  appointed  by 
the  court  had  given  bonds  for  a  large  amount,  and,  second, 
that  the  persons,  to  whom  the  mortgaged  property  had  been 
hired,  had  executed  security  for  its  safe  keeping  and  delivery 
— did  not  relieve  the  judge  from  the  obligation,  under  the 
law,  of  requiring  security,  on  the  appeal  bond,  equal  to  the 
amount  of  the  decree.  And  Mr.  Justice  McLean,  in  deliver- 
ing the  opinion  of  the  court,  remarked  :  '*  The  hardship  of 
this  rule/'  i.e.,  demanding  of  the  appellant,  a  bond  for  the 
full  amount  of  the  decree,  "is  more  imaginary,  than  real. 
*  *  *  If  the  receiver  has  given  security,  in  $40,000, 
faithfully  to  pay  over  the  money  in  his  hands,  and  if  those 
persons  who  employed  the  slaves  have  given  bond  in 
$80, coo  for  the  safe  keeping  and  delivery  of  them,  and  the 
sureties  are  good,  the  appellant  can  have  no  difficulty  in  giv- 
ing the  security  on  his  appeal  to  the  amount  of  the  decree  in 
the  district  court.  It  is  true,  the  property  is  taken  out  of  his 
possession  and  control,  but  it  is  in  possession  of  persons  who 
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gave  bonds  for  its  safe  keeping  and  delivery  when  required, 
a  part  of  it,  in  payment  of  the  decree,  and  the  residue,  to  be 
sold  in  satisfaction  of  the  balance  of  the  decree.  In  this  con- 
dition of  the  property,  if  the  transaction  be  bona  fide  (and  it 
may  be  presumed  to  be  fair,  as  the  arrangement  was  made 
under  the  order  of  the  court),  the  responsibility  on  the  appeal 
bond  can  be  little  more  than  nominal.1 ' 

The  counsel  for  the  defendants  invited  the  attention  of  the 
court  to  the  case  of  the  Rubber  Company  v.  Goodyear*  6  Wall., 
153,  where  the  Supreme  Court  seemed  to  depart  from  the 
principle  of  Stafford  et  al.  v.  The  Union  Bank,  supra  ;  but  noth- 
ing was  done  in  that  case,  which  would  sustain  this  court,  in 
approving  the  bond  of  the  defendants,  without  requiring  any 
other  security.  There,  the  decree  had  been  for  $310,753,  and 
the  judge  of  the  circuit,  following  the  usual  practice,  had 
demanded  a  bond  in  double  the  amount  of  the  decree.  Ap- 
plication was  made  to  the  Supreme  Court  for  the  reduction 
of  the  sum  ;  and,  it  appearing  to  the  court,  that  the  defend- 
ants had  given  security,  in  part,  by  the  deposit  of  the  bond  of 
the  United  States  and  other  private  bonds.,  in  the  sum  of 
$200,000,  the  appellant  was  allowed  to  withdraw  the  bond 
then  on  file,  upon  filing  a  bond,  in  lieu  thereof,  in  the  sum  of 
$225,000,  with  good  and  sufficient  sureties.  It  will  be  ob- 
served, that  the  court  founded  its  action,  in  that  case,  on 
the  fact,  first,  that  the  appellant  had  already  placed  under 
the  control  of  the  court  actual  assets  of  the  value  of  not 
less  than  $200,000,  for  the  benefit  of  the  appellee,  and,  second, 
upon  the  further  consideration  that  the  substituted  bond  for 
$225,000  should  be  executed  with  good  and  sufficient  sureties. 
The  chief  justice,  indeed,  in  delivering  the  opinion  of  the 
court,  said,  that  the  usual  practice  of  requiring  the  bond  in 
double  the  amount,  ought  not  always  to  be  insisted  on,  as  the 
law  did  not  require  that  the  security  should  be  in  any  fixed 
proportion  to  the  decree.  It  was  only  necessary  that  it  should 
be  sufficient. 

Such  a  suggestion  addresses  itself  to  the  reason  of  the 
court,  especially,  in  those  cases  where  the  decree  is  for  a  large 
sum,  and  it  was  acted  on,  by  this  court,  in  the  case  of  The 
New  Jersey  Zinc  Company  ads.   Wetherill  et  a/.,  in  which  the  de- 
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cree  was  for  upward  of  $300,000.  We  added  to  that,  a  sum, 
reckoned  large  enough,  to  cover  all  possible  increase  for  in- 
terest, costs,  and  damages  for  delay,  and  directed  that  the 
bonds  should  be  executed  only  for  such  amount.  It  was  not 
doubted,  in  that  case,  but  that  the  property  of  the  appellant, 
bound  by  the  decree,  was  more  than  sufficient  to  pay  the  de- 
cree, interest,  damages,  and  costs  ;  and  that  the  bond  of  the 
appellant,  without  other  security,  was  ample  for  every  prob- 
able liability  arisingfrom  the  affirmance  of  the  decree  on  the 
appeal.  Yet,  it  did  not  seem  to  occur,  either  to  the  counsel,  or 
the  court,  that  anything  less,  ought  to  be  offered  or  accepted, 
than  approved  sureties  in  addition  to  the  bond. 

We  do  not  think,  in  the  present  case,  that  the  appellants 
should  be  required  to  give  bond  in  double  the  amount  of  the 
decree.  One  hundred  thousand  dollars  will  entirely  secure 
all  that  the  appellee,  under  any  conceivable  circumstances, 
will  be  entitled  to  claim  on  affirmation  of  the  decree  of  the 
circuit  court,  and,  if  all  the  defendants  unite  in  a  bond  in  that 
penalty,  conditioned  to  prosecute  their  appeal  to  effect,  and 
answer  all  damages  and  costs  against  either  of  the  defendants, 
with  good  and  sufficient  sureties,  it  will  be  approved  by  the 
court. 

C.  A.  Seward,  for  the  complainant. 

Keller  &  Blake,  for  the  defendants. 
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The  Locomotive  Engine  Safety  Truck  Company 


vs. 
The  Pennsylvania  Railroad  Company.    In  Equity. 

The  complainant's  patent,  was,  for  the  combination  of  a  locomotive  engine, 
with  a  pilot  truck,  having  a  lateral  motion  by  means  of  a  swinging  bolster 
and  pendent  links,  and  having  also  a  rotary  motion  around  the  king 
bolt,  at  its  centre.  The  evidence  showed,  that  prior  to  the  invention,  pas- 
senger cars,  each  having  two  of  the  same  trucks,  had  been  used,  both 
trucks  rotating  freely  on  their  respective  centres  around  the  king- bolts  : 
Held,  that  the  truck  used  in  combination  with  an  engine,  the  hindmost 
or  driving  wheels  of  which  are  rigid,  produced  a  new  and  useful  result, 
different  from  the  result  produced  by  the  use  of  two  of  the  trucks  upon  a 
passenger  car.  in  that  the  drivers  of  the  engine  move  on  a  curved  track 
with  less  grinding  or  sliding,  and  the  friction  is  greatly  diminished  : 
Held  also,  that  the  invention  was  not  a  mere  double  use  or  aggrega- 
tion of  two  devices  acting  independently  of  each  other  ;  and,  that  the  in- 
vention was  not  anticipated  by  the  use  of  the  trucks  on  cars,  and  was 
patentable. 

The  combination  claimed  in  complainant's  patent,  of  a  locomotive  engine  with 
a  pilot  truck  having  a  lateral  motion  by  means  of  a  swinging  bolster  and 
pendent  links,  and  having  also  a  rotary  motion  around  the  king-bolt  at 
its  centre,  is  not  anticipated  by  the  invention  previously  patented  to  Levi 
Bissell,  of  a  combination  with  a  locomotive  engine  of  a  pilot  truck  fitted 
to  allow  lateral  motion  by  means  mechanically  equivalent  to  the  sliding 
bolster  and  pendent  links,  but  incapable,  when  in  combination  with 
the  engine,  of  rotating  on  a  king-bolt  at  its  centre,  the  centte  of  rotation 
being  a  pin  in  the  rear  of  and  outside  the  frame  of  the  truck. 

Imperfect  and  crude  descriptions  of  an  invention,  imparted  to  others  by  the 
inventor,  at  a  time  when  he  did  not  have  a  complete  conception  of  the 
invention  for  which  he  subsequently  obtained  his  patent,  are  no  evi- 
dence of  an  intention  to  abandon  it. 

Experimental  use  of  an  invention,  although  made  in  public,  from  necessity, 
is  not  a  public  use,  andis  no  evidence  of  abandonment. 

The  complainant's  patent,  granted  to  Alba  F.  Smith,  February  n,  1862,  for  an 
"  Improvement  in  Trucks  for  Locomotive  Engines/1  construed  and 
held  valid  ;  and,  that  it  was  not  anticipated  by  letters  patent,  granted  to 
Davenport  and  Bridges  in  1841,  nor  by  the  improvement  subsequently 
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made  by  Kipple  and  Bullock,  for  which  a  patent  was  granted  to  them 
December  20,  1859. 

(Before  Strong,  J.,  Eastern  District  of  Pennsylvania,  October,  1874.) 

Strong,  J. 

It  is  indispensable,  at  the  outset  of  this  case,  to  have  a  clear 
apprehension  of  the  device  or  improvement,  for  which  the 
patent  was  granted  to  Alba  F.  Smith — the  patent  which,  it  is 
alleged,  the  defendants  have  infringed.  The  invention  is  de- 
nominated by  the  patentee,  in  his  specification,  "  an  improve- 
ment in  trucks  for  locomotive  engines,"  and  in  the  descrip- 
tion of  the  drawing,  he  calls  it  a  plan  of  his  truck.  His  Ian- 
guage  is  :  "In  the  drawing  I  have  represented  my  improved 
truck  itself.  The  mode  of  applying  the  same  to  any  ordinary 
locomotive  engine  will  be  apparent  to  any  competent  me- 
chanic, as  my  truck  can  be  fitted  in  the  place  of  those  already 
constructed,  or  the  same  may  be  altered  to  include  my  im- 
provement." But,  though  this  seems  to  indicate  that,  in  the 
mind  of  the  patentee,  the  thing  invented  by  him,  or  at  least 
the  principal  thing,  was  an  improvement  in  trucks,  the  state 
of  the  art  when  this  alleged  invention  was  made,  as  well  as 
other  parts  of  his  specification,  and  his  claim,  make  it  quite 
clear,  that  the  patent  must  be  construed  as  embracing  nothing 
more  than  a  combination  ;  or,  in  other  words,  the  employ- 
ment, in  a  locomotive  engine,  of  a  truck  for  pilot  wheels, 
framed  in  the  manner  described,  Bnd  capable  of  specified 
operation.  That  constituent  of  the  combination,  Called  a 
truck,  is  particularly  defined.  Its  peculiarities  are  pointed 
out,  and  thereby  it  is  distinguished  from  other  trucks,  which 
might  have  been,  and  some  of  which  had  been,  used  in 
locomotive  engines.  But  the  truck  so  described  was  an 
old  device,  I  think,  well  known  and  in  common  use  long 
before  the  Smith  patent  was  granted.  This  has  been  estab- 
lished, in  my  opinion,  beyond  doubt,  by  the  evidence  rela- 
tive to  the  state  of  the  art. 

In  1 841,  a  patent  was  granted  to  Davenport  &  Bridges,  for 
an  improvement  in  railway  carriages,  especially  eight- wheel 
carriages,  having  two  trucks,  one  at  each  .end  of  the  car,  and 
each  truck  connecting  a  set  of  four  wheels.     The  improve- 
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ment  consisted,  mainly,  in  constructing  each  truck  with  a 
swinging  bolster,  located  centrally  between  the  axles.  Upon 
this  bolster  the  car  rested,  and  was  connected  with  it  by  a 
king-bolt  passing  through  its  centre.  The  bolster  was  sus- 
tained by  pendent  links  at  or  near  each  end  of  it,  suspended 
upon  two  iron  bars  resting  on  the  truck  frame,  and  having 
their  lower  extremities  connected.  The  link,  and  the  bolster 
sustained  by  them,  were  thus  allowed  to  swing  transversely 
to  the  track,  limited,  however,  in  the  extent  of  their  play,  by 
springs  set  on  each  side  of  the  king-bolt,  at  a  suitable  dis- 
tance from  it.  The  objects  and  effects  of  this  device  were  to 
allow,  in  addition  to  free  rotation  of  the  truck  around  the 
king-bolt,  a  lateral  movement  of  the  truck  under  the  car, 
when  running  upon,  into,  or  out  of  a  curved  track,  or  at 
other  times,  and  also  to  relieve  passengers  in  the  cars  from 
the  sudden  jars  caused  by  the  sideway  movement  of  the  flanges 
of  the  wheels  against  the  track  rails.  This  improved  truck 
appears  to  have  been  applied  extensively  to  eight-wheel 
cars,  generally,  if  not  always,  at  each  end  of  the  car.  It  was, 
however,  said  in  the  specification  cf  the  patentees,  that  one 
of  the  truck  frames  of  such  car  (an  eight  wheel)  might  have 
their  invention  applied  to  it,  but  that,  when  applied  to  two 
of  them,  at  opposite  ends  of  the  cars,  there  was  a  combined 
action  of  the  two,  which  tended  to  straighten  the  line  of  draft, 
in  a  train  of  cars,  when  running  on  a  curve  ofcthe  railway. 

It  does  not  appear  that  any  truck,  exactly  like  that  described 
in  the  Davenport  &  Bridges  patent,  was  ever  applied  to  a  lo- 
comotive engine,  or  any  car,  in  which  the  driving  or  hindmost 
wheels  are  rigidly  attached  to  the  body  of  the  car  or  engine, 
and  are  incapable  of  rotating  under  the  body.  Nor  was  the 
truck,  in  all  respects,  like  the  truck  employed  in  the  Smith 
combination,  though  it  made  a  near  approach  to  it.  It  was 
not  essential  to  it,  that  the  pendent  links  should  be  divergent. 
But  the  truck  was  so  constructed  as  to  allow  lateral  motion, 
and  swivelling  on  the  king-bolt,  and,  in  the  improvement  sub- 
sequently made  by  Kipple  &  Bullock,  for  which  a  patent  was 
granted  to  them  on  the  20th  of  December,  1859,  divergency 
of  the  links  was  an  essential  part.  In  that  improvement,  while 
the  swinging  bolster  and  the  pendent  links  were  employed,  as 
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in  the  Davenport  &  Bridges  invention,  the  side  springs  were 
dispensed  with,  and  the  links  were  constructed  so  as  to  diverge 
outward  from  the  bars  on  which  they  were  suspended.  The 
links  were  thus  fitted,  to  restrain  the  lateral  movement  of  the 
bolster,  and,  correspondingly,  of  the  car  resting  upon  it — 
whether  the  tendency  was  to  move  to  ward  the  right  or  the  left — 
and  to  keep  the  car  within  the  limits  of  the  space  over  which  the 
links  were  allowed  to  vibrate.  The  use  of  divergent  links 
had  also  a  tendency  to  bring  back  the  superincumbent  car  to 
a  central  position  between  the  wheels,  for,  as  one  of  the  links 
became  more  inclined,  the  other  necessarily  assumed  a  more 
vertical  position,  thereby  raising  the  ends  of  the  bolster  next 
the  outer  rail  of  the  track.  Thus,  the  car,  resting  on  the  bol- 
ster, was  compelled,  by  any  lateral  movement  of  the  truck,  to 
move  up  an  inclined  plane,  in  a  direction  opposite  to  the  lat- 
eral motion,  and,  consequently,  its  weight  was  ever  forcing  it 
downward  toward  the  central  line  between  the  rails.  This 
improved  truck  was  undoubtedly  the  same,  in  all  essential 
particulars,  as  that  employed  by  Smith  in  his  combination. 

I  think,  also,  it  has  been  proved  in  this  case,  that  pilot 
trucks,  having  beams  or  bolsters  swinging  on  links,  spread  at 
the  base,  so  that  the  lower  ends  pointed  outward,  and  swivel- 
ling on  the  centre  king-bolt,  had  been  made  and  used  before 
even  the  Kipple  &  Bullock  invention.  They  appear  to  have 
been  used  on  both  the  Vermont  Central  Railroad  and  the 
New  York  and  New  Haven  Railroad  before  May,  1852,  and 
on  the  Connecticut  River  Railroad  as  early  as  July,  1856. 
It  is,  therefore,  very  evident,  that  there  is  nothing  in  the  truck, 
employed  by  Smith,  that  was  originally  invented  by  him — 
nothing  for  which  a  patent  could  have  been  legally  granted 
to  him.  But  if  there  were,  neither  the  truck,  as  such,  nor  any 
improvement  in  it,  is  claimed  in  his  specification,  as  his  in- 
vention. It  is  in  effect  disclaimed.  Though  he  calls  it  his 
truck  and  his  improvement,  evidently  he  means  the  truck  or 
improvement  which  he  uses  in  his  combination.  His  lan- 
guage is  :  "  Several  laterally  moving  trucks  have  heretofore 
been  made  and  applied  to  railroad  cars.  My  invention  does 
not  relate,  broadly,  to  such  laterally  moving  trucks  ;•  but  my 
said  invention  consists  in  the  employment,  in  a  locomotive 
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engine,  of  a  truck  or  pilot  wheels,  provided  with  pendent 
links  to  allow  of  a  lateral  movement,  so  that  the  driving 
wheels,  of  a  locomotive  engine,  continue  to  move  correctly  on 
a  curved  track,  in  consequence  of  the  lateral  movement  al- 
lowed by  said  pendent  links,  the  foreward  part  of  the  engine 
travelling  on  a  tangent  to  the  curve,  while  the  axles  of  the 
drivers  are  parallel,  or  nearly  so,  to  the  radial  line  of  the 
curve."  Such,  also,  almost  in  totidem  verbis^  is  the  lan- 
guage of  the  only  claim  made.  It  is  true,  the  specification 
describes  minutely  the  truck  which  the  patentee  calls  his, 
with  its  swinging  bolster,  diverging  pendent  links,  and  with 
its  centre  and  elongated  opening  for  the  king-bolt ;  but,  in 
view  of  the  other  parts  of  the  specification,  the  description 
must  be  regarded  as  merely  an  identification  of  the  peculiar 
truck  which  he  proposed  to  employ  in  combination  with  a 
locomotive  engine. 

It  must,  then,  be  concluded,  in  view  of  the  history  of  the  art, 
and  of  the  specification  itself,  that  the  invention  patented  to 
Smith  was  not  a  pilot  truck  having  an  improved  construction, 
nor  any  improvement  in  a  truck.  Nor  was  it,  I  think,  merely 
a  combination  of  a  truck  with  a  locomotive  engine,  even 
though  the  truck  should  be  capable  of  lateral  movement ;  but 
it  was  the  combination  with,  or  the  employment  in,  such  an 
engine,  of  a  truck  fitted  with  divergent  pendent  links  to  al- 
low lateral  motion,  and  having  the  properties  and  capacities 
of  the  peculiar  truck  described  in  the  specification.  Capa- 
bility of  lateral  motion,  obtained  through  the  agency  of  a 
swinging  bolster  and  pendent  links,  or  some  equivalent  there- 
for, was  undoubtedly  essential  to  the  truck  ;  but,  I  think,  this 
was  not  all  that  was  essential.  The  different  devices  de- 
scribed, were  intended  to  accomplish  a  purpose,  which  was 
declared  to  be  to  allow  the  drivers  of  the  engine  to  remain 
correctly  on  the  track,  in  consequence  of  the  lateral  motion 
of  the  truck,  allowed  for  by  the  pendent  links,  when  running 
on  a  curve,  as  set  forth.  This  is  part  of  the  language  of  the 
claim,  and  in  describing  the  operation  of  his  improvement, 
the  patentee  says  :  "  When  running  upon  a  straight  road,  the 
engine  preserves  great  steadiness,  because  any  change  of  posi- 
tion transversely  of  the  track,  in  consequence  of  the  engine 
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moving  over  the  truck,  or  the  truck  beneath  the  engine,  is 
checked,  by  the  weight  of  the  engine  hanging  upon  the  links 
O,  O  ;  and,  in  consequence  of  their  divergence,  any  side  move- 
ment causes  the  links,  on  the  side  toward  which  the  move- 
ment occurs,  to  assume  a  more  inclined  position,  while  the 
other  links  come  vertical,  or  nearly  so  ;  hence,  the  weight  of 
the  engine  acts,  with  a  leverage,  upon  the  most  inclined  links, 
to  bring  them  into  the  same  angle  as  the  others,  greatly  pro- 
moting the  steadiness  of  the  engine,  in  running  on  a  straight 
line.  As  the  pilot  or  truck  wheels  enter  a  curve,  a  sidewise 
movement  is  given  to  the  truck,  in  consequence  of  the  engine 
and  drivers  continuing  to  travel  at  a  tangent  to  the  curve  of 
the  track  ;  this  movement,  and  the  slight  turn  of  the  whole 
truck  on  the  king-bolt,  /.,  not  only  causes  the  truck  wheels 
to  travel  correctly  on  the  track,  with  their  axles  parallel 
to  the  radial  line  of  the  curve  of  the  track,  but  also  ele- 
vates the  outer  side  of  the  engine,  preventing  any  tendency 
to  run  off  the  track  upon  the  outer  side  of  the  curve. 
Upon  entering  a  straight  track,  the  truck  again  assumes 
a  central  position,  and,  in  case  of  irregularity  in  the  track, 
or  any  obstruction,  the  truck  moves  laterally  without  dis- 
turbing the  movement  of  the  engine."  From  this  it  ap- 
pears, plainly,  that  the  combination  intended  to  produce  the 
results  desired,  was  of  a  locomotive  engine  with  a  pilot  truck, 
capable,  not  only  of  lateral  motion,  but  also  of  rotation 
around  the  king-bolt  at  its  centre.  Swivelling  on  the  king- 
bolt, as  well  as  lateral  motion,  was,  therefore,  of  the  essence 
of  the  invention.  Such,  I  think,  is  the  true  and  reasonable 
construction  of  the  patent. 

That  the  combination,  if  an  original  device  of  Smith,  was 
patentable,  can  hardly  admit  of  question.  Conceding,  that  the 
truck  used  by  him,  was  in  all  e  sential  particulars,  old,  that  it 
was  the  same  as  Davenport  &  Bridges'  truck,  or  that  of  Kip- 
ple  &  Bullock,  it  had  never  before  been  employed  in  a  loco- 
motive engine,  unless  so  employed  by  Levi  Bissell,  to  whose 
patent  I  shall  presently  refer.  It  had  been  used  under  eight- 
wheeled  passenger  cars,  and,  perhaps,  under  eight-wheeled 
freight  cars  ;  but,  in  all  those,  both  trucks  were  allowed  to 
swivel  freely  on  their  centres  around  a  king-bolt.     When  ap- 
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plied  to  a  locomotive  engine  or  a  car,  the  hindmost  wheels  of 
which  are  rigid  and  cannot  swivel,  while  the  operation  of 
the  truck  is  precisely  like  its  operation  when  under  a  pas- 
senger car,  a  new  effect,  upon  the  movement  of  the  engine, 
is  produced.  The  drivers,  or  rear  wheels,  move  on  a  curved 
track  with  less  grinding  or  sliding,  and  the  friction  is  greatly 
diminished.  It  is  not,  then,  the  case  of  a  mere  double  use, 
nor  the  aggregation  of  two  devices  acting  independent  of 
each  other,  but  the  production  of  a  new  and  useful  result. 

I  come,  next,  to  what,  appears  to  me,  the  most  important 
and  difficult  question  in  the  case,  in  regard  to  which  my 
mind  has  not  been  free  from  doubt.  Was  the  combination 
described  and  claimed  by  Smith  novel,  when  invented  by 
him  ?  His  patent  is  dated  February  n,  1862,  and  the  appli- 
cation for  the  patent  was  made  on  the  10th  day  of  July,  1861. 
The  defendants  contend,  that  prior  to  both  those  dates,  and 
before  Smith  had  devised  his  combination,  as  patented  to 
him,  a  combination,  substantially  the  same,  had  been  com- 
pleted and  brought  into  use  by  Levi  Bissell,  and  they  have 
given  in  evidence  a  patent  granted  to  Bissell  on  the  4th  day 
of  August,  1857.  That  patent  was  surrendered  in  1864,  and 
a  reissue  was  granted  to  these  complainants,  as  assignees  of 
Bissell,  which,  of  course,  must  be  regarded  as  a  patent  for  the 
original  invention.  That  invention,  as  described  by  the  pa- 
tentee, was,  in  substance,  a  combination  with  a  locomotive 
engine,  of  a  pilot  truck,  framed  to  allow  lateral  motion.  Like 
the  invention  claimed  by  Smith,  it  was  not  the  application,  to 
a  locomotive,  of  any  kind  of  a  pilot  truck.  The  patentee  par- 
ticularly described  the  distinctive  features  of  the  truck  he 
proposed  for  the  combination,  while  preserving  capacity  for 
lateral  motion,  he  dispensed  with  a  swinging  bolster  and  pen- 
dent links,  and  substituted  for  them  a  curved  sliding  beam 
or  block,  sliding  in  a  curved  groove  or  slot  in  the  top  plate  of 
the  truck  frame.  The  general  direction  of  this  slot  was  across 
the  track,  and  the  curve,  both  of  the  slot  and  of  the  sliding 
beam,  corresponded  with  an  arc  of  the  circle,  the  centre  of 
which  was  a  fixed  point  behind  the  truck,  and  slightly  for- 
ward of  the  centre,  between  the  drivers  of  the  engine.  This 
arrangement  of  the  sliding  beam  in  the  curved  slot,  admitted 
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lateral  motion  of  the  truck  under  the  locomotive,  and  the 
tendency  to  too  great  vibration  of  the  engine,  on  the  truck, 
was  limited  by  inclined  planes  fitted  into  the  bottom  of  the  slot 
at  each  end,  and  the  block  on  the  sliding  beam  surrounding 
the  bolt  which  passed  through  its  centre.  "  The  position  of 
the  inclines,0  said  the  specification,  "  is  such,  that  the  blocks, 
ny  fty  rest  in  the  lowest  part  of  the  double  inclines  when  the 
engine  is  on  a  straight  track,  and,  on  coming  on  a  curve,  the 
inertia  of  the  engine  (tending  to  move  in  a  straight  line  and 
cause  the  truck  flanges  to  mount  the  outer  rail),  is  expended 
in  going  up  the  inclines  <?,  <?,  as  the  truck  moves  laterally 
toward  the  inner  part  of  the  curve,  and,  on  coming  on  to  a 
straight  line,  the  blocks  descend  by  gravity  to  the  bottom  of 
the  inclines,  and  the  engine  is  prevented  by  gravity  from  ac- 
quiring a  sidewise  or  oscillating  motion."  Other  devices 
were  pointed  out  for  attaining  the  same  results,  namely,  the 
allowance  of  lateral  motion,  and,  at  the  same  time,  making 
use  of  the  weight  of  the  engine  to  restore  it  to  its  normal 
position,  when  the  truck  has  been  moved  laterally  under  it. 

I  think  the  sliding  beam,  the  block,  and  the  inclined  planes, 
may  well  be  regarded  as  but  mechanical  equivalents  for  the 
swinging  bolster  and  the  pendent  links — certainly  when  the 
links  are  made  to  diverge.  But  there  were  other  features  in 
the  truck  of  Bissell  which  must  be  noticed.  A  primary  ob- 
ject which  he  had  in  view,  was  "  to  prevent  the  truck  from 
swivelling  around  its  centre  in  case  of  meeting  with  any  ob- 
struction/ '  The  patentee  pointed  out  the  difficulties  and 
dangers  attending  the  running  of  locomotive  engines  on 
curves  with  the  pilot  truck  previously  in  use.  His  language 
was  :  "  There  is  still  a  rigid  straight  line  from  the  centre  of 
the  truck  to  the  centre  of  the  axle  of  each  pair  of  drivers, 
and  this  cannot  be  exactly  in  the  centre  of  the  track  which  is 
curved.  This  fact  contributes,  with  the  tendency  of  the  ma- 
chine to  move  forward  in  a  straight  line,  to  push  the  truck 
outward.  The  truck  is  constantly,  by  this  means,  borne  to  the 
outer  side  of  the  curve,  and  the  engine  has  a  tendency  to  go 
off  in  the  direction  of  the  arrow  in  the  drawing,  t.e.,  beyond 
the  outside  of  the  curve,  particularly  in  case  a  broken  rail  or 
obstruction  occurs,  when  the  truck  swivels  around  on  its  cen- 
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tre  pin,  throwing  the  locomotive  off  the  track."  He  then  pro- 
ceeded to  set  forth  how  he  proposed  to  remove  these  difficul- 
ties and  dangers.  "  I  construct  my  truck,"  said  he,  *'  in  such 
a  manner,  that  the  axles  of  the  driving  wheels  shall  be  par- 
allel to  the  radial  line  of  the  curve,  passing  through  a  point 
between  them,  so  that  the  drivers  have  a  direct  forward  pro- 
pelling motion  along  the  rails,  and  do  not  strain  or  wear  the 
flanges,  and  so  that  two  or  more  pairs  of  drivers  can  be  fitted 
with   flanges.     The  central  line  of  the  locomotive  in  going 
around  the  curve,  travels  in  a  position  tangential  to  the  c:!rve 
at  a  point  between  the  drivers,  and  fit  the  truck  wheels   in 
such  a  manner  as  to  allow  the   truck  a  transverse  motion. 
This  is  equivalent  to  a  bending  of  the  locomotive,  the  said  truck 
swinging  laterally  upon  an  axis  of  motion,  located  centrally 
between  the  centre  of  the  drivers  and  the  centre  of  the  truck, 
or  slightly  forward  of  the  same,  so  as  to  give  a  slight  ten- 
dency of  the  truck  to   run  to  the  inner  side  of  the  curved 
track."    He  then  detailed  the  effects  which  he  claimed  for  his 
arrangement,   and   added  :  "  At  the  same   time,  there    is  no 
chance  for  the  truck  to  turn  on  its  centre  by  any  obstructions 
coming  in  contact  with  the  wheels.  The  wheels  will  pass  over 
a  broken  rail,  and  not  be  displaced,  unless  all  the  wheels  are 
simultaneously  unsupported,  and  even  then,  the  truck,  being 
set  correctly  in  an  angular  position  with  the  drivers,  will  con- 
tinue to  move  in  the  correct  direction,  and  will  pass  over  any 
obstacle  or  broken  rail,  and  attain  the  uninjured  part  of  the 
track.     In  running  on  a  straight  track,  the  truck  is  held  cor- 
rectly in  position,  and  will  run  over  quite  considerable  ob- 
structions, without  being  turned  aside.     In  running  an  ordi- 
nary engine  on  either  a  straight  or  curved  track,  one  of  the 
truck  wheels  sometimes  breaks  off,  and  the    truck    swivels 
around  on  its  centre  pin  in  consequence,  and  throws  the  en- 
gine off  the  track.  But,  with  my  invention,  one  wheel,  or  even 
two  wheels,  on  opposite  sides  of  the  truck,  might  break  off, 
and  still  the  truck  would  not  run  off  the  track,  because  its 
position,  relatively  to  the  body  of  the  locomotive,  is  firmly 
maintained.' '      And,  in  his  description  of  his  drawings,  the 
patentee  said  of  the  centre  pin,  that  is,  the  bolt  connecting 
the   engine  with  its  sliding   beam  :  "  It  is  the  centre  pin, 
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which,  in  my  arrangement,  changes  its  character  from  a  cen- 
tre of  motion  to  that  of  a  draught  block  or  pin,  while  the  cen- 
tre of  motion  is  thrown  back  to  the  point  Af  which  is  slightly 
forward  of  the  centre  between  the  drivers."  Once  more,  after 
reiterating  some  of  the  results  of  his  arrangement,  he  said  : 
14  By  reason  of  the  above  facts,  and  also  of  the  further  fact 
that  1  compel  the  truck  to  swivel  around  the  centre,  meaning 
the  centre  of  motion  in  the  rear  of  the  truck  frame,  in  propor- 
tion as  the  truck  and  the  body  move  sidewise  relatively  to 
each  other,  I  cause  the  angular  position  of  the  truck  to  con- 
form to  the  conditions  required  on  a  curve,  and  also  steady 
the  truck  in  running  both  on  curves  and  straight  lines,  so  that 
obstacles  may  be  run  over,  and  wheels  or  axles  may  fail,  with- 
out allowing  the  truck  to  assume  a  false  position." 

I  make  but  one  other  quotation  from  the  specification.  In 
describing  his  mode  of  attachment  of  the  truck  to  the  loco- 
motive, he  said  :  "  The  block  k  (that  is,  the  curved  block  or 
beam,  curved  from  the  centre  //,  and  sliding  in  the  curved 
slot),  might  be  bolted  directly  to  the  under  side  of  the  en- 
gine, and  the  curved  slot  would  bring  the  axles  of  the 
wheels,  e,  e,  parallel  with  the  radial  line,  or  nearly  so  ;  but, 
to  allow  an  easier  motion  to  the  parts,  the  said  block  ky  may 
be  prevented  from  turning  b}r  radius  bars  /,  to  the  centre  //. 
I,  however,  prefer  that  said  radius  bars  *',  should  be  attached 
at  3,  3,  to  the  frame,  so  as  to  cause  the  truck  to  swing  on  the 
centre  hy  in  which  case  the  block  k,  may  be  made  use  of,  or 
the  pin  (king-bolt),  be  fitted  to  move  in  a  curved  slot,  as 
shown  in  the  drawing." 

I  have  made  these  large  extracts  from  Bissell's  specification, 
in  order  to  show,  what  I  think,  in  view  of  them,  must  be  ap- 
parent, that  whatever  else  he  may  have  planned,  it  was  essen- 
tial to  his  invention,  that  this  truck,  when  in  combination  with 
a  locomotive  engine,  should  be  incapable  of  swivelling  on  a 
king-bolt  at  the  centre  of  the  truck  or  within  its  frame.  Such, 
undoubtedly,  was  his  purpose,  and,  that  purpose,  his  devices, 
I  think,  fully  accomplished.  Whether  the  locomotive  was 
attached  to  the  truck  by  being  bolted  rigidly  to  the  curved 
block,  or  sliding  beam,  or  bolster,  which  was  compelled  to 
move  in  a  curved  slot,  of  which  the  point  h,  behind  the  truck 
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frame  was  the  centre,  or  whether  the  block  was  prevented 
from  turning  by  the  radius  bars  holding  it  to  that  centre,  or 
whether  the  radius  bars  were  attached  to  the  truck  frame,  it 
seems  to  me,  that,  rotation  of  the  truck  around  any  bolt  or 
point  at  its  own  centre  or  within  its  frame,  was  rendered  impos- 
sible. The  truck  in  its  entirety  had  a  centre  of  rotation  at  the 
point  hy  and,  that  there  can  be  but  one  centre  of  rotation,  is 
confessedly  true. 

A  very  earnest  and  ingenious  argument  has  been  addressed 
to  me,  and  enforced  by  the  exhibition  of  drawings  and  a 
model,  in  order  to  convince  me,  that,  in  fact,  the  combination 
of  Bissell  did  allow  some  swivelling  of  the  truck  around  the 
bolt  through  the  sliding  beam.  I  have  given  to  the  argu- 
ment, the  drawing,  and  the  model  careful  consideration,  but 
I  have  not  been  convinced  by  them.  There  is  a  change  of 
position  of  the  bolt,  as  there  is  of  the  block  through  which  it 
passes  when  the  block  slides  in  the  curved  slot  or  grooves,  for 
the  bolt  slides  with  the  block,  but  the  block  does  not  rotate 
around  the  bolt,  and,  therefore,  the  truck,  of  which  the  block 
is  a  part,  cannot.  It  is  true  the  bolt  might  be  forced  to  turn 
very  slightly  on  its  own  axis,  as  it  is  in  the  model  exhibited 
to  me,  and  thus  give  an  apparent  slight  rotation  of  the  truck 
around  the  bolt.  This  might  be  done  by  carrying  the  bolt 
through  the  curved  block  and  the  curved  groove  or  slot,  and 
then  attaching  its  lower  end  to  another  slide  below  the  groove 
in  the  cross  plate,  the  under  slide  being  constructed  to  move 
directly  across  the  frame  in  a  rectangular  slot,  instead  of  a 
curved  one  corresponding  with  the  slot  above  it.  The  swivel- 
ling, even  then,  would  be  almost  imperceptible  ;  but  such  was 
not  Bissell's  arrangement.  He  devised  another  centre  of  ro- 
tating motion  for  the  entire  truck,  and  gave  no  intimation 
that  his  arrangement  permitted  the  truck  to  swivel  around 
two  centres  of  rotation. 

The  result  of  this  examination  of  Bissell's  patent,  then, 
must  be  the  conclusion  that  his  invention  was  the  combina- 
tion with  a  locomotive  engine  of  a  pilot  truck,  fitted  to  allow 
lateral  motion,  but  incapable,  when  in  combination  with  the 
engine,  of  swivelling  on  a  king-bolt  at  its  centre.  ;  Place  now, 
side  by  side  with  this,  the  Smith  invention,  and,  to  my  mind, 
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it  becomes  plain,  that  the  combinations  of  the  two  inventor?, 
were  substantially  different.  As  has  been  seen,  Smith's  was 
the  combination  of  a  locomotive  with  a  truck,  capable,  not 
only  of  lateral  motion,  but  also  of  free  rotation  around  the 
king-bolt  at  its  centre.  Lateral  motion  was  common  to  both, 
but  free  swivelling  around  a  centre  within  the  frame  of  the 
truck  was  essential  to  one,  while  the  impossibility  of  it  was 
essentia]  to  the  other.  Practically,  therefore,  the  elements  of 
the  two  combinations  were  not  the  same.  The  operations  of 
the  trucks,  were  unlike,  when  they  were  brought  into  com- 
bination with  the  engines,  and  in  such  combination  they  may 
well  be  regarded  essentially  different  trucks. 

And  not  only  so,  but  different  results  were  obtained  from 
the  combinations,  alike  in  the  working  of  the  trucks,  and  of 
the  locomotives,  as  well  as  in  their  concurrent  action.  While 
travelling  upon  a  straight  track,  or  on  a  curve,  the  radius  of 
which  is  constant  or  invariable,  there  is  no  appreciable  differ- 
ence in  the  working  of  the  Bissell  and  the  Smith  arrange- 
ments. But,  when  the  locomotive  is  on  a  straight  track,  and 
the  pilot  truck  is  on  a  curve,  or  vice  versa,  or  in  passing  from 
one  curve  into  a  reverse  curve,  there  is  a  very  important 
difference,  for  in  either  of  the  three  cases  last  mentioned,  the 
position  and  the  direction  of  the  truck  axles  depend,  in  Bis- 
sell's  combination,  upon  the  position  of  the  pin  in  the  rear  of 
the  frame  of  the  truck,  which  is  made  by  him  the  centre  of 
rotation,  and  the  position  of  that  pin  is  controlled  by  the  lo- 
comotive. Necessarily,  therefore,  his  truck  wheels  are  twisted 
on  the  track  by  the  drivers  acting  through  that  pin  and  the 
radius  bars,  or  through  the  curved  block  moving  in  the  curved 
slot  around  the  pin  as  a  centre.  On  the  other  hand,  Smith's 
truck  wheels  are  never  twisted  on  the  track,  for  the  track, 
alone,  controls  their  position  and  the  direction  of  their  axles. 
Swivelling,  as  the  truck  does,  on  its  own  central  king-bolt, 
the  axles  and  wheels  are  unaffected  by  the  direction  of  the 
longitudinal  centre  line  of  the  engine's  motion.  Of  course 
they  assume  a  correct  position,  and,  with  the  lateral  move- 
ment, allow  the  drivers  to  remain  correctly  on  the  track. 

I  dwell  no  longer  upon  this  part  of  the  case.  I  have  said 
enough  to  show  that  the  truck  employed  by  Smith,  is,  when  in 
vol.  1— 31 
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combination  with  a  locomotive  engine,  a  substantially  differ- 
ent truck  from  that  employed  by  Bissell  ;  that  its  mode  of 
operation  is  different,  and  that  a  new  and  useful  result  is 
obtained  thereby.  And,  if  so,  it  follows  that  the  patent 
granted  to  Smith  is  not  invalid  for  want  of  novelty  in  the  in- 
vention.  The  combination  is  not  claimed  to  have  been  an- 
ticipated by  any  other  than  Bissell. 

I  come  now  to  the  consideration  of  another  objection  to  the 
Smith  patent,  which  was  elaborately  urged  during  the  argu- 
ment. It  is,  that  the  invention  was  abandoned  by  the  patentee, 
or  permitted  by  him  to  be  in  public  use,  more  than  two  years 
before  his  application  for  a  patent.  This  is,  in  fact,  a  double 
objection,  but  it  may  well  be  considered  as  one. 

It  appears  from  the  testimony  of  Smith  himself,  that,  in  the 
year  1853,  when  in  New  York,  he  went  on  one  occasion  with 
a  Mr.    Bridges  and   Mr.   Bissell  to  the  rotunda  of  the  Mer- 
chants'  Exchange,  to  examine  a  contrivance  exhibited  there 
for  preventing  the  disastrous  effects  of  the  breaking  of  rail- 
road axles.     In  the  rotunda  they  found  a  complete  model,  on 
a  small  scale,  of  a  railroad  car,  and  of  a  track  having  a  curve 
and  a  reverse  curve,  with  the  novel  invention  attached,  to 
show  the  operation.     While  there,  Smith  took  occasion,  hav- 
ing permission. from  the  owner  of  the  model,  to  illustrate  his 
views  of  the  proper  construction  of  locomotives,  having  swiv- 
elling trucks  with  swinging  bolsters.     What  his  views  were, 
the  evidence  does  not  show.     But  this  testimony,  it  has  been 
argued,  is  proof  that  he  then  dedicated  or  surrendered  his  in- 
vention to  the  public.  I  cannot  think  so.  I  cannot  see,  that  it 
shows  he  then  had  any  complete  conception  of  the  invention 
for  which  he  subsequently  obtained  his  patent,  and,  if  he  had, 
the  conception  was  not  embodied.     For  aught  that  appears, 
his  idea  may  have  involved  some  changes  in  the  locomotive 
itself —some  new  mode  of  construction  to  adapt  it  to  the  use 
of  swivelling  trucks  with  swinging  bolsters.     He  may  then 
have  contemplated  a  truck  swivelling  on  a  centre  outside  of 
its  frame,  like  the  one  which  Bissell  subsequently  employed. 
And,  whatever  his  view  may  have  been,  very  clearly,  it  was  not 
a  perfected  invention,  which  could  then  have  been  patented, 
and,  consequently,  there  was  no  invention  capable  of  abandon- 
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ment.  I  think,  it  would  be  going  unwarrantably  far,  were 
I  to  hold,  that  what  took  place  at  the  Merchants*  Exchange, 
amounted  to  a  dedication,  to  the  public  use,  of  the  invention, 
which  he  claimed  in  1861,  and  for  which  he  received  a  patent. 
There  is,  however,  other.evidence,  upon  which  the  defend- 
ants rely,  to  establish  their  allegation  of  abandonment.  Ac- 
cording to  Smith's  testimony,  the  history  of  his  invention 
was  this  :  In  1856,  he  was  general  superintendent  of  the  Hud- 
son River  Railroad,  and,  in  the  fall  of  that  year,  or  early  in 
1857,  he  described  his  truck  to  Mr.  Buchanan,  who  was  then 
the  master  machinist  of  the  road,  and  illustrated  its  operation 
by  chalk  sketches.  At  that  time,  at  his  suggestion,  and  under 
his  direction,  an  engine  with  the  truck  was  constructed.  It 
was  completed,  on  the  16th  day  of  September,  1858,  was  put 
upon  the  road  and  tried.  Manifestly,  it  was  an  experimen- 
tal thing.  Neither  Smith  nor  Buchanan  had  full  confidence 
in  it.  It  was  first  tested  without  a  train,  and  then  with 
freight  and  slow  passenger  trains.  These  trials  seem  to  have 
suggested  modifications,  and  two  other  engines  were  con- 
structed, in  another  shop  of  the  company,  and  delivered  in 
July,  i860.  Into  these,  several  changes  were  introduced,  sug- 
gested by  observation  of  the  working  of  the  first.  Two  other 
engines  were  built  and  delivered  in  the  spring  of  1861,  in 
which  other  changes  were  made,  and  it  was  not  until  their 
construction,  that  the  invention  was  considered  perfected. 
Very  soon  afterwards,  the  application  was  made  for  a  patent. 
Such  is  the  testimony  of  Smith,  and  it  is  fully  confirmed  by 
that  of  Buchanan.  There  is  a  little  conflict  in  the  testimony,  re- 
specting the  time  when  the  first  engine  was  constructed.  I  do 
not  regard  it  as  of  importance.  It  is  impossible  to  see,  in  all 
this,  evidence  of  abandonment.  It  was  correctly  said  byjustice 
Clifford,  in  Jones  v.  Sewall,  3  Off.  Gaz.  630,  to  be  settled  law, 
that  the  mere  forbearance  to  apply  for  a  patent,  during  the 
progress  of  experiments,  and  un*il  the  party  has  perfected  his 
invention,  and  tested  its  value,  by  actual  practice,  affords  no 
just  grounds  for  presuming^ an  abandonment.  Kendall  x.  Win- 
sor>  21  How.  328  ;  Agawam  Company  v.  Jordan^  7  Wall.  607.  It 
is  true,  an  express  relinquishment  of  an  invention  to  the  public 
is  not  indispensable  to  an.  abandonment.     It  may  be  inferred 
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from  long  delay,  unexplained,  or  from  acts  of  the  inventor  in- 
consistent with  any  other  theory,  but  it  cannot  be  presumed 
from  mere  delay  to  apply  for  a  patent,  when  the  inventor  is 
all  the  while  perfecting  the  invention  and  testing  its  merits. 

Nor  has  it  any  bearing  upon  the  case,  that  Smith's  experi- 
ments were  made  in  public,  and  that  his  experimental  engines 
were  run  upon  a  railroad — that  was,  a  public  highway.  Thus 
only  could  the  invention  be  tested.  There  is  an  obvious  dis- 
tinction between  a  public  use,  or  a  use  by  the  public,  and  an  experi- 
mental use  in  public.  In  many  cases,  it  has  been  decided,  that 
a  use  in  public  for  test  or  experiment,  is  not  such  a  public  use 
as  was  contemplated  by  the  act  of  Congress,  nor  such  a  use 
as  can  be  held  evidence  of  dedication  to  the  public.  The 
Nicholson  pavement  case  was  notably  one. 

It  has  not  been  contended,  and,  certainly,  in  view  of  the  evi- 
dence, it  ought  not  to  be, that  the  Smith  invention  was  in  public 
use,  or  on  sale,  with  his  consent,  more  than  two  years  prior  to 
his  application  for  a  patent.  It  appears  to  have  been  used  on  the 
Old  Colony  Railroad,  in  April,  1859,  but  there  is  nothing  to 
show  that  such  use  was  allowed  by  Smith,  or  that  he  knew  of  it. 

My  conclusions,  then,  upon  the  whole  case,  are  as  follows  : 

1.  The  combination  claimed  by  Alba  F.  Smith,  and  de- 
scribed   in    his   specification,    was   a  patentable    invention. 

2.  The  patent  granted  to  him  on  the  nth  day  of  February, 
1862,  is  not  void  for  want  of  novelty  of  the  invention.  The 
invention  had  not  been  anticipated.  3.  There  is  no  sufficient 
evidence  that  the  patentee  abandoned  the  invention.  4.  The 
patent  is  not  invalid  because  the  invention  was  in  public  use, 
or  on  sale,  with  the  allowance  of  the  inventor,  more  than 
two  years  before  his  application  for  the  patent. 

The  only  question  that  remains,  is,  whether  the  defendants 
have  been  guilty  of  infringement.  In  regard  to  this  there  is 
no  controversy.  An  infringement  is  very  clearly  proved.  I 
shall,  therefore,  order  the  injunction  prayed  for  in  the  bill, 
and  decree  an  account,  etc. 

Let  a  decree  be  prepared  accordingly. 

Keller  cV  Blake  and  S.  S.  Hollingsworth,  for  the  complainant. 
Chapman  Biddle  and  J.  H.  B.  Latrobe,  for  the  defendant. 
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Samuel  Wetherill  and  George  W.  Gilbert,  Ad- 
ministrators, etc.,  of  Charles  J.  Gilbert,  De- 
ceased, and  Martha  M.  Jones,  Administratrix, 
etc.,  of  Samuel  T.  Jones,  Deceased, 


vs. 


The  New  Jersey  Zinc  Company. 


Samuel  Wetherill  and  George  W.  Gilbert,  Admin- 
istrators, etc.,  of  Charles  J.  Gilbert,  Deceased, 


vs. 


Same.    In  Equity. 

An  infringer  of  a  patent  is,  in  equity,  a  trustee  of  the  patentee,  of  the  gains 
derived  by  him  from  the  infringement. 

Where  the  infringed  patent  is  for  an  art,  a  fair  measure  of  the  infringer's 
actual  profits  is  the  saving  in  cost  of  production  by  the  use  of  the  appro- 
priated invention,  over  the  cost  of  production  by  the  use  of  cognate 
means,  used  and  available. 

The  infringed  invention  consisted  of  an  improved  process  of  reducing  zinc 
ores,  and  of  thereby  producing  white  oxide  of  zinc  :  Held,  that  the  meas- 
ure of  the  infringer's  liability  was  the  difference  in  cost  of  producing  the 
white  ox  id*  of  zinc  obtained  by  the  infringer  by  the  use  of  the  patented 
invention,  and  the  cost  of  producing  a  similar  quantity  of  the  oxide  by 
the  old  mett  od. 

The  infringer  of  a  patented  process  of  reducing  zinc  ores  for  the  production 
of  white  oxide,  cannot  be  charged  with  the  value  of  an  increased  residuum, 
obtained  by  using  the  process,  available  for  renewed  treatment,  which  re- 
siduum fluctuates  with  the  varying  richness  of  the  ore,  and  results, from 
its  inherent  natural  properties,  and  is  not  imparted  to  it  by  the  direct 
operation  of  any  contemplated  function  of  the  process. 

Where  a  patented  process  of  reducing  zinc  ores  for  the  production  of  white 
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oxide  of  zinc,  required  for  its  successful  practice,  a  furnace  of  special 
aptitude,  and  the  furnaces  in  use  at  the  time  of  the  invention  of  the 
process  were  inapplicable  to  its  successful  or  profitable  practice,  and 
the  infringer  employed  another  furnace,  of  special  aptitude  to  the  dis- 
tinctive requirements  of  the  patented  process,  the  property  of  another, 
from  whom  he  secured  the  right  to  its  use :  Held,  that  the  infringer's 
liability  to  the  patentee  of  the  process,  estimated  by  the  rule  before  enun- 
ciated, must  be  diminished  by  the  contributive  value  of  the  furnace  to 
the  result  produced  :  Held  also,  that  although  the  evidence  supplied  no 
data  by  which  the  contributory  value  of  the  furnace  could  be  accurately 
estimated,  yet,  as  the  furnace  and  the  process  are  indispensable  co- 
efficients in  producing  the  result,  the  court,  upon  an  accounting  of  the 
infringer's  equitable  accountability,  would  treat  them  as  co-equal  in  their 
contribution  to  the  joint  result. 

State  Statutes  of  Limitation  have  no  application  to  cases  affecting  statutory 
rights,  cognizable,  exclusively  by  the  federal  courts.  Such  rights  can 
be  affected  only  by  laws  of  Congress. 

(Before  McKennan,  J.,  District  of  New  Jersey,  October,  1874.) 

McKennan,  J. 

Equitable  accountability  for  the  unauthorized  use  of  a 
patented  invention,  proceeds  upon  the  hypothesis  of  a  trust. 
An  infringer,  although  technically  a  trespasser,  is  treated 
as  a  trustee  of  the  gains  resulting  from  the  use  of  the 
patent  property,  and  is  held  accountable  accordingly.  The 
benefit  thus  accruing  to  him  is  regarded  as  the  patentee's 
contribution  to  his  profits,  and  is  the  primary  measure  of 
his  accountability.  To  obtain  a  just  account  of  these 
profits,  is,  therefore,  the  special  object  of  a  master's  re- 
searches, but  it  is  not  attainable  by  a  uniform  pursuit  of 
the  same  methods.  Different  modes  of  computation  are  in- 
dicated  by  different  subjects  and  circumstances,  but  they 
must  be  appropriate  means  of  ascertaining  the  actual  bene- 
fit derived  from  the  use  of  the  patentee's  exclusive  prop- 
erty. Where  the  appropriated  invention  is  an  art,  the  sim- 
plest method  of  attaining  this,  is,  perhaps,  by  a  comparison 
between  it  and  cognate  means  used  and  available  for  the 
production  of  the  same  result.  The  saving  in  cost  of  produc- 
tion, due  to  the  new  process,  is  a  fair  measure  of  the  in- 
fringer's actual  profits. 

This  is  substantially  the    rule    applied    by    the   Supreme 
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Court  in  Mowry  v.  Whitney,  14  Wall.  620.  The  patent,  in  that 
case,  was  for  a  process  of  manufacturing  cast-iron  railroad 
wheels,  and  the  court  says  :  •'  The  question  to  be  determined 
in  this  case  is,  what  advantage  did  the  defendant  derive  from 
using  the  complainant's  invention,  over  what  he  had,  in  using 
other  processes,  then  open  to  the  public,  and  adequate  to  en- 
able him  to  obtain  an  equally  beneficial  result.  The  fruits 
of  that  advantage  are  his  profits." 

r  The  application  of  this  test,  in  the  ascertainment  of  the  re- 
spondent's profits,  is  especially  appropriate  in  this  case. 
The  complainant's  invention  consisted  of  an  improved  pro- 
cess of  reducing  zinc  ores,  and  of  thereby  producing  white 
oxide  of  zinc.  Before  its  discovery  the  same  result  was  ac- 
complished by  means  of  what  are  known  as  muffled  furnaces. 
This  was  the  method  in  use  by  the  respondents,  and  after  a 
protracted  comparative  trial  of  the  complainant's  invention,  it 
was  adopted,  and  the  old  process  was  abandoned.  If  "  an 
equally  beneficial  result"  was  thereby  obtained,  and  a  saving 
was  made  in  the  cost  of  accomplishing  it,  a  corresponding 
advantage  accrued  to  the  respondents,  the  obvious  measure 
of  which,  is  the  difference  in  the  cost  of  production,  between 
the  old  and  the  new  method. 

The  master  has,  however,  instituted  a  very  laborious  in- 
quiry into  the  operations  of  the  respondents,  involving  a 
minute  examination  of  their  books,  and  intricate  and  volumi- 
nous computations,  with  a  view  of  ascertaining  the  quantity 
of  coal  and  labor  saved  in  the  manipulation  of  the  ore  treated 
by  the  complainants'  process,  the  increased  proportion  of 
oxide  obtained  by  it,  and  the  quantity  of  residuum  available 
for  renewed  treatment  when  the  Wetherill  process  was 
adopted.  The  value  of  these  items  is  taken  as  gains,  upon 
the  basis  of  which,  the  master  has  adjusted  the  respondents' 
accountability.  The  decisive  objections  to  this  are,  that  the 
result  necessarily  fluctuates  with  the  varying  richness  of  the 
ore  treated,  and  that  the  respondents  are  charged  with  the 
residual  value  of  the  ore,  resulting  from  its  inherent  natural 
properties,  and  which  is  not  imparted  to  it  by  the  direct 
operation  of  any  contemplated  function  of  the  complainants 
process.     The  simplest  and  most  appropriate  method  is,  to 
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ascertain  the  quantity  of  oxide  obtained  by  the  use  of  the 
complainants'  process,  and  the  cost  of  its  production,  and 
comparing  this  with  the  cost  of  producing  a  like  quantity  by 
the  muffle  process,  the  difference  is  the  saving  due  to  the 
former. 

The  complainants'  invention  was  avowedly  adapted  to  the 
production  of  white  oxide  from  the  ores  of  zinc,  and,  as  a 
novel  and  useful  instrumentality  for  that  purpose,  a  patent 
was  granted  for  it.  Other  methods  were  in  use  before  it,  but 
its  essential  superiority  over  them  consists  in  its  economical 
capability  of  effecting  the  common  result.  This  was  the 
scope  of  its  ostensible  design,  and  exclusive  adaptability  ;  and, 
hence,  it  was  adopted  by  the  respondents,  and  the  old  method 
was  discarded.  For  the  value  of  this  economical  advantage, 
then,  the  respondents  are  accountable  ;  and,  the  appropriate 
measure  of  it,  is,  the  difference  in  the  cost  of  obtaining  the 
same  product  by  means  of  the  new  process,  and  of  the  old 
one  which  it  superseded. 

From  the  evidence  taken  by  the  master,  it  appears,  that  for 
the  years  1853-54-55,  the  cost  of  obtaining  each  100  pounds 
of  oxide,  by  the  muffle  process,  was  $2.05^  ;  and  for  the  years 
1857—58—59,  the  cost  of  obtaining  the  same  quantity,  by  the 
Wetherill  process,  was  $1.63,  showing  a  saving  by  the  latter 
of  42J  cents  per  100  pounds.  Under  all  the  circumstances, 
I  think. this  is  sufficiently  accurate  to  furnish  a  just  stand- 
ard of  computation  of  the  respondents'  gains,  according  to 
the  rule  before  indicated. 

During  the  time  of  the  original  patent,  the  quantity  of 
oxide  obtained  by  the  use  of  the  Wetherill  process  was  79,- 
545,757  pounds,  which,  at  42^  cents  per  100  pounds,  gave  a 
gain  to  the  respondents  of  $338,069.47.  Since,  the  extension 
of  the  patent,  17,635,806  pounds  of  oxide  have  been  produced, 
the  gain  upon  which,  at  the  same  rate,  is  $74>952-i7-  These 
are  the  gross  economical  results  of  the  use  of  the  complain- 
ants' invention,  in  the  production  of  white  oxide  of  zinc.  But 
are  they  wholly,  or  only  in  part,  due  to  the  agency  of  that  in- 
vention ?  Whatever  fruit  was  borne  by  it,  the  complainants  are 
entitled  to  gather.  But  they  cannot  appropriate  the  entire 
value  of  advantages,  which  they  have  been  only  partially  in- 
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strumental  in  securing.  In  proportion  to  their  contributory 
efficiency  in  the  production  of  beneficial  results,  they  are  en- 
titled  to  participate  in  the  consequent  gains. 

Now,  it  is  an  indisputable  fact,  that  without  a  furnace  of 
special  aptitudes,  the  process  in  question  cannot  be  success- 
fully or  profitably  practised,  and  it  is  so  found  by  the  mas- 
ter. The  muffle  was  entirely  unsuitable  to  it,  and,  hence, 
another  furnace  was  employed,  with  exclusive  adaptation  to 
its  distinctive  requirements.  Without  such  furnace  the  pro- 
cess is  an  unfruitful  abstraction.  By  their  co-operative  effi- 
ciency, a  profitable  result  is  attained.  Both  are  thus  essential 
agencies  in  the  production  of  this  result.  The  complainants 
did  not  supply  this  indispensable  co-efficient,  but  it  was 
ostensibly  the  property  of  another,  from  whom  the  re- 
spondents secured  the  right  to  use  it. 

Upon  what  basis,  then,  ought  the  value  of  the  result  to 
be  apportioned  between  these  contributory  agencies  ?  The 
whole  of  it  is  claimed  by  the  complainants,  for  the  reason 
that  the  respondents  have  not  furnished  any  data  by  which 
the  contributory  value  of  the  furnace  can  be  accurately  de- 
termined. But,  it  does  appear,  that  the  furnace,  indispensa- 
bly contributed  to  the  result,  and  that  the  process  was  only 
partially  instrumental  in  securing  it.  To  credit  the  process, 
then,  with  the  whole  value  of  this  result,  would  award  to  it 
what  it  did  not  earn,  and  this,  no  consideration  touching  the 
burden  of  proof  merely,  could  justify.  In  the  very  nature 
of  things,  it  is  impracticable  to  adjust  the  relative  value 
of  these  instrumentalities,  by  any  exact  arithmetical  stand- 
ard. They  are  inseparable  co-efficients,  one,  constituting 
the  abstract  method  of  reaching  the  desired  result,  the  other, 
the  mechanical  instrument  to  effectuate  it,  each  unfruitful 
without  the  co-operation  of  the  other,  and  so,  they  must 
necessarily  be  treated  as  co-equal  in  their  contribution  to  the 
joint  result.  Upon  this  basis,  but  one  half  of  the  gains,  above 
stated,  is  due  to  the  complainants'  patent,  and,  for  that  pro- 
portion only,  are  the  respondents  to  be  adjudged  liable. 

It  is  urged  that  the  accountability  of  the  respondents  must 
be  confined  to  a  period  of  six  years  before  the  filing  of  the 
bills.     State  statutes  of  limitation  are  authoritative  in  the 
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federal  courts,  in  cases  only  where  the  federal  and  state 
tribunals  have  concurrent  jurisdiction  of  the  cause  of  action. 
Statutory  rights,  which  are  cognizable,  exclusively  by  the 
federal  courts,  can  be  affected  only  by  the  laws  enacted  by 
Congress.  The  claims  asserted  here  are  in  that  category, 
and,  as  there  is  no  Act  of  Congress  applicable  to  them  which 
limits  the  remedy,  the  respondents  are  without  the  protec- 
tion  of  any  statutory  limitation  of  their  liability.  Nor,  is 
there  any  sufficient  reason,  in  equity,  why  their  accounta- 
bility should  be  thus  circumscribed.  The  exclusive  own- 
ership of  the  invention  in  question  was  secured  to  the 
complainants  by  a  patent,  and  of  this  the  respondents  had 
full  knowledge.  Without  the  remotest  implication  of  assent 
by  the  complainants,  but  in  manifest  hostility  to  their  right, 
the  respondents  appropriated  their  property,  and  have  rea- 
lized large  profits  from  its  use.  For  the  consequences  of  this 
deliberate  and  persistent  infringement,  the  respondents 
ought  justly  to  be  held  fully  accountable. 

In  the  case  of  M.  M.  Jones,  administratrix,  and  others,  a 
final  decree  will  be  entered  for  the  payment,  by  the  respond- 
ents, of  the  sum  of  $169,034.73,  with  interest  from  October 
2,  187 1,  and  costs. 

And  in  the  case  of  Wetherill  &  Gilbert  a  like  decree  will  be 
entered  for  $37,476.08,  with  interest  from  the  same  date,  and 
costs. 

George  Harding,  for  the  complainants. 

Benjamin  ]Villiamsony  for  the  defendant. 
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The  Union  Paper  Collar  Company 


vs. 


Emerson  Leland.    In  Equity. 

Where  the  original  patent  was  for  ornamented  collars  and  cuffs,  especially 
.those  for  ladies'  use,  and  the  specification,  in  describing  the  mode  of 
obtaining  the  result,  points  out  that  the  surface  of  the  linen  or  other  tex- 
tile fabric  will  be  imitated  as  well  as  the  ornaments,  the  reissue  of  the 
patent  may  lawfully  claim  the  imitated  surface  instead  of  the  imitated 
ornamented  cuffs  ;  and  collars  generally^  as  well  as  those  to  be  worn  by 
ladies. 

The  state  of  the  art  showing  that,  prior  to  the  invention,  collars  and  cuffs 
made  of  paper  were  known  ;  and  that  paper  embossed  in  various  modes, 
some  of  which  were  imitations  of  the  surface  ol  textile  fabrics,  was  also 
known,  there  is  no  patentable  novelty  in  the  application  of  paper,  em- 
bossed in  imitation  of  linen,  to  the  making  of  collars  and  cuffs. 

The  second  reissued  patent  for  paper  collars  and  cuffs,  granted  to  W.  E. 
Lockwood,  January  24,  1873,  held  invalid. 

(Before  Clifford  and  Lowell,  J  J.,  District  of  Massachusetts,  October,  1874.) 

Lowell,  J. 

This  suit  is  brought  to  restrain  the  infringement  of  the  sec- 
ond reissue  of  W.  E.  Lockwood's  patent  of  1859  ;  the  reissue 
being  granted  in  1873.  The  specification  declares  the  inven- 
tion to  consist  of  a  collar  or  cuff  having  a  paper  surface,  imi- 
tative of  the  textile  surface  of  a  collar  or  cuff  of  textile  fabric  ; 
that,  in  carrying  out  his  invention,  Lockwood  uses  a  fabric 
composed  of  paper  and  muslin,  or  equivalent  fabric,  having 
a  smooth,  white,  polished  or  enamelled  paper  surface  to  rep- 
resent that  of  starched  linen.  It  then  describes  one  mode  of 
making  the  imitation  of  a  linen  or  muslin  surface  by  dies, 
but  does  not  claim  or  limit  the  invention,  to  any  particular 
appliances  or  machinery,  for  embossing  the  fabric.  The  claim 
is,  for  a  collar  having  a  paper  surface,  imitative  of  the  textile 
face  and  fibre  of  a  dressed  linen  collar,  as  set  forth. 
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The  first  objection  taken  is,  that  the  reissue  is  for  a  differ- 
ent invention  from  that  described  in  the  original  patent.  The 
patent  appears  to  have  been  intended  to  apply  to  ornamented 
collars  and  cuffs,  especially  those  for  ladies'  use  ;  but,  the 
description  of  the  mode  of  obtaining  the  result,  points  out 
that  the  surface  of  the  linen  or  other  textile  fabric  will  be 
imitated,  as  well  as  the  ornaments  ;  and  we  see  no  reason,  why 
the  patent  might  not  lawfully  be  reissued,  so  as  to  claim,  as 
it  now  does,  the  imitated  surface,  instead  of  the  imitated  orna- 
mented cuffs,  and  collars  generally,  as  well  as  those  to  be 
worn  by  ladies.  There  is  no  repugnancy,  nor  any  introduc- 
tion of  a  new  invention. 

The  case  turns  on  the  question  of  novelty.  It  appears,  by  the 
case  brought  by  this  plaintiff,  against  Van  Deuzen,  reported 
5  Fish.  597,  and  io  Blatchf.  C.  C.  R.  109.  that  the  claim  of  the 
first  reissue  of  this  patent  was  for  an  embossed  collar  or  cuff, 
made'of  a  fabric  composed  of  paper  and  muslin,  or  an  equiv- 
alent fabric.  This  was  held  to  be  no  patentable  novelty. 
Judge  Blatchford  says  :  "  But,  as  like  embossing  had  been 
done  on  starched  linen,  the  result  of  producing  such  emboss- 
ing on  a  smooth,  white,  polished  or  enamelled  surface,  rep- 
resenting that  of  starched  linen,  cannot  be  patented  as  an 
invention,  when  nothing  is  claimed  as  new  in  the  appliance, 
machinery  or  process  for  producing  the  embossing.  A 
starched  linen  collar,  with  its  surface  embossed,  existed  be- 
fore. There  was  nothing  of  patentable  novelty  in  the  idea 
that,  the  imitative  surface  being  provided,  it  would  be  well  to 
emboss  it.  The  patent  does  not  claim  the  invention  of  the 
imitative  surface,  or  of  any  means  of  producing  it." 

It  will  be  seen,  that  the  present  form  of  the  patent,  follows 
the  suggestion,  if  it  be  one,  of  the  court,  and  does  lay  claim 
to  the  imitative  surface  itself,  as  used  for  making  collars,  and 
thus  avoids,  as  is  contended,  the  reasoning  of  that  case.  But 
the  evidence,  in  the  case  at  bar,  discloses  that  paper  as  well  as 
linen  was  embossed  in  various  modes  and  for  many  uses  be- 
fore the  date  of  Lockwood's  patent.  There  is  the  English 
patent  of  De  La  Rue,  taken  out  in  1834,  for  embossing  paper 
in  parallel  lines  ;  and  one  granted  to  John  Evans,  in  1854,  for 
ornamenting  paper  with  an  imitation  of  the  patterns  of  textile 
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fabrics.  It  may  be  doubted,  whether  Evans  produced,  upon 
his  paper,  the  surface,  as  well  as  the  ornaments,  of  textile 
fabrics  ;  but  there  is  proof  that  paper,  made  in  imitation  of 
such  fabrics,  including  linen,  was  well  known  and  in  use  for 
paper-hangings  and  some  other  purposes.  Samples  are  pro- 
duced from  papers  actually  made  before  1859,  which  are  of 
this  character.  It  is  said  that  these  imitations  are  not  very 
well  done  ;  but  they  appear  to  have  been  accepted  as  good 
enough  for  the  purposes  for  which  they  were  used  ;  and  the 
patent  is  not  for  any  improvement  in  the  imitation,  or  in  the 
mode  of  producing  it. 

Collars  and  similar  articles,  made  of  paper,  were  patented 
to  Walter  Hunt  in  1854,  as  a  new  manufacture,  and  Lockwood 
was  the  owner  of  this  patent,  when  he  made  the  improvement 
now  in  controversy.  In  this  state  of  the  art,  collars  and  cuffs, 
made  of  paper,  being  known,  and  paper  embossed  in  various 
modes,  some  of  which  were  imitations  of  the  surface  of  textile 
fabrics,  being  known,  we  are  of  opinion,  that  there  was,  in 
1859,  no  patentable  novelty  in  the  application,  of  paper  em- 
bossed in  imitation  of  linen,  to  the  making  of  collars  and  cuffs. 
Hotchkiss  v.  Greenwood^  1 1  How.  248. 

The  evidence  in  the  record  goes  even  beyond  what  we  have 
already  mentioned,  and  renders  it  probable  that  paper,  em- 
bossed in  imitation  of  a  linen  surface,  was  used  for  collars 
and  cuffs,  long  before  the  date  of  the  alleged  invention,  and 
that  such  articles  were  offered  for  sale  in  New  York,  and 
known  to  several  persons.  It  is  true  that  they  were  not 
found  to  be  acceptable  to  the  trade,  and  they  had  very  pro- 
bably been  forgotten  ;  but  they  were  imitations  of  linen,  and 
the  reasons  which  operated  to  prevent  their  general  use,  were 
of  a  commercial  and  economical  character. 

Bill  dismissed,  with  costs. 


W.  G.  Russell,  for  the  complainant. 
A.  J.  Robinson,  for  the  defendant. 
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The  Union  Paper-Bag  Machine  Company 

vs. 
Luther  Crane  et  al.     In  Equity. 

The  determination,  by  the  Patent  Office,  of  an  interference  between  a  patentee 
and  a  petitioner  for  a  patent,  is  not  final  upon  the  rights  of  the  parties, 
and  either,  feeling,  aggrieved  by  the  decision,  may  thereafter  bring  a  bill 
under  Section  58  of  the  Patent  Act  of  1870,  to  have  the  patent  granted  10 
the  other,  declared  void. 

The  decision  of  the  Patent  Office  is  never  final,  upon  the  question  of  the 
novelty  or  priority  of  an  invention. 

The  statement  made  by  a  patentee,  to  the  Patent  Office,  of  the  date  of  his 
invention,  upon  an  interference  between  himself  and  another  applicant 
for  a  patent,  does  not  estop  his  assignee  from  introducing  evidence,  in  a 
proceeding  under  Section  58  of  the  Patent  Act  of  1870,  to  prove  that  the 
patentee's  invention  was  made  by  him,  prior  to  the  time  specified  in  the 
statement. 

(Before  Lowell,  J.,  district  of  Massachusetts,  October,  1874.) 

Lowell,  J. 

The  bill  is  brought  under  Section  58  of  the  consolidated 
Patent  Act  of  1870  (16  Stat,  at  Large,  207),  alleging  that  the 
complainant  owns  a  patent,  granted  to  it,  December  24,  1872, 
as  assignee  of  Lorenzo  D.  Benner,  for  an  improvement  in  paper 
bags,  of  which  said  Benner  was  the  original  and  first  inventor  ; 
that  the  defendants  hold  a  patent,  dated  February  20,  1872, 
for  an  improvement  alleged  to  have  been  invented  by  Luther 
C.  Crowell  ;  that  the  patents  interfere  ;  and  the  complainant 
prays  that  the  patent  of  the  defendants  may  be  declared  void. 
The  answer  denies  that  Benner  was  the  original  and  first  in- 
ventor of  the  improvement  patented  to  the  complainant ;  in- 
sists that  Crowell  was  the  inventor  of  that  held  by  the  de- 
fendants ;  does  not  explicitly  confess  or  deny  the  interfer- 
ence between  the  two  ;  and  concludes  with  a  prayer,  that  the 
complainant's  patent  may  be  adjudged  void. 
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It  appears,  on  a  comparison  of  the  specifications,  that  they 
describe  and  claim  the  same  invention,  and  the  evidence 
proves,  that  the  complainant  intended  that  its  patent  should 
cover  the  same  ground  as  the  defendants*.  The  Patent  Office 
decided  in  favor  of  the  complainant,  after  an  interference  had 
been  regularly  declared  with  Crowell*s  patent,  which  had  al- 
ready issued  ;  upon  that  hearing,  Crowell  produced  no  evi- 
dence, excepting  his  own  statement,  and  Benner  examined 
several  witnesses,  and  both  parties  were  heard  in  argument. 

Two  points  of  law  are  taken  by  the  complainant.  1.  That 
the  decision  of  the  Patent  Office  is  final  between  these  parties. 
2.  That  the  defendants  are  estopped,  by  the  statement  made 
by  their  assignor,  Crowell,  to  the  Patent  Office,  respecting  the 
date  of  his  invention,  to  introduce  evidence  in  this  cause, 
carrying  his  invention  back,  to  an  earlier  time,  than  that 
which  he  specified  in  that  statement. 

1.  The  decision  of  the  Patent  Office  is  never  final,  upon  the 
question  of  the  novelty  or  priority  of  an  invention.  The  rule 
may  have  been  adopted,  at  first,  from  a  consideration  of  thenar 
parte  character  of  the  proceedings  at  Washington,  but  it  has 
never  been  confined,  as  is  now  maintained  by  the  complain- 
ant,  to  cases  in  which  no  contest  was  had  ;  and,  it  is  obvious 
that,  it  cannot  be  so  limited,  because,  if  one  party  to  an  inter- 
ference is  concluded  as  against  the  other  party,  the  result 
may  be  that,  a  patent  is  valid  as  against  him,  which  is  void  as 
against  all  the  rest  of  the  world.-  If,  for  instance,  Crowell's 
invention  was,  in  fact,  earlier  than  that  patented  to  the  com- 
plainant, the  later  patent  is  conceded  to  be  void  as  against 
every  one  who  had  no  hearing  before  the  Patent  Office,  while 
the  defendants'  patent  would  be  void  as  against  the  com- 
plainant and  all  persons  claiming  under  it  ;  so  that,  the  only 
person  who  could  not. practise  the  invention,  would  be  he  who 
had  made  it,  and  his  assigns. 

The  statute  is  not  ambiguous.  It  gives  a  court  of  equity 
power  to  decide  between  interfering  patents,  without  any  ex- 
ception or  limitation.  This  is  substantially  a  re-enactment  of 
sec.  16  of  the  act  of  1836,  under  which  Mr.  Justice  Nelson  is 
said  to  have  decided  the  very  point.  Atkinson  v.  Eoardmany 
Law's  Dig.  p.  666,  sec.  16,  3.     By  the  act  of  1793,  interfering 
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applications  were  to  be  passed  upon  by  three  arbitrators,  and, 
upon  this  act,  Mr.  Justice  Story  said  :  "  The  award  or  decis- 
ion of  the  arbitrators  would  have  been  final  between  the  par- 
ties, only  so  far  as  respected  the  granting  of  the  patent. 
*  *  *  The  sole  object  of  such  an  award  is,  to  ascertain  who 
is  prima  facie  entitled  to  the  patent.  But,  when  once  obtained, 
the  patent  is  liable  to  be  repealed  or  destroyed  by  precisely  the 
same  process  as  if  it  had  issued  without  objection. "  Stearns  v. 
Barrett^  i  Mas.  173,  174.  Upon  reasoning  and  authority,  then, 
the  new  patent,  granted  after  a  hearing,  merely  makes  out  a 
prima  facie  case  for  the  complainant,  shifting  the  presumption, 
that  would  otherwise  exist  from  the  earlier  date  of  the  defend- 
ants' deed. 

2.  There  is  no  ground  for  holding  the  statement  of  Crowell, 
an  estoppel.  It  was  not  made  to  the  complainant,  nor  in- 
tended to  influence  its  action,  and  the  evidence  is  clear  that, 
it  did  not  act  upon  it.  We  have  examined,  with  great 
care,  the  evidence  concerning  priority  of  invention,  and 
are  of  opinion  that  Crowell  was  the  true  and  first  inventor. 
He  neglected  his  case  before  Ihe  Patent  Office  ;  and  the 
examiners  were  led  to  believe,  that,  he  might  have  obtained 
hints  or  suggestions  from  the  drawings  of  Benner,  for  a 
patent  which  was  issued  to  him,  a  short  time  before  that 
of  Crowell.  It  is  true,  those  drawings  were  left  with  Mr. 
Coffin,  one  of  the  persons  interested  in  Crowell's  invention, 
and  in  the  shop  where  Crowell  was  at  work  on  his  ma- 
chines ;  but,  the  evidence  in  this  case  does  not  prove,  that, 
any  use  was  made  of  them,  but  tends  to  prove  the  contrary. 
But  a  wholly  decisive  consideration,  as  to  which  the  course 
of  proceedings,  before  the  Patent  Office,  led  the  examiners 
into  error,  is,  that  those  drawings  do  not  contain  the  invention, 
and,  if  they  had  been  seen  and  studied  by  Crowell,  would  be 
no  answer  to  his  claim  of  priority.  This  is  now  admitted  by 
the  complainant,  and,  was  well  known  to  it,  while  the  interfer- 
ence was  going  on,  as  appears  by  a  letter  from  its  counsel  to 
the  president  of  the  company,  which  it  has  printed  at  p.  41  of 
the  record.  As  the  argument  before  the  Patent  Office  is  not 
given,  we  do  not  know  whether  the  admission  was  made  at 
that  time  ;  but,  the  fact,  that  the  decision  was  very  largely  in- 
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fluenced,  by  this  mistake,  is  shown  by  the  record,  and  must 
detract  much  from  the  weight  of  the  adjudication. 

Upon  the  principal  point  of  fact,  we  are  well  satisfied,  not 
only  that  CroweH's  invention  was  actually  made  by  him,  but, 
that  it  was  completed  in  1867.  Tha  complainant,  not  deny- 
ing that  Croweli  made  the  invention,  insists  that  he  was  not 
the  first  inventor,  and  has  introduced  evidence,  which  it  relies 
upon,  to  prove,  that  Benner  made  it  in  1868,  and  that  Croweli 
was  not  earlier  than  1871.  The  defendants,  on  the  other 
hand,  insist  that  they  have  thrown  doubt,  upon  the  claim  of 
Benner  to  have  made  the  invention  at  all,  though  he  may 
have  approached  it.  As  we  are  satisfied  that  Croweli  really 
made  the  invention  before  Benner,  or  any  of  his  witnesses, 
says  that  Benner  made  it,  we  have  not  examined  the  question, 
whether  Benner  ever  made  it  at  all. 

Decree  for  defendants. 

George  Harding  and  T.  JV.  Clarke^  for  the  complainant. 
T.  L.  Livermore,  for  the  defendants. 


The  Milligan  and  Higgins  Glue  Company 

VS. 

George  Upton.    In  Equity.* 

Jurisdiction  to  reissue  patents  is  vested  in  the  Commissioner,  and  his  decision, 
upon  an  application  for  a  reissue,  is  final  and  conclusive,  and  not  re- 
exam  in  able  in  a  suit  for  infringement,  in  the  Circuit  Court,  unless  it  is 
apparent,  upon  the  face  of  the  patent,  that  the  Commissioner  has  exceeded 
his  authority,  or  there  is  such  a  repugnancy,  between  the  old  and  the  new 
patent,  that  it  must  be  held,  as  matter  of  legal  construction,  that  the  new 
patent  is  not  for  the  same  invention  as  was  embraced  and  secured  in  the 
original. 

*  Affirmed  by  Supreme  Court,  7  Otto,  .3. 
VOL.  1 — 32 
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The  principles,  governing  the  awarding  and  granting  of  reissues  of  patents , 
examined. 

Articles  of  manufacture  may  be  new  in  a  commercial  sense,  when  they  are 
not  new  in  the  sense  of  the  Patent  Law  ;  and  the  mere  reduction  of  an 
article  of  bulk,  to  one  of  a  smaller  size,  is  not.  in  general,  the  subject  of 
a  patent  as  a  new  manufacture,  unless  ihe  properties  of  the  article  are 
improved  by  the  introduction  of  some  new  ingredients,  or  by  ihe  sub- 
traction of  one  or  more  of  the  ingredients  of  the  original  article,  by  which 
the  new  product  is  improved  and  made  more  useful. 

The  rule  that  new  articles  of  commerce  are  not  patentable  as  new  manufac- 
tures, unless  it  appears,  that  the  production  of  the  new  article  involved 
the  exercise  of  invention  or  discovery,  beyond  what  was  necessary  to 
construct  the  apparatus  for  ics  manufacture  or  production,  reaffirmed, 
and  the  authorities,  sustaining  it,  examined  and  approved. 

A  reissued  patent,  claimed  comminuted  glue  as  a  new  article  of  manufacture. 
The  patented  glue  was  made  by  cutting  or  rasping  the  common  commer- 
cial glue,  so  that  its  large  flakes  were  reduced  to  small  particles.  The 
mechanism,  by  which  this  result  was  accomplished,  was  not  claimed  in 
the  patent.  The  advantages  of  the  patented  glue,  over  the  glue  in  its 
commercial  form,  were  said  to  be  :  ist,  that  the  particles  of  the  glue  being 
smaller,  presented  a  greater  surface  to  the  soluble  action  of  water,  and 
thereby  insured  its  more  speedy  solution  ;  2d,  that  the  patented  glue 
could  be  more  conveniently  put  up  in  small  packages,  for  domestic  use 
/  and  for  the  retail  trade,  than  the  glue  in  flakes,  and  with  less  danger  of 
loss.  Unimpeached  proof  was  exhibited  in  the  record,  showing  that 
flake  or  commercial  glue  had  been  ground  into  small  particles,  long  before 
the  alleged  invention,  and  that  the  glue  comminuted  by  this  and  other 
means  than  those  described  in  the  specification,  is  as  readily  dissolved 
and  prepared  for  practical  use,  as  the  patented  glue  :  Held,  that  the  re- 
duction of  the  glue  as  manufactured  in  flakes,  to  small  particles,  as  de- 
scribed in  the  specification  of  the  complainant's  patent,  does  not  involve 
the  exercise  of  invention  or  discovery,  without  which,  the  product  of  the 
described  process  or  apparatus,  cannot  be  regarded  as  a  patentable  im- 
provement. 

(Before  Clifford,  J.,  District  of  Massachusetts,  October,  1874.) 

Clifford,  J. 

Drawn,  as  the  pleadings  in  this  case  were,  in  the  usual  form, 
where  the  suit  is  in  equity  for  the  infringement  of  letters 
patent,  the  questions  of  law  and  of  fact,  in  dispute  between 
the  parties,  arise  chiefly  from  the  allegations  of  the  answer. 
Complainant  charges  infringement,  and  prays  for  an  ac- 
count of  all  such  gains  and  profits  as  the  respondent  has 
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thereby  made,  and  for  an  injunction.  Respondent  denies  the 
charge  of  infringement,  and  sets  up  -several  other  defences 
upon  the  merits,  as  follows  :  1.  That  the  original  patent 
was  not  the  proper  subject  of  a  surrender,  as  it  was  neither 
inoperative  nor  invalid  ;  and,  that  it  was  not  lawfully  re- 
issued, as  the  reissued  patent  is  not  for  the  same  invention 
as  was  the  original  patent.  2.  That  the  alleged  improve- 
ment was  not,  at  the  date  of  the  assumed  invention  thereof, 
the  proper  subject  of  invention,  nor  a  novelty,  proper  to  be 
secured  by  the  grant  of  valid  letters  patent.  3.  That  the 
alleged  invention,  before  the  alleged  making  or  discovery 
thereof,  was  known  to  and  used  by  several  persons  named 
in  the  answer,  and  was  described  in  the  several  mechani- 
cal and  scientific  works  therein  mentioned.  4.  That,  nei- 
ther the  patentee  nor  the  complainant,  ever  used  or  employed 
the  process,  or  the  mechanical  instrumentalities,  or  the  mode 
of  operation  described  in  the  specification. 

1.  Patentees,  whenever  their  patent  is  inoperative  or  in- 
valid, by  reason  of  a  defective  or  insufficient  specification,  or 
by  reason  of  the  patentee  claiming  as  his  own  invention 
more  than  he  had  a  right  to  claim,  as  new,  may  surrender  such 
patent,  if  the  error  arose  by  inadvertence,  accident  or  mis- 
take, and  without  any  fraudulent  or  deceptive  intention  ;  and, 
in  that  event,  it  is  made  the  duty  of  the  Commissioner,  on 
payment  of  the  duty  required  by  law,  to  cause  a  new  patent 
to  be  issued  to  the  patentee  for  the  same  invention,  and  in  ac- 
cordance with  the  corrected  specification.  (16  Stat,  at  Large, 
206.) 

Neither  reissued  nor  extended  patents  can  be  abrogated  by 
an  infringer,  in  a  suit  against  him  to  recover  damages  for  un- 
lawfully making,  using,  or  selling  a  pat  en  tech  invention,  upon 
the  ground  that  the  letters  patent  were  procured  by  fraud  in 
prosecuting  the  application  for  the  same  before  the  Commis- 
sioner. Jurisdiction  to  reissue  patents,,  is  vested  in  the  Com- 
missioner, and  his  decision,  in  such  an  application,  is  final  and 
conclusive,  and  not  re- examinable  in*  a.  suit  in  the  Circuit 
Court,  unless  it  is  apparent,  upon  the  face  of  the  patent,  that 
the  Commissioner  has  exceeded  his  authority,  or  that  there  is 
such  a  repugnancy  between  the  olcLaacL  the  new  patent,  that 
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it  must  be  held,  as  matter  of  legal  construction,  that  the  new 
patent  is  not  for  the  -same  invention  as  that  embraced  and 
secured  in  the  original  patent.  Seymour  v.  Osborne,  n  Wall. 
516.  Power  to  surrender  patents,  for  the  purposes  suggested 
in  the  Act  of  Congress,  implies  that  the  specification  may  be 
corrected,  to  cure  the  defect  and  to  supply  the  deficiency  ;  but 
interpolations,  in  a  reissued  patent,  of  new  features,  or  ingre- 
dients or  devices,  which  were  neither  described,  suggested 
nor  substantially  indicated  in  the  original  specification,  draw- 
ings or  Patent  Office  model,  are  not  allowed.  Battin  v.  Tag- 
gert,  17  How.  74  ;  O'Reilly  v.  Morse,  15  How.  62  ;  Sickles  v. 
Evans,  2  Cliff.  222  ;  Cahart  v.  Austin,  2  Cliff.  536.  Nor  is 
parol  testimony  admissible,  in  an  application  for  a  reissue,  to 
enlarge  the  scope  and  nature  of  the  invention,  beyond  what 
was  described,  suggested  or  substantially  indicated  in  the  orig- 
inal specification,  drawings  or  Patent  Office  model,  as  the 
purpose  of  a  surrender  and  reissue  is  not  to  introduce  new 
features,  ingredients  nor  devices  into  the  patent,  but  to  ren- 
der effectual  the  actual  invention  for  which  the  original 
patent  should  have  been  granted.  Whether  a  reissued  patent 
is,  or  is  not,  for  the  same  invention  as  the  surrendered  original, 
cannot  be  satisfactorily  determined,  without  a  comparison  of 
the  two,  as  the  decision  must  necessarily  depend  very  largely 
upon  the  question,  whether  the  specification  and  drawings 
of  the  reissued  patent  are,  or  are  not,  substantially  the  same 
as  those  of  the  original ;  and,  if  not,  whether  the  changes  or  al- 
terations are,  or  are  not,  greater  than  the  act  of  Congress, 
granting  the  power  of  surrender  and  reissue,  allows. 

Attention  will  first  be  called  to  the  original  patent,  in 
the  specification  of  which,  the  patentee  states  that,  he  has 
invented  a  new  and  useful  article  of  manufacture,  which 
he  therein  denominates  instantaneous  glue.  He  then  points 
out  certain  objections  to  the  glue  of  commerce  found  in 
the  market  at  that  date,  as  follows  :  1.  That  a  long  time  is 
required  to  prepare  the  glue  for  use,  first  by  soaking  it 
in  cold  water,  and  afterward  in  heating  it  in  a  hot-water 
bath.  2.  That  the  glue,  when  thus  prepared,  is  still  often 
imperfectly  dissolved.  3.  That  dry  glue  and  gelatine,  pre- 
pared in  that  way,  are  frequently  rendered  unfit  for  adhe- 
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sive  or  dietetic  purposes,  or  for  any  domestic  use.  4.  That  it 
is  difficult  to  make  up  small  packages  of  such  glue  for  retail, 
as  the  flakes  have  sharp  angular  edges,  and  would  cut  the 
wrappers,  occasioning  much  waste  of  time  and  stock.  His 
invention,  as  he  states,  obviates  all  those  objections  to  the 
common  glue,  and  consists  in  an  article  of  glue  which  does 
not  require  to  be  prepared  for  solution  by  soaking  ;  that  it 
can  be  dissolved  in  large  quantities,  so  as  to  be  ready  for  me- 
chanical use  in  less  than  five  minutes,  and  in  small  quantities, 
for  domestic  use,  in  less  than  one  minute  ;  and  can  be  put  up  in 
small  packages,  by  machinery,  or  by  hand,  of  uniform  size  and 
of  regular  form  and  weight,  similar  to  those  in  which  ground 
spices  and  other  like  articles  are  put  up  for  domestic  use,  and 
to  be  sold  by  retail  merchants.  Its  whole  substance,  and  all 
of  the  ingredients  of  the  patented  glue,  are  the  same  as  the 
common  glue,  nor  does  the  patentee  set  up  any  different  pre- 
tence. But  he  does  state  that,  the  patented  product  is  supet 
rior  to  the  glue  of  commerce,  in  that  it  has  an  appearance 
more  pleasing  to  the  eye  ;  and  that  glues  of  the  same  grade,  if 
subjected  to  his  process,  have  apparently  a  whiter  color,  and 
are,  therefore,  more  marketable,  and  will  bring  a  higher  price. 
Minute  description  is  then  given  of  the  process  of  making 
the  patented  glue,  and  of  the  mechanical  means  employed  to 
accomplish  the  object,  which  consists,  as  represented  in  the 
specifications,  of  a  hopper,  into  which  is  mounted  two  saw- 
rolls,  resting  in  suitable  bearings,  and  running  as  indicated  in 
drawings,  and  are  propelled  by  power-pulleys,  gears  or  other 
suitable  mechanism.  Particular  description  is  also  given  of 
certain  devices,  such  as  are  shown  in  the  drawings,  to  crush 
the  flakes  of  glue  deposited  in  the  hopper,  and  of  other  de- 
vices to  prevent  the  contents  of  the  hopper  from  falling  out 
through  the  openings  between  the  saws,  and  to  prevent  the 
saws  from  fouling  by  means  of  any  foreign  matter  during 
their  revolution.  Flakes  of  glue,  of  the  ordinary  kind,  are  pu- 
into  the  hopper,  and,  by  the  rotation  of  the  toothed  saw-rolls, 
the  flakes  of  glue  are  crushed  into  small  and  quite  uniform 
pieces,  about  half  the  size  of  a  barley-corn.  Figure  3  of  the 
drawings  also  shows  another  apparatus,  which  is  a  finer  cut- 
ting machine,  to  which,  as  the  representation  is,  the  coarse 
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product  of  the  prior  machine  is  subsequently  to  be  subjected. 
Briefly  described,  it  also  consists  of  a  hopper,  to  be  used  to  re- 
ceive the  product  of  the  prior  operation,  in  the  lower  part  of 
which  run  two  rasping-rolls,  by  the  rotation  of  which,  in  con- 
nection with  the  ancillary-described  devices,  the  glue  stock  is 
cut  as  fine  as  required,  when  the  new  product  passes  off  to  a  re- 
ceptacle beneath  the  machine.  Separate  description  of  the 
different  devices  is  given,  which  shows,  beyond  all  doubt,  that 
the  fine  cutting,  as  there  represented,  is  done  by  rasping-rolls, 
or  rolls  with  rasping  faces.  Conclusive  support  of  that  the- 
ory is  derived  from  the  description  given  of  the  particles  com- 
posing the  product  of  the  second  apparatus,  which  is,  that  they 
are  of  a  "  curved,  scale-like  form,  which  renders  the  rasped 
glue  a  loose,  light,  open,  incompact  mass,"  and  of  a  charac- 
ter to  remain  so,  until  quite  dissolved. 

What  the  patentee  claimed,  in  that  patent,  is  "  instanta- 
neous glue,"  in  which  claim  he  expressly  includes  gelatinous 
or  glutinous  substances,  called  glue,  produced  by  the  process 
of  disintegrational  fine  cutting,  akin  to  rasping,  by  which  the 
particles  are  made  thin,  scale-like,  curling,  and  are  thoroughly 
fractured,  so  that  they  form  a  loose,  incompact  mass,  readily 
permeable  to  and  solvent  in,  hot  water.  Alterations,  consist- 
ing of  omissions,  and,  in  some  cases,  of  additions,  as  well  as 
obvious  change  of  phraseology,  are  unmistakably  noticeable  in 
the  specifications  of  the  reissued  patent,  as  compared  with  the 
specification  of  the  original  patent ;  but,  inasmuch,  as  the 
legal  purpose  of  a  surrender  and  reissue,  is,  that  a  patent, 
which  was  before  inoperative  or  invalid,  by  reason  of  a  defec- 
tive or  insufficient  specification,  may  be  replaced  by  one 
which  is  operative  and  valid,  it  becomes  necessary  to  look 
with  care  into  the  nature  and  scope  of  the  actual  alterations 
made  in  any  given  case,  before  deciding  whether  they  are  such 
as  are  allowable  under  the  power  conferred  by  the  Act  of  Con- 
gress, or  whether  they  are  such  that  it  must  be  held  that  the 
invention,  secured  by  the  reissued  patent,  is  not  the  same  as 
that  embodied  in  the  surrendered  patent.  Mere  changes  of 
phraseology  will  not  be  noticed,  as  it  may  be  assumed  that 
they  are  not  of  a  character  to  affect  the  rights  of  the  parties 
in  the  case.     Material  omissions  and  additions  will  be  no- 
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ticed,  of  which  the  following  are  the  most  important :  1.  Two 
passages  in  the  specification  of  the  original  patent  are  entirely 
omitted  in  the  reissue  patent,  as  follows  :  0.  That  "  the  form 
of  each  tooth"  (referring  to  the  teeth  in  the  rasping-rolls  of 
the  fine  cutting  machine),  "  should  be  such  as  to  give  to 
each  particle  of  glue  cut  off,  a  curved,  scale-like  form,  which 
renders  the  rasped  glue  a  loose,  light,  open,  incompact 
mass,"  etc.  b.  That  passage  preceding  the  technical  claim, 
in  which  the  patentee  states  that  what  he  desires  to  secure  by 
letters  patent  is  any  of  the  gelatinous  or  glutinous  substances 
commonly  called  glue,  produced  by  the  process  of  disintegra- 
tional  fine  cutting,  akin  to  rasping,  by  which  the  particles  are 
made  thin,  scale-like,  curling,  and  are  thoroughly  fractured,  so 
that  they  form  a  loose  incompact  mass,  readily  permeable  to, 
and  solvent  in,  hot  water.  2.  Important  words  are  also  omit- 
ted in  several  other  parts  of  the  specification,  such  as  "  fine 
cut,"  "  fine  cutting,"  and  the  words  "  cut"  and  "  cutting"  in 
several  places,  when  used  to  describe  the  action  of  the  rasping 
machine*  or  the  second  apparatus  to  cut  finer  the  product  of 
the  first  described  operation.  3.  Additions,  suited  to  support 
a  corresponding  theory,  are  also  made  in  the  claim  and  in  the 
disclaimer  of  the  reissued  patent.  Comminuted  is  substi- 
tuted for  instantaneous,  in  the  claims,  as  the  prefix  of 
glue  ;  but  the  change  in  the  disclaimer  is  much  greater, 
as  the  language  employed  tends  strongly  to  support  the 
theory  that  the  patentee,  instead  of  regarding  his  means 
or  apparatus  as  one  designed  to  reduce  the  flakes  of  glue 
by  a  rasping  process,  intends  to  claim  for  it  the  function  of 
a  crushing  machine,  which  is  evidenced  by  the  fact  that  he 
omits  the  introductory  sentence  of  the  disclaimer  of  the  origi- 
nal specification,  in  which  he  describes  his  process  as  one  akin 
to  rasping,  and  also,  from  the  language  of  the  disclaimer  it- 
self, as  exhibited  in  the  reissued  patent.  Material  alterations 
are  also  made  in  the  body  of  the  new  specification,  as  com- 
pared with  the  old,  of  which  the  following  is,  perhaps,  the 
most  material.  "  My  invention,"  says  the  patentee  in  the  origi- 
nal patent,  "  consists  in  an  article  of  glue,  which  does  not  re- 
quire to  be  prepared  for  solution  by  soaking  ;"  but,  in  the  re- 
issued patent,  he  says,  it  consists  of  glue  comminuted  to  small 
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particles  of  practically  uniform  size,  as  distinguished  from  the 
glue  in  angular  Hakes,  hitherto  known. 

Based  upon  these,  and  other  differences  between  the  two 
patents,  it  is  insisted  by  the  respondent,  that  they  show 
that  the  issued  patent  is  not  for  the  same  invention  as 
that  secured  by  the  original  patent ;  and  it  must  be  admitted 
that  the  changes  made,  including  omissions  and  addi- 
tions, tend  pretty  strongly  to  support  the  proposition. 
But  the  question  of  construction  is  still  open,  which  must 
first  be  determined,  before  any  conclusion  can  be  formed, 
whether  the  invention  described  in  the  reissued  patent  is  or  is 
not  substantially  the  same  as  that  secured  by  the  original 
patent.  Alterations  of  the  kind  may  or  may  not  have  the 
effect  to  change  the  character  of  the  invention,  as  matter  of 
legal  construction  ;  and,  if  they  do  introduce  new  features  into 
the  improvement,  and  materially  enlarge  the  scope  and  opera- 
tion of  the  patent,  beyond  what  was  described,  suggested,  or 
substantially  indicated  in  the  original  specifications,  draw- 
ings, or  Patent  Office  model,  it  follows,  that  the  defence  that 
the  reissued  patent  is  not  for  the  same  invention  as  the  orig- 
inal, must  prevail,  and  it  becomes  the  duty  of  the  court  to  de- 
clare the  reissued  patent  void. 

Courts  of  justice  will  avoid  such  a  result,  if  they  can 
reasonably  do  so,  by  a  liberal  application  of  the  maxim,  that 
letters  patent  are  to  receive  a  liberal  construction,  and,  if  prac- 
ticable, to  be  so  interpreted  as  to  uphold  and  not  to  destroy 
the  right  of  the  inventor  Turrill  v.  Railroad,  i  Wall.  491  ; 
Ames  v.  Howard,  1  Sum.,  482  ;  Blanchard  v.  Sprague,  3  Sum., 
535  ;  same  case,  2  Story,  164.  Slight  changes  will  not  sustain 
such  a  defence,  nor  will  the  court,  in  any  case,  declare  the 
•  patent  void  on  that  account,  if  by  the  true  construction  of  the 
two  instruments,  each  being  taken  as  a  whole,  the  invention, 
secured  by  a  reissued  patent,  is  not  substantially  different 
from  that  embodied  in  the  original  patent. 

Flakes  of  glue,  reduced  to  small  particles,  may  be  called 
comminuted  glue,  whether  the  change  is  effected  by  breaking, 
pounding,  rasping  or  grinding,  or  by  any  other  known  means 
of  pulverizing  or  of  reducing  the  common  flakes  to  small  par- 
ticles, so  that  there  is  not  necessarily  any  substantial  repug- 
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nance  between  the  claims  of  the  respective  specifications. 
Exactly  the  same  description  is  given  of  the  apparatus  or 
machinery,  and  the  process  used,  or  represented  as  used,  in 
making  the  alleged  new  manufacture,  in  the  new  patent,  as  in 
the  old  ;  and  the  description  there  given,  taken,  as  a  whole,  is 
equally  full,  to  show  that,  the  new  manufacture,  as  described 
in  both  specifications,  is  the  product  of  the  rasping  or  fine  cut- 
ting machine,  to  the  action  of  which,  the  coarse  stock,  so 
called,  is  subjected,  after  it  is  discharged  from  the  first  de- 
scribed apparatus  ;  which  alleged  new  manufacture  consists  of 
particles  of  glue,  first  broken  from  flakes,  into  what  is  called 
coarse  stock,  and  then  rasped  or  cut  from  the  coarse  stock  by 
the  rasping  or  fine  cutting  machine,  which  latter  product  is 
minutely  described,  in  the  specification  of  the  original  patent, 
as  particles  of  glue  of  a  curved,  scale-like  form,  constituting  a 
loose,  light,  open,  incompact  mass,  which,  during  the  course 
of  solution,  will  remain  thus  loose,  light,  open,  and  inccmpact, 
until  quite  dissolved.  Taken  as  a  whole,  it  is  quite  clear,  that 
the  patentee,  in  the  original  patent,  never  intended  to  claim,  as 
his  invention,  anything,  except  the  glue  produced,  as  therein 
described,  by  the  process  of  disintegrational  fine  cutting, 
akin  to  rasping,  by  which  the  particles  are  made  thin,  scale- 
like, and  curling,  so  that  they  will  form  a  loose,  incompact 
mass,  readily  permeable  to,  and  solvent  in,  hot  water.  Noth- 
ing more  than  that  is  either  described  or  suggested  in  the 
original  patent,  nor  is  anything  more  substantially  indicated, 
either  in  the  drawings  or  the  samples  of  the  alleged  new  man- 
ufacture sent  to  the  Patent  Office,  at  the  time  he  applied  for  a 
patent.  More  than  that,  he  did  not  pretend  to  claim,  nor 
would  the  patent  have  been  valid  if  more  had  been  granted, 
as  the  specification,  filed,  would  not  have  been  a  compliance 
with  the  terms  of  the  act  of  Congress,  which  require  the  ap- 
plicant for  a  patent  to  file  in  the  Patent  Office  a  written  de- 
scription of  the  invention  and  of  the  manner  and  process  of 
making  and  using  the  same,  in  such  full,  clear,  concise  and 
exact  terms,  as  to  enable  any  person  skilled  in  the  art  or  sci- 
ence to  which  it  appertains,  or  with  which  it  is  most  nearly 
connected,  to  make  and  use  the  patented  improvement.  Ex- 
pressions, undoubtedly,  are  contained  in  the  specification  of 
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the  reissued  patent,  which  indicate,  pretty  strongly,  an  intent 
to  give  it  a  broader  scope  and  effect ;  but  it  is  a  sufficient  an- 
swer to  everything  of  the  kind  to  say,  that  the  apparatus  and 
process  described  for  making  and  using  the  alleged  new  manu- 
facture are  precisely  the  same  in  the  reissued  patent,  as  in  the 
specification  of  the  original  patent,  and  it  is  plain,  as  anything 
in  the  principles  of  mechanics  can  be,  that  the  described  pro- 
cess and  apparatus  are  not  suited  to  produce  any  other  pro- 
duct, than  that  for  which  the  original  patent  was  granted. 
Attempts  are  now  made,  in  argument,  to  expand  the  reissued 
patent,  so  as  to  cover  the  product  of  glue  flakes  when  reduced 
to  small  particles,  whether  the  reduction  is  effected  by  break- 
ing the  flakes,  or  by  pounding,  rasping  or  grinding  the  same, 
or  by  any  other  known  means  of  reducing  the  ordinary  glue 
flakes  from  their  usual  size  and  form  to  small  particles,  in 
order  that  the  mass  of  particles  may  be  more  readily  soluble 
in  water,  and  be  more  conveniently  put  up  in  small  packages 
for  the  retail  trade.  Sufficient  has  already  been  remarked,  to 
show  that  such  a  theory  cannot  be  sustained,  as  the  descrip- 
tion of  the  apparatus  and  process  of  making  and  using  the  al- 
leged new  manufacture,  are  repugnant  to  any  such  conclu- 
sion. Strong  support  to  the  opposite  conclusion,  is  also  de- 
rived, from  the  description  of  the  product  or  alleged  new 
manufacture,  as  twice  given  in  the  specification  of  the  original 
patent.  Confirmation  of  the  same  view,  of  a  conclusive  nature, 
if  any  more  be  needed,  is  also  found  in  the  disclaimer,  con- 
tained in  the  specification  of  the  reissued  patent,  in  which 
the  patentee  states,  that  he  does  not  claim  the  mechanism  or 
process  by  which  his  alleged  new  article  of  manufacture  is 
produced,  and  in  which  he  admits,  in  express  terms,  that  other 
means  of  crushing  or  reducing  the  glue  flakes  may  be  used 
to  manufacture  the  alleged  new  article,  without  infringing 
his  alleged  invention,  which,  is  entirely  obvious,  unless 
the  whol6  description  of  his  process  and  apparatus,  as 
given,  both  in  the  original  and  reissued  patents,  be  alto- 
gether rejected,  as  without  meaning.  Viewed  in  the  light  of 
these  suggestions,  as  the  case  should  be,  I  am  of  the  opinion, 
that  the  defence,  that  the  reissued  patent  is  not  for  the  same 
invention  as  the  original  patent,  is  not  sustained  ;  but  that 
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conclusion,  it  must  be  understood,  is  based  upon  the  theory, 
that  the  reissued  patent,  when  properly  construed  and  de- 
fined, covers  only  the  alleged  new  manufacture  produced  by 
the  process  and  apparatus  described  in  the  specification  of 
both  patents. 

2.  All  the  other  defences  set  up  in  the  answer  are  still 
open,  and  the  respondent  contends,  in  the  second  place, 
that  the  supposed  improvement  is  not  the  proper  subject  of 
invention,  and  that  it  was  net  a  novelty,  at  that  date,  which 
could  properly  be  secured  by  the  grant  of  valid  letters 
patent.  Persons  who  invent  or  discover  new  and  useful 
manufactures,  are  as  much  entitled  to  patents,  as  those  who 
invent  or  discover  new  and  useful  arts,  machinery,  or  compo- 
sitions of  matter  ;  but  the  right  to  a  patent  for  such  an  inven- 
tion or  discovery,  is  subject  to  the  same  conditions,  as  are  an- 
nexed by  law  to  the  right  to  a  patent  for  any  one  of  the  other 
classes  ;  consequently,  the  manufacture  must  be  new  and  use- 
ful, and  it  must  be  one  not  before  known  or  used  by  others  in 
this  country,  and  one  not  before  patented  nor  previously  de- 
scribed in  any  printed  publication  in  this  or  any  other  country, 
nor  have  been  in  public  use  or  on  sale  for  more  than  two  years 
prior  to  the  application  for  a  patent.  Instruments  of  this  kind 
usually  contain  allegations  averring  a  compliance  with  those 
several  conditions,  but  all  such  allegations  are  open  to  review 
by  the  courts,  when  properly  presented  as  a  defence.  Patents 
in  certain  cases  may,  doubtless,  be  granted,  both  for  the  manu- 
facture, and  for  the  process  or  method  of  producing  the  same, 
if  both  are  new  and  useful ;  and  no  doubt  is  entertained,  that 
the  two  inventions  or  discoveries  may  be  secured  by  separate 
patents,  or  that  they  may  both  be  included  in  the  same  origi- 
nal patent,  if  made  the  subject  of  separate  and  distinct  claims. 
Goodyear  v.  Rubber  Co.,  2  Cliff.  371  ;  Rubber  Co.  v.  Goodyear •> 
9  Wall.  796.  Articles  of  manufacture  may  be  new,  in  the 
commercial  sense,  when,  they  are  not  new,  in  the  sense  of  the 
patent  law,  as,  in  the  case  of  the  reduction  of  a  substance 
from  a  larger  to  a  smaller  size,  where  the  properties  re- 
main the  same,  as  they  were,  before  the  reduction  was 
effected.  Old  substances  may  be  converted  into  new  ones 
by  being  compounded   with   other   ingredients,  where   such 
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other  ingredients  have  the  effect  to  render  the  compound 
more  effective  or  efficacious,  or  to  change  the  properties 
of  the  original  substance,  if  the  compound  produced,  in- 
volves the  exercise  of  invention  or  discovery,  and  is  both 
new  and  useful.  New  composition  of  matter  is  expressly 
embraced  in  the  category  of  patentable  improvements,  and 
the  very  term  implies,  that  the  product  differs  materially 
in  its  properties  from  what  was  previously  in  common  use ; 
but  the  mere  reduction  of  an  •article  of  bulk  to  one  of  a 
smaller  size,  is  not,  in  general,  the  subject  of  a  patent  as  a 
new  manufacture,  unless  the  properties  of  the  article  are  im- 
proved by  the  introduction  of  some  new  ingredients,  or  by  the 
subtraction  of  one  or  more  of  the  ingredients  of  the  original 
article,  by  which  the  new  product  is  improved  and  made 
more  useful. 

Ground  gypsum,  or  plaster,  is  comparatively  a  new  article  of 
commerce,  but  it  was  never  patentable  as  a  new  manufac- 
ture, as  wheat  and  other  grain  were  ground  at  a  much  earlier 
period  in  the  history  of  civilization.  Refined  sugar  was  for- 
merly put  up  and  sold  in  the  lump,  or  in  loaves.  Since  that 
time,  the  refined  sugar  is  pulverized  and  sold,  in  the  market, 
in  that  form.  Such  pulverized  sugar  is  comparatively  a  new 
article  of  commerce,  but  it  was  never  patentable  as  a  new 
manufacture,  as,  at  the  time  it  was  introduced,  it  was  matter 
of  common  knowledge  that  it  could  be  pulverized  in  the 
mortar,  or  by  other  well  known  means  in  common  use. 
Spices  are  now  ground,  instead  of  being  pounded  in  the  mor- 
tar, and  in  that  form  they  are  sold  for  general  use.  Such  an 
article  is  comparatively  new,  in  the  commercial  sense,  but  was 
never  patentable,  as  the  ground  spice  possesses  no  different 
properties  from  the  unground  spice,  or  such  as  is  pounded 
in  a  mortar,  or  from  that  which  is  comminuted  by  any 
process. 

Machines  for  grinding  gypsum,  spices  or  coffee,  or  for  pul- 
verizing refined  sugar,  if  new  and  useful,  may  be  the  proper 
subjects  of  valid  letters  patent,  but  the  article  of  commerce 
produced  by  such  machines  was  never  patentable,  as  the 
grinding  did  not  produce  any  change  in  the  properties  of  the 
unground  article,  nor  did  the  work  of  grinding  involve  the 
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exercise  of  any  invention  or  discovery,  beyond  what  was  nec- 
essary in  preparing  the  apparatus  to  accomplish  the  work. 
Small  manufactures  of  iron,  such  as  nails,  were  formerly, 
within  the  memory  of  man,  made  from  iron  in  the  bar,  by 
heating  the  bar  in  a  forge  and  by  drawing  the  iron  out  into  a 
rod,  on  the  anvil,  by  the  hammer  and  sledge,  or  by  first  cutting 
the  heated  bar  into  rods  by  means  of  a  chisel.  Subsequently, 
rolling  machines  were  constructed,  by  which  the  bars  of  iron 
were  flattened,  and  machinery  was  also  devised,  by  which  the 
flattened  bars  were  cut  into  strips,  called  nail  rods.  Nail  rods, 
immediately  became  an  article  of  commerce  ;  but  the  article 
was  never  patentable  as  a  new  manufacture,  as  its  properties 
were  not  changed,  and  it  was  matter  of  common  knowledge, 
that  similar  rods  had,  for  a  long  period,  been  made  in  the 
manner  already  described. 

Two  principal  suggestions  are  made,  to  show  that  the  com- 
minuted glue  may  be  patentable,  as  a  new  manufacture  :    1. 
That   the   mass  of  particles  are  more  soluble,  when  wanted 
for  practical  use,  than  the  glue  in  flakes,  as  purchased  in  the 
market  before  the  flakes  are  subjected  to  the  patented  process. 
2.  That  the  patented  product  may  be  more  conveniently  put 
up  in  small   packages  for  domestic  use  and  for  the   retail 
trade,  than  the  glue  in  flakes,  and  with  less  danger  of  loss. 
Grant  all  that,  still  the  suggestions  are  not  sufficient  to  show 
that  the  comminuted  glue  is  patentable,  as  a  new  manufac- 
ture, as  the  properties  of  the  glue,  in  flakes,  are  not  improved, 
and  for  the  reason,  that  the  change,  effected  by  the  described 
process,  does  not  involve  the  exercise  of  any  invention  or  dis- 
covery.    Refined  sugar,  when  pulverized,  is  more  readily  sol- 
uble in  water,  than  when  in  the  lump  or  loaf,  and  it  is  a  matter 
of  common  knowledge,  that  small  particles  of  any  soluble 
substance  are  more  readily  dissolved  in  liquids,  than  large 
lumps  or  loaves  of  the  same  substance.     Like  many  other 
substances,    glue,  when    comminuted    into    small    particles, 
whether  the  operation  is  effected  by  breaking,  pounding,  rasp- 
ing,  grating   or  grinding,  is  more  readily  soluble  in  water, 
than  when  the  attempt  is  made  to  dissolve  it  in  the  flakes  or 
other  large  bodies.    Common  experience  is  sufficient  to  verify 
that  proposition,  and  the  remark  applies,  with  equal  truth  and 
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potency,  to  many  other  articles,  such  as  salt,  refined  sugar, 
gypsum,  alum,  camphor,  gums  of  various  kinds,  and  to  many 
other  substances  in  common  use.  Small  particles  present 
comparatively  a  larger  proportion  of  surface  to  the  liquid, 
into  which  they  are  put,  than  more  bulky  ones,  in  conse- 
quence of  which,  the  substance,  if  permeable  to  liquids  and 
soluble,  will  be  more  readily  dissolved.  Beyond  doubt,  glue, 
comminuted,  is  more  readily  soluble  than  glue  in  flakes,  but 
the  admission  affords  no  support  to  the  theory  that  commi- 
nuted glue  is  patentable,  as  the  fact,  that  small  particles  of  sol- 
uble substances  are  more  readily  dissolved  in  liquids  than 
larger  ones,  is  matter  of  common  knowledge,  and  has  been 
known  for  ages,  whereof  the  memory  of  man  runneth  not  to 
the  contrary.  Mere  additional  convenience  in  packing  the 
comminuted  article,  as  compared  with  the  flake  glue,  proves 
nothing  to  support  the  theory  of  the  complainant,  as  the  fact 
has  been  matter  of  common  knowledge  for  centuries.  Much 
aid  is  derived  in  the  investigation  of  the  matters  in  contro- 
versy in  the  case,  from  the  recent  decisions  of  the  Patent 
Office.  Patents  of  the  kind,  it  seems,  were  formerly  granted 
without  much  consideration  or  scrutiny  ;  but  the  recent  de- 
cisions of  the  office,  afford  evidence  of  a  more  thorough  and 
rigid  investigation,  and  they  appear  to  recognize,  fully,  the 
well-founded  distinction  between  a  new  article  of  commerce, 
and  a  new  manufacture,  in  the  sense  of  the  patent  law,  and, 
appear  to  fully  comprehend  the  rule,  that  new  articles  of  com- 
merce are  not  patentable,  as  new  manufactures,  unless  it  ap- 
pears, in  the  given  case,  that  the  production  of  the  new  article, 
involved  the  exercise  of  invention  or  discovery,  beyond  what 
was  necessary  to  construct  the  apparatus  for  its  manufacture 
or  production.  Six  years  ago,  Commissioner  Fisher,  adopted 
that  rule  in  a  well-considered  opinion,  which  it  appears  the 
Patent  Office,  for  the  most  part,  has  since  followed.  Ex  parte 
Ackersoriy  Com.  Dec.  1869,  p.  75.  Commissioner  Leggett  apr 
plied  the  same  rule  in  ex  parte  Chatillon^  2  Off.  Gaz.  115,  in 
which  he  says,  that  invention  is  an  essential  prerequisite  to  a 
patent ;  and,  it  appears,  that  he  rejected  the  application  in  the 
case,  upon  the  ground  that  the  applicant  had  simply  substi- 
tuted one  device  for  another,  without  overcoming  any  ob- 
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stacle,  or  making  any  discovery,  or  manifesting  any  invention. 
Acting  Commissioner  Thacher,  also  ruled  in  the  same  way,  in 
a  case  which  came  before  him,  and  in  the  course  of  his  opin- 
ion, he  censures  the  practice  of  granting  patents,  in  such  cases, 
where  there  is  no  invention,  and  pronounces  it  a  fraud  upon 
the  public,  to  be  condemned  in  the  strongest  terms.  Bates  v. 
Seeger,  2  Off.  Gaz.  493.  Views  equally  explicit,  are  expressed  by 
Commissioner  Leggett,  in  a  more  recent  case.  Jerome,  3  Off. 
Gaz.  64.  Great  reliance  was  placed,  in  that  case,  by  the  ap- 
plicant, upon  the  words  "new  article  of  manufacture/'  as 
sufficient  to  show,  that  the  alleged  improvement  was  patent- 
able ;  but  the  Commissioner  decided,  that  those  words  will  not 
have  any  such  effect,  and,  he  accordingly  rejected  the  applica- 
tion. Repeated  rulings,  to  that  effect,  have  been  made  in  the 
Patent  Office,  within  the  last  two  or  three  years,  of  which  the 
following  are  referred  to  as  examples  :  Ex  parte  Adams,  3  Off. 
Gaz.  150,  where,  it  is  pointedly  stated,  that  the  same  rules  ap- 
ply, in  determining  the  patentability  of  an  article  of  manufac- 
ture, as  in  any  other  case,  and  that,  in  such  a  case,  there  must 
be  evidence  of  novelty,  and  of  invention.  Proof  of  novelty  and 
of  invention,  were  also  required  in  the  case  ex  parte  Wattles,  3 
Off.  Gaz.  291,  and  the  applicant  failing  to  produce  such  proof, 
his  application  was  refused.  Ex  parte  Leggett,  2  Off.  Gaz.  199  ; 
ex  parte  Baxter,  ibid.  470  ;  ex  parte  Beach,  3  ibid.  607. 

Circuit  judges,  in  this  and  other  circuits,  have  made  similar 
decisions,  as  will  be  seen  from  the  following  brief  summary  : 
Judge  Shepley  ruled  expressly,  in  the  case  of  Draper  v.  Hudson, 
3  Off.  Gaz.  354,  that  a  patent,  for  an  article  of  manufacture, 
cannot  be  sustained,  on  the  ground  that  it  was  fabricated  by 
new  and  improved  machinery  ;  on  the  contrary,  that  the 
manufacture  must  be  a  new  and  improved  thing  in  itself, 
possessing  novelty  of  its  own,  independent  of  the  devices,  pro- 
cesses, or  arts,  by  which  it  was  produced.  Precisely  the  same 
conclusion  was  reached,  by  the  judges  of  the  Circuit  Comrt  for 
the  second  circuit,  after  full  argument.  Sawyer  v.  Bixby  et 
a/.,  1  Off.  Gaz.  165.  What  the  patentee  claimed,  in  that  case, 
was  a  new  article  of  manufacture,  called  a  package  or  case, 
which,  when  made  with  distributing  holes,  and  filled,  was  ce- 
mented with  wax  or  by  wafers.     Infringement  was  admitted, 
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but  the  respondents  set  up  as  a  defence,  that  the  alleged  in- 
vention was  not,  within  the  requirement  of  the  patent  law,  an 
art,  machine,  manufacture  or  composition  of  matter,  and,  there- 
fore, that  it  was  not  a  thing  for  which  a  patent  could  lawfully 
be  granted,  as,  at  most,  the  patentee  had  only  devised  means, 
by  which  he  could  secure  a  larger  sale  of  a  given  article,  with- 
out having  changed  the  article  itself,  or  given  it  any  additional 
value  ;  and  the  circuit  judge  sustained  the  defence,  upon  the 
ground  that  the  production  of  the  article  did  not  involve  the 
exercise  of  any  invention.  Nothing  short  of  invention  or 
discovery,  will  support  a  patent  for  a  manufacture,  any  more 
than  for  an  art,  machine  or  composition  of  matter,  as  is  clearly 
illustrated  in  another  case,  decided  in  this  circuit,  Merrill  v. 
Yeomans,  5  Off.  Gaz.  267,  where  the  circuit  judge*says,  that  a 
patentee,  who  has  invented  a  process  in  the  arts,  whereby  an 
article  of  manufacture  is  produced,  new  in  kind,  and  not  be* 
fore  known,  may  separately  claim,  and  patent,  both  the  art 
and  the  manufacture,  if  both  are  new  and  useful  in  the  sense 
of  the  patent  law  ;  and,  it  is  doubtless  true,  if  the  thing  be 
new,  in  and  of  itself,  it  is  patentable  as  a  new  manufacture, 
and  that  the  patent  would  be  infringed  by  the  unlicensed 
construction  or  use  of  the  product,  though  produced  by  other 
means  than  those  described  in  the  specifications  of  the  patent. 
Inventions  of  the  kind,  are  rare,  as  it  much  more  frequently 
happens,  that  the  process  is  inseparable  from  the  product,  so 
that  the  patentee  cannot  claim  the  product,  if  produced  by 
hand  tools  or  by  other  means  substantially  different  from 
those  employed  by  the  inventor  or  discoverer.  Patentees,  in 
the  former  case,  may  claim  the  new  product  without  quali- 
fication, but,  in  the  latter,  they  should  claim  the  product,  only 
when  made  by  the  described  means  or  their  equivalent,  as  the 
process  inheres  in  the  manufacture,  and  constitutes  an  element 
of  the  invention.  Neither  claim,  however,  would  be  valid,  un- 
less supported  by  proof  of  invention  or  discovery,  for  which 
proposition,  there  is  abundant  authority  in  the  decisions  of 
the  Supreme  Court,  and  in  the  decisions  of  English  courts. 
Hotchkiss  v.  Greenwood \  11  How.  265  ;  Phillips  v.  Page,  24 
How.  167  ;  Jones  v.  Morehead,  1  Wall  162  ;  Stimpson  v.  Wood- 
many  10  Wall.   121  ;  Knight  v.  Railroad,  Taney's  Dec,   109.; 
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Bean  v.  Smallwood,  2  Story,  411  ;  Wynans  v.  Railroad \  2  Story, 
415  ;  Hicks  v.  Kelscy,  18  Wall.  673  ;  Paper  Collar  Co.  v.  Van  Dcu~ 
sen,  10  Blatchf.  C.  C.  R.  119  ;  Zangdonv.  De  Groot,  1  Paine, 
204;  Le  Roy  v.  Tatham,  14  How.  175. 

Apply  the  principle  of  these  cases  to  the  case  before  the 
court,  and  it  is  clear,  that  the  patent  cannot  be  sustained, 
as  neither  the  process  nor  the  means  of  effecting  the  result, 
nor  the  apparatus  or  its  mode  of  operation,  are  new  or  differ- 
ent from  what  had  long  been  known  to  those  skilled  in  the 
art,  nor  does  the  operation  of  comminuting  the  glue  in  flakes, 
have  the  slightest  effect  to  change  the  properties  of  the  sub- 
stance, in  any  respect  whatever.  Comminuted  glue,  dif- 
fers in  no  respect,  from  the  ordinary  glue  of  commerce 
from  which  it  is  manufactured,  except  in  the  degree  of 
its  fragmentary  condition,  as  appears  by  the  great  body  of 
the  evidence  in  the  case.  Other  substances,  of  various  kinds, 
it  must  be  conceded,  have  been  mechanically  reduced  in 
size,  in  like  manner ;  and,  inasmuch  as  such  articles,  or  some 
of  them,  bear  a  close  resemblance  to  glue  in  flakes,  which  is 
unchanged  in  any  of  its  properties,  I  am  of  the  opinion,  that 
the  reduction  of  the  glue,  as  manufactured  in  flakes,  to  small 
particles,  as  described  in  the  specification  of  the  complainant's 
patent,  does  not  involve  the  exercise  of  invention  or  discovery, 
without  which,  it  is  clear,  the  product  of  the  described  process 
or  apparatus,  cannot  be  regarded  as  a  patentable  improve- 
ment. Abundant  support  to  that  proposition  is  found  in  the 
English  decisions,  as  well  as  in  the  decisions  made  in  this 
country.  Penn.  v.  Bibby,  Law  R.,  2  Ch.  App.,  136  ;  Harwood 
v.  Railway,  11  H.  of  L.,  667  ;  Jordan  v.  Moore,  Law  R.,  1  C. 
P.,  635  ;  Kay  v.  Marshall,  8  CI.  &  Fin.,  261  ;  Bush  v.  Fox,  5 
H.  of  L.,  716  ;  Ralston  v.  Smith,  11  H.  of  L.,  255  ;  Tetley  v. 
Easton,  2  C.  B.  (N.  S.)  740  ;  Horton  v.  Mabon,  12  C.  B.,  (N. 
S.),  452  ;  Ormson  v.  Clarke,  13  C.  B.  (N.  S.)  340  ;  same  case,  14 
C.  B  (N.  S.),  490  ;  Parkes  v.  Stevens,  Law  R.,  5  Ch.  App., 
39  ;  same  case,  Law  R.,  8  Eq.,  568  ;  Envelope  Company  v. 
Seymer,  5  C.  B.  (N.  S.),  173  ;  White  v.  Toms,  17  Law.  T., 
(N.  S.)  349  ;  Losh  v.  Hague,  Web.  Pat.  Cas.  208  ;  Saunders  v. 
Aston,  3  Barn.  &  Ad.  885.  Support  to  the  opposite  view,  it  is 
supposed  by  the  complainant,  is  drawn  from  the  following 
vol.  1—33 
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cases  :  Winatis  v.  Denmcad,  15  How.  343  ;  Young  v.  Fertile  y  10 
Law,  T.  (N.  S.),  864  ;  Salt.  Manf.  Co,  v.  Gugenheim,  3  Fisher, 
426  ;  Davis  v.  Palmer ,  2  Brock.  310  ;  Le  Roy  v.  Tatham^  14 
How.  175  ;  same  case,  22  How.  137. 

But  the  court  is  of  the  opinion,  that  no  one  of  these  cases 
supports  the  theory  of  the  complainant,  as  it  satisfactorily  ap- 
pears, in  this  case,  that  flake  glue,  comminuted  by  other  means 
than  those  described  in  the  specification,  is  as  readily  dis- 
solved and  prepared  for  practical  use  as  when  the  flake  glue 
is  comminuted  by  the  patented  process,  and,  that  the  ground 
glue  may,  with  equal  convenience,  be  put  up  in  small  pack- 
ages, for  the  retail  trade.  Proof  of  the  most  convincing  char- 
acter, is  exhibited  in  the  record,  showing  that  flake  glue  had 
been  ground  into  small  particles  at  a  much  earlier  period  of 
time,  than  the  date  of  the  alleged  invention  described  in  the 
original  patent ;  and  several  parcels  of  the  ground  product,  to- 
gether with  the  machines  in  which  the  product  was  ground, 
were  introduced  in  evidence,  which  show,  to  a  demonstration, 
that,  if  glue  comminuted  by  grinding  is  substantially  the 
same  product  as  glue  comminuted  by  the  apparatus  de- 
scribed in  the  said  specification,  the  patentee  was  not  the  orig- 
inal and  first  inventor  of  the  patented  improvement.  But,  in 
the  view  taken  of  the  case,  it  will  not  be  necessary  to  decide 
that  issue  in  the  pleadings,  nor  whether  Bake  glue,  when 
ground,  is  substantially  the  same  as  flake  glue  comminuted 
by  the  apparatus  described  in  the  patent  in  suit,  or  substan- 
tially different,  as  will,  presently,  more  fully  appear  ;  nor  is  it 
necessary  to  discuss  either  the  third  or  the  fourth  proposi- 
tions submitted  by  the  respondents,  as  the  court  is  of  the 
opinion,  that  the  complainant  fails  to  show  that  it  is  entitled 
to  a  decree,  for  two  reasons,  other  than  those  submitted  in 
those  propositions  :  1.  Because,  the  product  of  the  process  or 
apparatus  described  in  the  complainant's  patent,  was  not 
patentable,  as  the  production  of  it  did  not,  in  the  sense  of  the 
patent  law,  involve  the  exercise  of  any  invention  or  discovery. 
2.  Because,  if  the  patented  product,  and  the  product  manufac- 
tured by  the  respondent,  are  substantially  the  same,  then  the 
original  patentee  was  not  the  original  and  first  inventor  of  the 
improvement,  as  flake  glue  was  ground  at  a  much  earlier  pe- 
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riod  than  the  date  of  the  alleged  invention  ;  and,  if  the  patented 
product  is  substantially  different  from  the  product  manufac- 
tured by  the  respondents,  then,  it  is  clear,  that  the  charge  of 
infringement  is  not  proved.  Testimony  was  introduced 
by  the  complainant,  to  show  that  the  ordinary  glue  of  com- 
merce is  too  moist  to  be  conveniently  ground,  unless  it  is 
first  dried,  and  that  the  process  of  drying  it  injures  the  quality 
of  the  article  ;  but  the  court  is  of  the  opinion,  that  the  sug- 
gestion is  not  entitled  to  weight,  as  it  is  a  matter  of  common 
knowledge  that  no  such  difficulty  arises,  except  with  the 
newly-manufactured  article,  if  the  glue  is  deposited  and  kept 
from  moisture.  Grain  and  corn,  in  early  fall,  contain  too  much 
moisture  for  grinding,  but  they  may  be  sun-dried  for  the  pur- 
pose, and  no  doubt  is  entertained,  that  newly-manufactured 
glue  may  be  dried  sufficiently  for  grinding,  without  injury,  in 
the  same  way. 

Bill  dismissed  with  costs. 


Walter  Curtis,  for  the  complainant. 
G.  L.  Roberts,  for  the  defendant. 


George  A.  Reed 
vs. 
Louis  Reed  et  al.     In  Equity.* 

The  letters  patent  granted  to  George  A.  Reed,  March  n,  1873,  for  an  "  im- 
provement in  head  linings  for  barrels,"  are  invalid. 

The  improvement  intended  to  be  covered  by  the  claim  of  that  patent,  which  is, 
"Asa  new  article  of  manufacture,  barrel  head  linings  prepared  in  the 
manner  specified,  when  bundled  as  shown*  and  described,"  is  not  the 
proper  subject  of  a  patent. 

The  patentee  merely  adapted  the  same  appliances  to  the  manufacture  of  head 
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linings  that  had  before  been  used  in  the  manufacture  of  hoops,  and  thereby 
produced  a  crimped  machine-made  hoop  on  a  small  scale,  but  of  uniform 
width  and  thickness,  and  having  rectangular  ends,  adapted  to  fit  inside 
of  the  staves  of  a  barrel,  and  to  support  the  chime  of  the  barrel,  hoops 
as  well  as  head  lining  having  before  been  made  by  machinery,  and  hoops 
having  previously  been  crimped  or  permanently  bent  before  setting. 

The  only  merit  in  bundling  the  head  linings  is,  to  render  the  article  more  at- 
tractive to  purchasers,  and  more  convenient  for  tne  purposes  of  sale. 

(Before  Wallace,  J.f  Northern  District  of  New  York,  October,  1874.) 


Wallace,  J. 

The  patent  which  it  is  alleged  the  defendants  have  in- 
fringed was  issued  to  the  complainant  on  the  nth  of  March, 
1873,  for  an  "  improvement  in  head  linings  for  barrels."  The 
specification  describes  the  subject  of  the  patent  as  follows  : 
41  My  improvement  relates  to  the  head  linings  used  on  sugar, 
flour,  fruit,  salt,  and  other  kinds  of  slack  barrels,  and  consists 
in  forming  the  lining  by  cutting  a  straight  splint  from  the 
lumber,  and  subsequently  crimping  it  in  a  suitable  machine, 
by  which  it  is  bent  to  the  curved  shape  of  the  barrel  to  which 
it  is  to  be  applied,  the  object  of  the  improvement  being  to 
obviate  the  objections  to  the  common  head  linings,  of  requir- 
ing them  to  be  soaked  before  use  and  bent  as  they  are  ap- 
plied, necessitating  the  driving  of  a  large  number  of  nails  to 
retain  them  when  dry,  and,  also,  the  want  of  accurate  fitting 
against  the  barrel  head  or  chime,  together  with  frequent 
splitting  after  having  been  applied,  in  consequence  of 
having  been  bent  the  wrong  way  of  the  grain."  After 
describing  the  mode  of  manufacture,  the  specification  pro- 
ceeds :  4<  When  so  crimped,  they  are  put  in  square  bun- 
dles of  two  hundred  and  fifty  or  five  hundred,  and  tied  or 
wired  for  transportation  and  use."  The  claim,  after  stating 
that  the  applicant  is  aware  that  hoops  for  barrels  have  been 
crimped  or  permanently  bent  before  setting,  prior  to  his  in- 
vention, and  disclaiming  any  right  predicated  upon  this  proc- 
ess, is  as  follows:  "  What  I  claim  and  desire  to  secure  by 
letters  patent  is,  as  a  new  article  of  manufacture,  barrel  head 
linings  prepared  in  the  manner  specified,  when  bundled  as 
shown  and  described." 
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It  appears,  by  the  proofs,  that  the  head  lining  is  a  piece  of 
wood  applied  to  the  chime  of  a  barrel,  by  the  packer,  after 
the   barrel  has  been  filled  for  shipment,  for  the  purpose  of 
supporting  the  chime,  and  to  retain  the  barrel  head  more 
firmly  in  its  place  when  subjected  to  the  strain  of  transporta- 
tion and  handling.     It  also  appears,  that,  prior  to  the  intro- 
duction of  linings  similar  to  those  described  in  the  specifica- 
tion, it  had  been  the  practice  of  packers  and  shippers  to  make 
head  linings  by  splitting  the  ordinary  hoop  and  nailing  the 
pieces  on  the  head  of  the  barrel  next  to  the  chime.     It  was 
ordinarily  done  by  taking  an  old  hoop,  or  part  of  one,  and 
splitting  it  in  two  parts  with  an  adze  or  a  knife,  and  required 
only  sufficient  skill  to  secure  width  sufficient  to  hold  a  nail, 
when  driven  into  it,  without  splitting,  and  length  sufficient 
to  afford  support  to  the  chime.  The  pieces,  when  cut  in  this 
way,  were  almost  necessarily  somewhat  irregular  in  width, 
were  rough  in  appearance,  frequently  split  when  nails  were 
driven   into   them,  and  were,  in  short,  a  crude  and  simple 
contrivance  to  give  support  to  the  barrel  head,  without  refer- 
ence to  ornament  or  taste,  and,  practically,  they  met  the  pur- 
pose tor  which  they  were  used.     Subsequently,  head  iinings 
were  made  and  used  as  an  article  of  trade, designed  to  be  sold  to 
packers  in  quantities,  to  save  them  the  trouble  of  cutting  out 
their  linings  as  they  desired  to  use  them.    They  were  made  of 
oak,  split  out  by  hand,  the  form  of  the  lining  following  the 
direction  of  the  grain  of  the  timber,  and  the  width  and  thick- 
ness being  more  or  less  variable  according  to  the  degree  of 
care  used  in  cutting  them,  and  the  clearness  of  the  grain  of 
the  timber.     In  using  them,  it  was  quite  customary  to  soak 
or  steam  them,  as  then  they  were  more  readily  bent  to  the 
curve  of  the  barrel,  and  less  frequently  split  when  nails  were 
driven  into  them.     Subsequently,  machine  made  linings  were 
introduced,    and  became  an  article    of    trade,    which    were 
straight  and  of  uniform  width  and  thickness,  and  differed  in 
no  respect  from  those  of  which  the  complainant  now  claims 
to  be  the  inventor,  except  that  the  latter  are  crimped.     The 
effect  of  crimping  them,  as  is  alleged  in  the  specification,  is  to 
corrugate  the  grain  of  the  wood,  thereby  bending  the  head 
lining  so  as  to  conform  proximately  to  the  curved  head  of  the 
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barrel,  thus  obviating  partially  the  tendency  of  the  timber  to 
split  when  nails  are  driven  into  it,  and  dispensing  measurably 
with  the  necessity  of  soaking  or  steaming  the  linings  before 
using  them.  It  is  quite  apparent,  however,  that  soaking  or 
steaming  the  complainant's  linings  would  lessen  their  liability 
to  split,  and,  even  then,  splitting  could  not  be  entirely  pre- 
vented. It  is  also  obvious,  that  the  value  of  the  complainant's 
linings,  as  of  those  previously  in  use,  depends  largely,  if  not 
mainly,  on  the  quality  of  the  timber  used  for  their  manufacture. 

That  the  complainant's  head  linings  are  an  improvement 
in  the  article  which  had  been  used  prior  to  their  introduction, 
and,  as  such,  have  secured  the  approval  of  the  trade  and  be- 
come a  valuable  commodity  of  manufacture  and  sale,  must 
be  conceded  ;  but  I  am  unable  to  arrive  at  the  conclusion 
that  such  improvement  is  the  proper  subject  of  a  patent.  The 
proofs  establish,  beyond  controversy,  that  hoops  had  been 
made  by  machinery,  as  well  as  head  linings,  and  were  an  ar- 
ticle of  trade  prior  to  the  alleged  invention  of  the  complain- 
ant ;  and  the  specification  of  the  complainant  disclaims  any 
discovery  of  the  process  of  crimping  such  hoops.  The  com- 
plainant adapts  the  same  appliances  to  the  manufacture  of 
head  linings,  that  were  used  in  the  manufacture  of  hoops,  and 
he  thereby  produces  an  article  which  is,  in  all  its  essential 
features,  a  crimped  machine-made  hoop  on  a  small  scale,  ex- 
cept that  it  is  of  uniform  width  and  thickness,  and  has  rec- 
tangular ends.  It  is  a  hoop  adapted  to  fit  inside,  instead  of 
outside,  the  staves  of  the  barrel,  and  to  support  the  chime  in- 
stead of  the  body  of  the  barrel.  Ignoring,  as  must  be  done, 
the  use  of  the  machine  for  cutting  and  crimping  the  timber, 
the  article  is  produced  by  cutting  a  block  of  timber  into 
pieces  of  such  size  and  shape  as  will  constitute  a  hoop  of  re- 
duced dimensions,  uniform  in  thickness  and  with  rectangular 
ends.  The  quality  of  invention  is  not  called  into  exercise  by 
adopting,  to  make  head  linings,  the  machine  for  making  and 
crimping  hoops  ;  and  what  remains  of  the  process  is  accom- 
plished by  the  most  simple  mechanical  skill. 

Having  arrived  at  the  conclusion  that  the  patent  cannot  be 
sustained  so  far  as  it  rests  upon  the  claim  for  head  linings, 
"  as  an  article  of  manufacture,  when  prepared  in  the  manner 
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specified,' '  it  remains  to  consider  whether  it  can  be  supported 
upon  the  additional  claim,  as  "an  article  of  manufacture, 
when  bundled  as  shown  and  described."  The  portion  of  the 
specification  relating  to  the  bundling  of  the  linings  is  as  fol- 
lows :  "  I  accomplish  another  result,  that  is,  that  I  can  pack  the 
linings  in  square  bundles  ready  for  the  market,  and  that  each 
lining  will  always  retain  its  circular  form,  owing  to  the  corru- 
gated condition  of  the  fibres,  and,  at  the  same  time,  I  dispense 
with  soaking."  It  will  be  observed  that  the  corrugation  of  the 
fibres  dispenses  with  soaking  the  linings,  and  is  accomplished 
by  the  process  of  crimping  the  timber  ;  and,  in  this  regard,  the 
linings  do  not  differ  from  the  hoops.  Nothing  enables  the  lin- 
ings to  retain  their  circular  form  when  bundled,  aside  from 
the  crimping,  except  that  they  are  of  uniform  size  and 
thereby  fit  compactly  together.  The  hoops  could  be  bun- 
dled as  well  as  the  linings,  and  are  usually  transported  in 
bundles,  but  not  so  tidily  or  compactly  as  the  linings,  owing 
to  their  bevel  and  greater  length.  The  sole  merit  of  this  feature 
of  the  improvement  is,  that  it  renders  the  commodity  more 
attractive  to  purchasers,  and  more  convenient  for  the  pur- 
poses of  sale.  There  is  nothing  in  this  result  that  is  patent- 
able. If  the  subject,  of  the  patent  was  a  machine  which  ac- 
complished the  result  of  manufacturing  a  product  more  con- 
venient for  transportation  and  sale,  as  an  article  of  trade,  than 
that  which  had  preceded  it,  such  result  might  be  important  and 
controlling  as  determining  the  utility  of  the  invention.  But  no 
such  test  is  applicable  when  the  product  itself  is  the  subject  of 
the  patent.     Langdon  v.  De  Groot%  1  Paine's  C.  C.  R.,  203. 

Upon  the  whole  case,  therefore,  my  conclusion  is,  that  the 
complainant  has  only  produced  an  article  which  is  the  result 
of  more  mechanical  skill  and  care  in  its  manufacture  than 
that  previously  used  and  sold,  and  that  this  result  did  not  in- 
volve the  faculty  of  invention.  The  case  is  analogous  to  that 
of  Union  Paper  Collar  Co.  v.  Van  Deusen,  10  Blatchf.  C.  C.  R., 
109,  and  Rubber  Tip  Pencil  Co.  v.  Howard,  9  Id.,  490.  The  bill 
must,  therefore,  be  dismissed,  with  costs. 


James  A.  Allen,  for  the  complainant. 
John  Van  Voorhis,  for  the  defendants. 
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Henry  W.  Fuller  et  al. 


vs. 


Enoch  S.  Yentzer  et  al. 


Same  vs.   Same, 


Same 


vs. 


Herman  B.  Goodrich.  In  Equity.' 

The  three  srits  were  brought  upon'two  patents,  one  granted  to  Henry  W. 
Fuller,  June  5,  i860,  for  an  "  improvement  in  mechanism  for  marking 
cloth  in  sewing  machines,"  and  the  other,  the  reissued  patent  No.  3,218, 
granted  to  Israel  M.  Rose,  Decembef  I,  1868,  for  "  tuck-creasing  at- 
tachment for  sewing  machines."  Upon  the  construction  given  tu  the 
patents  by  the  court,  the  defendants  were  held  not  to  have  infringed. 

The  invention  of  Fuller  was  for  a  device  for  creasing  and  tucking  cloth,  by 
means  of  a  notch  and  blade,  constructed  so  as  to  be  attached  to  the  bed- 
plate of  the  sewing  machine,  and  operated  by  means  of  the  needle  bar.  The 
notch  could  be  above  or  below,  and  the  device  arranged  in  front  of  the 
needle  or  behind  it,  according  to  the  function  it  was  required  to  perform. 
The  notch  and  blade  were  old  :  Held,  that  the  invention  of  Fuller  consisted 
in  the  application  of  the  notch  and  blade,  and  the  various  other  parts  of 
the  mechanism,  to  the  sewing  machine  ;  that  he  could  not  claim  the 
power  of  the  needle  bar  in  all  its  various  applications,  and  that  his  in- 
vention must  be  limited  to  the  particular  device  which  he  adapted,  in  its 
application  to  the  bed  plate  of  the  sewing  machine  and  to  the  needle 
bar,  and  that  other  devices,  though  with  the  notch  and  blade,  could  be 

*  Affirmed  by  Supreme  Court,  4  Otto,  288,  299. 
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made  and  applied  to  the  bed  plate  and  needle  bar  of  a  sewing  machine, 
for  the  purpose  of  tucking  and  creasing,  without  infringing  the  Fuller 
patent. 

No  one  can  take  something  old,  and  apply  it  in  a  new  way,  or  in  a  new  form, 
so  as  to  produce  a  particular  result,  and  be  protected  by  the  patent  law 
beyond  the  particular  way,  or  fozm,  or  device  and  the  application  which 
he  has  made. 

A  patentee  will  be  protected,  when  a  device  is  subsequently  used,  which  may 
be  said  fairly  to  come  within  the  principle  of  the  original  invention,  but 
an  inventor  cannot  go  beyond  the  legitimate  bounds  of  his  discovery,  so 
as  to  exclude  all  other  inventions  within  the  same  field  of  operations. 

The  claim  of  the  Rose  reissued  patent,  was  for  "  a  tuck-creasing  mechanism, 
such  as  described,  having  its  upper  and  lower  parts  connected,  and  to- 
gether adjustable  as  to  its  relation  to  the  needle  of  the  sewing  machine, 
and  operated  by  the  sewing  machine,  substantially  as  set  forth  :"  Held, 
that  this  claim  must  be  restricted  to  the  unity  of  adjustment,  in  a  tucker, 
of  the  mechanism  described  in  the  specification,  and  that  it  does  not 
cover  every  kind  of  tuck-creasing  mechanism,  having  its  upper  and 
lower  parts  connected  and  together  adjustable,  but  only  the  particular 
kind  of  mechanism  described,  and  that  the  words,  substantially  such  as 
described,  are  material,  and  limit  the  claim  to  the  particular  form  of 
mechanism  described,  or  that  which  is  substantially  the  same. 

While  patents  should  be  construed  liberally,  a  patentee  must  be  limited 
within  the  claims  of  the  patent,  and  the  description  of  the  particular 
mechanism,  and  the  application  he  has  made,  by  which  the  result  is  pro- 
duced 

(Before  Drummond,  J.,  Northern  District  of  Illinois,  October,  1874.) 

Drummond,  J. 

These  three  cases  were  argued  upon  the  motion  for  a  pre- 
liminary injunction,  and  I  then  declined  to  issue  the  injunc- 
tion. They  afterward  went  to  proofs,  and  were  argued  upon 
final  hearing,  and,  having  given  them  full  consideration,  I  re- 
main substantially  of  the  same  opinion  as  when  the  motion 
for  an  injunction  was  argued,  having  come  to  the  conclusion, 
that  the  plaintiffs  are  not  entitled  to  the  relief  they  ask.  The 
cases  are  by  no  means  free  from  difficulty,  but  I  will  state  the 
reasons  why  I  have  come  to  this  conclusion. 

I  have  no  doubt  of  the  validity  of  the  two  patents  under 
which  the  plaintiffs  claim  ;  the  first,  the  patent  of  Fuller,  is- 
sued in  i860,  and  the  other,  called  the  Rose  patent,  issued 
in  September,  1863,  and  reissued  in  December,  1868,  and  of 
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which  Fuller  is  the  assignee.  The  original  patent  of  Fuller, 
so  far  as  it  is  material  to  consider  it  in  connection  with  the 
questions  involved  in  this  case,  was  for  a  device  for  creasing 
and  tucking  cloth   by  means  of  a  notch  and  blade.      The 
original  device  of  Fuller  was  constructed  in  such  a  way  as  to 
be  attached  to  the  bed  plate  of  the  sewing  machine,  and  the 
special   device   by  which  the  creasing  was    performed    was 
operated  by  means  of  the  needle  bar.     The  notch  might  be 
above  or  below — the  result  was,  of  course,  substantially  the 
same — and  could  be  arranged  in  front  of  the  needle  or  behind 
it,  according  to  the  function  that  it  was  required  to  perform. 
The  first  question  to  be  determined  is  :  What  is  the  extent 
of  the  invention  of  Fuller  ?     He  did  not  invent  the  notch  and 
blade  ;  that  was  an  old  device  ;  nor  springs,  they  also  were 
old.    All  that  he  invented  was  the  application  of  the  notch  and 
blade,  the  springs,  and  the  various  other  parts  of  the  mech- 
anism, to  the  sewing  machine.     He  certainly  could  not  claim 
the  power  of  the  needle  bar  in  all  its  various  applications. 
All   that  he  could  claim,  and  I  think,  all   that   his   patent, 
properly  construed,  can  be  considered  to  cover,  is  the  par- 
ticular device  which  he  adapted,  in  its  application  to  the  bed 
plate  of  the  sewing  machine  and  to  the  needle  bar.     Other- 
wise we  would  have  to  hold,  that  wherever  springs,  or  the 
notch  and  blade,  were  applied  to  the  needle  bar,  or  any  other 
old  appliance  was  taken,  by  which  the  power  of  the  needle 
bar  was  used  in  the  construction  and  operation  of  a  creaser, 
his  device  would   cover  it.       That  certainly  cannot  be  the 
proper  construction  of  his  invention.     It  is  only  the  special 
mechanism  which  he  has  devised,  in  its  application  to  the 
needle  bar  and  the  other  parts  of  the  sewing  machine,  by 
which  the  result  was  obtained.     The  difficulty  arises  in  the 
application  of  the  invention.     It  is  natural,  always,  where  in- 
ventors have  discovered  some  special  device  or  mechanism 
by  which  a  useful  result  is  obtained,  and  in  the  progress  of 
the  art  various  modifications  are  made,  or  new  ones  are  in- 
vented, which  produce  the  same  result  in  greater  or  less  per- 
fection, to  attempt  to  bring  all  subsequent  discoveries  within 
the  scope  of  their  device.     It  is  perfectly  right,  where  any 
device  is  subsequently  used,  which  may   be   said   fairly  to 
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come  within  the  principle  of  the  original  invention,  that  the 
party  should  be  protected  ;  but  it  would  be  wrong  to  stretch 
an  invention  beyond  the  legitimate  bounds  of  the  discovery; 
so  as  to  exclude  all  other  inventions  within  the  same  field  of 
operation.  For  instance,  in  this  case,  it  would  be  obviously 
an  unsound  doctrine,  to  hold,  that  no  one  else  could  take  the 
notch  and  blade,  or  springs,  in  whatsoever  form  they  might  be 
used,  and  apply  them  to  the  bed  plate  and  to  the  needle  bar 
of  a  sewing  machine.  Wherever  any  other  person  subse- 
quently takes  what  may  be  substantially  the  same  device,  or 
the  same  mechanism,  and  attempts  to  apply  it  to  the  needle 
bar  and  to  a  bed  plate  of  a  sewing  machine,  he  may  be  said 
•  to  be  within  the  invention  which  Fuller  first  gave  to  the 
world. 

As  I  understand  the  views  of  the  plaintiffs,  there  is  an  effort 
in  this  case,  to  bring  within  the  scope  of  Fuller's  device,  what 
is  not  legitimately  within  the  true  boundaries  of  that  discov- 
ery, because,  we  have  to  adopt  substantially  that  rule,  in  order 
to  sustain  the  view  of  plaintiffs'  counsel,  and  to  say,  that  no  one 
else  could  take  the  springs,  or  apply  the  needle  bar,  or  attach  a 
form  of  notch  and  blade,  for  creasing,  to  the  bed  plate,  with- 
out infringing  Fuller's  device. 

So  in  relation  to  the  Rose  patent,  of  which  Fuller  is  the  as- 
signee, and  the  validity  of  which,  of  course,  he  cannot  ques- 
tion, and  the  value  of  which,  is  not  controverted.  It  is  ad- 
mitted that  Fuller's  invention  does  not  bring  within  its  scope 
all  forms  of  tuck  creasers,  when  applied  to  the  needle  bar 
and  to  the  bed  plate  of  the  sewing  machine,  otherwise  Rose's 
invention  must  fall.  But  the  ground  upon  which  that  can 
stand,  is,  that  it  is  substantially  a  different  device.  In  Fuller's 
mechanism  the  act  of  creasing  is  performed  as  has  been 
stated,  and  a  model  of  which  is  before  me.  Under  the  Rose 
patent,  and  by  the  mechanism  which  he  devised  for  creasing, 
there  is  a  different  arrangement  of  the  various  parts.  There  is 
no  notch  and  blade  as  in  the  Fuller  patent,  but  there  are 
springs.  The  Rose  device  is  attached  to  the  bed  plate  of  the 
sewing  machine.  It  is  operated  by  the  power  of  the  needle 
bar.  There  is  a  spring  attached  to  a  staff,  and  another, 
which   together  form   the  jaws  which    pinch   the   cloth   as 
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it  passes  through  the  sewing  machine.  A  special  contri- 
vance presses  the  upper  spring,  brings  the  jaws  together,  and 
the  movement  of  the  needle  bar,  down,  places  the  jaws  upon 
the  cloth,  which  passes  between  them  and  an  attachment  of 
the  bed  plate.  It  makes  a  crease  upon  the  cloth,  and  it  is 
said  to  have  an  advantage  over  Fuller's  device,  in  that  it  does 
not  perforate,  or  destroy,  or  even  impair,  the  texture  of  the 
cloth.  Now  the  same  principle,  I  think,  must  be  considered 
applicable  to  the  device  of  Rose,  as  to  that  of  Fuller,  namely, 
he  must  be  confined  to  the  special  mechanism  which  he  has 
invented,  and  which  he  attaches  to  the  sewing  machine,  and, 
by  means  of  which,  he  performs  a  crease  in  the  cloth,  and 
thus  enables  the  operator  to  make  the  tuck. 

It  will  be  observed  that  Rose  attached  his  device  to  the 
bed  plate  of  the  sewing  machine,  and  operated  it  by  means  of 
the  needle  bar,  as  Fuller  had  done  ;  and,  there  was  nothing 
in  Fuller's,  to  prevent  the  operation  of  the  Rose  device. 
Now,  that  being  so,  it  simply  becomes  a  question,  when,  one 
uses  any  particular  form  of  mechanism,  whether  or  not,  so 
far  as  these  two  patents  are  concerned,  it  comes  within  either 
of  them.  The  theory  is,  to  bring  all  other  forms  of  mechan- 
ism, by  which  a  crease  is  made  and  a  tuck  formed,  within 
these  two  inventions  of  Fuller  and  Rose  ;  and,  it  is  said,  these 
have  been,  so  far,  the  only  two  known  methods  of  forming  the 
crease.  Everything  that  is  legitimately  within  them,  of  course, 
includes  the  invention  of  these  two  patentees  ;  but  it  cannot 
be  said,  that  because  they  form  the  crease  by  the  notch  and 
blade,  and  by  the  pincers,  that  no  one  else  can  form  a  crease 
by  some  other  device,  different  from  that  of  Fuller  or  Rose ; 
in  other  words,  that  they  have  patented  a  result  or  an  effect, 
and  not  the  particular  form  of  mechanism  which  they  have 
set  forth  in  their  specifications.  If  this  is  the  true  construc- 
tion of  these  patents,  then  we  shall  not  have  so  much  difficulty 
in  determining  whether  or  not  the  defendants  have  infringed 
the  two  devices  invented  by  Fuller  and  Rose. 

To  take  the  first  case.  The  ground  assumed  by  the  plain- 
tiffs, is,  that  the  tuck  creaser  manufactured  by  Yentzer  and 
Scates,  infringes  the  first  claim  of  Fuller.  The  first  claim  of 
Fuller  is  :  "  The  forming  of  one,  two  or  more  creases  in  cloth, 
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by  means  of  markers  on  opposite  sides  of  the  cloth,  which 
markers  are  the  notch  and  blade,  or  the  notch  and  point,  one 
connected  with  bed  of  the  machine,  and  the  other  operated 
simultaneously  with  the  vibrations  of  the  needle  bar  in  a  sew- 
ing machine." 

As  I  have  said,  the  notch  and  blade  are  old  ;  the  springs 
are  old.  It  may  be  true — it  is  not  necessary  to  controvert  it 
in  this  case — that  Fuller  was  the  first  person  to  apply  the 
notch  and  blade,  and  the  springs,  to  a  sewing  machine,  so  as 
to  form  a  crease,  but,  I  think,  that  no  one  can  take  something 
old  and  apply  it  in  a  new  way,  or  in  a  new  form,  so  as  to  pro- 
duce a  particular  result,  and  be  protected  beyond  the  particu- 
lar way  or  form,  or  device,  and  the  application  which  he  has 
made.  Otherwise,  as  I  have  already  said,  any  one  could 
take  an  old  device,  and  make  a  new  application  of  it,  and  pre- 
vent all  other  persons  from  taking  the  same,  and  making 
another  and  different  application  by  which  a  like  result  is 
brought  about.  The  question  is,  whether  Yentzer  and  Scates 
have  done  that.  Let  us  look  at  one  form  of  the  Yentzer  de- 
vice, and  a  tucker  which  they  manufactured.  There  is  the 
spring,  and  the  power  of  the  needle  bar,  applied  to  the  spring. 
There  is,  if  you  choose  to  call  it  so,  the  notch  and  blade  at- 
tached to  the  bed  plate.  But  the  question  is,  whether  the 
springs,  and  notch  and  blade  are  used  in  the  same  way  as  in 
the  Fuller  patent.  Fuller  covers,  by  his  own  special  mechan- 
ism, anything  that  is  fairly  within  it.  He  does  not  include 
other  and  different  devices  or  mechanism  by  which  the  same 
result  is  reached  ;  and,  I  think,  there  may  be  fairly  said  to  be 
a  difference — such  a  difference  as  does  not  bring  it  within 
the  mechanism  of  Fuller — and  so  it  may  be  said  of  other 
forms  of  manufacture  by  Yentzer  and  Scates. 

In  the  second  suit,  which  is  also  against  Yentzer  and  Scates, 
the  ground  assumed  by  the  plaintiffs  is,  that  the  creasers 
manufactured  by  them,  infringe  the  sixth  claim  of  the  Rose 
patent,  which  refers  to  what  is  called  the  "  unity  of  adjust- 
ment." The  claim  is,  for  "  a  tuck-creasing  mechanism  such  as 
described,  having  its  upper  and  lower  parts  connected  and  to- 
gether adjustable,  as  to  its  relation  to  the  needle  of  the  sew- 
ing machine,  and  operated  by  the  sewing  machine,  subs  tan- 
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tially  as  set  forth."    If  the  view  of  the  plaintiffs'  counsel,  as  to 
the  construction  of  the  Rose  patent,  is  correct,  then,  all  these 
various  devices  would  be  infringements  of  that  claim.     If,  in 
other  words,  Rose  has  patented  every  form  of  mechanism,  by 
which  a  creaser  is  attached  or  adjusted  to  the  sewing  machine, 
and  by  which  unity  of  adjustment  is  brought  about,  then,  there 
could  be  no  question  but  the  defendants  have  all  infringed ; 
but,  I  think,  that  the  view  of  the  counsel,  of  the  extent  of  this 
claim,  is  not  correct.    I  think  the  claim  is  narrower.     It  is  in- 
sisted, on  the  part  of  the  plaintiffs,  that  this  patent  cannot  be 
restricted  to  a  unity  of  adjustment,  in  a  tucker,  of  the  mechan- 
ism such  as  described  in  the  Rose  specifications.      I  think  it 
is  so  restricted.     Let  us  see.     It  is  said  that,  in  the  claim,  the 
words  are  used,  "  a  tuck-creasing  mechanism,"  and,  that  it 
means,  therefore,   any    tuck-creasing   mechanism,  "  a   tuck- 
creasing  mechanism  having  its  upper  and  lower  parts  con- 
nected and  together  adjustable."    If  that  were  the  claim,  and 
it  could  stand  as  the  invention  of  Rose,  then,  it  might  be,  the 
defendants  would  all  infringe  ;  but  that  is  not  the  claim.     It 
is  qualified  ;  it  does  not  mean  every  kind  of  tuck-creasing 
mechanism  having  its  upper  and  lower  parts  connected  and 
together  adjustable,  but  any  tuck-creasing  mechanism  sub- 
stantially such  as  described,  which  words  are  very  important, 
and  essentially  qualify  the  preceding  words.     It  must,  there- 
fore, mean  the  kind  of  mechanism — mechanism  such  as  here 
described — not  any  form    of   mechanism,  however  different 
it  might  be,  but  this  particular  form  of  mechanism,  or  that 
which  is  substantially  the  same.     We  cannot  strike  out  ma- 
terial words  from  the  claim  itself,  and  enlarge  the  meaning 
of  the  invention,  but  we  must  limit  it  fairly,  I  admit,  within 
the  language  of  the  claim. 

The  third  suit  is  by  Fuller,  as  the  assignee  of  the  Rose 
patent,  and  against  Goodrich,  and  it  is  alleged  that  Goodrich 
infringes  the  first,  second,  fifth,  sixth  and  eighth  claims  in  the 
Rose  patent.  There  seems  to  be,  in  forming  the  claims  under 
the  Rose  patent,  a  disposition  to  expand  them  unnecessarily. 
For  instance,  the  first  and  second  claims  are  substantially  the 
same  ;  one,  to  be  sure,  speaks  of  the  mechanism  by  which  the 
crease  is  formed,  and  the  other  the  method  of  pinching  the 
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fabrics  by  which  the  crease  is  formed,  but,  of  course,  they  re- 
solve themselves  into  substantially  the  same  thing.  The 
claim  is  :  "  The  mechanism  substantially  as  herein  described, 
for  forming  a  ridge  or  ridges  on  fabrics  to  be  afterward 
folded  in  the  line  of  such  ridges.' '  The  second  claim,  is 
the  method  of  nipping  or  pinching  the  fabrics,  to  form 
ridges  or  creases  thereon,  by  means  of  jaws,  opened  and 
closed  at  intervals,  to  seize  and  pinch  the  fabric  when  at 
rest,  and  then  release  it  as  the  same  is  moved  along  by 
the  feed  in  the  sewing  machine.  But  still,  it  means  the 
method  produced  or  seen  in  the  form  of  mechanism,  which  is 
referred  to  in  the  first  claim,  and  the  onl)r  difference,  there- 
fore, between  the  first  and  second  claim,  is,  the  one,  speaks  of 
the  device  as  the  mechanism,  and  the  other,  the  method  by 
which  that  mechanism  produces  the  crease.  The  fifth  claim,  is 
0  the  combination  of  the  creasing  device  or  devices  of  the  tuck 
marker,  with  the  jointed  lever,  substantially  as  and  for  the 
purposes  set  forth."  The  sixth  claim,  I  have  already  referred 
to  and  considered.  The  eighth  claim,  is  the  combination  of 
the  lever  and  spring  with  the  tuck  marker,  having  upper  and 
under  parts  connected  and  together  adjustable,  as  specified, 
substantially  as  and  for  the  purposes  set  forth. 

Now,  it  is  claimed,  on  the  part  of  the  plaintiffs,  that  this 
form  of  device  used  by  Goodrich,  is  an  infringement,  because, 
it  is  said,  it  is  substantially  the  device  of  Rose,  and  that 
the  crease  is  formed  in  substantially  the  same  way,  and 
that  the  parts  are  adjustable  in  the  same  manner  ;  that  is 
to  say,  that  the  mechanism  of  the  parts  is  the  same,  be- 
cause, as  I  have  said,  I  consider  that  an  indispensable  element 
in  the  true  construction  of  the  Rose  patent.  I  do  not  so 
regard  it.  Limiting  the  Rose  patent  to  the  substantial 
form  of  mechanism,  which  he  has  described,  and  the  manner 
in  which  it  operates,  and  is  attached  to  the  bed-plate  of  the 
sewing  machine  and  the  needle  bar,  I  think  there  is  a  sub- 
stantial  difference,  such  a  difference,  between  these  two  de- 
vices, as  is  within  the  true  construction  of  the  patent  law  ;  and 
to  hold  otherwise,  is  to  leave  subsequent  inventors  within  very 
narrow  bounds  in  the  same  common  field  of  discovery,  and 
would,  therefore,  be  attended  with  very  serious  consequences. 
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If,  in  any  part  of  the  mechanism  of  Fuller  or  of  Rose,  there 
was  some  great,  novel  principle,  or  discovery,  which  no  one 
else  could  use  without  infringing  that  part,  then,  it  might  be 
said,  that  these  cases  of  the  defendants  were  fairly  within  its 
operation  ;  but,  that  would  bring  it  within  the  principle,  for 
example,  of  Howe's  discovery  in  relation  to  the  operation  of 
the  needle,  and  of  Wilson's  feeding  device. 

There  is  something  connected  with  Howe's  discovery  which 
no 'one  else  can  use  without  our  saying,  at  once,  that  no  mat- 
ter in  how  different  form  we  put  it,  still  Howe's  invention  is 
there.  So,  in  relation  to  the  feeding  device  of  Wilson.  No 
matter  how  much  you  may  change  it  or  modify  it,  still  it  is 
Wilson's  feeding  device.  If,  that  principle  were  applicable  to 
these  cases,  then,  I  should  have  no  hesitation  in  holding  there 
was  an  infringement. 

There  are  two  modes  of  construing  the  patent  law,  and  it 
may  be  said,  perhaps,  without  any  disrespect,  that  there  are 
some  judges  who  adopt  one  mode,  and  some  another.  There 
are  those  who  are  inclined  to  expand  beyond  legitimate  boun- 
daries, the  invention  of  the  patentee.  There  are  others,  who 
restrict  it  within  the  narrower  bounds,  holding  that  the  in- 
vention of  the  patentee  must  be  limited  by  the  particular  mech- 
anism, and  the  application,  by  which  the  result  is  attained, 
thus  leaving  the  field  of  discovery  open  to  all  persons  to  ex- 
plore it  beyond  the  range  of  that  particular  mechanism,  and 
its  application.  I  confess,  the  latter  seems  to  me,  the  more  cor- 
rect rule,  and,  therefore,  hold,  that  parties  should  be  limited 
rather  closely  within  the  claims  of  their  patents,  and  the  de- 
scription of  the  particular  mechanism,  and  the  application, 
which  they  have  made,  by  which  the  result  is  produced.  Of 
course,  a  change  of  form  will  not  change  the  principle.  And 
I  do  not  dispute  the  rule,  that  the  invention  is  to  be  construed 
liberally. 

A  mechanical  change  does  not  prevent  an  infringement. 
In  looking  at  Goodrich's  device,  as  I  have  said,  it  seems  to 
me,  to  be  essentially  different  from  the  Rose  patent,  and, 
therefore,  I  hold,  that  in  that  case,  as  in  the  others,  there  is  no 
infringement.  In  these  cases,  all  the  defendants,  or  Yentzer 
and  Goodrich,  under  whom  these  defendants  are  manufac- 
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turing,  claim  to  be  protected  by  patents  duly  issued.  Of 
course,  if  those  patents  are  for  something  which  has  been  pre- 
viously discovered,  and  patented  to  other  parties,  the  patent 
is  no  protection,  but  it  is  at  least  evidence  of  the  view  which 
the  Patent  Office  has  taken  of  the  rights  of  the  defendants. 

The  application  for  the  injunction  is,  therefore,  refused, 
and  the  bills  dismissed. 

S.  S.  Fisher,  C.  C.  Bonney  and  E.  B.  Barnum,  for  the  com* 
plainants. 

Scates  &  Whitney,  for  the  defendants 


John  E.  Burrows  et  al. 

vs. 
The  Lehigh  Zinc  Company.    In  Equity. 

The  suit  was  brought  upon  a  patent,  granted  to  John  E.  Burrows,  for  a  fur* 
nace  to  be  used  in  the  manufacture  of  white  oxide  of  zinc.  Burrows 
filed  his  application  in  October,  1852,  and  sought,  in  this  suit,  to  carry 
his  invention  back  to  the  date  of  experiments,  made  by  him  in  the  early 
part  of  165 1.  It  appeared  that,  Samuel  Wetherill  filed  a  caveat  in  the 
Patent  Office,  in'  September,  1852,  dated  in  July  previous,  and,  about  that 
time,  erected  an  experimental  furnace  to  illustrate  a  new  method  of  pro- 
ducing white  oxide  of  zinc,  which  embodied  the  essential  features  of  Bur- 
rows' invention.  This  furnace  was  successful,  and  a  patent  was  after- 
ward granted  to  Wetherill  for  his  invention  :  Held^  that  Burrows'  in- 
vention was  anticipated. 

(Before  McKknnan,  J.,  Eastern  District  of  Pennsylvania,  October,  1874.) 

McKennan,  J. 

The  patent,  in  controversy  here,  was  granted  to  the  com- 
plainant Burrows  for  a  furnace  to  be  used  in  the  manufacture 
of  white  oxide  of  zinc.    Assuming,  that  the  furnaces  in  use  by 
the  defendants,  are  within  the  scope  of  this  patent,  a  funda- 
vol.  1 — 34 
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mental  question  in  the  case,  is,  whether  Burrows  was  the  first 
inventor  of  them. 

Simply  a  question  of  fact,  as  this  is,  I  do  not  deem  it  nec- 
essary to  discuss  the  voluminous  testimony  touching  it,  es- 
pecially, as  this  testimony  cannot  be  fully  comprehended,  and 
properly  weighed,  without  the  aid  of  the  models  and  exhibits 
in  the  case.  A  careful  consideration  of  it,  has  brought  me  to 
the  conclusion,  that  Burrows  was  not  the  first  inventor  of  the 
furnace  employed  by  the  defendants. 

In  September,  1852,  Samuel  Wetherill  filed  a  caveat,  dated 
in  July  previous,  in  the  Patent  Office,  and,  about  that  time, 
erected  an  experimental  furnace,  to  illustrate  a  new  method 
of  producing  white  oxide  of  zinc,  for  which  a  patent  was 
afterward  granted  to  him.  This  experiment  was  successful  ; 
and  the  furnaces  now  complained  of,  as  infringements,  were 
originally  constructed  with  special  reference  to  the  practice 
of  the  Wetherill  process,  and  in  substantial  conformity  to 
his  experimental  furnace. 

Burrows  made  the  application  for  his  patent,  in  October, 
1852,  but,  it  is  sought  to  carry  back  his  invention  to  the  date 
of  experiments,  made  by  him,  in  the  early  part  of  185 1.  Ac- 
cording to  the  preponderating  weight  of  the  proofs,  these  ex- 
periments were  unsuccessful,  and,  neither  as  to  the  form  and 
design  of  the  furnace  used,  or  the  method  of  its  use,  was  the 
peculiar  structure  or  special  adaptability  of  the  defendants* 
furnaces  indicated.  The  mechanical  devices,  which  were 
common  to  both,  are  old,  and  could  not  be  exclusively  ap- 
propriated. 

The  scope  of  Burrows'  patent,  in  so  far  as  it  may  be  taken 
to  embrace  the  defendant's  furnace,  must,  therefore,  be  lim- 
ited to  the  date  of  his  application,  and,  as  the  form  and  adap- 
tation of  their  furnaces  were  devised  by  Wetherill,  and  the 
furnace  was  successfully  used  by  him,  before  that  date,  the 
complainant's  bill  must  be  dismissed,  with  costs,  and  it  is  so 
ordered. 

Robert  T.  Wild,  for  the  complainant. 

George  Harding,  for  the  defendant. 
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Charles  Spring  et  al. 


vs. 


James  A.  Packard. 


Same 


vs. 


Charles  Howard.    In  Equity. 

In  a  patent  for  a  lathe  fur  turning  irregular  forms,  the  claim  was,  for  "  the 
combination  of  a  gii ping-chuck,  by  which  an  article  can  be  so  held  by  one 
end  as  to  present  the  other  free  to  be  operated  upon,  with  a  rest  preced- 
ing the  cutting  tool,  when  it  is  combined  with  a  guide  cam  or  its  equiva- 
lent which  modifies  the  movement  of  the  cutting  tool,  all  operating 
together  for  the  purpose  set  forth."  The  evidence  showed,  that  prior 
to  the  invention,  a  lathe  had  been  constructed  and  used  for  thirteen  years, 
having  the  griping  chuck,  the  rest,  the  cutting  tool,  and,  instead  of  a 
guide  cam,  a  fixed  pattern,  which  watf,  at  the  date  of  the  patent,  a  well- 
known  equivalent  for  a  cam  pattern  or  guide :  Held,  that  the  inven- 
tion patented  was  anticipated,  and  the  patentee  was  not  the  first  inventor 
of  the  improvements  claimed,  although  the  anticipating  invention  had 
been  guarded  from  view,  to  conceal  the  mode  of  its  operation. 

The  patent  granted  to  Charles  Spring  and  Andrew  Spring,  May  10,  1859,  for 
improvement  in  lathes  for  turning  irregular  forms,  held  invalid  for  want 
of  novelty. 

(Before  Lowell,  J.,  District  of  Massachusetts,  October,  1874.) 

Lowell,  J. 

The  plaintiffs  are  the  inventors  and  owners  of  a  valuable 
and  ingenious  improvement  in  lathes,  for  turning  irregular 
forms,  for  which  a  patent  was  issued  to  them  May  10,  1859, 
but  which  they  testify  was  completed  in  the  summer  of  1857. 
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They  describe  the  machine  with  fulness  and  accuracy  in  their 
specification.  Its  principal  application  was  intended  to  be, 
and  is,  for  turning  sewing  machine  needles  and  similar  ar- 
ticles, which  are  to  be  brought  to  a  point,  and  the  claim  is 
for,  "  the  combination  of  a  griping-chuck,  by  which  an  ar- 
ticle can  be  so  held  by  one  end  as  to  present  the  other  free  to 
be  operated  upon,  with  a  rest  preceding  the  cutting-tool, 
when  it  is  combined  with  a  guide-cam,  or  its  equivalent, 
which  modifies  the  movement  of  the  cutting-tool,  all  operat- 
ing together  for  the  purpose  set  forth." 

There  is  no  doubt,  upon  the  testimony,  that  the.  plaintiffs 
were  the  original  and  meritorious  inventors  of  an  improve- 
ment over  the  machines,  then  in  general  use,  for  turning  sew- 
ing-machine needles.  But  a  machine  was  brought  forward 
by  the  defendants,  which  one  Pernot  swears  he  made  in 
New  York,  in  1853,  and  operated  there  for  thirteen  consecu- 
tive years  in  turning  needles,  in  great  quantities,  for  several 
of  the  principal  manufacturers  of  sewing  machines,  and 
which  appears  to  contain  all  the  elements  of  the  plaintiffs' 
combination,  working  together  in  the  same  way,  and  produc- 
ing the  same  results.  The  dates  are  proved  by  Pernot  and  by 
another  witness,  and  corroborated  by  circumstantial  evidence, 
and  might  have  been  disproved,  if  untrue,  because  the  manu- 
facturers could  have  testified  concerning  the  needles  which 
they  are  said  to  have  bought  of  Pernot.  No  such  contradic- 
tion is  given.  This  machine  has  the  griping-chuck,  the  rest, 
the  cutting-tool,  and,  instead  of  a  guide  cam,  a  pattern,  which, 
so  far  as  this  case  is  concerned,  appears  to  be  an  equivalent  ; 
and,  as  we  understand  the  testimony,  it  is,  that  a  fixed  pat- 
tern was,  generally  speaking,  a  well-known  equivalent  for  a 
cam-pattern  or  guide  in  machines  of  this  kind,  at  the  date  of 
the  patent. 

It  has  been  argued,  that  Pernot's  machine  had  no  adjusting, 
screw.  It  had  a  screw,  which,  it  is  insisted,  should  be  called 
a  set  screw,  and  which  was,  no  doubt,  less  useful  in  some  re- 
spects than  the  adjusting  screw  of  the  plaintiffs'  machine. 
The  plaintiffs,  however,  do  not  claim  the  adjusting-screw  as 
part  of  their  combination.  Mr.  Waters  being  asked,  whether 
it  is  part  of  the  combination,  says  :    "  Hardly  that,  that  is  to 
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say,  hardly  an  element.  I  regard  as  essential,  that  the  organ- 
ization should  be  such  as  to  admit  of  the  convenient  use  of  a 
screw  ;  and  that  that  screw  should  make  a  part  of  the  organ- 
ization, I  regard  as  essential  as  an  adjunct  to  the  combina- 
tion, so  essential  that,  as  I  have  said,  I  would  not  give  a 
sixpence  for  any  one  of  them,  for  the  purpose  of  turning  sew- 
ing-machine needles,  without  it." 

It  is,  then,  an  important  adjunct,  rather  than  an  essental  ele- 
ment, and  Pernot's  screw  was  a  sufficiently  good  adjunct  to 
enable  his  combination  to  work  successfully  in  making 
needles  in  the  way  of  his  business  ;  and  the  difference  in  the 
screw  would  have  been  no  defence,  if  his  machine  had  been 
later  in  date  than  the  patented  one. 

It  is  further  said,  that  Pernot  did  not  turn  his  needles  to  a 
point  in  the  machine.  He  gives  reasons  for  not  doing  this 
work,  but  says,  that  he  did  turn  points  for  a  carding  ma- 
chine ;  and  that  his  lathe  needed  only  a  change  of  pattern  to 
make  it  applicable  to  turning  the  points  of  needles.  This  is 
obviously  true,  and,  as  the  particular  form  of  pattern  used,  was 
not  of  the  essence  of  the  invention,  we  are  of  opinion,  that 
Pernot's  machine  contains  the  whole  patented  combination. 

It  is  not  denied  that  all  the  elements  of  the  combination 
were  old,  and  well  known,  before  1857  ;  it  is  only  contended, 
ttyat  the  precise  combination  was  new,  as  it  undoubtedly  was, 
to  the  trade  generally,  and  to  the  patentees  themselves  ;  but, 
we  are  obliged  to  say,  that  Pernot's  machine,  which  was  not 
patented,  and  was  somewhat  guarded  from  view,  perhaps  for 
the  very  purpose  that  its  mode  of  operation  might  not  be 
generally  known,  was  yet,  by  the  law,  such  an  anticipation 
of  the  plaintiffs'  combination,  that  they  were  not  the  first, 
though  they  were  original,  inventors  thereof. 

Bill  dismissed  with  costs. 


George  £.  Betton,  for  the  complainants. 
James  B.  Robb,  for  the  defendants. 
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Thomas  E.  Murphy  et  al. 

vs. 
Laurent  Kissling  et  al.    In  Equity. 

The  patent  granted  to  John  Dwyer,  administrator,  etc.,  of  Francis  McLaugh- 
lin, deceased,  January  n,  1870,  for  an  improved  brush  head,  provided 
with  an  angular  groove,  and  a  rubber  ring  fitted  therein,  held  valid,  and 
not  anticipated  by  a  door-stop  provided  with  a  rubber,  fitted  in  an  angu- 
lar groove. 

The  patent  held  to  be  infringed  by  the  defendants'  brush  head,  which,  though 
different  in  form,  embodies  the  patented  invention. 

(Before  Sheplky,  J.,  District  of  Massachusetts,  October,  1874.) 

Shepley,  J. 

This  bill  in  equity  is  brought  for  an  alleged  infringement  of 
the  letters  patent,  granted  for  the  invention,  by  Francis 
McLaughlin,  of  an  improved  brush.  So  far  as  the  defence, 
set  up,  of  want  of  novelty  in  the  invention,  relates  to  the  evi- 
dence introduced  by  defendants  of  the  Monzani  patent,  and 
the,  rejected  applications  of  Williams  and  Crittenden,  it  has 
been  fully  considered  in  the  case  of  Murphy  v.  EastJwm,  1 
Holmes,  113.  The  defendant  also  sets  up,  as  anticipating  the 
invention  of  McLaughlin,  a  door-stop  made,  and  used  and  sold, 
by  D.  C.  Smart.  Smart's  door-stop  had  an  angular  groove  in 
it,  with  a  rubber  ring  fitting  therein,  in  the  same  manner,  as  in 
the  brush-head  in  the  McLaughlin  invention.  It  was  not  new, 
at  the  date  of  the  McLaughlin  invention,  to  put  a  rubber 
ring  into  an  angular  groove.  What  was  new,  was,  his  com- 
bination of  a  brush  head  with  an  angular  groove  and  a  rub- 
ber ring  fitting  therein,  whereby  the  elements  of  the  combi- 
nation, operated  together,  and  jointly,  in  the  function  of  the 
brush.  The  infringement,  in  this  case,  is  clear.  Defendants  use 
a  rubber  ring  fitting  into  an  angular  groove  in  the  brush  head, 
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in  the  same  manner  as  in  the  McLaughlin  patent.  They  claim, 
that  their  rubber  ring  performs  another  function  also  ;  that,  as 
they  extend  their  rubber  ring  by  a  flange  between  the  two  sur- 
faces of  the  two  parts  of  the  brush  head,  where  they  unite  at 
the  bottom  of  the  groove,  as  their  brush  is  constructed,  the 
rubber  forms  a  packing  which  makes  the  joint  tight.  This 
would  be  only  an  improvement,  at  best,  upon  the  McLaughlin 
invention.  But,  if  the  groove  in  the  McLaughlin  brush,  be 
made  square,  and  an  elastic  band  be  used,  fitting  this  square 
groove,  it  would  act  in  the  same  way  as  a  packing  to  exclude 
the  water  from  the  joint,  if  the  joint  was  at  the  bottom  of  the 
groove.  This  is  one  of  the  forms  of  McLaughlin's  invention, 
and  is  shown  in  exhibit  G.  This  is  a  clear  case  of  an  attempt 
to  evade  infringement  by  a  change  of  form  merely. 
Decree  for  injunction  and  account. 


y.  Z.  Newton,  for  the  complainants. 
Jm  T.  Wilson,  for  the  defendants. 


Margaret  Myers,  Executrix,  et  al. 

vs. 
Otto  Duker  et  al.    In  Equity. 

The  complainants'  patent  was  for  clamps,  having  a  lateral  elastic  movement, 
independent  of  the  roller  beds  of  a  circular  saw,  to  which  the  clamps  arc 
attached,  for  the  purpose  of  compensating  for  the  varying  thickness  of 
different  pieces  of  lumber,  and  keeping  them  in  a  proper  relative  posi- 
tion to  the  saw.  The  defendants  used  pressure  rollers,  having  the  same 
mode  of  operation,  and  performing  the  same  functions  as  the  clamps. 
The  evidence  showed  no  device  prior  to  the  clamps  for  accomplishing 
the  result :  Held,  that  the  defendants  infringed  complainants'  patent. 

A  patented  mechanical  device,  by  which  a  new  result  is  produced,  is  in- 
fringed by  the  use  of  another  device,  which,  although  different  in  form, 
produces  the  same  result  by  substantially  the  same  means. 

(Before  Giles,  J.,  District  of  Maryland,  October,  1874.) 
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Giles,  J. 

In  this  case,  it  is  admitted,  that  defendants  have  infringed 
the  first  claim  in  complainants'  patent,  which  bears  date 
the  23d  of  May,  1854.  This  first  claim  is  for  the  deflect- 
ing plates.  The  answer  of  defendants  denied  that  they 
used  any  of  the  devices  claimed  by  complainants  and  de- 
scribed in  their  patent,  but  their  solicitor,  in  his  argument, 
narrowed  this  defence,  and  limited  it  to  an  infringement 
of  complainants'  second  claim,  to  wit :  the  clamps  I,  I. 
This  claim  is  as  follows  :  "  We  claim  the  employment  or 
use  of  the  clamps  I  I,  arranged,  as  herein  shown,  or  in 
an  equivalent  way,  so  as  to  have  a  lateral  elastic  movement, 
independent  of  the  roller-beds  to  which  said  clamps  are 
attached,  for  the  purpose  of  compensating  for  the  varying 
thickness  of  different  pieces  of  stuff,  and  keeping  them  in  a 
proper  relative  position  to  the  saw."  Such  is  the  claim,  and 
the  models  of  complainants'  saw,  and  defendants*  saw,  have 
been  exhibited  in  court. 

Now,  it  is  apparent,  from  an  inspection  of  them,  that  the 
pressure-rollers  of  defendants'  machine,  while  different  in  their 
construction  and  form,  have  the  same  mode  of  operation,  and 
perform  the  same  function,  as  the  clamps  in  complainants' 
machine.  Were  the  clamps,  then,  the  first  device  ever  used  for 
the  purpose  of  keeping  the  plank  in  a  proper  relative  posi- 
tion to  the  saw,  and  for  compensating  for  the  varying  thick- 
ness of  different  pieces  of  stuff  ?  If  they  were,  then  com- 
plainants are  entitled  to  be  protected  against  a  device  which 
effects  the  same  substantial  purpose  by  substantially  the  same 
mode  of  operation.  The  result  could  not  be  patented,  but 
only  the  mechanical  device  by  which  it  is  attained  ;  and 
no  device  is  an  infringement  of  the  patent  but  such  as  pro- 
duces the  same  result  by  the  same  mode  of  operation,  al- 
though the  form  may  be  varied. 

Judge  Grier,  in  McCormick  v.  Talcott^  20  Howard,  405,  says  : 
14  If  the  complainant  be  the  original  inventor  of  the  divider, 
he  will  have  a  right,  to  treat  as  infringers,  all  who  make  di- 
viders operating  on  the  same  principle,  and  performing  the 
same  functions  by  analagous  means  or  equivalent  combina- 
tions." 
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Now,  there  is  no  evidence,  in  this  case,  that  prior  to  the  in- 
vention of  Myers  &  Eunson,  any  device  had  been  made  or 
used,  to  keep  the  plank  in  a  proper  relative  position  to  a  cir- 
cular saw,  or  which  possessed  a  lateral  elastic  movement  inde- 
pendent of  the  roller-beds,  and,  by  that  means,  compensated 
for  the  varying  thickness  of  different  pieces  of  stuff.  This 
was  accomplished  by  the  clamps  described  in  the  patent  of 
Myers  &  Eunson.  In  the  defendants'  machine,  the  pressure 
rollers  act  on  the  same  principle,  and  reach  the  same  result, 
and,  therefore,  the  defendants  have  infringed  the  second 
claim  in  complainants'  patent. 

I  will,  therefore,  sign  a  decree,  in  favor  of  the  complainants, 
and  will  refer  the  cause  to  the  master,  that  he  may  take 
an  account  of  the  profits. 


Benjamin  Price,  for  the  complainants. 
L.  M.  Reynolds,  for  the  defendants. 


Chandler  Needham 


vs. 


Nathan  Washburn  et  al.    In  Equity. 

Whether,  in  a  suit  brought  against  the  respondents  as  copartners,  but  in  which 
the  proofs  fail  to  show  a  partnership,  but  do  show  that  the  respondents, 
with  others,  were  organized  into  a  corporation,  with  the  same  name  as 
the  alleged  copartnership,  it  would  be  competent  for  the  court  to  enter  a 
decree  against  the  corporation,  qua  re. 

In  such  case  the  court  will  not  delay  the  hearing  of  the  cause  ;  since  the  de- 
fect, if  it  be  one,  may  be  cured  by  an  amendment.  Citing  Goodyear  v. 
Phelps,  3  Blatchf.  C.  C.  R.,  91,  and  Poppenhusen  v.  Falke,  4  Id.,  494. 

Prior  to  the  complainant's  patent  for  an  improvement  in  casting  car  wheels, 
steel  tires,  previously  heated  to  a  required  degree  of  heat,  were  placed 
in  the  mould  in  which  the  body  of  the  wheel  was  to  be  cast,  the  flask 
immediately  closed,  and  the  molten  iron  poured  into  the  mould  through 
one  or  more  openings  or  sprues  in  its  centre,  a  suitable  flux  being  em- 
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ployed  to  promote  the  welding  of  the  two  metals,  which,  when  cool, 
formed  one  solid  mass.     The  evidence  showed,  that  iron  and  steel  had, 
from  time  immemorial,  been  welded,  both  with  and  without  a  flux  :  Held, 
that  it  was  not  a  patentable  invention,  but  merely  the  product  of  ordi- 
nary mechanical  skill,  in  the  casting  of  wheels  in  this  method,  to  pour  the 
molten   iron  through  openings  or  sprues  made  just   inside  the  inper 
edge  of  the  steel  tire  instead  of  at  the  centre  of  the  mould,  for  the  pur- 
pose of  preventing  particles  of  foreign  matter  being  carried  by  the  flow- 
ing metal  to  the  points  of  union  of  the  two  metals,  and,  thereby,  prevent- 
ing a  perfect  weld :  Held  also,  that  the  state  of  the  art  showing  that 
iron  and  steel  had  long  previously  been  welded  both  with  and  without 
the  medium  of  a  flux,  and  that  mechanics  skilled  in  the  art  differed  in 
opinion  as  to  the  utility  of  any  flux,  it  was  not  a  patentable  subject  to 
cast  car  wheels  in  the  manner  described,  but  with  the  omission  of  a  flux 
previously  used. 

(Before  Clifford  and  Lowell,  JJ.,  District  of  Massachusetts,  October,  1874.) 

Clifford,  J. 

Letters  patent  may  be  granted  for  the  invention  or  discov- 
ery of  any  new  and  useful  art,  machine,  manufacture  or  com- 
position of  matter,  or  of  any  new  and  useful  improvement  of 
the  same,  upon   the  conditions  specified  in  the  Patent  Act. 
Unless  the  thing  claimed  as  the  invention  is  new  and  useful, 
the  claim  is  wholly  without  merit,  as  that  is  the  primary  and 
indispensable  condition  annexed  to  the  right  to  claim  the 
protection  which  the  Patent  Act  is  intended  to  secure.     Ap- 
plication in  writing  must  be  made  to  the  Commissioner,  and 
the  requirement  is,  that  the  applicant  shall  file  in  the  Patent 
Office,  a  written  description  of  the  invention  or  discovery, 
and  of  the  manner  and  process  of  making,  constructing,  com- 
pounding, and  using  it,  in  such  full,  clear,  concise,  and  exact 
terms  as  to  enable  any  person  skilled  in  the  art  or  science  to 
which  it  appertains,   or   with  which  it  is  most  nearly  con- 
nected, to  make,  construct,  compound,  and  use  the  same.  (16 
Stat,  at  Large  201.)  Patents  granted  by  the  Commissioner,  in 
pursuance  of  those  conditions,  afford  a  prima  facte  presump- 
tion, when  introduced  in  evidence,  that  the  patentee  is  the 
original  and  first  inventor  of  what  is  therein  described  as  his 
invention  or  discovery.     Such  a  presumption,  however,  may 
be   controlled  by  evidence  of  a  prior  knowledge  or  use  by 
others  in  this  country  ;   or  that  the  invention  or  discovery 
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had  been  described  in  any  printed  publication,  before  his  in- 
vention or  discovery  thereof,  in  this  or  any  foreign  country  ; 
or,  that  it  had  been  in  public  use,  or  on  sale,  for  more  than 
two  years  prior  to  his  application  for  a  patent. 
.  Damages  are  claimed  by  the  complainant  for  an  alleged 
infringement  by  the  respondents  of  certain  letters  patent, 
granted  to  him,  in  which  it  is  represented,  that  he  is  the  origi- 
nal and  first  inventor  of  a  certain  new  and  useful  improve- 
ment in  casting  car  wheels,  as  more  fully  described  in  the 
specification  of  the  letters  patent.  Process  was  served,  and 
the  four  persons  named  as  respondents  in  the  bill  of  com- 
plaint appeared,  and  filed  separate  answers.  They  are  de- 
scribed in  the  bill  of  complaint  as  copartners,  under  the  name 
of  the  N.  Washburn  Steel  Tire  Works,  and  the  charge  is, 
that  the  respondents,  without  consent,  and  in  violation  of  the 
complainant's  exclusive  rights,  have  made,  sold,  and  used  a 
large  number  of  said  patented  car  wheels,  in  infringement  of 
the  exclusive  rights  secured  to  the  complainant  by  said  let- 
ters patent.  Appearance  was  entered  by  each  of  the  respond- 
ents, and  they  severally  set  up  the  following  defences  :  1. 
That  they  are  not,  and  never  were,  copartners  doing  busi- 
ness at  Worcester,  as  alleged  in  the  bill  of  complaint.  2. 
That  the  complainant  is  not  the  original  and  first  inventor 
of  the  improvement.  3.  That  the  alleged  improvement  was 
well  known  and  in  public  use,  by  various  persons,  and  at 
various  places,  before  the  alleged  invention  thereof  by  the 
complainant. 

Proof  to  show  that  the  respondents  are  copartners  is  en- 
tirely  wanting,  but,  inasmuch  as  that  defect,  if  it  be  one,  may 
be  removed  by  a  proper  amendment,  the  court  is  inclined  to 
examine  the  merits  of  the  controversy.  Before  doing  so,  how- 
ever, it  may  be  well  to  examine  the  proposition  of  the  com- 
plainant, that  he  is  entitled  to  a  decree  against  the  respond- 
ents, as  individuals,  even  though  he  has  utterly  failed  to 
prove  that  they  are  copartners  as  alleged.  Partnership  is 
certainly  not  proved.  On  the  contrary,  the  respondents 
offer  proof,  tending  to  show,  that  they  are  a  corporation  duly 
established  under  the  laws  of  the  State  in  which  their  busi- 
ness is  transacted  ;  but  the  complainant  denies  that  propo 
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sition,  and  insists  that,  as  they  were  never  duly  incorporated, 
he  may  well  maintain  the  present  suit  against  them  as  indi- 
viduals. 

Besides  the  claim  for  damages,  the  complainant  also  prays 
for  an  account  of  gains  and  profits,  and  also  for  an  injunc- 
tion. Having  sued  the  respondents  as  a  partnership,  it  may 
be  doubtful  whether  it  would  be  competent  for  the  court  to 
enter  a  decree  against  the  comporation,  but  as  that  defect,  if 
it  be  one,  may  be  cured  by  an  amendment,  the  court  will 
proceed  to  examine  the  merits  of  the  controversy.  Goodyear 
v.  P  helps  y  3  Blatchf.  C.  C.  R.,  91 ;  Poppenhusen  v.  Falke^  4  Id.,  494. 

Taken  as  a  whole,  the  proofs  in  the  case  show,  to  the  satisfac- 
tion of  the  court,  that  the  persons  sued  as  partners  were,  with 
others,  organized  as  a  corporation,  in  November,  1869,  under 
the  general  statutes  of  the  State,  by  the  corporate  name  set 
forth  in  the  pleadings,  and  it  appears  that  all  the  corporators 
were  made  directors,  and  that  the  business  of  the  corpora- 
tion was  conducted  by  the  directors.  Opposed  to  this,  is  the 
uncontradicted  proof  that  no  certificate,  setting  forth  the 
corporate  name  and  purpose  of  the  association,  was  ever  filed 
with  the  Secretary  of  State  ;  but  the  better  opinion  is,  that 
the  statutes  of  the  State,  in  force  at  the  time  the  organiza- 
tion was  made,  did  not  contain  any  such  requirement,  and, 
consequently,  that  the  organization  is  not  rendered  illegal  by 
that  omission.  (Gen.  Stats.  341.)  Such  a  requirement  was  en- 
acted the  next  year,  but  this  new  provision  is  not  retroactive. 
(Supp.  Gen.  Stats.  806.) 

The  principal  defences  upon  the  merits,  are  as  follows  :  1. 
That  the  alleged  improvement  is  not  new  in  the  sense  of  the 
patent  law,  because  the  patentee  was  not  the  original  and 
first  inventor  of  it,  and  because  the  process  was  well  known 
and  in  public  use,  long  before  the  date  of  the  supposed  in- 
vention. 2.  Because  the  respondents  have  never  infringed 
the  patent,  as  alleged.  Both  of  these  defences  make  it  neces- 
sary to  ascertain  what  the  invention  is,  when  the  patent, 
which  secures  it,  is  properly  construed. 

Enough  may  be  learned  from  the  description  given  by 
the  patentee  in  the  specification  of  the  process,  which  he 
pursues    to    manufacture    the    patented    car    wheel,    when 
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weighed  in  connection  with  the  claim  of  the  patent,  to  fur- 
nish a  satisfactory  answer  to  the  inquiry  as  to  the  true  nature 
and  scope  of  the  alleged  improvement.  His  first  step,  as 
pointed  out  in  the  specification,  is  to  cast  a  suitable  quan- 
tity of  steel  to  form  the  tire  of  the  wheel,  into  an  annular 
ingot,  about  fifteen  inches  in  diameter,  with  an  opening 
at  the  centre  of  its  diameter,  of  four  inches.  He  then  ham- 
mers the  ingot  upon  an  anvil,  by  means  of  a  steam  hammer, 
by  which  its  diameter  is  extended  to  eighteen  inches  ;  and 
he  gives  a  description  of  the  anvil  which  he  uses,  and  of 
the  manner  of  conducting  the  hammering.  Forming-rolls 
are  then  employed,  by  which  the  ingot  is  enlarged  to  the 
proper  size  and  shape,  to  form  the  tire  of  the  wheel.  Having 
formed  the  tire,  he  then  places  it  in  a  heated  furnace,  and 
heats  it  to  a  bright  cherry  red,  when  it  is  taken  from  the  fur- 
nace, and  having  removed  every  foreign  substance  from  its 
surface,  he  places  it  within  the  mould  in  which  the  body  of 
the  car  wheel  is  to  be  cast,  said  mould  having  previously  been 
formed  and  prepared  for  the  purpose.  Care,  it  is  said,  should 
be  taken,  that  the  heated  tire  should  be  properly  adjusted  in 
the  mould  ;  and  when  that  is  accomplished,  the  direction  is, 
that  the  flask  shall  be  immediately  closed,  and  the  molten 
iron  be  poured  into  the  mould,  which,  as  it  comes  in  contact 
with  the  highly  heated  steel,  fuses  the  surface  of  the  latter, 
thereby  forming  a  perfect  union  between  the  two,  and  as  the 
metal  cools,  the  body  of  the-  wheel  and  the  tire  are  welded 
into  one  solid  mass.  Extended  remarks  upon  that  part  of  the 
described  process  is  unnecessary,  as  nothing  there  described 
is  embraced  in  the  claim  of  the  patent,  and,  if  it  had  been,  it 
would  not  have  benefited  the  complainant,  as  every  part  of 
the  process  there  described  is  substantially  the  same  as  that 
set  forth  in  the  patent  granted  to  Zadoc  Washburn,  which 
was  introduced  in  evidence,  and  is  of  prior  date. 

Two  matters  are  then  introduced  into  the  specification  of 
the  patent  in  question,  which,  it  is  insisted,  distinguish  it 
from  the  invention  of  Zadoc  Washburn,  which,  it  is  ad- 
mitted, is  the  older  of  the  two  :  1.  That  the  molten  iron  is 
introduced  into  the  mould,  through  a  series  of  openings  at 
the  rim  of  the  wheel,  just  inside  the  tire,  and  that  it  flows 
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from  thence  to  the  centre,  carrying  away  from  the  inner  sur- 
face of  the  steel  tire  all  dirt  and  dust,  if  any,  which  might 
otherwise  prevent  the  welding  of  the  parts.  2.  Nothing  is 
expressly  set  forth,  under  the  second  head,  as  a  matter  per- 
taining to  the  described  improvement,  but  the  patentee  points 
out  what  he  represents  as  a  defect  in  the  process  of  the  other 
patent,  which  is,  that  the  cast  iron,  instead  of  lying  still  in 
the  mould,  and  forming  a  perfect  weld,  is  agitated  and  cau&d 
to  bubble,  by  the  gas  generated  by  the  molten  iron  as  it 
comes  in  contact  with  the  flux  used  in  the  process,  whereby, 
as  he  states,  the  perfect  and  desired  union  of  the  iron  and 
steel  is  prevented.  Everything  described  in  the  patent  to  Za- 
doc  Washburn,  is  disclaimed  by  him  in  express  terms.  What 
he  claims,  is,  the  described  method  of  introducing  the  molten 
cast  iron  into  the  mould,  through  a  series  of  holes,  directly 
upon  the  inner  unfluxed  surface  of  the  cast-steel  tire,  by 
which  a  perfect  union  and  weld  of  the  metals  are  produced. 
Car  wheels,  manufactured  by  first  forming  a  rim  of  cast 
steel,  and  then  heating  and  placing  it  in  a  mould  pre- 
viously prepared  for  the  purpose,  and  by  pouring  molten 
cast  iron  into  the  mould,  to  complete  the  manufacture  of 
the  wheel,  by  the  union  or  weld  between  the  two  into  one 
solid  mass,  are  certainly  old.  Nor  is  that  proposition  de- 
nied. Nothing,  therefore,  but  a  new  and  useful  improvement 
in  the  method  or  process  of  such  a  manufacture  can  be  re- 
garded as  the  proper  subject  of  a  patent.  Doubtless,  it  may 
be  true,  that  the  molten  iron  was  formerly  poured  into  the 
mould  at  the  centre  of  the  mould,  and,  it  may  be,  that  it  is  bet- 
ter to  construct  the  openings  in  the  mould  for  the  purpose — 
whether  they  are  called  by  that  name,  or  are  called  "  sprues," 
or  conduits — just  inside  the  inner  surface  of  the  heated  rim, 
when  placed  in  the  mould  ;  but  the  court  is  not  satisfied,  from 
an  examination  of  the  product,  or  from  any  evidence  in  the 
case,  that  such  a  change,  without  more,  even  if  new,  which  is 
not  admitted,  is  the  proper  subject  of  a  patent,  as  it  is 
scarcely  possible  that  it  could  have  required  any  invention  to 
make  it.  Changes  of  the  kind  are  nothing  more  than  com- 
mon knowledge  and  experience  would  suggest,  and  every 
workman,  whether  skilled  in  the  art  or  not,  would  know  how 
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to  apply  the  suggestion.  Nor  can  it  make  any  difference  that 
the  patentee  uses  a  series  of  such  openings  or  holes  in  his 
method  or  process,  as  the  proofs  are  full  and  satisfactory,  that 
a  series  of  holes  had  been  used  in  making  such  castings  at  a 
much  earlier  period  than  the  date  of  the  complainant's  inven- 
tion, and  on  several  occasions,  as  appears  by  the  testimony  of 
an  unimpeached  witness. 

Suppose  that  is  so,  still,  it  is  insisted  by  the  complainant, 
that  his  method  or  process  is  new  and  useful,  because  he  does 
not  use  flux  in  making  the  described  weld,  which,  as  he  in- 
sists, distinguishes  his  method  or  process  from  the  invention 
described  in  the  Zadoc  Washburn  patent,  and  from  all  others 
known  at  the  date  of  his  invention.  Much  reason  exists  for 
holding,  that  the  second  feature  of  the  claim  is  invalid,  be- 
cause not  embraced  in  the  description  of  the  method  or  pro- 
cess used  by  the  complainant,  as  required  by  the  Act  of  Con- 
gress ;  but,  inasmuch  as  the  alleged  invention  consists,  merely, 
in  omitting  an  ingredient,  often  employed  in  welding  steel 
and  iron,  or  two  pieces  of  iron,  the  court  is  not  inclined  to 
rest  the  decision  entirely  upon  that  ground. 

Nor  is  it  at  all  necessary  to  do  so,  as  the  court,  in  view  of 
the  facts  and  circumstances  of  the  case,  is  of  the  opinion,  that 
it  is  matter  of  common  knowledge,  that  iron,  or  iron  and  steel, 
may  be  successfully  welded  with  or  without  the  use  of  flux, 
and  that  such  knowledge  has  existed  among  mechanics  ac- 
customed to  work  at  the  ordinary  forge,  for  a  very  long  pe- 
riod, whereof  the  memory  of  man  runneth  not  to  the  con- 
trary. Axes,  scythes,  hoes,  and  other  farming  utensils  were 
formerly  made  on  the  common  anvil  ;  and,  it  is  believed,  that 
mechanics,  formerly  engaged  in  manufacturing  such  articles, 
knew  full  well  that  flux  was  often  omitted  in  effecting  a  weld 
of  iron,  or  iron  and  steel.  Horse  shoes  were  made  in  the 
same  manner,  and  many  larger  articles,  such  as  ploughshares 
and  mill  cranks.  Differences  of  opinion,  it  is  known,  have  at 
times  existed  among  mechanics  of  that  class  upon  the  sub- 
ject, some  maintaining  that  flux  was  useful,  and  even  neces- 
sary, and  others  maintaining  the  opposite  opinion,  with  equal 
earnestness  and  confidence.  All  of  these  suggestions,  it  is 
believed,  are  supported  by  common  experience  and  knowl- 
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edge,  but  it  is  not  necessary  to  go  out  of  the  record  to  find  con- 
vincing proof  to  the  same  effect.  Even  the  complainant,  in 
his  deposition  filed  in  the  Patent  Office,  testified  in  his  cross- 
examination,  that  he  was  aware  that  iron  and  steel  had  been 
so  welded  ;  and,  when  asked  if  he  knew,  as  matter  of  fact,  that 
iron  and  steel  had  for  a  long  time  been  welded  with  and  with- 
out flux,  stated  that  it  was  said  to  have  been  so  welded  for  a 
long  time.  Support  to  that  view  is  also  derived  from  one  of 
the  respondents'  witnesses,  in  which  he  says,  that  in  making 
four  or  five  car  wheels,  they  used  four  sprue  holes,  and  that 
some  of  them  were  made  with  flux,  and  some  without ; 
which  statement  is  also  confirmed  by  other  witnesses. 

Having  come  to  the  conclusion  that  the  alleged  improve- 
ment is  not  new  or  patentable,  it  is  not  necessary  to  examine 
the  question  of  infringement. 

Bill  of  complaint  dismissed,  with  costs. 

y.  B.  Robb>  for  the  complainant. 
A.  K.  P.  Jay%  for  the  defendants. 


John  M.  Turnbull  et  al. 

vs. 

The  Weir  Plough  Company.    In  Equity. 

Prior  to  the  Act  of  1870,  relating  to  patents,  a  patentee  assigned  to  A  the 
exclusive  right  to  make  and  sell  the  patented  articles  in  a  specified  terri- 
tory, comprising  two  counties  in  the  State  of  Illinois.  This  assignment 
was  not  recorded.  On  November  18,  1870,  the  patentee  assigned  to 
B,  all  his  right,  title  and  interest  in  and  to  the  said  letters  patent  in  and 
for  the  whole  State  of  Illinois.  This  assignment  was  recorded  Decem- 
ber 5,  1870  :  Held,  that  under  the  Act  of  1836,  relating  to  patents,  the 
unrecorded  assignment  to  A,  was  valid  as  against  B,  and  that  the  assign- 
ment to  B,  transferred  only  the  residuary  interest  in  the  patent,  left  in  the 
patentee,  after  the  transfer  to  A  of  the  exclusive  rights  in  the  specified 
territory. 
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The  provisions  of  the  patent  law  of  1836,  relating  to  the  recording  of  assign- 
ments of  patents,  are  for  the  protection  of  bona  fide  purchasers,  without 
notice  of  prior  assignments,  and  an  assignee  of  "  all  the  right,  title,  and 
interest "  of  the  patentee  (when  any  interest  remains  in  the  patentee 
upon  which  the  assignment  can  operate),  is  a  purchaser  only  to  the  ex- 
tent of  the  residuary  interest  remaining  in  the  patentee  at  that  time. 
As  between  the  parties  to  it,  an  assignment  is  equally  binding  and  valid 
without  recording. 

A  subsequent  recorded  assignment,  of  "  all  the  right,  title,  and  interest "  of 
a  patentee  in  his  patent,  is  analogous,  both  in  effect  ajid  the  rules  of  law 
governing  it,  to  a  quit  claim  of  real  estate,  as  against  a  prior  unrecorded 
deed  of  the  same  property. 

Where  any  interest  whatever,  upon  which  an  assignment  of  a  patent  can 
operate,  remains  in  the  patentee,  the  court  will  not,  in  the  absence  of 
evidence,  presume  that  the  patentee,  by  a  subsequent  assignment  of  "  all 
his  right,  title  and  interest"  in  a  patent,  intended  to  convey  what  he  had 
previously  conveyed  to  other  parties,  and  thereby  perpetrate  a  fraud  on 
his  second  assignee,  but,  on  the  other  hand,  the  court  will  construe  the 
second  assignment,  as  intending  to  convey  only  such  residuary  interest 
in  the  patent,  as  remained  in  the  patentee  after  the  making  of  the  first 
assignment 

What  the  determination  of  the  court  would  be,  if,  at  the  time  of  making  the 
second  assignment,  no  interest  in  the  patent  remained  in  the  patentee, 
quart. 

(Before  Drummond,  J.,  Northern  District  of  Illinois,  October,  1874.) 

Drummond,  J. 

The  question  in  this  case,  arises  upon  the  plea  of  the  de- 
fendant, from  which,  and  the  bill  of  complaint,  the  following 
facts  appear  :  A  patent  was  issued  to  one  McQuiston  on  the 
18th  of  October,  1859,  for  an  improvement  in  cultivators,  and 
reissued  on  the  16th  of  May,  1871.  Both  parties  claim  under 
this  patent ;  the  defendants  claim  under  a  conveyance  from 
William  S.  Weir,  who  purchased  from  the  patentee,  on  the 
18th  of  November,  1870,  and  the  assignment  of  purchase  was 
recorded  on  the  5th  of  December,  1870.  The  terms  of  this 
assignment  were,  that  the  patentee  granted  and  conveyed  to 
William  S.  Weir,  through  whom  the  defendants  claim,  "all 
my  right,  title,  and  interest  in  and  to  the  said  leters  patent,  in 
the  following  described  territory/'  within  which,  we  may  con- 
cede, for  the  purposes  of  the  case,  was  included  the  State  of 
Illinois,  "*  *  *  as  fully  and  entirely  as  the  same  would 
vol.  1— 35 
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have  been  held  and  enjoyed  by  me,  if  this  assignment  had 
not  been  made."  On  the  17th  and  26th  of  April,  i860,  the 
patentee  assigned,  to  the  parties  through  whom  the  plaintiffs 
claim,  the  exclusive  right  to  make  and  sell  all  machines  and 
rights  under  the  patent,  in  the  territory  comprising  the  coun- 
ties of  Warren  and  Henderson,  in  Illinois.  These  assign- 
ments were  not  recorded  in  the  Patent  Office  at  the  time  that 
Weir's  assignment  was  recorded,  and  the  question,  presented 
by  defendants'  plea,  is,  as  to  the  effect  of  the  assignment  to 
Weir,  recorded  in  December,  1870,  as  against  the  assignments 
through  which  plaintiffs  claim,  and  which  were  not  then  re- 
corded. 

I  think,  there  can  be  no  question,  but  that,  under  the  nth 
section  of  the  Act  of  Congress  of  1836,  as  between  the  par- 
ties, the  assignment  by  the  patentee,  of  the  right  under  the 
patent,  would  be  valid,  without  recording.  In  other  words, 
the  recording  did  not  give  it  effect  as  between  them.  The 
only  object  of  the  law,  I  think,  in  requiring  the  assignment  to 
be  recorded,  was  to  protect  bona  fide  purchasers  without  no- 
tice of  prior  assignment  of  a  right  under  the  patent.  It  is 
contended,  on  the  part  of  the  defendant,  that,  as  it  has  been 
the  practice  for  many  years,  for  rights  under  a  patent  to  be 
conveyed  by  an  assignment,  the  language  of  which  is,  *'  all 
the  right,  title,  and  interest,"  of  the  patentee  in  the  patent,  it 
substantially  amounts  to  a  warranty,  on  the  part  of  the  paten- 
tee, that  he  conveys,  by  such  language,  all  the  right  which  he 
ever  had,  under  the  patent,  and,  therefore,  that  when  this  lan- 
guage was  used  in  the  assignment  to  Weir,  in  October,  1859, 
it  meant  all  the  interest  which  the  patent  originally  conveyed 
to  the  patentee  within  the  territory  named.  Of  course,  the 
controvery  turns  upon  what  is  the  true  construction  of  this 
assignment.  Without  deciding  what  might  be  the  effect  of 
an  assignment  of  all  the  right,  title,  and  interest  of  the 
patentee  in  a  particular  county,  where  there  was  no  residuary 
interest  left  in  the  patentee,  I  am  of  the  opinion,  notwith- 
standing this  alleged  uniform  practice  as  to  assignment,  that 
the  true  construction  of  such  an  assignment,  is,  that  where 
there  is  a  residuary  interest  left  in  the  assignor  under  the 
patent,  within  the  territory  mentioned,  it  must  be  construed 
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as  only  conveying  that  residuary  interest.  I  mean,  of  course 
where  he  has  previously  parted  with  some  interest  under  the 
patent  in  a  portion  of  the  territory.  For  example,  in  this  case, 
so  far  as  we  know  from  the  history  of  the  case,  and  what  is  be- 
fore us  in  the  pleadings,  the  patentee  had  conveyed  all  his  in- 
terest in  the  patent  in  Henderson  and  Warren  Counties  in 
i860,  but  he  had  left,  and  had  a  right  to  convey,  all  his  re- 
maining interest  in  the  State  of  Illinois.  And,  when  he  stated 
that  he  conveyed  all  the  interest  which  he  had  under  the 
patent  in  the  State  of  Illinois,  and  that  the  assignment  was  to 
vest  in  the  assignee  all  his  right  under  the  patent  in  the 
State  of  Illinois,  as  fully  and  entirely  as  the  same  would 
have  been  held  and  enjoyed  by  him  if  the  assignment  had 
not  been  made,  we  must  construe  it,  as  not  indicating  on 
his  part,  an  intention  to  convey  what  he  had  previously  con- 
veyed to  other  parties,  viz.,  his  rights  under  the  patent  in 
the  counties  of  Warren  and  Henderson.  Otherwise,  we  must 
infer,  that  he  was  perpetrating  a  fraud  on  the  assignee  by  the 
assignment  of  1870. 

The  question  is,  what  is  the  legal  effect  of  the  language 
used,  or  what  did  he  mean  ?  We  have  nothing  to  guide  us, 
except  the  language  of  the  contract.  Did  he  intend,  and  is  it, 
necessarily,  the  legal  construction  of  that  contract  from  the 
language  used,  that  he  intended  to  convey,  in  November, 
1870,  what  he  had  previously  conveyed  in  April,  i860  ?  If,  as 
I  have  already  intimated,  there  was  nothing  on  which  the 
conveyance  of  1870  could  operate,  then  a  different  question 
would  arise.  But  the  whole  State  of  Illinois,  except  the 
counties  of  Henderson  and  Warren,  was  left,  upon  which  the 
conveyance  could  take  effect.  And  I  think  that,  looking 
simply  to  the  contract,  notwithstanding  the  practice  which  is 
said  to  have  grown  up  under  the  law  as  to  the  form  of  these 
assignments,  we  must  hold,  that  where  there  was  anything 
upon  which  the  assignment  could  be  said  fairly  to  operate,  we 
cannot  construe  it  as  showing  an  intention  on  the  part  of  the 
assignor  to  convey  what  he  had  previously  conveyed.  In 
other  words,  we  will  not  infer  from  language  such  as  this, 
and  in  the  absence  of  any  proof  upon  the  subject,  that  the 
atentee  intended  a  fraud  upon  his  assignee. 
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This  is  the  general  rule,  as  applicable  to  conveyances  of  real 
estate.    The  question  always  is,  did  the  person  intend  to  con- 
vey— and  is  that  the  true  meaning  of  the  language  used  in  the 
instrument — the  same  property,  and  the  same  rights,  that  he 
had  previously  conveyed  to  other  parties  }    If  he  did,  and  if 
that  is  the  necessary  construction  of  the  language,  then,  it 
may  be  fairly  said,  that  the  recording  law  should  operate  upon 
it,  as  well  in  the  case  of  the  conveyance  of  lands,  as  the  assign- 
ment of  rights,  under  a  patent.     But,  I  think,  the  result  of  the 
authorities,  as  to  the  conveyaace  of  real  estate,  is,  that  when 
there  has  been  a  conveyance  of  property,  which  is  unrecorded, 
and  there  is  a  conveyance  afterward  of  the  property,  which  is 
recorded,  and  there  is  anything  upon  which  the  second  con- 
veyance can  operate,  where  it  purports  to  transfer  simply  his 
right  and  title,  it  does  not  cut  off  the  prior  unrecorded  deed. 
Perhaps  the  authorities  go  further,  and  hold,  in  the  case  of 
real  estate — at  least  such  seems  to  be  the  intimation  of  the 
Supreme  Court  of  the  United  States — that  a  mere  quit  claim 
of  the  right  and  title  of  the  grantor  will  not,  per  se,  operate  as 
against  a  prior  unrecorded  deed,  which  purports  to  convey 
the  property. 

The  act  of  1836  declared,  that  a  patent  should  be  assign- 
able, either  as  to  the  whole  interest,  or  any  undivided  part 
thereof,  by  any  instrument  in  writing  ;  and  that  the  assign- 
ment should  be  recorded  in  the  Patent  Office,  within  three 
months  from  the  execution  thereof.  Now  the  language  of  the 
nth  section  of  the  act  of  1836,  as  construed  by  the  courts,  is 
not  essentially  different  from  the  language  of  the  36th  section 
of  the  act  of  1870. 

The  courts  have  construed  the  assignment,  where  it  is  not 
recorded,  to  be  void  as  against  parties  who  held  by  the  sub- 
sequent assignment  purporting  to  transfer,  when  recorded 
and  taken  in  good  faith,  and  without  notice  of  the  prior  as- 
signment or  conveyance.  The  language  of  the  36th  section 
of  the  act  of  1870  is,  that  "said  assignment,  grant,  or  con- 
veyance shall  be  void  as  against  any  subsequent  purchaser  or 
mortgagee,  for  a  valuable  consideration,  without  notice,  un- 
less it  is  recorded  in  the  Patent  Office  within  three  months 
from  the  date  thereof."     I  do  not  understand,  that  this  Ian- 
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guage  is  substantially  different  from  that  of  the  nth  section 
of  the  act  of  1836,  as  construed  by  the  courts,  so  that,  I  hold, 
we  cannot  construe  the  language  of  the  assignment  made  in 
November,  1870,  to  Weir,  under  whom  the  defendants  claim, 
as  intending  to  cqnvey  the  right  and  title,  under  the  patent, 
within  the  counties  of  Warren  and  Henderson,  which  the 
patentee,  in  i860,  had  conveyed  to  another  party,  through 
whom  the  plaintiffs  claim.  The  result,  therefore,  is,  that  the 
assignment  in  i860  is  operative. 

The  plea  of  defendant  is  therefore  overruled. 

William  Marshall,  James  L.  High,  and  R.   Mason,  for  the 
complainants. 


West  &  Bond,  for  the  defendants. 


Hosea  Ball 

vs. 

George  K.  Withington  et  al.    In  Equity. 


Same 


vs. 

John  Bailie. 

The  claim  of  complainant's  reissued  patent  was,  "  One  or  more  swinging 
bread-holders,  suspended  from  the  arms  or  end  plates  of  a  rotating  reel,  in 
combination  with  a  furnace,  so  arranged  and  connected,  that  the  products 
of  combustion  will  pass  into  or  through  the  chamber  within  which  the 
bread-holders  move."  The  specification  shows,  that  the  oven  of  the  pat- 
entee is  constructed  with  a  solid  bottom  which  completely  shuts  off  the 
fire  from  the  furnace,  and  flues  by  the  side  of  the  bread  chamber  so  far 
removed,  and  so  far  cut  off  from  the  fire,  that  nothing  but  heated  currents 
of  air  can  pass  into  the  chamber :  Held,  that  the  claim  must  be  con- 
strued to  be  for  the  application  of  the  rays  of  heat  directly  from  the  fire 
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to  the  baking  chamber,  and  that,  as  the  original  patent  contained  nothing 
calculated  even  to  hint  how  this  could  be  done,  but  the  drawings  and 
model  suggest  a  uiode  of  operation  wholly  different — viz.,  the  baking  of 
bread  by  the  heat  derived  from  the  radiation  of  heated  walls  and  heated 
currents  of  air,  the  reissued  patent  was  broader  than  the  original. 

The  reissued  patent,  granted  to  Hosea  Ball,  June  14'  1870,  and  extended  for 
seven  years  from  September  23,  1870,  for  improvement  in  ovens,  held 
void  for  claiming  what  was  not  embraced  in  the  original  patent. 

(Before  Emmons  and  Swing,  JJ.,  Southern  District  of  Ohio,  October,  1874.) 

Emmons,  J. 

The  bills  charge  infringement  of  letters  patent,  granted  to 
complainant,  September   23,    1856,  for  an  4I  improvement  in 
♦ovens,"  reissued  October  12,   1869,  and   a  second  time   re- 
issued June  14,  1870,  and  extended  for  seven  years  from  Sep- 
tember 23,  1870. 

By  agreement  of  counsel,  both  cases  were  argued  together, 
and  the  decision  to   be  delivered,  governs  both. 

The  reissued  patent,  upon  which  the  bills  are  founded, 
contains  three  claims  ;  but  the  first,  which  is  as  follows,  is  the 
only  one  in  controversy  :  "  1.  One  or  more  swinging  bread- 
holders,  suspended  from  the  arms  or  end  plates  of  a  rotating 
reel,  in  combination  with  a  furnace,  so  arranged  and  con- 
nected, that  the  products  of  combustion  will  pass  into  or 
through  the  chamber  within  which  the  bread-holders  move." 

We  prefer  to  rest  the  judgment  solely  upon  the  ground, 
that  the  original  patent  did  not  warrant  that  part  of  the 
claim,  in  the  reissue,  which  includes  the  direct  application  of 
heat  to  the  bread  chamber.  We  say,  the  direct  application  of 
heat,  because,  we  thus  construe  the  words  "  products  of  com- 
bustion." The  only  significance  which  we  can  give  to  that  part 
of  the  claim  is,  that  the  rays  of  heat  from  the  fire  must  be  ra- 
diated directly  into  the  baking  chamber.  The  reissued  patent, 
as  we  construe  it,  claims  a  device  which  will  accomplish  this 
result.  The  infringement  is  said  to  depend  upon  the  fact,  that 
the  defendants'  apparatus  applies  the  "  products  of  combus- 
tion" directly  to  the  baking  chamber,  and  that,  as  the  reissue 
claims  this  feature,  there  is  an  infringement.  That  it  does  so, 
is  entirely  clear,  all  the  "  products  of  combustion,"  which 
ascend  at  all,  move  upward  and  around  the  swinging  bread- 
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holders.  There  is  no  proof,  nor  is  there  any  suggestion  from 
counsel,  that  there  is  any  "  product  of  combustion,  heat  ex- 
cepted, which  is  efficacious  in  the  baking  of  bread.  Conced- 
ing, which  we  much  doubt,  that  there  are  what  may  be  called 
two  principles^  in  a  legal  sense,  in  the  application  of  heat  to 
the  baking  of  bread,  we  can  draw  the  line  between  them  only 
as  follows  :  The  one,  that  used  by  the  defendants,  and 
which  we  suppose  complainant's  reissued  patent  to  claim, 
radiates  the  heat  directly  from  the  fire  into  the  chamber,  with 
no  intervening  wall  or  medium,  the  air  excepted,  between 
them.  The  other,  heats  the  baking  chamber  by  heating  its  ex- 
ternal walls,  or  by  carrying  heated  currents  of  air  into  it,  but 
excluding  all  the  direct  rays  of  heat  from  the  fire.  The  for- 
mer mode  greatly  economizes  fuel.  The  fire  is  in  close  juxta- 
position to  the  baking  bread,  which  is  rotated  in  the  chamber 
above  the  directly  ascending,  and,  therefore,  greatest  possible 
amount  of  heat  which  can  be  economized  from  a  given 
amount  of  combustion.  This  mode,  defendants'  device,  em- 
ploys, to  the  full.  Turning  to  that  of  the  complainant,  it  com- 
pletely excludes  the  employment  of  the  principle,  if  principle 
it  be.  Not  a  single  direct  ray,  radiated  from  the  furnace,  can 
enter  the  chamber.  Its  bottom  is  solid,  and  completely  shuts 
off  the  fire  of  the  furnace.  The  flues  by  the  side  of  the  bread 
chamber  are  so  far  removed,  and  so  cut  off,  from  the  fire 
of  the  furnace,  that  nothing  but  heated  currents  of  air  can 
pass  into  the  former,  through  the  apertures  in  the  side  walls. 
There  is  not  only  not  a  word  in  the  original  patent  calculated 
to  hint  at  the  leading  idea  or  principle  employed  by  the  de- 
fendants, but,  the  drawings  and  model  suggest  a  mode  of 
operation  wholly  different.  They  rely  upon  heated  walls  and 
heated  currents  of  air  to  bake  the  bread,  and  must  have  been 
contrived  at  a  time  when  fuel  was  used,  whose  unconsumed 
gases  and 'smoke  were  noxious,  and  which,  therefore,  had  to 
be  conveyed  away  without  contact  with  the  dough.  So  far 
from  suggesting  the  defendants'  device,  or  the  unwarranted 
claim  made  in  the  reissue,  had  a  baker,  about  to  adopt  the 
device  of  the  defendants,  believed  that  that  of  the  complainant 
embodied  the  best  application  of  heat,  he  would  have  aban- 
doned his  own  device,  in  the  belief  that  it  was  worthless.     We 


552  SOUTHERN  DISTRICT  OF  OHIO. 


Ball  v.  Withington. 


do  not  think  the  case  one,  where  a  beneficial  idea  has  been 
appropriated  by  another  in  a  different  form.  The  complain- 
ant delayed,  rather  than  hastened,  the  direct  application  of 
heat  employed  by  the  defendants. 

It  may  be  said  the  claim  necessarily  uses  the  terms  "  pro- 
ducts of  combustion,"  in  a  sense  other  than  that  imputed  to 
them    by   the  court ;    and,  as  they  were  used   in   reference 
to  a  device  in  which  the  direct  radiation  of  rays  from  the  fire 
was  impossible,  necessarily,  they  must   have    contemplated 
something  else  ;    what  this  something  else  is,  is  not  stated. 
The  court  is  asked  to  presume  there  is  some  unknown  '*  pro- 
duct of   combustion"   besides  heat,  which  can  be  conveyed, 
through   the  apertures   in   the  side  walls,  upon  the  bread. 
It  is  argued,  if  the  court  will  but  imagine  some  such   im- 
proved incident  to  combustion,  that  then  the  original  device 
embodied  a  mode  in  which  it  might  be  employed  in  baking, 
and  thus  it  would  lay  the  foundation  for  the  claim  made  in 
the  reissue.  The  answer  is  :  We  know  of  no  such  quality  ;  all 
the  products  of  combustive  material,  in  this  process,  is  the 
heat  evolved,  and  as  the  original  patent  provided  no  mode 
for  its  application,  the  subsequent  claim  for  it  is  void. 

Although  our  judgment  goes  upon  another  ground,  and 
we  have  not,  therefore,  fully  considered,  whether  the  patent 
for  this  combination  is  void,  because  no  invention  is  involved 
in  making  it,  still,  such  is  our  strong  impression.  We  appre- 
hend the  new  mode,  which  dispenses  with  smoke  flues  and 
separating  walls  surrounding  the  baking  chamber,  depends 
far  more  upon  the  modern  use  of  fuel,  which  can,  without  in- 
jury, be  consumed  directly  beneath  the  dough,  than  in  any  dis- 
covery on  the  part  of  complainant,  or  any  one  else,  in  the  ap- 
plication, or  law,  of  a  new  principle  of  heat,  to  baking.  But, 
however  this  may  be,  previous  patents  had,  in  express  terms, 
pointed  out  the  mode,  and  claimed  as  a  benefit,  the  direct  ap- 
plication of  heat  to  a  baking  chamber.  The  attention  of  those 
engaged  in  this  department  of  industry  had  been  directly 
challenged  to  this  subject,  and,  what  we  deem  somewhat  ma- 
terial upon  the  mere  question  of  invention,  they  had  com- 
bined a  furnace  and  chamber,  for  the  direct  application  of 
heat,  with  an  endless  chain  or  apparatus  for  moving  the  bread 
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over  the  fire.  The  reel  is  an  old  and  familiar  device.  We 
should  feel  that  we  were  carrying  the  doctrine  which  protects 
slight  inventions  to  the  last  limit,  if  we  were  to  hold  that  the 
combination  of  the  reel  and  furnace  in  this  case,  involved  in- 
vention. We  have  no  disposition  to  deprive  this  species  of 
property  of  its  due  protection.  When  a  meritorious  inven- 
tion is  presented,  every  disposition  is  felt  to  protect  it  from 
spoliation  by  the  employment  of  other  devices,  in  which,  it  is 
apparent,  the  idea  of  the  complainant  has  been  employed.  We 
decide  this  case  against  the  complainant,  because  convinced, 
that  not  only  had  the  patentee  no  notion  whatever  that  he 
had  included  in  his  device  what  is  claimed  in  the  reissue,  but 
because,  neither  the  patent,  specification,  or  model,  would 
have  suggested  it  to  any  one  else. 

The  bills  will  be  dismissed,  with  costs. 

S.  S.  Fisher  and  John  E.  Hatch,  for  the  complainant. 

Edward  Boyd,  for  the  defendants. 


Philip  Geier 

vs. 

August  Goetinger.    In  Equity. 

The  presumptions  of  the  law  are  in  favor  of  the  patent  and  the  utility  of  the 
invention. 

The  patentee,  in  his  specification,  described  his  invention  as  consisting  in 
rendering  wooden  bungs  impervious  to  the  passage  of  gases,  or  beer,  or 
other  liquor  through  the  pores  of  the  wood,  by  means  of  any  suitable 
substance  ;  and  having  pointed  out  the  particular  material  which  he  re- 
gards as  the  most  suitable  for  the  purpose,  his  claim  was  for  "a  wooden 
bung,  rendered  impervious  to  the  passage  of  fluids  through  the  pores  of 
the  wood,  by  means  of  the  described  or  other  suitable  substance  .■"  J/Mt 
that  the  invention  of  the  patentee,  consisted  in  a  wooden  bung,  rendered 
impervious  to  the  passage  of  gases,  or  beer,  or  other  liquids. 
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Testimony  of  witnesses  examined  in  a  case  as  to  alleged  prior  use  by  parties 
of  whom  no  notice  was  given  in  the  answer,  can  only  be  considered  by 
the  court,  for  the  purpose  of  showing  the  state  of  the  art  at  the  time  of 
the  patentee's  invention. 

The  same  rule  applies  to  printed  publications,  by  which  it  is  sought  to  antici- 
pate the  invention. 

If  it  should  appear  that  such  testimony  clearly  established  the  invalidity  of 
the  patent,  the  court  might  grant  the  respondent  leave  to  amend. 

Letters  patent  granted  to  Philip  Geier,  February  23,  1869,  for  "  improved 
method  of  rendering  wooden  bungs  impervious  to  liquids  and  gases,1' 
held  valid. 

Before  Swing,  J.,  Southern  District  of  Ohio,  October,  1874.) 

Swing,  J. 

In  construing  a  patent,  the  court  should  look  to  the  patent, 
specifications  and  drawings,  to  ascertain  what  is  the  thing 
claimed  and  patented.  Pitts  v.  Whitman,  2  Story,  621  ;  Da- 
vollv.  Broivn,  1  Woodbury  &  Mi  not,  57  ;  Hogg  v.  Emerson,  11 
Howard,  606  ;  Goodyear  v.  Railroad,  2  Wall.  Jr.,  363  ;  Bell  v. 
Daniels,  1  Fisher,  374. 

Applying    this    rule,    what    is     the     thing     claimed    and 
patented  ?     The  patent  recites  that  Philip  Geier  alleges,  that 
he  has  invented  a  "  new  and  useful  improved  mode  of  render- 
ing wooden  bungs  impervious  to  liquids  and  gases."     In  the 
schedule,  the  patentee  says,  he  has  invented  a  "  new  and  use- 
ful improvement  in  wooden  bungs,"  and  says  :  "  My  inven- 
tion consists  in  rendering  wooden  bungs  impervious  to  the 
passage  of  gases,  or  beer  or  other  liquor,  through  the  pores 
of  the  wood,  by  means  of  any  suitable  substance. ' '     The  draw- 
ing shows  a  bung  with  a  coat  of  the  impervious  material. 
Then,  the  substance  used,  is  described,  as  also  its  manner  of 
application.     The  claim  is,  "a  wooden  bung  tendered  imper- 
vious to  the  passage  of  fluids  through  the  pores  of  the  wood, 
by  means  of  the  described  or  other  suitable  substance." 

I  think,  from  the  patent,  specifications  and  drawings,  that 
the  invention  of  the  patentee  consisted  in  a  wooden  bung  ren- 
dered impervious  to  the  passage  of  gases,  or  beer,  or  other 
liquids.  This  is  the  thing  he  has  produced.  This  is  the  end 
he  has  accomplished,  and  a  fair  interpretation  and  application 
of  the  language  used,  cannot  well  bear  any  other  construction. 


I 
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The  patentee  points  out  the  method  by  which  his  invention 
is  produced,  and  the  material  used,  to  wit,  by  the  application 
of  impervious  material  to  the  end  of  the  wooden  bung.  He 
also  describes  a  particular  material,  which  he  regards  as  most 
suitable,  but  claims  the  use  of  any  suitable  substance  for  ac- 
complishing the  result.  The  presumptions  of  the  law  are 
in  favor  of  the  patent  and  the  utility  of  the  invention  ;  but, 
aside  from  that,  the  testimony  establishes  clearly  the 
utility  of  the  invention.  The  testimony  shows,  that  many 
experiments  had  been  made,  prior  to  the  complainant's  in- 

r 

vention,  to  produce  such  a  thing  ;  but  they  had  failed  to 
produce  one  adapted  to  the  use  for  which  they  were  de- 
signed. So  far  as  the  prior  use  of  the  respondent  is  con- 
cerned, the  testimony  does  not  show  that  his  experiments 
were  more  successful  than  many  others,  for  it  shows  that 
the  bungs,  which  he  manufactured,  did  not  answer  the  pur- 
pose, and  the  use  thereof  was  abandoned. 

It  is  attempted  to  be  shown  in  the  testimony,  however,  that 
the  invention  had  been  used  by  other  parties  than  those  set  up 
in  answer  ;  and  it  is  also  attempted  to  be  shown,  that  the  in- 
vention had  been  described  in  printed  publications.  If  the  tes- 
timony clearly  established  either  of  these  propositions,  we 
might,  perhaps,  grant  the  respondent  leave  to  amend  ;  but 
they  do  not  so  clearly  establish  either  point,  as  to  warrant  the 
court  to  permit  such  an  amendment  at  the  hearing  of  the 
case.  Such  testimony  cannot,  therefore,  be  considered  by  the 
court,  except  for  the  purpose  of  showing  the  state  of  the  art  at 
the  time  of  complainant's  invention, and  such  knowledge  would 
in  nowise  affect  the  construction  which  I  have  given  to  the  pat- 
ent. If  the  pleadings  properly  raised  the  issue,  I  should  not 
think  the  patent  void,  by  reason  of  the  claim  being  too  broad. 

The  respondent,  having  admitted  the  manufacture  of  the 
invention  of  the  complainant,  by  the  use  of  substances  which 
are  within  complainant's  patent,  is,  therefore,  guilty  of  an 
infringement  ;  and,  as  no  reference  is  desired,  and  the  dam- 
age shown  is  but  fifteen  cents,  a  decree  for  an  injunction 
will  be  granted,  without  costs. 


Dunham  &  Forakery  for  the  complainant. 
Shouter  &  Smith,  for  the  defendant. 
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Samuel  F.  Craig 

vs. 

Jacob  Smith  et  al.     In  Equity.* 

It  is  not  an  infringement  of  a  patent  for  a  combination,  to  use  any  part  of  the 
combination  less  than  the  whole,  when  the  part  used  is  composed  of  ele- 
ments not  new  in  themselves. 

The  patent  granted  to  Samuel  F.  Craig,  June  n,  1867,  for  an  improved 
well  tube,  held  void  for  want  of  novelty  (reversing  the  decree  entered  in 
Craig  v.  Smith,  at  June  term,  1873,  2  Dillon,  375.) 

(Before  Dillon  and  Foster,  JJ.,  District  of  Kansas,  November,  1874.) 

A  decree  was  entered  in  a  suit  between  these  parties  at  the 
June  term,  1873,  sustaining  the  plaintiff's  patent,  Craig  v. 
Smithy  2  Dillon,  375.  The  defendants  filed  a  bill  of  review, 
and  issue  being  joined  thereon,  additional  evidence  was  taken. 

Foster,  J. 

The  patent  of  the  plaintiff  is  for  "  the  combination  and  ar- 
rangement of  the  perforated  end  A,  of  the  well-tube  around 
which  the  wire  screen  or  gauze  B,  is  placed  ;  point  D,  secured 
to  the  end  of  said  tube,  forming  the  chamber  E,  and  air  pas- 
sage G." 

The  patent  is  evidently  for  a  combination  of  devices,  not 
new  in  themselves,  except  perhaps,  the  chamber  and  air  pas- 
sage. The  plaintiff  claims  the  wire  screen,  on  the  outside  of 
the  perforated  tube,  as  new,  but  the  several  applications  for 
patents,  made  before  plaintiff  claims  his  discovery,  show  that 
that  device  is  not  new.  The  claim  of  Charles  Batcheller, 
filed  November  8,  1865,  in  the  Patent  Office,  and  rejected, 
embodied  this  principle  of  the  wire  screen,  with  an  en- 
larged   drill   head   to  protect   the    screen.      The   patent  of 

*  Affirmed  by  Supreme  Court,  10  Otto,  226. 


NOVEMBER,    1 874.  557 


Craig  v.  Smith. 


Batcheller,  Park,  and  Sherman,  of  December  12,  1865,  had  an 
outside  strainer,  protected  by  an  outside  casing.  The  patent 
of  J.  C.  &  M.  V.  Campbell,  January  9,  1866,  has  the  strainer 
or  conical  plug  or  point,  and  the  patentees  say,  they  do  not 
claim  the  plug  as  new,  it  having  been  described  in  the 
patent  to  James  Suggett,  March  29,  1864.  The  application  of 
George  Mallory,  July  10,  1865,  presented  a  claim  for  the  wire 
screen  on  the  outside  or  inside  ;  the  application  was  rejected. 
The  application  of  Arthur  T.  Wilder,  August  20,  1866,  for 
outside  screen  or  gauze,  was  rejected,  being  anticipated  by 
Batcheller's  patent  of  December  12,  1865.  The  application  of 
Augustus  Harrington,  June  29,  1866,  among  other  things, 
presents  the  screen  and  enlarged  drill  head.  The  application 
of  Dodge  and  also  Knapp  &  Pease,  present  claims  for  similar 
screens.  These  cases  abundantly  show,  that  the  plaintiff's 
claim  of  novelty,  for  the  screen,  is  not  sustained.  The  de- 
fendants are  making  a  similar  device  to  plaintiff's  patent, 
except  the  chamber  and  air  passage  in  the  drill  head. 

The  plaintiff's  patent  being  for  a  combination,  two  ques- 
tions arise  in  the  case.  1.  If  the  plaintiff's  claim  is  for  the 
wire  screen  and  enlarged  drill  head,  with  the  air  chamber,  is 
his  invention  new  ?  2.  Do  the  defendants  infringe  that  pat- 
ent, unless  they  use  the  whole  combination,  including  the  air 
chamber  and  passage  ? 

The  first  question,  we  are  compelled  to  answer  in  the  nega- 
tive. The  rejected  application  of  Batcheller,  November  8, 
1865,  presented  substantially  the  same  combination.  The 
applicant  says  :  "  The  enlargement,  or  shoe,  B,  protecting  the 
strainers  from  being  injured  on  the  descent  of  the  tube." 
The  application  of  Harrington,  June  29,  1866,  also  included 
these  devices.  In  the  application  of  Wilder,  August  20,  1866, 
the  screen  was  extended  on  the  outside  of  the  tube,  from 
shoulder  to  shoulder,  the  lower  shoulder  being  the  enlarged 
drill  head,  thus  combining  the  screen  and  enlarged  drill  head. 
The  application  of  George  Dodge,  March  13,  1866,  presents  the 
screen  and  enlarged  drill  head.  From  these  several  cases,  to 
say  nothing  of  the  affidavits  presented  on  the  application  for 
rehearing,  we  are  led  to  conclude,  that  the  combination  of 
these  two  principles,  is  not  new. 
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On  the  second  point :  The  plaintiff's  claim,  as  amended,  on 
the  suggestion  of  the   Commissioner  of  Patents,  is  for  the 
combination  and  arrangement  of  the  several  parts  of  his  de- 
vice.     Those  several  parts  are  three   in  number,  to  wit,  the 
wire  screen,  enlarged  drill  head,  and  the  air  passage.     The 
first  two  devices  being  old,  in  severalty,  and  in  combination, 
can  the  defendants  be    charged    with    infringing   plaintiff's 
patent,  by  making  use  of  these,  without   the  air  passage  ? 
Curtis  on  Patents,  section  m,  c,  says:   "The  combination 
must  be  new  itself,  and  must  produce  a  new  and  useful  result, 
not  due  to  the  separate  action  of  any  one  of  the  devices  used  in 
combination,  nor  attained  thereby,  but  due  to  the  co-opera- 
tive or  reciprocal  action  of  the  combined  devices.     And  in 
such  a  case  any  one  may  lawfully  use  any  one  of  the  old  de- 
vices separately,  or  in  new  combinations,  or  may  use  some  of 
them  in  combination  and  omit  others." 

In  the  case  of  Hill  v.  Thompson,  Webster's  Patent  Cases,  244, 
the  court,  on  the  subject  of  combination,  says  :  "  Neither  can 
it  be  justly  said,  that  the  use  of  the  separate  ingredients,  or 
some  of  them  partially  combined,  is  a  use  made  of  the  in- 
vention in  part.  *  *  *  Each  of  the  ingredients  had  be- 
fore been  separately  used,  and  had  been  used  more  or  less  in 
partial  combination." 

Again,  in  Curtis  on  Patents,  sec.  332,  citing  Barrett  v.  Hall, 
1  Mason,  447,  it  was  said  :  "  Where  a  patent  is  for  the  com- 
bination alone,  it  is  no  infringement  to  use  any  of  the  parts 
or  things  which  go  to  make  up  the  combination,  provided  the 
combination  itself  be  not  used." 

In  Prouty  v.  Ruggles,  16  Peters,  336,  the  court  holds  :  f<  The 
use  of  any  two  of  these  parts  only,  or  of  two  combined  with  a 
third,  which  is  substantially  different  in  form  or  in  the  manner 
of  its  arrangement  in  connection  with  the  others,  is  therefore 
not  the  thing  patented.  It  is  not  the  same  combination  if  it 
substantially  differs  from  it  in  any  of  its  parts."  (Curtis  on 
Patents,  sec.  332.) 

The  combination  of  the  outside  screen  and  the  enlarged 
drill  head,  not  being  new  or  patentable,  if  the  combination 
of  the  plaintiff  were  patentable  at  all,  it  must  have  been 
so   by  reason   of   the  combination   of  the  air  passage  with 
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the  other  devices,  or  a  combination  of  the  whole,  as  set  forth 
in  the  specification.  If  the  plaintiff  could  or  should  abandon 
the  claim  for  the  chamber  and  air  passage,  he  has  no  patent- 
able combination  left.  The  plaintiff  claims  that  the  defend- 
ants have  made  use  of  an  equivalent  for  his  air  chamber  and 
passage,  that  the  enlarged  drill  head  is  of  itself  an  equivalent, 
as,  by  making  a  hole  larger  than  the  tube,  it  facilitates  the 
drawing  up  of  the  same,  which  was  the  real  purpose  of  the  air 
passage.  If  this  be  true,  it  would  merely  prove  that  the  air  pas- 
sage was  no  improvement  on  the  old  drill  head,  instead  of 
proving  that  the  old  drill  head  was  an  equivalent  for  the  air 
passage.  On  the  second  question,  therefore,  we  are  compelled 
to  hold  the  negative,  and  that  there  is  no  infringement  of 
plaintiff's  patent  by  the  defendants  in  this  cause. 

Dillon,  J. 

On  this  bill  of  review,  a  large  amount  of  additional  evidence 
has  been  produced,  and  I  am  of  opinion,  that  the  plaintiff's 
patent  is  for  a  combination,  and  that  the  air  chamber  was  de- 
signed to  be  part  of  the  combination  for  which  the  patent  is- 
sued. The  enlarged  drill  head  is  not  new  ;  and  the  evidence 
on  the  hearing  shows,  though  it  did  not  on  the  first  hearing, 
that  the  application  of  the  gauze  or  screen  to  the  outside  of 
the  perforated  tube,  is  not  original  with  the  plaintiff.  It  is  ad- 
mitted that  the  defendants'  tubes  do  not  contain  the  air  cham- 
ber, an  essential  part  of  the  plaintiff's  combination,  and  hence 
there  is  no  infringement.  Judge  Foster,  upon  an  indepen- 
dent examination  of  the  cause,  and  of  the  printed  arguments, 
made  at  my  instance,  has  reached  the  same  result,  and,  in  the 
conclusion  stated  by  him,  I  concur.  The  former  decree  must 
be  reversed,  and  a  decree  entered,  dismissing  the  bill. 


Alfred  Emits,  for  the  complainant. 
Guthrie  &*  Brown ,  for  the  defendants. 
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Charles  F.  Pike 


vs. 


The  Providence  and  Worcester  Railroad  Company 

et  al.     In  Equity. 

An  invention  of  a  spark  arrester  and  consumer  for  locomotives,  which  con- 
sists in  the  combination  of  a  blast-pipe  with  a  return-flue,  so  arranged 
that  the  sparks  are  driven  by  the  blast  in  a  continuous  current  through 
the  flue  from  the  smoke -pipe  back  into  the  fire-chamber  without  resting, 
is  not  anticipated  by  prior  spark  arresters  which,  though  in  some  re- 
spects of  construction  the  same,  were  not  practically  effectual  to  produce 
a  continuous  current  carrying  the  sparks  into  the  fire-chamber  without 
resting. 

A  patent  for  a  spark  arrester  and  consumer  for  locomotives,  which  consists 
in  the  combination  of  a  blast-pipe  with  a  return-flue,  so  arranged  that 
the  sparks,  etc.,  are  driven  by  the  blast  in  a  continuous  current  through 
the  flue  from  the  smoke-pipe  back  into  the  fire-chamber,  is  infringed 
by  the  use  of  a  spark  arrester  and  consumer  consisting  of  a  blast-pipe 
and  two  return-flues,  so  arranged  that  the  sparks  are  carried  by  the  blast 
into  the  fire-chamber  in  a  continuous  current  through  the  flues  without 
resting,  although  the  current  is  accelerated,  and  the  combustion  of  the 
returned  sparks  is  aided,  by  a  current  of  air  brought  into  the  return- 
flues  by  an  additional  device^ 

(Before  Shepley,  J.,  District  of  Rhode  Island,  November,  1874.) 

Shepley,  J. 

The  invention  in  question  in  this  case  relates  to  improve- 
ments in  spark-arresters  and  consumers  for  locomotive  en- 
gines. 

The  complainant  is  the  assignee  of  letters  patent,  No.  120,- 
638,  granted  November  7,  1871,  to  George  H.  Griggs,  and 
reissued  in  two  divisions  September  10,  1872  ;  Division  A, 
No.  5,050,  being  for  the  method  of  controlling,  driving  and 
finally,  utilizing  as  fuel,  the  sparks  or  unconsumed  products  of 
combustion,  which  are  driven  from  a  smoke-pipe  or  smoke- 
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arch  by  a  forced  blast  discharged  therein,  by  combining  a 
continuous  return-flue  connecting  the  smoke  stack  with  the 
fire-chamber,  with  a  compound  blast-pipe,  and  by  arranging 
the  mouth  of  the  return-flue  at  the  stack  adjacent  to  and 
coincident  with  the  exit  aperture  of  the  blast-pipe,  whereby  a 
portion  of  the  compound  blast,  composed  generally  of  steam, 
air,  gas,  smoke  and  cinders,  may  be  utilized  again  as  fuel, 
thus  effecting  a  considerable  saving,  as  a  large  portion  of  the 
material  is  combustible. 

To  accomplish  this  result,  Griggs,  making  use  of  the  com- 
pound blast-pipe,  which  was  well  known  and  in  common  use, 
places  at  the  exit  aperture  of  the  blast-pipe,  adjacent  to,  and 
coincident  with  it,  a  bell-shaped  mouth  of  a  return-flue,  lead- 
ing downwards  and  backwards  into  the  fire  chamber,  whereby 
a  portion  of  the  compound  blast,  with  the  sparks,  is  driven  into 
the  return-flue,  and  through  that  into  the  fire-chamber,  by 
the  force  and  pressure  of  succeeding  portions  of  the  blast. 

The  first  claim,  in  Division  B  (No.  5,051),  of  his  patent,  is 
for  "  the  combination  of  the  compound  blast-pipe,  with  a 
spark  or  return  flue  communicating  with  the  fire-chamber, 
provided  with  a  bell-shaped  mouth,  which  is  located  above, 
adjacent  to,  and  coincident  with,  the  exit  aperture  of  the  blast- 
pipe,  substantially  as  and  for  the  purposes  specified."  There 
was  a  barrel-netting  connecting  the  compound  blast-pipe  with 
the  bell-shaped  mouth  of  the  spark- flue,  for  the  necessary  es- 
cape of  the  smoke  and  a  portion  of  the  steam  and  gas  from 
the  blast-pipe,  and  this  combination  is  also  the  subject  of  a 
distinct  claim  in  the  patent. 

From  the  history  of  the  art,  as  proved  by  the  evidence  in 
the  record  in  this  case,  and  as  stated  by  Griggs  in  the  dis- 
claimers in  his  specifications,  it  is  clear,  that  his  invention 
consisted  in  the  combination,  with  the  compound  blast-pipe, 
of  the  described  bell-mouthed  return  flue,  operating  together 
in  such  a  manner  that  the  sparks  were  driven  into  the  mouth 
of  and  through  said  flue  in  a  continuous  current,  without  rest- 
ing, into  the  fire-chamber,  by  the  force  of  the  continuous  ac- 
tion of  the  blast.  The  inventions  of  David  Matthews  and 
William  Duff,  relied  upon  by  the  defendants,  did  not  antici- 
pate the  invention  of  Griggs,  for  the  reason,  among  others, 
vol.  1 — 36 
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that  neither  of  them  was  effectual  to  secure  a  continuous  cur- 
rent, driving  the  sparks  from  the  blast-pipe  to  the  fire-cham- 
ber without  resting.     In  the  Duff  contrivance  many  of  the 
sparks  were  landed  in  a  chamber  at  the  bottom  of  the  smoke- 
arch,  where  they  remained,  and  were  never  driven  into  the 
fire-box.     The  Matthews  contrivance,  though  having  some 
features  in  common  with  the  Griggs  invention,  differed  from 
it  in  precisely  thoSe  particulars,  which  distinguish  an  incom- 
plete and  practically  unsuccessful  attempt,  from  a  peifected 
invention.     This  is  the  history  of  the  art  in  relation  to  most 
of  the  important  discoveries  and  inventions  of  the  present 
day.     The  want,  which  the  discovery  or  invention  is  to  sup- 
ply, is  first  felt,  and  the  genius  of  invention  is  aroused,  and 
the  thoughts  and  efforts  of  inventors  are  directed  in  a  par- 
ticular channel.     When  one  achieves  success,   it  not  infre- 
quently appears,  that  prior  inventors  have  been  travelling  in 
the  same  path,  and,  in  the  light  of  his  success,  we  look  back 
with  wonder  at  the  omission  of  those,  who  started  earlier  in 
the  race,  to  take  the  last  short  step,  which  separated  them 
from  the  goal.     But  it  is  the  last  step  in  the  race  of  discovery 
or  invention  that  counts,  and  he  who  first  crosses  the  divid- 
ing line  between  experiment  and  success  wins  the  prize  over 
those  who,  having  started  earlier  in  the  race,  are  but  a  single 
step  behind  at  the  goal.    The  inventions,  other  than  those  of 
Duff  and  Matthews,  set  up  in  the  answer  as  anticipating  the 
invention  of  Griggs,  were   but  little  relied  on  at  the  argu- 
ment. 

The  proof  of  infringement  relied  upon,  is,  in  the  evidence 
that  defendants  use  locomotives  furnished  with  spark-con- 
sumers constructed  under  the  several  letters  patent  granted 
to  Hawkes  and  Paine,  under  which  patents  they  are  licensed. 
The  contrivances  used  by  the  defendants,  to  arrest  and  con- 
sume the  sparks,  are  a  compound  blast-pipe  substantially  like 
the  complainant's,  and  a  return-flue  communicating  with  the 
fire-chamber.  Although  this  return  due  is  not  provided  with 
the  same  bell-shaped  mouth  located  above,  adjacent  to,  and 
coincident  with  the  exit  aperture  of  the  blast-pipe,  as  in  the 
Griggs  patent,  it  has  what  is  a  clear  equivalent  therefor.  In 
the  Griggs  patent,  the  current  from  the  blast-pipe  is  received 
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into  the  bell-shaped  mouth,  and  deflected  in  one  direction 
only,  into  a  tubular  or  cylindrical  return-flue.  In  the  spark 
arresters  and  consumers  used  by  the  defendants,  the  current 
from  the  blast-pipe  is  received  on  a  cone  and  deflector,  mak- 
ing together  a  bell-shaped  deflector,  itself  deflected  so  as  to 
deflect  the  sparks  in  all  directions  outward  and  downward  into 
an  annular  chamber  surrounding  the  blast-pipe,  which  annular 
chamber  terminates  in  two  tubes  passing  through  the  boiler 
and  connecting  with  the  fire-box.  Connected  with  these  tubes, 
are  tubes  or  pipes  with  a  funnel-shaped  opening  in  front  of 
the  engine,  through  which  atmospheric  air  can  enter  and 
pass  through  the  return-flue  into  the  fire-box,  to  aid  in  the 
combustion  of  the  gases  and  sparks  returned  through  the  flue. 

It  is  apparent  from  this  comparison,  that  the  contrivance 
of  Hawkes  and  Paine  is  substantially  the  same  as  that  de- 
scribed in  Division  A,  and  in  the  first  claim  of  Division  B,  of 
the  Griggs  patent,  if  the  sparks,  etc.,  are  driven  by  the  for- 
mer as  in  the  latter,  by  the  force  of  the  continuous  action  of 
the  blast  without  resting,  through  the  flue  and  into  the  fire- 
chamber.  Defendants  contend,  that  in  the  Hawkes  and  Paine 
41  sparker,"  the  sparks  are  not  thus  driven  through  the  flue  by 
the  continuous  action  of  the  blast,  but  that  they  fall  into  the 
annular  chamber,  and  are  drawn  down  through  the  pipes  con- 
necting the  annular  chamber  with  the  return  flue  which  passes 
through  the  boiler  by  the  action  of  the  current  created  by  the 
force  of  the  air.  If  the  facts  sustain  this  position,  it  would,  in 
law,  constitute  a  good  defence  to  the  charge  of  infringement. 
The  fact,  that  in  the  Griggs  invention,  the  sparks  are  driven 
in  a  continuous  current,  without  resting  or  accumulating  on 
the  way,  from  the  compound  blast-pipe  into  and  through  the 
return-flue  to  the  fire  chamber,  constitutes,  as  we  have  be- 
fore seen,  an  essential  element  in  the  Griggs  invention.  The 
Question  reduces  itself,  therefore,  to  one  of.  fact,  whether 
they  are  so  driven  in  the  Hawkes  and  Paine  arrester,  as  we 
have  already  seen  that  the  Hawkes  and  Paine  arrester  com- 
bines all  the  other  elements  of  the  first  claim  of  Division  B  in 
the  Griggs  patent. 

That  the  current  is  assisted  and  accelerated  in  the  Hawkes 
and  Paine  return-flue  by  the  operation  of  the  current  of  air 
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introduced  from  the  funnel-shaped  openings  at  the  front  of 
the  smoke-arch,  is  undoubtedly  true.  Such  introduction  of 
atmospheric  air  into  the  return  current  undoubtedly  aids  in  * 

the  combustion  of  the  returned  gases  and  sparks  in  the  fire 
box.  To  that  extent,  it  is  probably  an  improvement  on  the 
Griggs.  But,  if  the  sparks  are  also  driven  by  the  continuous 
action  of  the  compound  blast,  then,  it  possesses  all  the  ele- 
ments of  the  Griggs  invention  and  combination,  even  if  a 
valuable  improvement  be  added  thereto.  From  the  evidence 
in  the  record  of  the  results  of  actual  experiments  made  by 
running  locomotives  with  the  Hawkes  and  Paine  "  sparker" 
attached,  and  with  the  current  cut  off  from  the  funnel- 
shaped  openings,  and  from  the  effect  of  the  abrasion  pro- 
duced by  the  percussive  action  of  the  sparks  in  that  portion 
of  the  copper  tube  in  the  Hawkes  and  Paine  sparker  against 
which  the  current  bearing  the  sparks  downward  would  strike 
most  forcibly,  I  think  it  is  clearly  demonstrated,  that  the 
sparks  are  driven  downward  and  backward  in  a  continuous 
current  through  the  return-flue,  without  resting,  by  the  con- 
tinuous action  of  the  blast  from  the  blast-pipe  to  the  fire-box, 
and  therefore  I  conclude  that  the  charge  of  infringement  is 
established. 

Decree  for  injunction  and  account. 

B.  F.  Thurston,  for  the  complainant. 

Thomas  H.  Dodge  and  W.  H.  Clifford^  for  the  defendants. 
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Margaret  Myers,  Executrix,  etc.,  et  al. 

vs. 
John  Dunbar  et  al.    In  Equity.*    • 

A  final  decree,  in  an  equity  suit,  awarded  a  decree  against  the  defendant  in 
favor  of  the  plaintiff,  for  a  sum  named,  and  then  decreed  that  the  de- 
fendant pay  to  the  master  $500,  allowed  to  him  as  his  compensation, 
less  such  sum  as  the  defendant  had  paid  to  the  master,  and  that  the 
plaintiff  have  execution  for  the  sum  awarded  (o  him.  The  defendant 
paid  to  the  master  $35  on  account  of  the  $500,  and  refused  to  pay  more. 
He  appealed  to  the  Supreme  Court  from  the  whole  of  the  decree,  and 
gave  a  hond  to  the  plaintiff,  sufficient  to  cover  the  amount  awarded  to 
the  plaintiff  and  to  stay  the  execution,  and  a  citation  was  issued  and 
served.  The  master  applied  for  an  attachment  against  the  defendant  for 
the  $465  :  Held,  that  the  bond  did  not  cover  the  amount  directed  to  be 
paid  to  the  master,  and  was  not  a  bond  to  the  master  ;  that  the  provision 
for  the  payment  of  the  master  was  not  subject  to  be  stayed  by  the  pro- 
ceedings for  appeal ;  and  that  the  attachment  must  be  granted. 

(Before  Blatchford,  J.,  Southern  District  of  New  York,  November,  1874.) 

Blatchford,  J. 

In  this  case,  a  final  decree  was  entered  in  May  last,  on  the 
report  of  the  master,  overruling  exceptions  taken  by. both 
parties  to  his  report,  and  ordering,  "  that  the  compensation 
of  the  master  herein  be  fixed,  determined  and  settled  (includ- 
ing what  may  have  already  been  advanced  or  paid  to  him), 
at  the  sum  of  five  hundred  dollars."  The  decree  then  pro- 
ceeded to  award  a  recovery  to  the  plaintiffs  against  the  de- 
fendants for  the  sum  of  $9, 120.94,  and  $686.32,  interest 
thereon  from  the  date  of  the  report  to  the  date  of  the  decree, 
being,  in  all,  $9,807.26,  and  to  decree,  "  that  said  defendants 
pay  to  the  master  the  said  sum  of  five  hundred  dollars  al- 
lowed to  the  master  as  compensation,  less  such  sum  as  may 
have  been  paid  or  advanced  to  said  master  by  the  defendants, 

*  12  Blatchf.  C.  C.  R.,  380. 


56$  SOUTHERN  DISTRICT  OF  NEW  YORK. 

Myers  v.  Dunbar. 

and  that  the  complainants  have  execution  or  other  proper 
process  of  the  court  for  the  said  sum  awarded  to  them."    The 
82d  rule  in  equity  provides,  that  "  the  compensation   to  be 
allowed  to  every  master  in  chancery  for  his  services  in   any 
particular  case  shall  be  fixed  by  the  Circuit  Court  in  its  dis- 
cretion, having  regard  to  all  the  circumstances  thereof,  and 
the  compensation  shall  be  charged  upon  and  borne  by  such% 
of  the  parties  in  the  cause  as  the  court  shall  direct;,,  and  that, 
14  the  inaster  shall  not  retain  his  report  as  security  for  his 
compensation,  but,  when  the  compensation  is  allowed  by  the 
court,  he  shall  be  entitled  to  an  attachment  for  the  amount 
against  the  party  who  is  ordered  to  pay  the  same,  if,  upon 
notice  thereof,  he  does  not  pay  it  within  the  time  prescribed 
by  the  court."  The  ioth  rule  in  equity  provides,  that  "  every 
person,  not  being  a  party  in  any  cause,  who  has  obtained  an 
order,  or  in  whose  favor  an  order  shall  have  been   made,  shall 
be  enabled  to  enforce  obedience  to  such  order  by  the  same 
process  as  if  he  were  a  party  to  the  cause."     The  defendants 
have  paid  to  the  master  the  sum  of  $35  on  account  of  such 
compensation,  and  no  more.     Demand  has  been  made  upon 
the  defendants  by  the  master  for  the  payment  of  the  residue 
of  the  $500,  but  it  has  not  been  paid.  Prior  to  the  date  of  the 
master's  report,  the  plaintiffs  advanced  to  the  master  $100  on 
account  of  his  compensation,  and,  after  the  date  of  the  report 
and  before  the  entry  of  the  final  decree,  the   plaintiffs  ad- 
vanced to  the  master  $200  more  on  account  of  his  compensa- 
tion.    The  master  now  applies  to  the  court  for  an  attachment 
against  the  defendants  for  the  $465. 

The  defendants  have  taken  an  appeal  to  the  Supreme  Court 
from  the  whole  of  the  decree.  They  have  given  a  bond,  with 
sureties,  in  the  penalty  of  $21,000,  to  the  plaintiffs,  condi- 
tioned that  the  appellants  "  shall  prosecute  their  said  appeal 
to  effect  and  answer  all  damages  and  costs,  if  they  fail  to 
make  their  plea  good."  The  bond  has  been  approved  as  to 
form,  and  amount,  and  the  sufficiency  of  the  sureties,  and  a 
citation  has  been  issued  and  served.  The  citation  was  made 
returnable  to  the  first  day  of  the  present  term  of  the  Supreme 
Court,  now  past. 

In  opposition   to  the  granting  of  the  application,  the  de- 


NOVEMBER,    1 874.  567 


Myers  v.  Dunbar. 


fend  ants  contend,  that  the  82d  rule  is  subject,  in  its  applica- 
tion, to  the  provisions  of  law  regulating  appeals  ;  that  the 
defendants  have  appealed  from  the  whole  of  the  decree  and 
have  given  security,  by  bond,  for  the  full  performance  of  its 
requirements,  if  it  shall  be  affirmed,  and,  therefore,  all  pro- 
ceedings upon  the  decree  are  superseded  and  stayed  ;  that 
•  the  cause  is  pending  in  the  Supreme  Court ;  that  injustice  to 
the  defendants  will  result,  if  the  application  is  granted,  in 
case  the  defendants  should  succeed  on  the  appeal,  because  the 
defendants  will  not  be  able  to  recover  back  from  the  master 
any  money  paid  to  him  ;  and  that,  if  the  plaintiffs  pay  the 
amount  due  to  the  master,  they  will  be  able,  if  the  decree  is 
affirmed,  to  recover  that  amount  on  the  bond. 

Although  the  defendants  have  taken  an  appeal  from  the 
whole  of  the  decree,  their  bond  does  not  cover  the  amount 
directed  to  be  paid  to  the  master.  It  is  a  bond  to  the  plain- 
tiffs, payable  to  the  plaintiffs,  and  is  a  bond  only  to  respond 
for  the  amount  which  the  decree  awards  to  the  plaintiffs  as  a 
recovery,  and  for  which  execution  is  awarded  to  the  plain- 
tiffs by  the  decree.  The  bond  is  not  one  under  "which  either 
the  master  or  the  plaintiffs  could  recover  the  $465  from  the 
defendants.  Notwithstanding  the  appeal,  it  remains  for  this 
court  to  enforce  the  provision  of  the  decree  for  the  payment 
of  the  master. 

Nor  would  the  case  be  varied  if  the  defendants  had  given  a 
bond  to  the  master  to  stay  proceedings  to  enforce  payment  of 
his  compensation.  The  order  as  to  the  compensation  of  the 
master  might  as  well  have  been  in  a  separate  order,  and  not 
have  formed  a  part  of  the  final  decree.  The  master  is  not  a 
party  to  the  suit,  in  any  sense,  and  it  was  not  intended  that 
a  provision  for  his  payment  should  be  subject  to  be  stayed  in 
its  operation  by  proceedings  such  as  are  employed  to  stay  the 
execution  of  a  decree  inter  partes.  The  82d  rule  prescribes 
the  mode  in  which  an  officer  of  the  court  is  to  be  compen- 
sated, and  where  the  court  directs  which  of  the  parties  is  to 
be  charged  with  and  bear  the  compensation  of  the  master, 
whether  in  the  first  instance,  or  ultimately,  the  direction 
must  be  carried  out,  as  between  the  master  and  such  party, 
however,  ultimately,  such  party  may  be  entitled,  as  against 
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the  other  party  to  [the  suit,  to  relief  or  reimbursement   in  re- 
spect of  the  amount  paid  to  the  master.     If  the  defendants 
succeed,  as  against  the  plaintiffs,   in  reversing  the  decree, 
they  will,  indeed,  not  be  able  to  recover  back  any  money 
from  the  master,  but  it  will  be  competent  for  the  court,  if,  on 
such  reversal,  costs  of  the  suit  shall  be   awarded  to  the  de- 
fendants, to  regard  the  amount  paid  by  the  defendants  to  the< 
master  as  a  part  of  such  costs,  and  to  enable  the  defendants 
to  recover  such  amount  from  the  plaintiffs.     The  amount  dis- 
bursed by   the  defendants  to   the   master  will   merely    take 
its  place  with  other  items  of  disbursements,  as  to  which  the 
defendants,  with  a  decree  against  them,  now  have  no  recov- 
ery, but  which  may  form  part  of  a  recovery,  in  case  they 
shall  have  a  decree  in  their  favor. 
The  application  is  granted. 

Frederic  If.  Berts,  for  the  motion. 
Samuel  J.  Glassey,  opposed. 


The  Goodyear  Dental  Vulcanite  Company  et  al. 

vs. 
George  Willis.    In  Equity. 

The  principles  upon  which  the  several  circuit  courts  of  the  United  States 
are  bound  by  the  decisions  of  each  other,  examined  and  discussed. 

The  adherence  to  decisions,  is,  by  no  means  confined  to  those  which  precede 
the  case  in  question  in  the  same  tribunal.  Those  of  co-ordinate  courts 
are  equally  authoritative. 

The  circuit  courts  of  the  United  States,  although  divided  in  jurisdiction 
geographically,  constitute  a  single  system;  and,  where  one  of  those  courts 
has  fully  considered  and  deliberately  decided  a  question,  every  sug- 
gestion of  propriety  demands,  that  it  should  be  followed,  until  modified 
or  reversed  by  the  appellate  court. 
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The  circumstances  of  the  appeal  to  the  Supreme  Court,  in  the  case  of  Gard- 
ner v.  Goodyear  Dental  Vulcanite  Company,  3  Off.  Gaz.,  295,  considered. 

The  rule  that  the  use  of  one  material,  instead  of  another,  in  constructing  a 
known  machine,  is,  in  most  cases,  so  obviously  a  matter  of  mere  mechani- 
cal construction,  that  it  cannot  be  called  an  invention,  is  not  applicable 
where  the  substituted  material  produces  a  new  and  usefut  result,  or  an 
increase  of  efficiency,  or  'a  decided  saving  in  the  operations  of  the  ma- 

»  chine,  and  cases  may  exist  where  the  degree  of  superiority  may  be  such 
as  to  amount,  within  the  law  of  patents,  to  a  difference  in  kind.  Hotch- 
kiss  v.  Greenwood,  11  How.,  248,  and  Hicks  v.  Kelsey,  18  Wall.  670, 
cited  and  examined. 

Cummings  applied  for  a  patent  in  April,  1855,  and  was  rejected  in  1856. 
He  filed  a  new  application  in  1864,  and  the  patent  was  then  granted. 
The  invention  went  into  public  use  in  1859  :  Hdd%  that  where  success- 
ive applications  are  made  for  a  patent,  and  there  is  no  proof  of  actual 
abandonment,  the  subsequent  application  will  be  deemed  a  continuation 
of  the  first. 

(Before  Emmons,  J.,  Eastern  District  of  Michigan,  November,  1874.) 

This  was  a  bill  in  equity,  filed  against  the  defendant,  a 
dentist,  for  infringement  of  reissued  letters  patent,  No. 
I>9°4»  granted  to  The  Dental  Vulcanite  Company,  assignee 
of  John  A.  Cummings,  for  "  Improvement  in  Artificial  Gums 
and  Palates."  The  claim  in  the  patent  is  for  "  the  plate  of 
hard  rubber  or  vulcanite,  or  its  equivalent,  for  holding  arti- 
ficial teeth,  or  teeth  and  gums,  substantially  as  described." 

Cummings  filed  his  caveat,  May  14,  1852.  Applied  for  a 
patent  April  12,  1855.  This  application  was  rejected  by  the 
Commissioner  of  Patents,  May  19,  1855,  and  again  rejected 
August  14,  1855,  and  again  rejected  February  6,  1856.  In  1859, 
a  motion  was  made  before  the  Commissioner  for  a  rehearing, 
or  for  an  appeal  to  the  Board  of  Examiners,  which  motion 
was  denied.  On  March  15,  1864,  a  renewed  application  was 
filed.  On  April  7,  1864,  the  Patent  Office  wrote  to  Cum- 
mings, acknowledging  that  injustice  had  been  done  in  the 
former  rejection,  and  the  patent  was  thereupon  allowed,  and 
was  issued  on  June  7,  1864.  There  was  evidence  that  tended 
to  show  poverty  on  the  part  of  the  inventor,  and  efforts 
by  him  to  raise  money  to  prosecute  his  application,  during 
these  periods.  The  invention  went  into  public  use  about 
1859. 
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Emmons,  J. 

In  ordinary  circumstances,  the  condition  of  judicial  opinion  I 

in  reference  to  all  the  points  involved  in  the  record,  would 
render  unnecessary  their  discussion  upon  principle,  and   in  a 
case  where  such  rulings  have  been  so  numerous,  and  directly 
upon  the  points,  and  so  elaborate  in  argument,  it  is  unusual 
to  do  more  than    refer  to  them  generally,  as  settling   the 
points  in  issue.     Such,  however,  is  the  exceptional   feeling 
and  excitement  existing  in  the  minds  of  the  numerous  de- 
fendants in  suits  brought  on  this  patent  in  this  and  adjoining* 
districts,  resulting,  we  believe,  from  the  want  of  knowledge 
on  their  part  of  the  real  history  of  previous  litigations,  and 
the  character  and  number  of  opinions  which  have  already 
been  pronounced,  that  it  is  deemed  a  duty  by  my  brethren 
and  myself  to  reproduce  that  which  we  are  well  aware  is  al- 
ready familiar  to  the  bench  and  bar.     It  will  attract  the  atten- 
tion, here,  of  all  those  interested  in  these  litigations,  while  the 
sources  from  which  such  information  is  to  be  obtained  are  in- 
accessible to,  or  at  least  are  not  examined  by  them.     It  was 
asserted,  w'ith  much  earnestness  and  confidence,  by  defend- 
ant's counsel,  that  a  careful  review  of  the  judgments  already 
pronounced,  sustaining  complainants'  patent,  and  contrasting 
the  record  before  us  with  those  upon  which  such  opinions' 
were  based,  would  result  in  our  taking  up  the  questions  be- 
fore us  and  deciding    them    upon    principle   wholly    unem- 
barrassed by  judicial  action  elsewhere.     We  have  listened  for 
three  days  to  an  argument  of  great  ability  and  research,  and 
with  much  confidence  retain  the  opinion  we  entertained  at 
the  outset,  that  in  all  the  subordinate  federal  jurisdictions, 
these  questions  should  be  deemed  at  rest  until  the  court  ol 
last  resort  should  reverse  some  of  the  judgments  already  ren- 
dered.   We  think  the  learned  counsel  for  the  defendant  much 
underrated  the  effect  which  it  is  our  duty  to  give  to  judgments 
pronounced  by  co-ordinate  courts,  where  precisely  the  same 
points  are  brought  in  litigation  before  us.  The  learning  upon 
this  subject  is  familiar,  but  the  motives  with  which  we  dis- 
cuss these  matters  at  all,  will  be  subserved  by  referring  to  a 
few  of  the  leading  judgments  upon  this  subject  here.     Those 
to  which  we  refer,  have  applied  the  principle  in  patent  cases, 
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but  it  is  by  no  means  peculiar  to  them.  It  is  a  principle  of 
general  jurisprudence,  a  disregard  of  which  would  produce  a 
conflict  of  opinion  in  the  federal  judiciary,  alike  unseemly 
and  impolitic. 

In  Washburn  v.  Gould,  3  Story,  133,  Justice  Story,  sitting  in 
the  Massachusetts  Circuit,  said  :  "  The  rule  of  comity,  al- 
ways observed  by  the  justices  of  the  Supreme  Court  in  cases 
which  admitted  of  being  carried  before  the  whole  court,  was 
to  conform  to  the  opinions  of  each  other,  if  any  had  been 
given."  Justice  McLean  had  previously  given  a  ruling  upon 
the  same  point  in  the  Ohio  Circuit  in  Brooks  v.  Bicknell,  3 
McLean,  250,  and  Justice  Story,  therefore  said,  "  although  his 
mind  was  not  without  much  difficulty  on  this  point,  he 
should  rule  for  the  plaintiffs,  in  conformity  with  the  opinion 
of  Mr.  Justice  McLean."  In  Am.  Wood  Paper  Co.  v.  Fiber 
Disintegrating  Co.,  3  Fisher,  363,  before  Benedict,  J.,  Eastern 
District  of  New  York,  there  had  been  previous  suits  on  the 
same  five  patents  in  other  districts,  especially  a  suit  in  the 
Eastern  District  of  Pennsylvania,  which  decided  the  points  in 
issue,  as  to  two  of  the  patents.  Judge  Benedict  said,  as 
to  these  two  patents,  "the  determination  of  the  court  in  the 
case  referred  to,  furnishes  an  authority  from  which  I  should 
not  feel  at  liberty,  had  I  the  inclination,  to  dissent."  In 
Goodyear  v.  Berry,  3  Fisher,  443,  Leavitt,  J.,  Southern  District 
of  Ohio,  a  patent  had  been  sustained  in  several  other  circuits. 
Judge  Leavitt  says  :  "  In  so  far  as  principles  involving 
the  validity  of  these  patents  have  been  settled  by  these  decis- 
ions, they  will  be  regarded  as  final  and  authoritative  on  this 
court."  In  Tilghman  v.  Mitchell,  4  Fisher,  624,  Southern  Dis- 
trict of  New  York,  Blatchford,  J.,  quotes  with  approbation 
our  remarks  in  Tilghman.v.  Werk,  Southern  District  of  Ohio, 
1868,  in  which  it  is  said  :  "  Although  the  record  in  this  case, 
in  reference  to  some  views  which  a  superior  court  may  possi- 
bly take,  contains  some  material  additional  proofs,  still  they 
are  not  such  as  to  authorize  the  same  court  to  overrule  its 
former  deliberate  adjudications,  and  to  disregard  the  judg- 
ments of  a  co-ordinate  one  in  a  case  in  all  respects  substan- 
tially like  it."  In  Goodyear  Dental  Vulcanite  Co.  v.  Root,  6  Off. 
Gaz.,    p.    154,  Justice   Hunt,  sitting  in   the   Northern   Dis- 
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trict  of  New  York,  considers  as  authoritative  the  previous 
decisions  in  Massachusetts  on  the  same  patent.  To  the  sup- 
port of  the  generality  sustained  by  these  judgments,  it  is  un- 
necessary to  say  that  numerous  citations  might  be  added,  all 
showing  that,  in  the  opinion  of  the  most  enlightened  jurists, 
we  should  be  guilty  of  grossly  violating  well  established  judi- 
cial usage  and  propriety,  should  we  disregard  the  adjudica- 
tions already  made  in  reference  to  the  validity  of  the  patent 
before  us. 

The  principle  which  inclines  a  court  to  adhere  to  its  own 
decision  of  a  similar  point,  although  subsequently  convinced 
it  was  erroneous,  though  not  in  all  respects  applicable  here, 
furnishes  a  strong  analogy,  and  a  reason  on  which  our  own 
actions  should  be  based.    (See  Ram  on  Legal  Judgment,  203, 
et  seq.)   It  there,  abundantly,  appears  that  the  adherence  to  de- 
cisions is  by  no  means  confined  to  those  which  precede  it  in 
the  same  tribunal.     Those  of  co-ordinate  courts  are  equally 
influential.      The  Queen's  Bench,   Common   Pleas,   and    the 
Exchequer,  where  there  is  a  common  appellate  court  to  re- 
view the  decision  of  each,  follow,  with  the  utmost  respect, 
each  other's  adjudications. 

Upon  reasons  having  much  influence  here,  appellate  courts 
often  follow  a   series  of  adjudications  made  by  subordinate 
tribunals,  where  they  have  been  acquiesced  in  and  have  be- 
come, in  some  sense,  a  rule  of  property.     It  is  not  because 
they  are  obligatory,  but  from  the  unfitness  of  shifting  rules. 
This  is  by  no  means  closely  applicable  here,  where  judg- 
ments are  recent,  and  refer  to  the  individual  rights  of  the  com- 
plainants.    But  many  of  the  evils,  it  is  quite  apparent,  which 
this  class  of  judgments  seeks  to  avoid,  would  be  produced, 
should  we  disregard  the  rule.     In  the  elaborate  treatment  of 
this  general  subject,  in  the  book  to  which  we  have  referred, 
both    by  the  English  and  American  authors,  it  is  significant 
that  they  make  no  distinction  between  prior  decisions  of  the 
same  and  co-ordinate  tribunals.     It  is  enough,  to  call  for  the 
application  of  the  principle,  that  the  courts  have  the  same 
jurisdiction,  under  the  same  government,  to  decide  the  same 
points,  and  that  there  is  a  common  appellate  court,  finally 
to   adjust   the  difference   between   them.     If  one  system  of 
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co-ordinate  courts,  more  than  another,  calls  for  the  ap- 
plication of  this  general  principle,  it  is  that  of  the  circuit 
courts  of  the  United  States.  They  all  have  similar  special 
jurisdictions,  and  are  all,  in  an  eminent  degree,  looked 
to  for  all  those  rules  of  right  and  property  created  un- 
der the  federal  statutes,  and  in  reference  to  the  subjects 
coming  within  the  federal  Constitution.  Although  divided  in 
jurisdiction  geograpically,  they  constitute  a  single  system  ; 
and  when  one  court  has  fully  considered  and  deliberately  de- 
cided a  question,  every  suggestion  of  propriety  and  fit  pub- 
lic action  demand,  it  should  be  followed,  until  modified  by  the 
appellate  court. 

The  comment  at  the  bar  upon  this  subject,  assumed  that  the 
final  decrees  and  elaborately  reasoned  decisions  of,  circuit 
judges,  with  full  citations  and  criticisms  of  authorities,  often 
involving  the  entire  history  of  the  law  upon  the  subject  dis- 
cussed, are  to  be  ranked  with  what  are  termed  nisi  prius  decis- 
ions. They  are  in  all  respects  judgments  in  banc.  They  not 
only  have  the  deliberation  and  care  of  judgments  in  the  high 
courts  of  chancery  in  England  and  this  country,  but  the 
court  itself  bears  the  same  relation  to  the  whole  judicial  sys- 
tem that  such  courts  do  to  those  in  which  they  exist.  There 
is  but  one  appellate  court  above  them.  A  superior  tribunal, 
also  reviews  the  judgments  of  the  English  chancery,  and  so 
of  nearly  all  the  like  State  tribunals. 

Although  we  would  by  no  means  confine  our  acquiescence 
in  the  decisions  of  our  brother  judges  to  cases,  where  the  par- 
ticular patent  has  been  adjudged  to  be  valid,  or  that  a  par- 
ticular device  infringes  upon  it,  still  we  think  that  eminently 
beyond  other  cases  is  the  rule  applicable  to  them.  The  right 
of  the  complainant  is  a  special  franchise  granted  by  the  po- 
litical power.  A  special  organism  is  created  for  the  purpose 
of  ascertaining  his  right  to  the  grant.  When  issued,  the  sev- 
eral federal  courts  are  authorized  to  review  the  rectitude  of 
this  action,  and  from  their  determination  an  appeal  lies  to 
the  court  of  last  resort.  It  is  an  indivisible  system  for  ascer" 
taining  the  rightfulness  and  the  limits  of  the  patent,  and 
when,  in  any  co-ordinate  department  of  it,  judgment  has  been 
pronounced,   that  duty  should  be  deemed  performed  until 
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reversed  by  the  appellate  tribunal.     It  would  present  an  un- 
seemly spectacle,  for  the  same  governmental  grant  to  receive 
half  a  dozen  different  constructions  in  as  many  co-ordinate 
courts,   all  authorized  to  define  it  and   inform  the  citizens 
what  it  means,  and  all  having  the  force  of  law  contempora- 
neously under  the  same  government.     We  cannot  speak  with 
great  certainty,  but  do  affirm  with  much  confidence,  that  the 
expenses  paid  in  our  country  for  patent  litigations  are  rapidly 
approximating  the  entire  sum  demanded  for  royalties.     Until 
some  special  tribunal  is  instituted  for  the  determination  of 
these  questions,  and  some  general  mode  of  reviewing  these 
public  grants,  which  shall  test  definitely  the  rightfulness   of 
the  grants,  it  will  result  in  a  large  saving  of  money  to  the 
great  masses  of  our  citizens  who  are  using  these  improve- 
ments, to  let  them  and  their  advisers  of  the  profession  under- 
stand that  a  fair  and  full  examination  in  one  court,  followed 
by  a  judgment,  will,  in  the  other  co-ordinate  tribunals,  be 
acquiesced  in  as  law,  if  there  is  no  appeal  and  reversal. 

It  is  said,  a  present  party  defendant  before  the  court  could 
not  have  appealed  from  the  former  judgment.  The  court,  as 
this  one  has  repeatedly  done,  will  carefully  guard  against 
any  such  hardship  as  to  conclude  the  citizen  by  a  proceeding 
to  which  he  was  not  a  party,  of  which  he  had  no  notice,  and 
where,  in  fact,  no  appeal  has  been  taken.  If  a  desire  b}'  a 
defendant  is  expressed  to  test  in  a  superior  court,  the  recti- 
tude of  what  has  been  already  adjudicated,  and  a  complain- 
ant should  refuse  to  stipulate  that  the  proofs  taken  in  another 
cause  might  be  filed  in  the  one  pending,  the  rule  would  not 
be  followed  in  the  granting  of  preliminary  injunction.  Nor 
is  there  any  hardship  upon  the  complainant.  If  he  insist  that 
the  record  upon  which  a  former  judgment  is  rendered,  is  full 
and  fair,  it  is  but  just,  that  he  should  suffer  it  to  be  imported 
into  a  present  proceeding,  before  he  could  ask  a  preliminary  in- 
junction. The  defendant  can  then  examine,  and  if  he  desires 
to  add  to  it  before  the  final  hearing,  he  can  do  so  ;  if  not,  he 
can  appeal  to  the  Supreme  Court,  upon  the  record  as  it  is, 
and  test  the  validity  of  what  has  been  decided.  Such  a  practice 
we  believe  far  more  beneficent  and  inexpensive  to  the  de- 
fendant, as  it  is. economical  of  the  time  of  the  court. 
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The  following  decisions,  noticed,  we  think,  in  the  order  in 
which  they  were  made,  every  one  of  them  upon  records  pre- 
cisely like  that  before  us,  or  less  favorable  to  the  complain- 
ants, decide  (most  of  them  with  much  fullness  of  argument), 
every  point  necessary  to  authorize  a  decree  for  complainants. 
In  Dental  Vulcanite  Company  v.  Wetherbee,  3  Fisher,  87,  before 
Justice  Clifford,  in  1866,  the  bill  was  filed  to  restrain  an  in- 
fringement of  the  patent  now  before  us.  The  defendants 
there,  as  here,  insisted  that  the  patent  was  invalid,  because  it 
did  not  embrace  that  which  was  the  subject  of  a  patent.  That 
if  it  did,  it  was  void  for  want  of  novelty,  and  that  Cummings 
was  not  the  inventor.  That  if  he  invented,  he  abandoned  it. 
That  there  was  a  forfeiture  of  his  rights,  if  any  he  had,  under 
the  statute,  because  he  suffered  it  to  go  into  use  more  than 
two  years  before  he  applied  for  his  patent.  That  the  reissue 
was  void,  because  not  warranted  by  the  original  patent.  The 
cause  was  argued  by  counsel  as  eminent  as  any  in  the  nation. 
Justice  Clifford,  after  taking  much  time  for  deliberation,  in  a 
painstaking  judgment,  overruled  every  objection  taken  by 
the  defence.  Goodyear  Dental  Vulcanite  Co.  v.  Gardner  y  was  a  sim- 
ilar case  before  the  same  learned  justice,  in  1868,  and  the  same 
defence  among  others,  was  substantially  taken.  The  applica- 
tion for  a  preliminary  injunction  was  argued  by  B.  F.  Curtis, 
and  Causten  Browne,  for  complainants,  and  B.  F.  Thurston, 
and  S.  D.  Law,  and  John  A.  Foster,  for  defendants.  It  is  sel- 
dom that  more  professional  ability  is  brought  to  the  discus- 
sion of  a  similar  application.  Justice  Clifford,  again,  in  his 
judgment,  sustained  the  patent,  and  overruled  all  objections 
to  it.  This  cause  was  subsequently  brought  to  final  hearing 
on  pleadings  and  proofs,  and  in  4  Fisher,  224,  will  be  found 
the  opinion  of  Justice  Clifford,  rendered  in  favor  of  complain- 
ants after  much  deliberation,  leave  having  been  expressly 
given  the  respondents  to  re-argue  the  questions  of  law  and  fact 
presented  in  the  Wetherbee  case.  We  will  note,  in  connec- 
tion with  this  case  in  the  Supreme  Court,  the  imputations 
cast  upon  it  by  the  defence,  observing,  here,  only  that  there  is 
no  accusation  of  impropriety  in  the  case,  before  or  at  the 
time  of  the  motion  for  interlocutory  injunction. 

In  Goodyear  Dental  Vulcanite  Company  v.  Smith,  5  Off.  Gaz., 
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585,  the  same  defences  were  in  evidence  as  in  the  case  now 
before  us,  the  records  being  identical,  with  the  exception  of 
small  amounts  of  additional  testimony  on  the  part    of  the 
defence  in   this  case,  of  so  little  importance  that  it  was  not 
noticed  at  the  bar  by  either  side.     The  cause  was  argued  at 
great  length  by  able  counsel,  before  Judge  Shepley,  who  ren- 
dered an  elaborate  judgment  in  favor  of  complainants.  In  Good- 
year Dental  Vulcanite  Co.  v.  Rooty  6  Off.   Gaz.,  154,  the  same 
questions  were  presented  to  Justice  Hunt,  sitting  in  the  North- 
ern District  of  New  York,  who,  after  argument,  again  sustained 
the  patent ;  subsequently,  in  suits  by  the  same  complainants 
against  Charles  S.  Stockton  and  Frank  A.  Cummings,  argu- 
ment was  had  by  the  same  counsel  on  the  same  record  as  in  the 
Smith  case,  before  Judge  Nixon,  in  the  district  of  New  Jersey, 
who  again  sustained  the  patent  at  September  term,  1874.   A  de- 
cree in  favor  of  complainants  against  William  H.  Gates,  was 
granted  at  October  term,  1874,  on  the  same  record  as  in  the 
Smith  case,  before  Judges  McKennan  and  Cadwalader,  in  the 
Eastern  District  of  Pennsylvania.     The  case  of  Goodyear  Den- 
ial  Vulcanite   Co.   v.    Gardner \  ante,  was  appealed  to  the   Su- 
preme Court,  and,  every  ruling  necessary  for  the  support  of 
the  judgment  in  the  court  below,  affirmed  by  that  tribunal. 
The  effect  of  this  judgment,  as  an  authority  here,  is  earnestly 
assailed,  because  the  court,  before  the  opinion  was  actually 
delivered,  although  judgment  had  been  rendered,  dismissed 
the  appeal.     We  do  not  see,  in  the  reasons  for  this  dismissal, 
anything  which  decreases  the  obligation  on  our  part  to  fol- 
low the  rule  of  law  necessarily  involved  in  the  judgment. 
The  complainants  in  the  court  below,  for  the  purpose  of  se- 
curing an  argument  and  a  hearing,  had  advanced  money  for 
the  fees  of  the  defendant's  counsel.     For  this  reason,  the  ap- 
peal in  the  Supreme  Court  was  dismissed  ;  but  before  this 
fact  was  brought  to  the  attention  of  the  court,  the  cause  had 
been  fully  argued  and  judgment  rendered,  as  in  other  cases. 
The  circumstances  under  which  the  defence  was  prosecuted 
insured  more  than  ordinary  diligence  on  the  part  of  counsel. 
The  record  before  us  shows,  that  they  were  retained  by  the 
associated  dentists,  in  convention  at  New  York.      They  re- 
ceived a  retainer  in  hand,  with  the  promise  of  a  large  con- 
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ditional  fee,  of  between  $15,000  and  $20,000,  in  case  they  suc- 
ceeded in  reversing  the  decision  of  the  court  below.  The 
fact  that  money  had  been  advanced,  by  these  complainants, 
was  fully  stated  to  this  association,  and,  after  much  delibera- 
tion and  advice  of  their  counsel,  they  elected  to  test  the  ques- 
tions at  issue  upon  the  record,  as  it  then  remained,  in  the  Su- 
preme Court,  because  they  were  advised  that  no  better  one 
could  be  made  for  their  interests.  Gardner,  at  that  time, 
was  well  understood  by  all  parties  in  interest  to  be  but  a 
nominal  defendant.  The  real  parties  in  interest,  who  alone 
were  prosecuting  the  defence,  were  fully  advised  of  every  fact, 
and  in  circumstances  as  well  calculated  to  insure  a  favorable 
result,  as  any  which,  by  any  possibility,  could  be  presented 
upon  the  known  facts,  the  case  was  decided  against  them. 
This  judgment,  as  evidence  of  the  law,  and  of  what  the  court 
of  last  resort  must  evidently  decide  in  like  case,  is  obligatory 
upon  us  here.  No  such  counter  imputation  has  been  made 
of  the  bar,  and  there  may  be  facts  outside  of  this  record 
which  would  render  such  a  suggestion  extremely  unjust  to 
the  real  parties  in  interest,  and  who  alone  promoted  the  de- 
fence in  the  Supreme  Court ;  but  if  all  the  conditions  are  be- 
fore us,  it  would  seem  that  a  case  of  much  ill  faith  on  their 
part  is  presented.  They  were  fully  apprised  of  the  facts.  The 
complainants  knew  that  they  were  so  apprised  of  them.  Both 
sides  were  equally  cognizant  of  the  just  and  necessary  rule 
upon  which  the  appeal  after  decree  was  dismissed.  We  are 
constrained  to  say,  that  we  do  not  see  how,  with  anything 
like  honor,  they  could  refuse  to  abide  by  a  judgment  fairly 
obtained  with  full  argument,  in  circumstances  to  which  they, 
after  much  consideration,  assented. 

This  series  of  decisions,  without  one  in  conflict  with  them, 
presents  conditions  in  which  it  is  our  undoubted  duty  to  ap- 
ply the  principle  which  makes  the  judgments  of  co-ordinate 
courts  obligatory,  where  they  have  been  upon  the  same 
points  and  the  same  subject  matter. 

As  we  have  already  intimated,  ordinarily  we  should  termi- 
nate our  consideration  of  this  case  here.     A  matter  so  often 
and  so  authoritatively  decided,  would  not  be  discussed,  upon 
principle,  did  we  not  believe  that  a  brief  reference  to  the 
vol.  1—37 
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reasons   upon  which  these  adjudications  rest,  would  be  lo- 
cally beneficial. 

Defendants'  counsel  in  the  first  place,  insist  that  the  subject 
matter,  as  they  construe  the  claim,  is  not  patentable.  That, 
in  view  of  the  state  of  the  art— of  what  had  been  done  before — 
the  production  of  this  plate  did  not  involve  invention,  and 
that  it  had  been  in  use  by  the  dental  profession.  Our  con- 
sideration of  this  head  will  be  very  brief,  little  more  than  a 
reference  to  a  few  of  the  reasons  given  in  the  adjudications 
which  we  have  already  cited.  We  know  of  no  better  state- 
ment of  the  claim,  than  that  given  in  the  very  able  opinion  of 
Judge  Shepley,  in  the  suit  of  these  complainants  against 
Daniel  H.  Smith.  He  says  :  "  It  is  for  a  set  of  artificial  teeth 
as  a  new  article  of  manufacture,  consisting  of  a  plate  of  hard 
rubber  or  vulcanite,  with  teeth,  or  teeth  and  gums,  secured 
thereto  in  the  manner  described  in  the  patent,  by  embedding 
the  teeth  and  pins  in  the  vulcanizable  compound,  so  that  it 
shall  surround  the  teeth  and  pins  while  the  compound  is  in  a 
soft  state,  before  it  is  vulcanized,  so  that  when  the  compound 
is  vulcanized,  the  teeth  are  firmly  secured  by  the  pins,  em- 
bedded in  the  vulcanite,  and  there  is  a  tight  joint  between 
the  vulcanite  and  the  teeth."  This  definition  includes  alike 
the  process  of  producing,  and  the  thing  produced. 

Defendants'  counsel  earnestly  contend  that  this  case 
comes  within  the  cases  of  Hotchkiss  v.  Greetrwood,  n  How. 
248,  and  Hicks  v.  Kelsey,  18  Wall.  670,  which,  they  insist, 
hold  that  where  one  material  is  substituted  for  another 
in  the  production  of  a  manufacture  substantially  like  what 
already  existed,  a  mere  increase  in  efficiency  would  not 
sustain  a  patent.  To  apply  that  principle  here,  would  be  an 
undue  extension  of  the  doctrine  held  by  those  cases.  We 
approve,  substantially,  what  was  said  by  Judge  Shepley  of  the 
case  of  Hotchkiss  v .  Greenwood,  that,  *'  In  effect  the  court  de- 
cided that  the  peculiar  effect  claimed  was  not  new,  and  there- 
fore not  patentable,  and  not  that  the  combination  might  not 
have  been  patentable,  had  any  effect  been  shown  which  was 
new,  peculiar  and  useful.  If  the  knobs  of  porcelain  or  clay 
used  by  the  complainants,  in  that  case,  had  been  new,  or  if, 
being  old,  the  complainants,  by  a  novel  use  of  them  in  the 
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old  combination,  had  accomplished  a  new  and  useful  result, 
differing,  not  merely  in  degree,  but  in  kind,  from  the  result  of 
the  old  combination,  the  patent  would  clearly  have  been  valid, 
and  the  case  cited  is  certainly  not  an  authority  to  the  con- 
trary." In  Hicks  v.  Kehey,  the  court  says  :  "  The  use  of  one 
material  instead  of  another,  in  constructing  a  known  machine 
is,  in  most  cases,  so  obviously  a  matter  of  mere  mechanical 
judgment,  and  not  of  invention,  that  it  cannot  be  called  an 
invention,  unless  some  new  and  useful  result,  an  increase  of 
efficiency,  or  a  decided  saving  in  the  operation,  is  clearly  at- 
tained.' '  This  recent  case  fully  concedes,  what  otherwise  we 
should  attempt  to  show  from  the  adjudications.  We  think, 
as  it  clearly  intimates,  that  cases  may  exist  where  the  degree 
of  superiority  may  be  such  as  to  amount,  within  the  law  of 
patents,  to  a  difference  in  kind.  It  is  a  mere  matter  of  phra- 
seology, and  describing  it  either  way  should  work  no  differ- 
ence in  principle.  Here,  the  dental  profession  had,  for  many 
years,  striven  to  produce  joints  between  the  artificial  teeth  and 
plate,  that  should  be  permanently  impervious  to  the  fluids  of 
the  mouth.  Treating  this  as  the  specific  object  of  effort,  an- 
terior to  the  patentee's  production,  it  had  never  been  done  at 
all.  His  manufacture  is  wholly  new,  and,  if  necessary  to  the 
support  of  his  highly  meritorious  claim,  we  would,  in  this 
regard,  thus  treat  it.  In  view  of  this  feature,  and  of  the 
greatly  added  strength,  its  far  greater  adaptability  to  the 
surfaces  of  the  mouth,  in  some  uses  its  lightness,  its  elasticity, 
its  resistance  to  chemical  action,  its  vastly  diminished  cost, 
and  several  other  important  features,  detailed  by  the  experts, 
the  whole  constitutes  a  product  so  substantially  different 
from  everything  that  preceded  it,  as  to  bring  it  within  the 
true  spirit  of  the  law  which  protects  property  in  useful  inven- 
tions. 

We  cannot  take  time  to  review  the  testimony  of  the  ex- 
perts. What  Judge  Shepley  said  of  the  record  before  him  is 
literally  applicable  to  that  before  us.  He  says  :  "  To  over- 
come the  presumption  that  it  is  a  new  manufacture,  arising 
from  the  grant  of  the  letters  patent,  the  respondent  has  not 
introduced  the  opinion  of  any  expert  who  is  willing,  in  view 
of  the  state  of  the  art  as  known  to  him,  and  proved  in  the 
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case,  to  testify  that  this  was  not,  at  the  date  of  the  original 
application,  a  new  manufacture.  Reliance  is  placed  upon 
the  evidence  introduced  in  the  case,  by  the  respondent,  to 
convince  the  court  of  the  fact,  upon  which  respondents'  ex- 
perts were  not  convinced,  that  the  manufacture  patented,  as 
distinguished  from  those  which  had  preceded  it,  was  not  a 
new  manufacture." 

In  connection  with  what  we  have  already  said,  as  to  differ- 
ences created  by  increased  efficiency  in  degree  only,  and  that 
which,  according  to  existing  technical  distinctions,  is  a  differ- 
ence in  kind,  we  were  much  impressed  with  the  answer  of 
Edward  S.  Renwick,  one  of  the  leading  experts  for  the  de- 
fendant. A  question  called  upon  him  to  say  distinctly 
whether  the  use  of  vulcanite,  in  the  mode  described,  did  not 
involve  invention.  He  concedes,  assuming  Cummings  did 
not  invent  vulcanite,  that  if  the  change  of  material  introduced 
a  property  which  was  different  in  kind  from  those  before 
known  in  dental  plates,  and  was  valuable,  it  would  impart 
a  useful  property  they  did  not  before  possess,  and  that  would 
constitute  a  new  manufacture.  A  consideration  of  his  entire 
testimony,  and  that  of  the  great  body  of  experts  in  this  case, 
will  show,  we  think,  manifestly,  that  they  deemed  that  a  differ- 
ence in  kind,  which  is  as  wide  in  fact  and  practical  utility  as 
that  which  characterizes  this  dental  plate.  Vulcanite  was 
well  known  and  its  properties  familiar.  Gutta  percha  was 
also  well  known,  and  had  been  actually  manipulated  in  the 
dental  art.  The  whole  profession  had  been  earnestly  direct- 
ing its  attention  specifically  to  the  object  so  successfully  ac- 
complished by  this  invention,  yet  no  one,  until  Cummings 
suggested  it,  approximated  the  results  he  obtained,  nor  was 
this  great  improvement  rapidly  adopted  after  its  mention  in 
journals  peculiarly  accessible  to  the  profession.  It  made  its 
way  slowly,  and  only  with  the  aid  of  much  urgency  and  in- 
dustry, and  against  persistent  opposition,  to  nearly  universal 
adoption.  The  proof  develops  no  one  instance  of  its  use,  not 
traceable  directly  to  knowledge  derived  from  Cummings. 
However  plausible  may  be  the  argument,  that  because 
the  properties  of  vulcanite  were  well  known,  and  the  mere 
forms    of    these    plates    and    teeth   familiar,    there   was    no 
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novelty  in  the  invention,  yet  the  history  of  this  inven- 
tion demonstrates  that,  as  a  matter  of  fact,  the  highest  skill 
of  a  learned  profession,  with  all  its  elements  for  years  before 
them,  not  only  failed  to  discover  it  originally,  but  required 
years  of  argument  and  experiment  before  they  would  adopt 
it.  As  we  should  naturally  expect,  in  such  conditions,  there 
is  an  absence  in  the  record,  of  expert  testimony,  showing  that 
this  claim,  as  judicially  construed,  did  not  involve  invention. 
No  case  ever  before  us  more  eminently  called  for  the  appli- 
cation of  the  rule  so  frequently  relied  on  to  uphold  the  nov- 
elty of  inventions,  which  deduces  the  fact  of  novelty  from 
the  extent  of  the  revolution  immediately  resulting,  in  that  de- 
partment of  the  arts  in  which  they  are  employed. 

Formally,  the  objection  was  taken,  that  the  reissue  was  not 
warranted  by  the  original  patent.  The  present  claim,  as  con- 
strued by  the  court,  is  so  undeniably  indicated  in  the  original 
patent,  that,  although  we  did  not  understand  the  counsel  for 
the  defence  as  by  any  means  waiving  the  point,  we  did  under- 
stand, by  what  passed  at  the  bar,  and  explanations  that  were 
made  in  answer  to  interrogatories  from  the  bench,  that  little 
reliance  was  placed  upon  this  position.  No  useful  purpose 
would  be  subserved  in  noticing  it  further.  We  have  no 
doubt  whatever  the  reissue  was  warranted  by  the  original 
patent. 

It  is  also  insisted  that  the  complainants'  manufacture  was 
anticipated  by  several  pre-existing  dental  plates.  It  is  not 
deemed  necessary  to  contrast  any  of  these  devices  with  that 
before  us.  It  has  been  frequently  done  by  other  tribu- 
nals, before  which  they  have  also  been  proved,  and,  in  every 
instance,  judicially  pronounced,  to  be  wholly  unlike  that  de- 
scribed in  complainants'  claim.  There  is  not  sufficient  simi- 
larity to  demand  at  our  hands  a  comparison.  We  quote  again 
from  the  opinion  of  Judge  Shepley,  already  noticed,  the  con- 
clusion at  which  he  arrives,  after  a  careful  and  minute  discus- 
sion of  a  part,  and  a  general  reference  to  the  residue  of  the 
exhibits,  here  claimed  as  anticipating  the  patent.  After  dis- 
cussing the  cast-tin  plates  made  by  Hawes  and  Royce,  he 
says  :  "  Without  going  into  a  detailed  examination  of  the 
Wildman  plates,  made  by  casting  tin  around  the  roots  of  the 
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teeth  upon  gold  or  silver  plates  ;  the  unsuccessful  attempts  to 
use  gutta  percha  ;  the  experiments  of  Dr.  Hill  with  a  secret 
compound  of  gutta  percha  and  some  metallic  salt,  it  is  suffi- 
cient, to  state,  that  none  of  these,  much  less  any  of  the  printed 
publications,  of  which  notice  is  given  in  the  answer,  suggest  or 
describe  an  article  of  manufacture  substantially  like  that 
described  and  claimed  in  the  reissued  patent  on  which  this 
suit  in  equity  is  based." 

It  was  also  urged  on  the  argument  here,  as  it  has  been 
in  the  other  cases  referred  to,  that  the  rights  of  the  com- 
plainants had  been  forfeited  under  section  7  of  the  act  of 
1836,  as  amended  by  the  act  of  1839,  which  provides  that 
if  the  claimant  shall  suffer  his  invention  to  go  into  public 
use  with  his  consent  and  allowance  for  more  than  two 
years  prior  to  his  application  for  a  patent,  it  shall  be  deemed 
abandoned  ;  and  that  it  was  also  forfeited  under  section  8  of 
the  act  of  1836,  and  the  additional  act  of  1839,  providing  that 
if  the  invention  shall  be  patented  in  a  foreign  country  more 
than  six  months  prior,  and  be  introduced  into  public  and 
common  use  in  the  United  States  before  the  application  for  a 
patent,  it  shall  be  deemed  void.  Defendant's  counsel  concede, 
that  if  the  application  for  this  patent  was  made  in  1855,  in- 
stead of  1864,  then  these  objections  have  no  application,  be- 
cause no  use  whatever  was  proven  in  this  country,  nor  was 
the  patent  issued  in  England  before  that  date.  If  the  appli- 
cation, made  in  1864,  was  but  a  continuation  of  the  proceed- 
ing launched  in  1855,  so  that  we  may  consider  the  application 
then  made,  as  that  upon  which  the  patent  rests,  neither  the 
two  years  period  under  the  one  section,  nor  the  six  months 
under  the  other,  would  apply.  That,  within  the  meaning  of 
these*  provisions,  where  successive  applications  are  made  in 
the  procuration  of  a  patent,  and  there  is  no  proof  of  actual 
abandonment,  the  subsequent  application  will  be  deemed  a 
continuation  of  the  first,  is  fully  sustained  by  the  following" 
adjudications  :  Bell  v.  Daniels,  1  Fish.,  377,  Leavitt,  J., 
Southern  District  of  Ohio,  1858.  The  application  filed  Jan- 
uary, 1838,  was  then  rejected.  There  was  no  withdrawal.  In 
March,  1840,  a  new  application  was  filed,  and  a  patent 
granted  1840.    The  court  says  :  "  This  question  is  decided  by 
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section  7,  of  the  act  of  1836.  That  section  provides  that 
when  a  patent  is  refused,  the  application  shall  still  be  in 
force,  unless  the  applicant,  in  a  manner  pointed  out,  elects  to 
withdraw  it.'*  Blandy  v.  Griffith,  3  Fish.  616,  Southern  District 
of  Ohio,  Swayne,  J.,  1869.  The  application  was  filed  May  3, 
1856  ;  June  15,  1857,  rejected  on  appeal  ;  May  26,  1858,  last 
application  filed  ;  patent  granted  August  3,  1858.  Sales  by 
inventor  continuous  from  summer  of  1855.  The  applicant 
never  exercised  his  right  of  withdrawal.  Mr  Justice  Swayne 
says,  p.  617  :  "  The  application  of  May  26,  1858,  was  in  itself 
too  late.  But  we  think  it  may  be  properly  held  to  have  been 
in  the  nature  of  a  petition  for  the  review  of  the  previous 
rulings,  and  to  have  related  back  to  the  prior  application  ; 
and  that  the  final  action  of  the  Commissioner  was  not  origi- 
nal and  independent  action — but  a  renewal  and  elongation  of 
the  former  proceedings,  and  a  reversal  of  the  previous  re- 
jections." In  Godfrey  v.  Barnes,  1  Wall.  317,  application 
January,  1855  ;  rejected  May,  1855  ;  withdrawal  and  new  ap- 
plication, 1857  ;  sales  in  fall  of  1854  ;  patent  granted  March 
2,  1858  ;  Mr.  Justice  Swayne,  delivering  the  opinion  of  the 
court,  said  :  "  In  our  judgment,  if  a  party  choose  to  withdraw 
his  application  for  a  patent,  and  pay  the  forfeit,  intending  at 
the  time  of  such  withdrawal  to  file  a  new  petition,  and  he 
accordingly  do  so,  the  two  petitions  are  to  be  considered  as 
parts  of  the  same  transaction,  and  both  as  constituting  one 
continuous  application  within  the  meaning  of  the  law."  (pp. 
325-6.)  All  the  following  judgments  sustain  and  apply  the 
same  principle.  The  last  application  is  deemed  an  indivisible 
part  of  the  proceeding  commenced  in  the  first.  They  all  hold 
that  the  original  application  is  that  upon  which  the  law  con- 
siders the  patent  depends.  Clark  v.  Scott,  5  Fish.  250,  Blatch- 
ford,  J.  ;  Singer  v.  Braunsdorf,  7  Blatchf.  C.  C.  R.  521,  Blatch- 
ford,  J.  ;  M'Millin  v.  Barclay,  5  Fish.  198,  McKennan,  J.  ; 
Johnsen  v.  Fassman,  5  Fish.  473,  Woods,  J.  ;  Jones  v.  Sciuall, 
3  Off.  Gaz.  630,  Clifford,  J.  ;  Adams  v.  Edwards,  1  Fish. 
11,  Woodbury,  J.  ;  Adams  v.  Jones,  1  Fish.  527,  Grier  and 
McCandless,  J  J.  ;  Sayles  v.  C.  &  N.  W.  B.  B.  Co.,  2  Fish. 
526,  Drummond,  J.  These  decisions  dispose  of  the  objec- 
tions, that  the  rights  of  the  patentee  were  forfeited,  because 
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the  application  was  not  made  in  time.  This  disposition  of 
the  objection  of  forfeiture  renders  unnecessary,  what  we 
should  otherwise  deem  it  proper  to  show,  that,  in  order  to 
support  that  part  of  it,  resting  upon  the  issuance  of  a  foreign 
patent,  proof  should  be  given  connecting  the  complainant 
with  its  procuration. 

No  objection  was  more  strenuously  urged  than  that  predi- 
cated upon  Godfrey  v.  Eames^  1  Wall.  317,  which,  the  defend- 
ant claims,  intimates,  that  there  may  be  an  abandonment  in 
fact,  intermediate  the  first  and  succeeding  applications,  which, 
will  so  sever  the  proceeding,  as  to  make  the  patent  rest  in 
legal  contemplation  upon  the  last,  and,  if  two  years  before  it, 
the  thing  has  gone  into  public  use  with  the  consent  or  allow- 
ance of  the  patentee,   it  shall  be  deemed  abandoned.      To 
answer  this    objection,    and    negative   the   idea   that    Cum- 
mings,    by   his  delay   in  the   prosecution    of   his  claim,    in- 
tended to  abandon  it,  the  complainants  have  put  into  the  re- 
cord voluminous  proofs,  showing  a  continuous  and  persistent 
assertion  of  his  right  and  intention  to  maintain  it.     The  testi- 
mony shows  numerous  and  fruitless  attempts  to  procure  as- 
sistance to  defray  the  expenses  of  his  application,  by  offering 
shares  of  the  patent,  if  obtained,  and  otherwise,  and  in  the 
later  periods  of  his  delay,  such  a  degree  of  ill  health,  poverty, 
and   general  depression  on  his  part,  as  shows  good  reason 
why  he  did   not  prosecute  more  vigorously  his  application. 
The  facts  do  not  warrant,  nor  was  the  argument  pressed,  that 
there  was  fatal  delay  prior  to  1859.     At  that  time  Cummings 
had  become  insolvent,  and  his  health  seriously  impaired,  by 
chronic  diseases,  which  ultimately  terminated  his  life.     The 
testimony  leaves  no  room  for  any  doubt,  that,  after  this  period, 
he  wholly  ceased  to  furnish  any  considerable  part  of  the  sup- 
port to  his  family.     His  wife's  small  separate  property  was 
first  mortgaged,  and  then  sold,  to  procure  what  is  proved  to 
be  the  small  and  sometimes  too  scanty  expenditure    upon 
which   they   lived.      The   praiseworthy   efforts   of   his  wife, 
as  the  keeper  of  a  boarding  house,  the  pawning  of  her  few 
personal  ornaments,  and  her  general  care  and  support  of  a 
diseased  and  dispirited  husband,  present  a  picture  as  affect- 
ing as  it  is  demonstrative  of  Cummings'  inability,  from  sheer 
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poverty,  to  prosecute  his  application.  The  only  diligence 
of  which,  in  his  physical  and  pecuniary  condition,  he  was 
capable,  he  manifested  by  such  a  constant  reiteration  of  his 
rights,  as  showed  that  the  idea,  in  the  words  of  some  of  the 
witnesses,  "had  taken  complete  possession  of  his  mind," 
and  incapacitated  him  for  all  other  business.  His  offer  of  por- 
tions of  the  future  patent  were  frequently  repeated  during 
the  whole  period,  till  1864,  when,  after  its  partial  use  by  the 
profession  had  demonstrated  its  utility,  for  the  first  time  hrs 
proposition  was  accepted,  the  means  obtained,  and  the 
patent  procured.  His  history  and  condition  during  this  en- 
tire time,  exclude  the  idea,  that  he  intended  to  abandon  his 
claim.  The  prima  facie  evidence  of  a  contrary  intention, 
springing  from  the  fact  that  he  did  make  the  last  application, 
is  not  overcome  by  the  evidence  aliunde,  but  is  proven  to  be 
consonant  with  the  real  intention  of  the  inventor. 

There  is  one  most  remarkable  feature  in  several  of  the  dis- 
cussions of  this  subject  before  other  tribunals,  and  which, 
with  great  emphasis,  presented  itself  in  this.  We  do  not  refer 
to  it,  to  censure  counsel  in  the  present  cause,  as  those  of  equal 
eminence  have,  elsewhere,  in  the  presence  of  excited  defend- 
ants, made  similar  denunciations.  That  Gcodyear  should 
have  a  patent  for  vulcanite,  and  compel  dentists  to  pay  a  roy- 
alty for  using  it,  and  that  Cummings  should  procure  a  patent 
for  a  dental  plate  made  of  that  same  substance,  and  compel 
them  also  to  pay  a  tribute  for  its  use,  is  treated,  as  an  as- 
tounding novelty,  and  an  atrocious  fraud.  The  accident  that 
subsequent  transfers  have  lodged  the  present  patent  in  the 
same  hands  which  held  that  of  Goodyear,  presents  to  the  un- 
professional mind,  unacquainted  with  the  wholly  distinct  char- 
acter of  the  two  rights,  plausible  grounds  for  this  unfounded 
criticism.  A  large  share  of  the  strong  feeling,  and  the 
strong  conviction  that  injustice  has  been  done  the  dental  pro- 
fession, has  sprung,  from  what  seems  to  us,  a  wholly  unjusti- 
fiable perversion  of  the  most  familiar  truisms  in  patent  law. 
It  is  but  the  simple,  the  every  day  recurring  case,  where  one 
patentee  employs  the  invention  of  a  prior  one.  In  such  in- 
stances, it  must  be  true,  that,  he  who  uses  the  manufacture  or 
article  which  involves  both,  must  pay  a  royalty  to  each  in- 
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ventor.  Cummings*  invention  neither  authorized  him,  nor 
any  one  else,  to  use  the  invention  of  Goodyear,  nor  could  the 
latter  make  these  dental  plates  with  his  material  without  the 
consent  of  Cummings,  or  his  grantees.  When  Goodyear's 
patent  expired,  he  and  his  associates  had  just  as  much  right 
to  become  the  assignees  of  Cummings,  as  any  other  citizen. 
The  accidental  circumstance, that  the  same  man  issued  licenses, 
first  under  one  patent  and  then  under  the  other,  is  unimpor- 
tant, and  even  trivial.  Such  instances,  in  this  department 
of  business,  are  very  frequent,  and  the  union  of  such  interests, 
instead  of  being  injurious,  is  beneficial  to  the  public,  not  only 
from  the  economy,  but  the  convenience  of  procuring  licenses. 
Self-evident  as  this  is  to  the  legal  profession,  and  to  those 
dealing  in  this  species  of  property,  an  impolitic,  and  much  to 
be  regretted,  impression  has  been  created  in  the  minds  of  the 
dental  profession,  that  they  have  been  wronged,  and  actually 
oppressed,  by  what  has  been  termed,  "the  mercenary  mar- 
riage, or  illicit  connection,  of  these  two  rights."  It  would 
seem  too  evident  to  require  additional  illustration,  that  the 
rights  under  this  patent,  and  the  obligations  of  those  who  use 
it,  are  in  no  way  changed  in  the  slightest  degree,  by  the  im- 
material fact,  that  Goodyear  once  had  a  patent  for  vulcanite 
that  has  now  expired.  Its  use  is  free  alike  to  the  dentists 
and  these  complainants.  The  one  charges,  and  the  other 
pays,  neither  more  nor  less  than  if  vulcanite  was  a  natural 
substance,  common  as  ordinary  clay.  It  is  the  real  value  of 
Cummings'  invention  alone  which  is  sold,  and  which  they 
purchase  or  not,  as  they  please,  being  free  to  use  vulcanite 
without  any  royalty  whatever,  for  any  purpose  not  involving 
his  invention. 

Our  purpose,  in  thus  referring  to  a  few  of  the  reasons  which 
induce  us  to  decide  this  case  in  favor  of  the  complainants, 
upon  principle,  irrespective  of  the  prior  adjudications,  has 
been  to  suggest  to  the  numerous  other  defendants,  having 
like  cases  pending,  what  we  believe  to  be  the  uselessness  of 
additional  argument  before  subordinate  tribunals.  If  this 
patent  is  to  be  held  invalid,  after  so  many  judgments  sustain- 
ing its  validity,  we  are  clearly  of  the  opinion,  that  it  should 
be  done  by  the  court  of  last  resort.     The  interests  of  the  nu 
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merous  defendants,  now  litigating  in  the  circuits,  would  be  far 
better  promoted  by  an  early  appeal  to  the  Supreme  Court, 
than  in  wasting  so  much  time  and  money,  by  the  creation  of 
pumerous  similar  records,  and  paying  for  repeated  arguments 
before  co-ordinate  courts.  We  do  not  think  they  can  be 
effective  there,  without  a  violation  of  the  well-established  and 
necessary  principle,  to  which  we  referred  in  the  outset,  which 
renders  authoritative  upon  us  the  long  list  of  adjudications 
elsewhere  rendered. 

Decree  for  complainants. 

Benjamin  F.  Lee^  for  the  complainants. 

John  F.  Follet  and  Calvin  C.  Burt,  for  the  defendants. 


James  Gillespie 


vs. 
James  H.  Cummings.     In  Equity.* 

Where  the  bill  is  brought  for  the  infringement  of  two  separate  patents,  for 
improvements  in  the  manufacture  of  brooms,  owned  by  the  complain- 
ant, and  it  appears  that  the  broom  manufactured  by  the  defendant,  if 
an  infringement  at  all,  is  an  infringement  of  both  patents,  the  bill  is  not 
bad  for  multifariousness. 

Where  the  right  for  the  State  of  California,  to  two  patents,  alleged  to  be 
infringed,  has  been  assigned  to  complainant,  the  bill  brought  for  the 
infringement  of  the  two  patents  is  not  bad  for  multifariousness,  because 
the  assignment  of  one  of  the  patents  also  embraces  other  territory  than 
the  State  of  California. 

(Before  Sawyer,  J.f  District  of  California,  December,  1874.) 

Sawyer,  J. 

This  is  a  suit  in  equity  to  restrain  the  infringement  of  two 
certain   patents,  for    improvements    in    the    manufacture    of 

*  3  Sawyer,  269. 
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brooms,  one  dated  May  10,  1870,  issued  to  William  S.  Han- 
cock, and  the  other,  dated  August  2,  1870,  issued  to  James  H. 
Anderson,  the  right  to  one  of  which,  for  the  Pacific  Coast,  and 
to  the  other,  for  the  State  of  California,  have  been  assigned 
to  complainant.  .  Defendant  demurs  for  multifariousness  ; 
Firstly,  on  the  ground  that  the  infringement  of  each  patent 
is  a  separate  and  distinct  cause  of  action,  and  that  the  two 
cannot  be  joined  in  the  same  bill.  Secondly,  that  the  assign- 
ment of  the  patent  right  to  the  two  patents  is  not  for  the 
same  territory.  Although  it  might  be  more  directly  and 
specifically  alleged,  I  think  it  sufficiently  appears,  that  the 
same  broom  made  by  the  defendant,  if  an  infringement  at  all, 
must  be  an  infringement  of  both  patents.  There  is,  therefore, 
a  common  point  to  be  litigated,  and  much  of  the  testimony 
must,  from  the  nature  of  things,  be  applicable  to  both  patents. 
So,  also,  the  assignment  of  both  patents  embraces  the  State  of 
California.  Whatever  the  rule  might  be,  if  the  several  as- 
signments covered  no  part  of  the  same  territory,  these  assign- 
ments each  cover  the  State  of  California.  I  think  the  bill  not 
bad  for  multifariousness  on  either  ground.  The  principles 
laid  down  in  Nourse  v.  Alleny  3  Fish.  63,  and  Central  P<u. 
R.  R.  Co.  v.  Dyer,  1  Sawyer,  641,  appear  to  me,  applicable. 

Demurrer  overruled,  with  leave  to  answer  upon  the  usual 
terms. 

;    J.  V.  O'Brien,  for  the  complainant. 
Tully  R.  Wise,  for  the  defendant. 
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Susan  R.  Knox  et  al. 

vs. 

Arthur  H.  Loweree  et  al.    In  Equity. 

The  date  of  the  invention  in  this  case  held  to  have  been,  when  the  patentee 
had  a  machine,  embodying  it,  completed,  and  in  operation,  and  actual 
use,  although  the  use  was  private. 

Delay  in  filing  an  application  is  no  ground  for  charging  the  inventor  with 
abandonment,  if  he  was  residing  in  the  Confederate  States  during 
the  war,  and  guarded  the  invention  with  scrupulous  care,  and  there  is 
no  evidence,  that  any  knowledge  or  use  of  it,  reached  the  public. 

Making  the  lower  roll,  in  a  fluting  machine,  adjustable,  is  an  infringement 
of  a  patent  for  making  the  upper  roll  adjustable,  by  similar  means,  and 
for  the  same  purpose  ;  and  making  the  roll  adjustable,  by  a  rack  and 
pinion,  instead  of  a  screw,  is  also  an  infringement. 

(Before  Nixon,  J.,  District  of  New  Jersey,  December,  1874.) 

Nixon,  J. 

The  bill,  filed  in  this  case,  charges  the  defendants  with  in- 
fringing four  different  patents,  belonging  to  the  complain- 
ants, to  wit  :  1.  Patent  issued  to  Susan  R.  Knox  and  W. 
D.  Corrister,  April  3,  1866,  and  reissued  to  Susan  R.  Knox, 
assignee,  March  1,  1870,  No.  3,861.  2.  Patent  issued  to 
Susan  R.  Knox,  November  20,  1866,  and  reissued  to  her 
April  26,  1870,  No.  3,938.  3.  Patent  issued  to  Samuel  G. 
Cabell,  July  17,  1866,  and  reissued  to  Flora  B.  Cabell,  as- 
signee, March  1,  1870,  No.  3,856.  4.  Patent  issued  to  Flora 
B.  Cabell,  assignee,  November  10,  1868,  No.  83,924,  and  re- 
issued to  Flora  B.  Cabell  and  Susan  R.  Knox,  assignees, 
November  28,  1871,  No.  4,653. 

The  defendants,  in  their  answer,  deny  the  validity  of  these 
patents,  on  various  grounds.  They  allege,  that  the  complain- 
ants were  not  the  original  and  first  inventors  of  the  said  in- 
ventions, or  of  any  material  or  essential  parts  thereof  ;  that 
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there  was  a  prior  knowledge,  use  and  public  sale,  in  many 
parts  of  the  United  States,  of  machines  embodying  all  the 
principles  and  combinations  claimed  as  new  by  the  com- 
plainants; that  the  inventions  had  been  mentioned  and  de- 
scribed in  certain  printed  publications  ;  that  there  had  been 
an  abandonment  by  the  inventor  to  the  public  ;  and  that 
there  had  been  no  infringement  by  the  defendants  of  the 
rights  and  privileges,  alleged  in  the  bill  to  be  secured  to  the 
complainants,  by  their  several   letters  patent. 

On  the  argument,  the  court  understood  the  counsel  for 
complainants  to  waive  all  claim- to  recover  damages,  in  this 
suit,  for  infringement  of  the  two  patents  first  above  stated 
and  described.  We  have,  then,  left  for  consideration,  the 
question  of  the  validity  of  the  third  and  fourth  reissued 
patents,  and  whether  the  defendants  have  infringed  any  of  their 
claims.  It  will  be  observed,  that  these  refer  to  the  alleged 
inventions  of  Samuel  G.  Cabell,  the  assignor  of  the  com- 
plainants ;  and,  in  considering  their  validity,  the  first  in- 
quiry will  be  directed  to  the  date  of  his  said  inventions. 
He  claims  to  have  conceived  the  idea,  as  early  as  1852.  A 
rude  sketch,  marked  Ex.  P.,  is  introduced,  which,  he  affirms, 
was  made  in  that  year.  This  was  delivered  to  Howard  H. 
Young,  by  him,  at  Richmond,  Va.,  in  the  month  of  July, 
1862,  to  have  a  drawing  made  from  which  a  model  maker 
could  construct  a  machine.  Duplicates  of  the  drawings  then 
made  by  Young  are  exhibited,  Q1  and  Q2.  The  originals 
were  taken  by  Cabell  to  Montgomery,  Alabama,  in  the  same 
year,  and  he  had  a  fluting  machine  constructed  from  them  at 
the  Confederate  Ordnance  Department.  This  machine  was 
kept  under  his  own  control,  to  the  close  of  the  rebellion,  no 
one  being  permitted  to  use  it,  or  to  ascertain  the  methods  of 
its  operation,  except  his  wife,  in  the  privacy  of  their  own 
rooms.  His  testimony,  in  this  respect,  is  confirmed  by  Wil- 
liam V.  Boyd,  who  states,  that  he  casually  saw  it  in  opera- 
tion in  Mrs.  Cabell's  room,  at  a  hotel  in  Montgomery,  in  Jan- 
uary or  February,  1863  ;  that  it  was  before  June,  1863,  as  he 
left  the  city  in  May  of  that  year,  and  has  never  been  there 
since.  If  these  parties  speak  the  truth,  and  there  seems  to  be 
no  contradiction  or  impeachment  of  their  evidence,  it  is  safe 
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to  conclude,  that  the  invention  of  Cabell  was  embodied  in  a 
complete  working  machine  as  early  as  the  spring  of  1863,  and 
it  is  to  that  date  to  which  we  must  refer,  in  considering  the 
claim  of  prior  knowledge,  and  public  use,  of  the  alleged  in- 
vention. 

The  distinguishing  features  of  Cabeirs  machine  are  claimed 
to  be,  (1)  having  the  rolls  suspended  in  adjustable  or  move- 
able bearings,  with  means  for  elevating  or  depressing  them, 
so  that  the  fabric  to  be  operated  upon  may  be  inserted  or 
withdrawn,  between  their  open  ends  ;  and  {2)  having  the  rolls 
so  arranged,  with  reference  to  the  supporting  frame,  as  to 
leave  an  unobstructed  passage-way  for  the  fabric  at  right 
angles  to  their  axes. 

Is  there  any  evidence,  indicating  a  knowledge  or  use,  prior 
to  the  spring  of  1863,  of  a  fluting  machine  possessing  these 
special  characteristics  and  qualities  ?  Ex.  No.  1  and  Ex.  I, 
are  the  only  English  machines  produced,  that,  in  con- 
struction, resemble  the  complainant's,  and  which  embrace 
all  the  patentable  features  of  Cabell's  invention,  except 
that  their  upper  roll  is  not  suspended  in  adjustable  bear- 
ings, and  hence,  cannot  be  raised  or  separated  from  the  lower 
roll.  How  long  machines  of  this  character  have  been  in 
use  in  England  or  in  this  country,  does'  not  appear.  Mr. 
Falconer  was  introduced  by  the  defendant  to  testify  upon 
the  subject,  but  his  evidence  is  exceedingly  vague  and 
unsatisfactory.  But  there  is  one  fact,  in  regard  to  them, 
which  renders  it  quite  certain,  that  they  do  not  antedate  the 
invention  of  Cabell.  They  are  so  nearly  alike  in  principle 
and  form,  that  one  was  not  constructed  without  a  knowledge 
of  the  other.  And  yet  Exhibit  I.,  which  came  from  the  es- 
tablishment of  T.  &.C.  Clark  &  Co.,  of  Wolverhampton,  has, 
stamped  upon  it,  the  words,  "  Patented  November  22,  1866." 
When  we  recollect,  that  the  British  Statute  of  Monopolies,  on 
which  their  patent  system  rests,  allows  a  patent  only  for  what 
is  new  within  the  kingdom,  and  refuses  it  for  what  is  in  use 
at  the  time  of  the  application,  the  inference  is  strong,  if  not 
irresistible,  that  machines  such  as  these  exhibits,  were  un- 
known in  England  prior  to  the  year  1866. 

Much  testimony  was  offered  in  reference  to  the  French  ma- 
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chines,  marked  Exhibits  2  and  3  ;  the  German  machine.  No. 
4  ;  and  the  Adams  machine,  No.  5,  to  show  that  the  mn^lty 
of  the  Cabell  invention  was  inconsistent  with  the  man  mat  tare 
and  use  of  such  machines  in  France,  Germany  and  the  United 
States.  It  is  only  necessary,  to  observe,  in  regard  to  these  ex- 
hibits, (a)  that,  since  the  disclaimer  of  the  complainants  of  all 
claim  under  reissues  Nos.  3,861  and  3,938,  Ex.  \<>.  jt  with 
which  these  reissues  were  in  conflict,  has  been  left  out  of  the 
case  ;  (£)  that  no  evidence  is  offered,  proving  that  either  No.  3 
or  No.  5  was  in  existence  as  early  as  1863  ;  and  t)  L'lat,  as  to 
No.  4,  which,  more  fully  comprehends  and  emorares  th;:  idea 
of  the  Cabell  invention,  than  any  other  ni.-u  htne  exhibited,  it 
is  the  conviction  of  the  court,  after  a  catefnl  examination  of 
the  testimony,  and  of  the  machine  itself,  tl.at  the  witnesses, 
Lambrecht,  were  laboring  under  a  mistake  in  r?-ard  to  it, 
and  that  the  machine  gave  evidences  of  a  more  modern  origin 
than  their  evidence  would  lead  any  one  to  believe. 

The  defences,  that  the  alleged  invention  mi  A  been  described 
in  printed  publications,  and  that  there  he.  1  teen  an  abandon- 
ment of  the  same  to  the  public  by  th<  patentee,  were  not  in- 
sisted upon  at  the  argument,  ami  no  proof  has  been  found 
which  sustains  them.  The  length  of  time  elapsing  between 
the  date  of  the  invention,  and  th^  application  for  the  patent, 
is  explained  by  the  state  of  the  com  try  at  the  time,  and  the 
residence  of  the  inventor  witlvn  the  limits  of  the  so-called 
Confederate  government.  He  appears  to  have  guarded  his 
invention  with  scrupulous  care,  and  there  is  no  evidence  that 
any  knowledge  or  use  of  it  reached  the  public,  through  his  j 

instrumentality,  or  in  any  other  manner. 

With  regard  to  the  remaining  question  of  infringement,  the 
defendants  acknowledge  the  manufacture  and  sale  of  the  two 
machines,  marked  respectively  Exhibits  C  and  D,  and  popu- 
larly known  as  the  "  Eureka"  and  "  Peerless"  machines. 

The  claims  of  the  reissue,  No.  3,856,  are  seven  in  number, 
and  are  as  follows  :  "  1.  Suspending  the  upper  roll  of  a  fluting 
machine  in  adjustable  bearings  at  each  end,  so  arranged  as  to 
leave  an  unobstructed  passage-way  for  the  fabric  at  rigfet 
angles  to  the  plane  of  the  axis  of  the  rolls,  substantially  as  * 
described.     2.  Mounting  the  upper  roll  in  adjustable  bear- 


DECEMBER,    1874,  593 


Knox  v.  Luweree. 


ings  «tft  each  end,  one  of  which  shall  move  in  bearings  in  tbe 
frame  in  such  a  manner  as  to  guide  and  direct  the  vertical 
movements  of  the  roll,  as  set  forth.  3.  The  rigid  arm,  or  sup- 
port B,  located  above  the  rolls,  in  such  a  manner  as  to  leave 
an  unobstructed  passage  for  the  fabric,  in  combination  with  a 
roHratranged'to  be  raised  and  lowered,  substantially  as  de- 
scribed. 4.  The  yoke,  consisting  of  the  bar  B,  and  the  collars 
a  0,  one  of  which  is  made  detachable,  for  the  purpose  of  render^ 
ing  the  roll  detachable,  as  described.  5.  The  combination  of. 
the  upper  fluted  roll  A,  and  the  yojce  B,  having  one  of  its 
bearings  detachable,  constructed  and  arranged  to  operate 
substantially  as  described.  6.  A  lid,  or  cap,  G,  arranged  to 
close  the  end  of  the  hollow  rolls,  substantially  as  set  forth. 
7.  In  combination  with  the  fluted  rolls,  A  A,  supported 
in  bearings  at  each  end,  and  so  arranged  as  to  leave  an  unob- 
structed opening  between  their  outer  ends  for  the  introduc- 
tion of  the  fabric,  the  spring  B,  or  its  equivalent,  substan- 
tially as  and  for  the  purpose  set  forth." 

It  is  obvious,  that  the  claims,  which  embrace  the  substance 
of  Cabell's  invention,  are  the  first  and  third,  to  wit,  sus- 
pending the  upper  roll  of  the  machine  in  adjustable  bearings 
at  each  end,  in  combination  with  a  rigid  arm,  or  support, 
above  the  rolls*,  both  so  arranged  as  to  leave  an  unobstructed 
passage-way  for  the  fabric,  at  .right  angles  to  the  plane  of 
their  axes.  These  two,  seem  to  remedy  the  most  objection- 
able features  of  all  previous  machines,  and,  in  the  judgment  of 
the  court,  they  are  infringed  by  the  defendants,  in  the  manu- 
facture and  sale  of  the  Eureka  and  Peerless  machines,  The 
rack  and  pinion  of  the  Eureka,  by  which  the  movable  roll  is 
raised  and  lowered,  is,  doubtless,  a  mere  equivalent  for  the 
screw  of  Cabell  ;  and  it  required  no  exercise  of  invention  to 
make  the  lower  roll  adjustable  rather  than  the  upper  one,  as 
was  done  in  the  construction  of  the  Peerless  machine. 

We  do  not  deem  it  necessary,  for  the  decision  of  the  real 
questions  involved  in  the  present  controversy,  to  enter  into  a 
detailed  examination  of  the  several  claims  of  the  two  reissued 
patents-  Which  the  complainants  allege  have  been  infringed. 
Such  a  proceeding  tfoiild  protract  the  case  to  an  unreason- 
able length,  without  any  corresponding  benefit. 
vol.  1 — 38 
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In  regard  to  the  reissue  No.  4,653,  it  will  be  sufficient  to 
say,  that  the  only  claims,  which  appear  to  the  court,  upon  in- 
spection, to  be  characteristic  and  valuable,  are  the  first  and 
second,  both  of  which  are  infringed  by  the  manufacture  and 
sale  of  the  Eureka  and  Peerless  machines. 

There  must,  therefore,  be  a  decree  for  the  complainants 
against  the  defendants,  for  infringement  of  the  first  and 
third  claims  of  the  reissued  patent  No  3,856,  and  of  the  first 
and  second  claims  of  the  reissue  No.  4,653,  but  without  costs, 
and  it  is  ordered  accordingly. 

J.  J.  Coombs  and  F.  W.  Leonard,  for  the  complainants. 

N.  Perry,  Jr.,  for  the  defendants. 


George  H.  Wooster 

vs. 

Edmund  W.  Taylor,  Jr.,  et  al.    In  Equity/ 

A  patent  was  extended,  and  assigned,  as  extended,  to  W.,  who  entered  into 
an  agreement  in  writing,  under  seal,  with  T.,  which  set  forth  that  T. 
was  "  desirous  of  obtaining"  a  license  to  use  the  improvements  covered 
by  the  patent,  to  the  extent  of  the  use  of  the  article  necessary  to  his 
business,  and  that,  in  consideration  of  the  performance  by  T.  of  the 
covenants  in  the  agreement,  W.  granted  to  T.  the  license  to  use  the  im- 
provement to  said  extent  for  one  year,  at  a  specified  place,  *'  and  not 
longer,  otherwise  or  elsewhere,  without  written  permission  of  W.v  and 
that  T.  agreed  to  pay  a  specified  patent  fee,  and  to  stamp  each  article 
with  the  dates  of  the  patent  and  of  the  extension,  and  the  words  "  li- 
censed to  T.  only,"  and  thatW.  might  revoke  the  license  on  the  failure 
of  T.  to  perform  any  of  said  conditions,  in  which  case  it  should  cease, 
and  that  the  license  was  a  personal  privilege  to  T.,  and  no  right  to  use 
the  article  should,  under  it,  be  vested  in  any  purchaser  or  user  of  it, 
other  than  T.     After  the  expiration  of  one  year,  T.  continued  to  use 

*  12  Blatchf.  C.  C.  R.  384, 
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nineteen  of  the  articles,  claiming  that  he  had  I  hem  lawfully  in  nse  at 
the  expiration  of  the  first  term  of  the  patent,  and  that  by  virtue  of  Sec- 
tion 67  of  the  Act  of  July  8,  1870  (16  U.  S.  Stat,  at  Large,  209),  he 
had  a  right  to  continue  the  use  of  them  so  long  as  they  remained  capa- 
ble of  use.  W.,  on  bill  filed,  applied  for  an  injunction  to  restrain  such 
use  :  Held,  That,  as  T.  knew  all  the  facts  relied  on,  when  the  first  term 
expired,  and  when  such  license  was  given,  under  the  extension,  he 
waived,  by  taking  such  license,  any  rights  which  he  then  had  to  use  the 
nineteen  articles  ;  that  a  mistake  of  the  law  could  not  avail  to  destroy  the 
force  of  the  covenants  in  the  license  ;  that,  although  the  term  of  the 
license  had  expired,  T.  was  bound  and  estopped  by  the  recitals  and 
covenants  in  it ;  and  that  the  injunction  must  be  granted. 

Held,  also,  that,  as  the  license  was  granted  at  a  nominal  sum,  for  special  rea- 
sons, it  would  be  inequitable  to  allow  T.  to  evade  the  force  of  the  terms 
of  the  license,  when  he  did  not  set  up,  at  the  time  it  was  granted,  any 
then  existing  right  to  use  the  article. 

(Before  Blatchford,  J.,  Southern  District  of  New  York,  December,  1874.) 

Blatchford,  J. 

The  plaintiff  is  the  owner  of  reissued  letters  patent,  granted 
to  him,  December  10,  1872,  for  an  "  improvement  in  folding 
guides  for  sewing  machines."  The  original  patent  was 
granted  to  Alexander  Douglas,  as  inventor,  October  5,  1858, 
and  was  extended  to  him  for  seven  years  from  October  5, 
1872.  The  patent,  as  extended,  was  assigned  to  the  plaintiff, 
and  the  reissue  was  granted  to  him,  as  assignee.  The  plain- 
tiff now  applies  for  a  preliminary  injunction  to  restrain  the 
defendants  from  using  folding  guides,  or  binders,  for  sewing 
machines,  in  violation  of  the  patent. 

The  defendants  have  nineteen  of  such  guides  which  em- 
body the  invention  covered  by  the  patent.  They  claim  the 
right  to  continue  their  use,  on  the  alleged  ground  that  the 
nineteen  guides  were  lawfully  in  use  when  the  first  term  of 
the  patent  expired.  The  lawful  use  set  up  is  an  alleged  ver- 
bal permission  or  license  given  by  Douglas,  the  inventor, 
during  the  first  term,  in  pursuance  of  which  it  is  claimed  the 
nineteen  guides  were  made  and  put  into  use.  The  giving  of 
the  permission  is  denied,  and  it  is  further  claimed  on  the  part 
of  the  plaintiff,  that,  at  the  time  when  the  permission  is  al- 
leged to  have  been  first  given,  and  during  all  the  time  there- 
after until  the  expiration   of  the  first  term,  the  title  to  the 


596  SOUTHERN  DISTRICT  OF  NEW   YORK. 

Wooster  v.  Taylor. 

patent  for  the  first  term  had  passed  out  of  Douglas,  and 
was  held  by  one  Wheeler,  so  as  to  make  such  permission 
invalid  for  want  of  power  in  Douglas  to  grant  it.  But,  in 
the  view  I  take  of  the  case,  it  is  not  necessary  to  consider 
any  questions  arising  out  of  the  foregoing  matters,  for  the 
reason  that  another  aspect  of  the  case  is  controlling  against 
the  defendants. 

The  right  to  use,  set  up  by  the  defendants,  is  claimed,  as 
matter  of  law,  under  the  provision  of  section  67  of  the  Act  of 
July  8,  1870,  (16  U.  S.  Stat,  at  Large,  209,)  which  declares, 
that  "  the  benefit  of  the  extension  of  a  patent  shall  extend  to 
the  assignees  and  grantees  of    the  right  to  use  the    thing 
patented,  to  the  extent  of  their  interest  therein. "  The  alleged 
facts  set  up  as  constituting  a  lawful  use  of  the  nineteen  guides 
at  the  time  the  first  term  of  the  patent  expired,  were  known 
to  the  defendants  at  the  time  such  first  term  expired.     After 
the  extension  had  been  granted,  and  after  the  patent,  as  ex- 
tended, had  been  assigned  to  the  plaintiff,  an  agreement  in 
writing,  under  seal,  was  entered  into  between  the  plaintiff 
and  the  defendants.     This  instrument,  which  is  dated  Oc- 
tober 5,  1872,  after  reciting  the  granting  of  the  patent,  and 
its  extension,  and  its  assignment  to  the  plaintiff,  sets  forth, 
that   the  defendants   "  are  desirous  of  obtaining  a  license  to 
use  the   improvement  secured  by  said  letters  patent,  to  the 
extent  of  the  use  of  binders  necessary  to  their  business,"  and 
that  the  plaintiff,  "  for  and  in  consideration,  and  in  case  of, 
the  due  and  faithful  keeping  and  performing  of  each  and  all 
of  the  conditions,   agreements  and    admissions    hereinafter 
contained  to  be  kept  and  performed  by  the"  defendants,  has 
granted  to  the  defendants  the  license  "  to  use  the  said  im- 
provement to  said  extent,  for  and  during  the  space  of  one 
year  from  the  date  hereof,  at  their  place  of  business,  No.  55 
Hudson   Street,  in  the  city  of  New   York,  and  not  longer, 
otherwise  or  elsewhere,  without  written   permission  of"  the 
plaintiff.     The  instrument  then  proceeds  to  say,  that  the  de- 
fendants agree  to  pay  to  the  plaintiff,  as  a  patent  fee,  the  sum 
of  $100,  and  agree  to  stamp  on  each  folding  guide  used,  the 
words  :  "  Patented  October  5,  1858  ;  extended  September  24, 
1872;    licensed   to  Taylor  &  Woodbury  only."      There  are 


DECEMBER,    1 874.  597 


Wooster  v.  Taylor. 


agreements  by  the  defendants  not  to  contest  the  validity  of 
the  patent,  and  not  to  refuse  to  pay  the  license  fee,  although 
other  parties  contest  the  patent,  and  then  the  instrument  pro- 
vides, that,  on  the  failure  of  the  defendants  to  perform  any 
of  said  conditions  and  promises,  the  plaintiff  may  revoke  and 
annul  the  license,  "  in  which  case,  this  license,  and  all  rights 
and  privileges  hereunder,  shall  forever  cease  and  determine." 
The  instrument  further  provides,  that  the  license  is  "  to  be 
considered  solely  as  a  personal  privilege"  to  the  defendants, 
"  and  no  folding  guide  licensed  hereunder  is  to  be  considered 
as  lawfully  made,  so  as  to  vest  any  property  for  sale  of  the 
same  in  the  user,  or  so  as  to  permit  the  said  guide  to  be 
transferred,  so  as  to  vest  in  the  purchaser  or  user  other  than" 
the  defendants  "  any  right  to  use  the  same." 

It  is  contended  for  the  defendants  that  the  taking  of  this 
license  to  use  an  unlimited  number  of  guides  for  one  year 
was  no  waiver  of  any  right  which  they  had,  because  the  li- 
cense was  taken  under  a  mistake  of  law,  they  not  having,  at 
that  time,  been  advised  that  they  could  set  up,  in  law,  the 
right  to  use  which  they  now  set  up,  and  because  the  license 
covered  more  guides  than  the  nineteen  then  in  use  ;  and  that, 
when  the  license  expired,  the  defendants  were  remitted  to  all 
rights  which  they  had  at  the  time  the  license  was  taken. 

These  views,  it  seems  to  me,  are  not  sound.  On  the  con- 
trary, whatever  rights  the  defendants  had,  when  they  took 
the  license,  in  respect  of  the  further  use  of  the  guides,  they 
waived  and  surrendered  by  taking  the  license,  containing 
the  provisions  it  does  contain.  The  defendants  expressly 
show  that  they  have  never  used  any  guides  but  the  identical 
nineteen.  The  license  sets  forth  that  they  are  desirous  of 
obtaining  a  license  to  use  the  invention  patented,  to  the  extent 
of  the  use  necessary  to  their  business,  which  includes  the  fur- 
ther use  of  the  nineteen  guides.  This  is  inconsistent  with  their 
then  having  a  right  to  use  the  nineteen,  without  the  new  li- 
cense. The  license  is  not  limited  to  guides  in  excess  of  the 
nineteen.  Then,  the  license  is  to  use  the  guides  to  the  neces- 
sary extent  (and  which  necessity  is  shown  to  have  extended  to 
the  use  of  no  greater  number  than  the  nineteen),  for  one  year 
"and  not  longer"  or  otherwise,  without  written  permission 
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of  the  plaintiff,  and  the  keeping  of  the  agreements  made  by 
the  defendants  is  declared  to  be  the  consideration  and  condi- 
tion of  the  granting  of  the  license  by  the  plaintiff.  Then  each 
one  of  the  guides  used  (which  includes  the  nineteen)  is  to  be 
stamped  as  "  licensed,"  and  the  form  of  stamp  given  means 
a  license  under  the  extension  and  a  license  under  such  writ- 
ten license.  The  further  provisions  of  the  license,  as  before 
recited,  confirm  this  view.  No  mistake  of  fact  is  alleged,  nor 
any  fraud  on  the  part  of  the  plaintiff.  Mistake  of  law  fur- 
nishes no  ground  for  escaping  the  force  of  the  covenants  in 
the  license.  Although  the  term  of  the  license  has  expired, 
the  recitals  and  covenants  in  it  bind  and  estop  the  defend- 
ants. One  of  those  covenants  is,  that  in  consideration  of  the 
license  for  one  year,  the  guides  are  to  be  used  for  no  longer 
than  one  year. 

It  appears,  by  an  indorsement  on  the  license,  and  it  is 
shown  to  be  the  fact,  that  the  license  was  granted  for  the  sum 
of  lioo,  as  a  nominal  sum,  at  the  special  request  of  Douglas, 
and  that  such  sum  was  not  to  be  considered  as  a  sum  to  gov- 
ern the  price  of  any  other  license.  The  defendants  not  hav- 
ing set  up,  when  the  license  was  granted,  any  existing  right 
to  use  the  nineteen  guides,  and  the  plaintiff  having  licensed 
such  nineteen  guides  for  a  nominal  sum,  for  a  special  reason, 
it  would  be  inequitable  to  allow  the  defendants  to  evade  the 
force  of  the  terms  of  the  license,  for,  the  plaintiff  has  allowed 
them  to  enjoy  for  one  year,  without  molestation  and  for  a 
nominal  sum,  the  use  of  the  nineteen  guides,  when  it  is  mani- 
fest that  he  would  not  have  allowed  such  use  under  the  claim 
now  set  up,  without  resistance. 

The  motion  for  an  injunction  must  be  granted. 

William  D.  Shipman  and   Frederic  H.  Betts,  for  the   com- 
plainant. 

Z.  E.  Chittenden,  for  the  defendants. 
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William  W.  Pelton  et  al. 


vs. 


Gardner  Waters  et  al.    In  Equity. 

Where  there  are  two  interfering  patents,  the  patentee  of  the  invention  de- 
scribed in  the  patent  of  earlier  date,  is  entitled  to  the  presumption  of 
priority  and  novelty. 

If  between  the  first  and  second  application,  by  an  inventor,  for  a  patent,  he 
has  manifested  an  actual  intention  to  abandon  the  first,  the  patent 
granted  upon  the  second  application,  will  have  relation  to  the  time  of  the 
filing  of  that  application  only  ;  the  intention  manifested  by  the  patentee, 
to  abandon  the  first,  will  sever  the  connection  between  the  two  applica- 
tions. 

W.  and  T.,  having  filed  applications  for  patents  showing  substantially  the 
same  device,  at  the  respective  dates  March  31,  1868,  and  April  21, 
1868,  were  both  rejected.  T.  persisted  in  his  claim,  and  upon  appeal, 
secured  his  patent ;  while  W.  amended  his  application,  excluding  from 
his  claim  the  common  device,  and  thus,  without  appeal,  obtained  a  pat- 
ent of  narrow  scope.  Subsequently  learning  of  T.'s  patent,  he  filed  a 
second  application,  broad  enough  to  include  the  device  previously  omit- 
ted, and  in  the  consequent  interference  proceedings  with  T.,  was  ad- 
judged the  prior  inventor,  and  thereupon  obtained  a  patent  for  the  in- 
vention previously  patented  to  W.  :  Held,  in  a  suit  brought  by  T.  against 
W..  for  infringement,  that  W.'s  second  application  was  the  commence- 
ment of  a  new  proceeding,  to  which  alone  the  patent  granted  in  pur- 
suance of  it,  relates  ;  and,  therefore,  that  said  second  application  being 
subsequent  in  date  to  T.'s  patent,  the  presumption  as  regards  priority 
of  invention  was  with  T. 

The  accidental  making  of  an  improved  article  in  a  single  instance,  without 
knowledge  on  the  part  of  the  producer  of  how  it  was  accomplished,  or 
how  to  make  another  like  it,  is  not  invention. 

Letters  patent  for  "  Improvement  in  Lubricators,"  granted  to  Hiram  Tay- 
lor, June  23,  1868,  held  valid. 

(Before  Emmons  and  Swing,  JJ.,  Southern  District  of  Ohio,  December,  1874.) 

Gardner  Waters  filed  an  application  for  letters  patent  for 
an  "  Improvement  in  Lubricators,"  March  31,  1868.     On  the 
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21st  of  April,  1868,  Hiram  Taylor  made  an  application  for  a 
patent,  for  substantially  the  same  improvement.  Both  ap- 
plications were  rejected  by  the  examiner.  Waters  narrowed 
his  claim,  and  thereupon  received  a  patent  of  limited  scope  ; 
but  Taylor  persisted  in  his  claim,  and,  upon  appeal,  secured 
his  patent,  which  was  issued  to  him  June  23,  1868. 

When  Waters  learned  that  a  patent  had  been  issued  to  Tay- 
lor, with  a  '*  broad  claim,"  he  filed  a  second  application,  in- 
serting therein  a  claim  for  the  invention  substantially  as  cov- 
ered by  the  Taylor  patent,  and  demanded  an  interference, 
which  was  granted  him  ;  and,  upon  the  final  appeal  to  one  of 
the  judges  of  the  Supreme  Court  of  the  District  of  Columbia, 
he  was  adjudged  the  prior  inventor  ;  and  letters  patent  were 
accordingly  issued  to  him  June  29,  1869.  The  present  suit, 
under  the  Taylor  patent,  was  instituted  November,  1868 ; 
complainants'  testimony  was  duly  taken  after  the  issue  was 
joined. 

In  December,  1869,  defendants  filed  an  amended  and  sup- 
plemental answer,  claiming  that  Waters  was  the  first  inven- 
tor, and  setting  up  the  interference  decision.  Issue  was 
joined  upon  this  answer,  and  testimony  for  defendants,  and 
rebutting  proofs  for  complainants,  taken  and  filed  in  1870. 
At  the  hearing,  the  defendants  objected  to  a  certified  copy 
of  an  application  for  a  patent  made  by  the  complainant  Tay- 
lor, in  September,  1867 — which  it  was  claimed,  described  the 
device  in  controversy — on  the  ground  that  the  copy  of  the  ap- 
plication referred  to  drawings  as  being  a  part  of  the  original 
application  ;  no  drawings,  however,  being  attached  to  the 
copy. 

Emmons,  J. 

The  patent  of  the  complainant,  Taylor,  antedates  that  of 
the  defendant,  Waters,  and  he  is  entitled  to  the  presumption 
that  his  invention  is  novel.  The  presumption  is  of  impor- 
tance only  where  the  testimony  is  conflicting,  and  any  con- 
siderable doubt  is  involved  as  to  who  is  the  first  inventor.  It 
is  of  but  little  consequence  in  this  case.  It  has,  however, 
been  much  argued.  The  defendants  insist  that  Waters'  ap- 
plication was  made  earlier  than  that  of  Taylor,  and,  therefore, 
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his  patent  is  to  have  relation  to  the  date  of  its  filing.  As  a 
general  rule,  this  is  undoubtedly  true.  We  do  not  intend  to 
question,  or  even  qualify,  any  of  the  cases  on  the  subject, 
which  we  recently  considered  and  applied  in  the  case  of  the 
Dental  Vulcanite  Co.  v.  Willis.  These  judgments  assert  several 
exceptions  to  the  application  of  the  rule. 

If,  intermediate  the  first  and  second  application,  the  paten- 
tee manifests  an  actual  intention  to  abandon  the  first,  his 
patent  will  have  relation  to  the  last  one  only.  His  actual  inten- 
tion severs  the  proceeding.  The  law  deems  the  first  applica- 
tion terminated,  and  as  bearing  no  relation  to  the  patent, 
which  rests  solely  on  the  last  one.  A  withdrawal  of  a  first  ap- 
plication, and  the  reception  of  the  fee  paid  back  from  the  de- 
partment under  the  statute,  is  also  a  severance  of  the  proceed- 
ings. The  application  so  withdrawn  is  not  deemed  part  of 
any  proceeding,  under  a  subsequent  proceeding  for  a  patent. 
These  are  but  illustrations  of  exceptions  to  the  general 
principle,  which  deems  the  first  in  a  series  of  applications  for 
a  patent,  as  that  upon  which  a  patent  depends.  We  think  the 
case  before  us  comes  within  the  reason  of  these  exceptions.  Un- 
der the  first  application  of  the  defendant  Waters,  he  actually 
received  a  patent,  after  having  amended  his  specifications,  so 
as  to  exclude  the  present  device.  We  think  this  action  wholly 
terminated  the  first  proceeding.  It  was  ended  in  the  accom- 
plishment of  its  object.  The  decision  of  the  department 
was  acquiesced  in,  and  its  final  judgment  obtained.  The 
subsequent  application,  in  such  circumstances,  must  be 
deemed  the  commencement  of  a  new  proceeding,  and  as 
that  alone  upon  which  the  patent  granted  in  pursuance  of  it 
depends.  This  last  application  was  subsequent  to  that  of 
complainants'  patent ;  and,  as  they  are  both  for  precisely  the 
same  device,  the  presumption  is  in  favor  of  priority  of  inven- 
tion on  the  part  of  the  complainant  Taylor. 

He  testifies  that  in  the  fall  of  1866,  he  cast  an  impervious 
joint  upon  the  neck  of  a  bottle.  He  proves  his  statement 
by  a  blacksmith,  who  came  to  present  an  account,  and  saw 
such  a  bottle  in  his  shop  ;  and  his  brother  testifies  that  he, 
also,  saw  it  at  a  subsequent  period.  If  his  rights  depended 
upon  our  adopting  the  theory  that  he  completed  his  inven- 
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tion  at  that  time,  by  such  means,  we  should  dismiss  the  bill. 
Positive  as  the  testimony  is,  the  fact  of  success  at  a  period  so 
early  is  too  inconsistent  with  his  subsequent  conduct,  mani- 
festly evincing  an  entire  ignorance  of  the  thing  we  think  he 
subsequently  invented.  Such  singular  stories  are  incident  to 
nearly  all  these  controversies  in  reference  to  priority  of  inven- 
tion. Parties  frequently  prove  the  making  of  some  fixture 
which  is  destroyed  ;  of  some  model  which  is  lost ;  and  some 
conversation  which  has  never  been  acted  upon  sufficiently  early 
to  antedate  his  opponent.  We  could  give  many  reasons  why 
we  fear  the  history  of  this  bottle  finds  its  origin  in  the  fact 
that  the  defendants,  in  their  testimony,  places  his  discovery 
about  a  year  earlier  than  we  think  it  was  invented  by  any  one. 
Far  more  satisfactory  and  convincing,  is  the  proof  that  the 
complainants,  in  the  latter  part  of  1867,  and  subsequently,  were 
making  and  vending  in  large  quantities,  the  patented  device. 
The  defendants'  agent,  Pelton,  who  was  selling  at  that  time  a 
different  article  for  the  defendants,  in  the  fore  part  of  1868, 
bought  of  the  complainants  a  number  of  lubricators  of  the  kind 
in  question,  to  supply  the  place  of  an  inferior  article,  manu- 
factured by  the  defendants,  which  they  had  sold  for  them,  and 
which,  on  account  of  their  leaking,  had  to  be  supplied  by  a 
better. 

It  is  needless  to  recapitulate  the  proofs — they  are  abun- 
dant, and  uncontradicted — to  show  that  from  the  latter  part  of 
1867,  forward,  the  complainants  were  in  the  full  manufacture 
and  sale  of  the  patented  device.  There  is  no  satisfactory  evi- 
dence of  its  invention  before  that  date.  It  is  with  this  conces- 
sion that  we  grant  him  a  decree.  To  overcome  this  case, 
and  prove  the  defendant  to  be  a  prior  inventor,  he  himself 
swears  that,  in  the  latter  part  of  1866,  he  too  made  an  imper- 
vious joint  upon  the  neck  of  a  glass  globe,  tested  it  with  steam, 
and  placed  it  upon  the  cross-head  of  an  engine,  where  it 
worked  successfully,  as  he  proves  by  Henderson,  the  colored 
engineer,  for  three  successive  years.  The  witnesses  Reynolds 
and  Phillips,  with  more  or  less  confirmation,  sustain  Hender- 
son. We  are  absolved  from  the  duty  of  contrasting  this  proof, 
with  other  unquestioned  facts  in  the  case,  for  the  purpose  of 
ascertaining  whether  it  was  not  in  1867,  instead  of  1866,  that 
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this  successful  lubricator  was  made,  because  the  defendant  Wa- 
ters' own  statement  as  a  witness  renders  it  wholly  unnecessary. 
He  says,  most  explicitly,  that  though  he  did  succeed  acciden- 
tally in  making  one  close  joint  upon  the  neck  of  that  single 
globe,  he  tried  in  vain  for  five  months  thereafter  to  make 
another.  He  says  he  broke  many  bottles  in  the  attempt  ;  that 
he  did  not  even  partially  succeed,  but  in  a  single  instance, 
during  the  five  months  ;  and  that  one  leaked  so  badly  it  was 
unfit  for  use.  It  was  not  until  1868,  that  he  learned  how  to 
produce  a  close  joint  ;  and,  at  a  time  considerably  after  com- 
plainants were  publicly  manufacturing  them.  The  accidental 
making  of  this  one  joint,  without  any  knowledge  on  the  part 
of  the  producer,  of  how  to  accomplish  it,  with  utter  inability 
on  his  part  to  make  another  like  it,  is  not  invention.  His 
ignorance  was  so  complete,  concerning  the  mode  of  its  pro- 
duction, that  he  himself  swears,  he  not  only  did  not  attempt 
their  manufacture,  but  laid  aside  a  large  stock  of  material, 
during  this  period,  for  the  making  of  a  wholly  different  ar- 
ticle. These  he  did  manufacture  and  put  upon  the  market, 
through  Starr  &  Pelton,  his  agents.  He  not  only  had  not  in- 
vented a  close  joint,  but  he  had  so  little  hope  of  success,  that 
he  prepared  extensively  for  the  making  of  a  different  and  in- 
ferior lubricator.  In  these  circumstances,  a  single  fortuitous 
success  is  by  no  means  invention,  within  the  protection  of 
the  patent  law.  He  not  only  did  not,  and  could  not,  give  it  to 
the  public,  but  he  did  not  possess  it  himself.  It  might  as  well 
be  claimed  that  if  he  should  be  carrying  three  bottles  in  a  bas- 
ket, which  being  accidentally  broken,  their  contents,  mixing  in 
unknown  quantities  upon  the  earth,  makes  some  useful  com- 
pound, and  he  should  enter  upon  a  series  of  experiments  for  the 
purpose  of  ascertaining,  if  possible,  its  relative  proportions  ; 
but,  does  not  succeed  in  doing  so  until  after  another  has  suc- 
cessfully completed  the  discovery,  he  could  antedate  him  by 
proof  of  the  casualty  by  which  he  saw  the  same  thing  pro- 
duced. When  the  defendant  saw  the  first  bottle  on  the  cross- 
head  of  the  engine,  without  any  knowledge  of  the  mode  by 
which  he  could  make  another,  he  stood  in  no  other  relation 
to  it,  as  far  as  the  patent  law  is  concerned,  than  if  it  had  been 
placed  there  by  somebody  else. 
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It  is  not  necessary  to  consider  the  many  other  facts  in  the 
case,  which  tend  to  show  that  Waters,  in  fact,  obtained  his 
knowledge  of  the  device  from  Taylor.  We  refer  to  a  few  of 
them  only,  as  illustrating  the  rightfulness  of  the  principle 
we  apply  to  the  defendants'  testimony.  When  Pelton,  their 
agent  for  the  sale  of  a  different  manufacture,  as  late  as  1868, 
presented  the  defendants  with  one  of  the  complainants'  lu- 
bricators, they  pronounced  it  impracticable.  They  said 
they  could  not  be  profitably  made,  and  that  Pelton  did  not 
know  how  many  bottles  must  necessarily  be  broken  by  the 
complainants  in  making  their  lubricator.  Other  analogous 
proofs  exist.  We  refer  to  these  single  instances  only,  to  show 
the  inconsistency  of  treating  that  man  as  an  inventor,  who 
is  so  discouraged  by  his  own  failures,  and  the  repeated  break- 
ing of  his  bottles,  that  he  pronounces  the  attempt  impracti- 
cable, and  is  himself  at  that  time  manufacturing  a  different 
and  poorer  article,  nearly  a  year  and  a  half  after  the  mys- 
terious production  of  the  close  joint  which  the  court  is  asked 
to  believe  was  placed  upon  the  cross-heads  in  1866. 

We  think  the  presumption  of  the  law  arising  from  the  an- 
terior patent  of  the  complainants,  is  consonant  with  the  infer- 
ence of  the  fact  to  be  drawn  from  the  testimony.  The  com- 
plainant was  the  first  inventor  of  the  lubricator  described 
in  his  patent.  The  accidental  making  of  one  in  1866,  by 
the  defendant,  if  everything  occurred  precisely  as  he  swears 
it  did,  is  not  invention  in  any  sense.  There  can  hardly 
be  said  to  be  a  conflict  of  testimony  in  reference  to  the  fact, 
that  the  complainants,  for  many  months  before  the  defend- 
ants did  so,  manufactured  and  put  these  articles  on  the 
market. 

There  may  be  a  decree  for  the  complainants  in  the  usual 
form. 

Reuben  Ty/er,  for  the  complainants. 
£.  W.  Kittridge,  for  the  defendants. 
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Alfred  F.  Foster 


vs. 


William  M.  Lindsay  et  al.     In  Equity. 

Section  58  of  the  Patent  Act  of  1870,  authorizing  a  court,  in  a  suit  there- 
under, to  adjudge  and  declare  either  of  the  interfering  patents  void,  in 
whole  or  in  part,  is  broader,  in  its  application,  than  Section  16  of  the 
Patent  Act  of  1836  ;  and  under  the  Act  of  1870  the  court  may  review 
both  patents  on  their  merits,  and  decree  the  cancellation  of  either  or  both 
on  the  ground  of  want  of  novelty,  or  any  other  ground  that  would,  in  an 
action  for  infringement,  affect  the  validity  of  either  of  the  patents. 

The  case  of  Afowry  v.  Whitney,  14  Wall.  434,  in  which  Section  16  of  the 
Patent  Act  of  1836  was  construed,  considered  and  distinguished. 

In  a  suit  brought  under  Section  58  of  the  Act  of  1870,  to  repeal  an  interfer- 
ing patent,  a  motion  was  made  to  strike  out  such  part  of  defendants'  an- 
swer as  related  to  an  alleged  lack  of  novelty  in  the  invention,  covered 
by  complainant's  patent,  on  the  ground  that  the  object  of  the  statute  was 
merely  to  enable  the  complainant  to  determine  the  question  of  priority 
as  between  himself  and  his  adversary,  prior  to  going  before  the  public  to 
test  the  validity  of  the  patent  on  its  merits  :  Held,  That  this  allegation 
of  the  answer  was  admissible,  and  the  motion  was  accordingly  overruled. 

(Before  Treat,  J.,  Eastern  District  of  Missouri,  December,  1874.) 

This  was  a  bill  in  equity,  brought  under  Section  58,  of  the 
Patent  Act  of  1870,  for  the  repeal  of  certain  letters  patent 
granted  to  the  defendants,  April  14,  1874,  which  were  alleged 
to  be  for  the  same  invention  as  was  covered  by  a  patent 
granted  to  complainant,  May  12,  1874,  and,  therefore,  to  con- 
stitute an  interfering  patent.  The  defendants,  in  their  an- 
swer, besides  denying  that  their  patent  was  for  the  same  in- 
vention as  complainant's  patent,  and  alleging  that  they  were 
prior  in  date,  asserted  that  complainant's  patent  was  void  for 
want  of  novelty,  and  set  up  alleged  anticipations. 

The  case  came  up  upon  a  motion  made  by  the  complain- 
ant's counsel,  to  strike  out  that  part  of  the  answer  which  al- 
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leged  want  of  novelty  and  the  anticipations,  as  irrelevant  and 
immaterial.     In  support  of  the  motion,  and  in  behalf  of  com- 
plainant,  it  was  urged  that  the  object  of  section  58,  of  the  stat- 
ute, was  to  enable  the  patentee  to  remove  the  cloud  cast  over 
his  prima  facie  right,  by  the  improper  action  of  the  Patent  Office 
in  granting  two  patents  for  the  same  invention,  prior  to  going 
before  the  public  to  test  the  validity  of  his  patent  upon  its 
merits,  and  to  place  himself  in  the  same  position,  no  better 
and  no  worse  than  he  would  have  occupied  had  the  interfer- 
ence been  declared  and  determined,  as  it  should  have  been,  in 
the  Patent  Office  ;  that  it  was  the  design  of  the  section,  to  en- 
able the  patentees  to  determine,  between  themselves,  which 
was  prior  in  rights,  before  either  should  be  put  to  the  expense 
of  ascertaining  whether  his  patent  was  valid  as  against  the 
world  ;  that,  if  the  construction  was  otherwise,  the  patentee 
would  derive  no  advantage  whatever  from  this  section,  as  he 
could,  without  it,  in  an  action  for  infringement,  determine  the 
validity  of  the  respective  patents  ;  while,  if  he  was  obliged, 
in  an  action  under  the  section  in  question, to  establish  the  va- 
lidity of  his  patent,  he  would  be  put  to  the  same  trouble  and 
expense  as  in  an  action  for  infringement,  and  at  the  same  time 
fail  to  obtain  a  decree  for  profits  or  damages  ;  that  the  object  ol 
the  statute  was  not  to  provide  an  additional  mode  of  deter- 
mining the  validity  of  a  patent,  since,  if  it  were,  there  was  no 
reason  why  it  should  not  apply  to  the  repeal  of  other  patents, 
as  well  of  interfering  patents  ;  that  the  court  could,  under 
the  statute,  decree  the  cancellation  of  either  patent,  only  on 
the  ground  that  it  was  in  conflict  with  the  other,  since  the 
statute  makes  no  provision  for  cancellation  on  the  ground  of 
want  of  novelty,  or  upon  any  other  ground  than  the  existence 
of  the  other  patent  ;  that  the  statute  provides  in  terms  for  the 
repeal  of  either  of  the  interfering  patents,  but  not  of  both ; 
that  the  statute  provides  in  terms  for  the  defence  of  want  of 
novelty  in   an  action  for  infringement,  and  the  fact  that  it 
makes  no  such  provision  in  this  case,  supports  the  presump- 
tion that  it  contemplated  no  such  defence  ;  and  that  the  fstct 
that  an  earlier  patent  was  defective,  on  grounds  extraneous  to 
the  Patent  Office  record,  was  no  reason  why  a  later  patent, 
which  was  defective. on  the  very  ground,  and  the  only  ground 
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to  which  this  statute  referred,  should  not,  upon  that  ground, 
be  cancelled. 

It  was  insisted,  on  behalf  of  the  defendants,  that  the  com- 
plainant's right  of  action,  being  founded  upon  the  existence  of 
his  patent,  they  were  at  liberty  to  attack  its  validity  upon  any 
ground  that  affected  it. 

Before  Treat,  J. 

The  court  delivered  no  written  opinion,  but  after  stat- 
ing the  nature  of  the  motion,  and  the  character  of  the 
suit  in  which  it  was  made,  referred  to  the  16th  section 
of  the  statute  of  1836  as  analogous  to  the  one  it  was 
called  upon  to  construe.  The  case  of  Mowry  v.  Whitney, 
14  Wall.  434,  was  referred  to,  as  indicating  the  construc- 
tion put  upon  that  statute  by  the  Supreme  Court.  That 
was  a  suit  in  equity  for  the  repeal  of  a  patent,  on  the 
ground  of  fraud  in  the  extension  of  it,  brought  in  the 
name  of  a  party  who  had  been  sued  for  an  infringement. 
The  Supreme  Court  held  that,  "  no  one  but  the  govern- 
ment, either  in  its  own  name  or  the  name  of  its  appropri- 
ate officer,  or  by  some  form  of  proceeding  which  gives 
official  assurance  of  the  sanction  of  the  proper  authority, 
can  institute  judicial  proceedings  for  the  purpose  of  vacat- 
ing or  rescinding  the  patent  which  the  government  has 
issued  to  an  individual,  except  in  the  cases  provided  for 
in  section  sixteen  of  the  act  of  July  4,  1836  ;"  that,  under  this 
1 6th  section  the  court  was  only  authorized  to  try  the  con- 
flicts of  claim  arising  from  two  interfering  patents,  and 
only  to  annul  or  set  aside  one  patent  so  far  as  is  neces- 
sary to  protect  the  rights  of  the  other  party  ;  that  the 
decree  in  such  a  suit,  can  have  no  validity,  except  be- 
tween the  parties  to  the  suit,  and  that  tne  general  public 
is  left  to  the  protection  of  the  government  and  its  officers. 
The  court,  after  a  review  of  this  case  of  Mowry  v.  Whitney ', 
held  the  statute  of  1870  to  be  broader  in  its  application  than 
that  of  1836  ;  that  under  it  the  court  was  authorized  to  re- 
view both  patents  on  their  merits,  and  to  decree  the  can- 
cellation, not  only  of  either,  but  of  both  ;  and  that  it  might 
do  so  on  the  ground  of  want  of  novelty,  in  either,  or  both,  or 
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any  other  ground  that  would,  in  an  action  for  infringement, 
affect  the  validity  of  either. 

The  motion  was  accordingly  overruled. 

Hatch  &*  Parkinson,  for  the  complainant. 

Kellogg  &  Holmes ;  for  the  defendants. 


William  Wicke 


vs. 
Henry  Kleinknecht  et  al.    In  Equity. 

Where  a  machine  was  licensed  for  use  in  a  particular  territory  :  Iff  Id,  That 
the  use  of  it  by  subsequent  purchasers,  in  territory  other  than  that  for 
which  it  was  licensed,  was  unlawful. 

The  mere  fact  that  the  agent  of  tbe  patentee,  after  the  transfer  of  the  ma- 
chine to  the  unlicensed  territory,  demanded  of  the  purchasers  the  back 
royalties  due  upon  it,  for  use  in  the  licensed  territory,  conferred  no  right 
to  use  it  outside  the  territory  named  in  the  license. 

(Before  Blatchford,  J.,  Southern  District  of  New  York,  December,  1874.) 

This  was  an  action  brought  by  the  complainant, assignee  of  the 
invention  for  a  specified  territory,  under  the  patent  of  George 
Wicke,  granted  June  16,  1863,  for  a  "  machine  for  nailing 
boxes.' *  The  complainant,  by  assignment,  acquired  the  exclu- 
sive right  under  said  patent  for  the  State  of  New  York.  The 
remaining  territory  was  owned  by  the  original  patentee,  but  the 
complainant  was  his  attorney,  authorized  to  collect  royalties 
and  grant  licenses  for  said  territory.  Under  this  power  of  at- 
torney he  licensed  one  Oppel  to  use  one  of  the  patented  ma- 
chines in  Newark,  New  Jersey.  Oppel  sold  this  machine  to  the 
defendants,  who  took  the  same  to  New  York,  and  there  used 
it.  Suit  was  brought,  and  defendants  pleaded  an  implied 
license,  which,  they  claim,  they  derived  from  the  complainant, 
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through  his  demand  on  them  for  payment  of  certain  royalties 
due  from  Oppel  at  the  time  he  sold  the  machine. 

Blatchford,  J. 

The  evidence  in  this  case  leaves  no  doubt  that  the  plaintiff 
is  entitled  to  a  decree.  By  the  purchase,  by  one  of  the  defend- 
ants, from  Oppel,  of  the  machine  in  question,  and  by  the 
transfer  from  Oppel  to  such  defendants,  of  the  rights  of  Oppel, 
under  the  written  license  given  by  George  Wicke  to  Oppel, 
neither  of  the  defendants  acquired  any  right  to  use  such 
machine  in  the  territory  belonging  to  the  plaintiff  under  the 
patent. 

The  plaintiff  was  the  agent  of  George  Wicke,  in  respect  to 
the  license  to  Oppel,  and  he  never  demanded  any  license  fee 
from  either  of  the  defendants,  in  respect  of  any  other  use 
of  the  machine,  than  a  use  of  it  under  and  in  accordance  with 
the  terms  of  the  license  to  Oppel,  which  did  not  embrace  a 
use  of  it  in  territory  owned  by  the  plaintiff. 

Oppel  had  no  right  to  use  the  machine  in  the  plaintiff's 
territory,  and  could  convey  none.  The  plaintiff  has  given  no 
license,  direct  or  indirect,  express  or  implied,  to  either  of  the 
defendants  to  use  the  machine  in  his  territory. 

A.  V.  Briestn,  for  the  complainant. 

J.  Van  Santvoord  and  F.  Forbes,  for  the  defendants. 


vol.  1 — 39 
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The  Stilwell  and  Bierce  Manufacturing  Company 

vs. 

The  Cincinnati  Gaslight  and  Coke  Company  et  al. 

In  Equity. 

The  first  claim  in  reissued  patent,  for  feed-water  heater  and  filter,  granted  to 
E.  R.  Stilwell,  August  24,  1869,  which  is  for  "  filtering  material  F.  be- 
tween a  series  of  shelves  and  outlet  r,  substantially  as  described,"  held 
valid,  notwithstanding  the  fact  that  filters  had  been  used  for  freeing  the 
feed  water  for  boilers,  from  the  matter  held  in  mechanical  suspension 
therein,  and  the  further  fact,  that  heaters,  composed  of  a  series  of  shelves, 
had  been  used,  for  a  similar  purpose,  to  remove  from  the  water  the  mat- 
ter held  in  solution,  and  a  portion  of  that  held  in  suspension. 

Although  the  operation  of  neither  the  shelves  nor  the  filter  is  affected  by  the 
union  of  the  two,  in  the  same  machine,  a  new  result  is  produced,  inas- 
much as  the  water  is  passed  into  the  boiler  in  a  condition  different  from 
that  which  would  have  been  pruduced  by  either  of  the  devices  separately. 

The  Stilwell  patent  is  not  invalidated  by  the  earlier  English  patent  of  Wag- 
ner, since  it  is  doubtful  whether  Wagner's  device  could  be  practically 
used  with  success. 

There  is  no  force  in  the  objection,  that  the  Stilwell  patent  does  not  specify 
what  filtering  material  is  to  be  used.  The  patent  permits  the  use  of  any 
suitable  filtering  material,  and  persons  skilled  in  the  art  could  at  once 
use  the  invention  without  experiment  or  additional  invention. 

The  mere  making  of  a  model  by  a  party,  held  not  to  constitute  invention, 
as  against  a  patent  subsequently  granted  to  another  for  the  same  thing. 

(Before  Swing,  J.,  Southern  District  of  Ohio,  January,  1875.) 

Swing,  J. 

This  suit  is  brought  for  the  infringement  of  letters  patent, 
granted  to  E.  R.  Stilwell,  for  improvements  in  feed-water 
heaters  and  filters,  and  vested,  by  assignment,  in  the  com- 
plainants. Three  patents  are  claimed  to  have  been  infringed. 
The  first,  reissue  No.  2,160,  dated  January  23,  1866;  the 
second,  reissue  No.  3,618,  dated  August  24,  1869  ;  the  third, 
letters  patent  No.  93,244,  dated  August  3,  1869. 
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The  respondents  file  separate  and  joint  answers,  denying 
infringement,  and  that  E.  R.  Stilwell  was  the  original  inven- 
tor, and  setting  up  prior  invention  by  James  Armstrong,  and 
prior  use  by  sundry  persons,  named  in  said  answers. 

The  invention  described  in  the  first  patent,  relates  to  the 
means  of  supplying  water  to  a  "  feed-water  heater  and  filter," 
and  of  effecting  the  separation  of  foreign  elements  there- 
from ;  the  first  claim  of  which  is  as  follows  :  "  The  overflow 
box  c,  the  pipe  6,  arranged  with  reference  to  the  vessel  A, 
substantially  as  described,  and  for  the  purposes  specified." 
And  this  is  the  claim  alleged  to  have  been  infringed  by  the 
respondents. 

By  reference  to  the  specification  and  drawings  of  the 
patent,  it  will  be  seen  that  the  end  of  the  induction  pipe  B, 
through  which  the  water  flows,  is  so  placed  in  the  over- 
flow box  c,  as  to  be  completely  immersed,  whereby  the 
steam  is  prevented  from  entering  the  pipe.  It  is  not 
claimed  that  the  respondents  have,  in  fact,  any  such  over- 
flow box  as  complainants',  in  form  ;  but  it  is  contended, 
that  the  upper  plate  of  the  respondents'  heater  is  so  con- 
structed, and  the  end  of  the  induction  pipe  so  arranged,  as 
that  the  end,  in  fact,  is  immersed,  thus  accomplishing  the 
same  result  by  equivalent  means.  Upon  this  point,  there  is  a 
difference  in  the  testimony  of  the  witnesses  for  the  complain- 
ants and  respondents  ;  but  the  model  No.  4,  in  evidence, 
stipulated  by  complainants  as  correctly  representing  the  ma- 
chine of  the  respondents,  shows,  very  clearly,  that  by  its  rela- 
tions to  the  upper  plate  of  the  respondents'  machine,  it  cannot 
be  immersed  ;  the  space  between  the  discharge  orifice  of  the 
pipe,  and  upturned  sides  of  the  plate,  is  so  great,  that  by  no 
possibility  could  the  water  rise,  before  overflowing  the  plate, 
so  as  to  immerse  in  any  degree  the  pipe.  It  is  suggested 
by  counsel,  that  the  relations  of  the  pipe  to  the  plate,  may 
have  been  changed  after  the  witnesses  examined  the  ma- 
chine. As  to  that  we  cannot  speak  ;  but  it  is  stipulated 
that  the  model  correctly  represents  the  machine,  and  it 
shows  no  such  relations,  as  claimed.  The  first  patent  is  not, 
therefore,  infringed  by  the  respondents. 

The  invention  of  the  second  patent  is  set  forth  in  its  claims 
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as  follows  :  "  i.  Filtering  material  F,  between  a  series  of 
shelves,  and  an  outlet  r,  substantially  as  described.  2.  The 
arrangement  of  steam  inlet  *,  shelves  a,  af  filtering  material 
F,  and  outlet  r,  in  a  vessel  A,  substantially  .as  described.  3. 
Depositing  plates  af  a,  ay  constructed  and  arranged  substan- 
tially as  described.  4.  The  arrangement  of  steam  pipes  w, 
and  «,  with  reference  to  the  plates  0,  a,  0,  substantially  as 
specified.  5.  The  combination  of  the  vessel  A,  the  plates 
0,  a,  a,  the  plate  d,  the  steam  pipes  m,  n,  and  E,  and  water- 
pipes /!,  and  r,  substantially  as  described."  Complainants 
allege  that  the  first  and  second  claims  of  this  patent  are  in- 
fringed. 

The  first  claim  is  for  the  arrangement  of  three  elements- 
filtering  material,  a  series  of  shelves,  and  an  outlet — and  this 
arrangement  is  of  that  character,  that  the  filtering  material 
may  occupy  such  position  between  the  series  of  shelves  and 
the  outlet,  as  that  the  water,  after  flowing  over  the  several 
plates,  will  pass  through  the  filtering  material  on  its  way  to 
the  outlet. 

The  second  is  for  the  arrangement  of  steam  inlet,  shelves, 
filtering  material  and  outlet.  All  of  the  elements  em- 
braced in  these  claims  are  old,  and  have  in  some  way 
been  in  use,  and  connected  with  devices  for  heating,  purify- 
ing, and  separating  water  for  steam  boilers.  The  filter- 
ing material  is  found  in  the  Covington,  Greenfield,  Brown- 
ell  and  Seaward  devices  ;  the  series  of  shelves  in  the  Wag- 
ner, Hooton,  and  Burden  devices  ;  and  the  outlet  and  inlet 
in  all  the  devices  referred  to.  This  is  not,  therefore,  in  either 
V)f  the  claims,  a  combination  or  arrangement  of  any  new 
element,  or  new  elements  with  old  elements,  neither  is  it 
a  combination  of  old  elements  applied  to  a  new  purpose  ?' 
but  it  is  bringing  together,  and  combining  and  arranging  in  a 
single  machine  or  device,  that  which  existed  before  in  sev- 
eral, and  each  performing  the  same  office  in  their  new  relations 
which  they  did  in  their  old.  In  the  new,  the  water  passes  over 
the  shelves  in  a  thin  sheet,  is  subject  to  the  action  of  steam  pass- 
ing through  the  spaces  between  the  shelves,  and  in  this  way, 
and  by  these  means,  the  crystallizable  atoms  in  the  water  will 
be  deposited  upon  the  shelves,  and  the  water  will  be  consid- 
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erably  heated.  In  the  old,  the  water  spreads  in  very  thin 
films,  during  its  whole  course,  on  the  heated  partitions 
(shelves),  and  is  kept  constantly  boiling.  From  this  it  results 
that  all  matters  settling,  whatever  may  be  their  nature,  held  in 
suspension  or  solution,  are  not  only  divided,  but  a  portion  of 
them  are  brought  to  adhere  and  incrust  on  the  partitions 
(shelves),  where  they  gradually  deposit,  according  to  their 
density.  The  filtering  matter,  in  the  new,  is  to  deprive  the 
water  of  its  less  soluble  particles  of  matter,  and,  in  the  old, to 
free  it  from  any  sand,  mud,  or  other  foreign  matters  which 
may  be  mechanically  intermixed  therewith  ;  and  when  brought 
together,  as  in  complainants'  device,  it  is  difficult  to  see  in 
what  way  the  former  or  customary  action  of  either  is  modi- 
fied by  its  connection  with  the  other.  It  is  not  claimed 
that  the  relation  of  the  filtering  matter  with  the  shelves, 
causes  them  to  perform  any  new  office,  or  even  to  per- 
form their  customary  office  in  any  better  or  more  effective 
manner — no  increased  crystallization,  adhesion  or  incrustation. 
Neither  can  it  be  successfully  shown,  that  the  filtering  ma- 
terial, by  its  relation  with  the  shelves,  performs  any  new 
office  ;  it  is  for  freeing  the  water  from  matter  mechanically 
intermixed  with  the  water — mechanically  held  in  suspension — 
and  it  is  by  no  means  clear,  from  the  evidence,  that  its  relation 
enables  it  to  perform  this  office  in  a  more  effective  manner. 

If,  then,  the  operation  of  neither  is  affected  by  the  other, 
does  their  union,  their  action  in  the  same  device,  produce  a 
result  not  produced  by  some  of  them  separately  ?  By  the 
series  of  the  shelves,  the  matter  held  in  solution  was  crystal- 
lized, and  adhered  and  incrusted  to  the  plates,  and  a  portion 
of  that  held  in  suspension  was  also  deposited  upon  them  ; 
but  a  large  portion  of  the  matter  held  in  suspension,  still 
remained  in  the  water,  and,  from  the  lack  of  the  filtering  ma- 
teria], passed  into  the  boilers.  By  the  filtering  material  a  large 
portion  of  the  matter,  held  in  mechanical  suspension,  was  taken 
up  and  separated  from  the  water  ;  but,  from  the  lack  of  the 
series  of  shelves,  the  matter  held  in  solution  was  not  separated 
from  the  water,  but  passed  into  the  boiler  ;  but  by  combin- 
ing both  in  a  single  machine,  both  of  these  objects  are  ac- 
complished, and  the  water  is  passed  into  the  boiler,  in  a  con- 
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dition,  different,  from  that  in  which  it  was,  in  passing  from 
either  of  the  devices  after  their  separate  action  upon  it. 
If  this  be  so,  a  new  result  is  produced  by  the  union — a  re- 
sult not  previously  produced  by  either  of  the  elements  acting 
separately — which  removes  it  from  the  doctrine  of  aggrega- 
tion, as  laid  down  in  the  cases  of  Hailcs  v.  Van  Warmer,  5 
Off.  Gaz.,  91  ;  Birdsallv.  McDonald^  6  Off.  Gaz.,  682. 

Treating   the   invention,    then,  as  a  combination    produc- 
ing a  new  result,  is  it  novel  ?     It  is  not  contended  that  any 
of  the  devices,  relied    upon  by  respondents  as  anticipating 
complainants'  patent,  embraces  all  the  elements,   excepting 
that   patented    to    Wagner.      This,    the   respondents   say,  is 
a  complete  anticipation  of  the  invention  ;   and  their   expert 
witness,    who   seems   to  be    a  very   intelligent    man,    says : 
"  I  find  the  invention  claimed  in  said   English  patent  (Wag- 
ner's), when    compared  with  the  inventions  claimed    in   the 
complainants'  patents,  Nos.  2  and  3,  to  be  identical  in  prin- 
ciple   and    operation."     And    the    expert  witness    Millward 
says:  "I  am  of  the  opinion,   clearly,  that  the  said    English 
patent  (Wagner's)  cannot  be  justly  said  to  embrace  or  con- 
tain the  invention,  set  forth  in  the  first  claim  of  the  letters 
patent  No.  2,  for  the  reason  that  it  does  notrembody  filtering 
material  between  a  '  series  of  heating  shelves  and  its  outlet/  the 
filtering  material  being  located  in  the  outlet  pipe  itself  ;  that  its 
capacity  is  insufficient  to  perform  the  functions  of  Stilwell's  fil- 
tering material,  and  that  it  is  not  designed  to  perform  them.' 
In  speaking  of  the  third  and  fourth  claims  of  the  third  patent, 
he  says  :  "  There  is,  in  the  Wagner  patent,  no  upward  filter  at 
all,  and  no  mud  well,   from  which  mud  can  be  drawn  off 
while  the  heater  is  in  operation."  Again,  "  I  do  not  find  in  this 
English  patent  a  mud  well  below  a  series  of  shelves,  and  be- 
low an  upward  filtering  chamber  ;  and,  as  I  regard  the  con- 
struction and  arrangement,  as  essential  to  the  invention,  spec- 
ified in  the  fourth  claim  of  said  patent,  and  as  it  is  so  set 
forth   in   that  claim,  I   am  of  the  opinion,  that  the    English 
patent  of  Wagner  does  not  contain  or  describe  the  invention 
specified  in    said    fourth  claim."     Thus   we  have  two  men, 
well   versed   in    mechanical  and  chemical  science,  presenting 
to  the  court,  under  oath,  statements  diametrically  opposed  to 
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each  other  in  regard  to   the   principle  and  operation  of  the 
two  devices. 

Strictly  construed,  it  is  very  certain  that  the  Wagner 
patent  does  not  anticipate  complainants'  invention,  as  de- 
scribed in  the  first  and  second  claims  of  the  second  patent. 
Construed  broadly,  however,  it  may  not  be  so  clear  that  it  does 
not  anticipate  it.  It  has  the  series  of  shelves,  operating  sub- 
stantially in  the  same  way,  for  the  accomplishing  of  the  same 
purpose ;  it  has  filtering  material  between  the  series  of 
shelves  and  the  outlet,  and  there  is  what  may  be  called  a  mud 
well  ;  but  it  seems  clear,  from  the  testimony,  that,  from  the 
incapacity  of  the  filtering  chamber,  and  the  kind  of  the  filter- 
ing material  described  in  the  patent,  the  Wagner  device 
would  not  accomplish  the  results  as  efficiently  as  complain- 
ants'. 

The  superior  utility  of  complainants'  device,  over  that  of 
Wagner,  is  clearly  shown  by  the  evidence  in  the  case,  and 
is  sufficient,  :n  the  opinion  of  the  court,  as  against  the  Wagner 
device,  to  establish  its  novelty  ;  for  it  is  doubtful  whether 
Wagner's  could  be,  practically,  successfully  used.  Our  better 
opinion,  therefore,  is  that  the  patent,  either  strictly  or 
broadly  construed,  is  not  anticipated  by  the  Wagner  patent. 
It  is  said,  however,  that  as  no  kind  of  filtering  material  is 
mentioned,  and  no  function  is  mentioned  except  filtering,  if 
it  appears,  that  some  kinds  of  filtering  material  will  not  work, 
the  patent  is  void.  "By  the  act  of  Congress,  an  inven- 
tor is  to  describe  his  invention,  and  the  manner  and  pro- 
cess of  making,  constructing,  and  using  the  same,  in  such 
full,  clear  and  exact  terms  as  to  enable  any  person  skilled 
in  the  art,  to  make,  construct  and  use  the  same.  This 
specification  or  description,  is  addressed  to  persons  ac- 
quainted with  the  character  and  nature  of  the  business  to 
which  the  invention  relates,  and  it  is  only  necessary  that  it 
should  be  so  definite,  or  full,  as  to  enable  persons  of  competent 
skill  and  knowledge  to  construct,  produce,  or  use  the  thing 
described,  without  invention  or  addition  of  their  own,  and 
without  repeated  experiments.  The  description  in  the 
patent  is  not,  any  and  all  filtering  material,  but  is,  any  suit- 
able filtering  material.     Suitable  for  what  ?     For  performing 
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the  function  or  office  assigned  to  it,  to  wit,  the  separation 
of  the  solid  matter  from  the  hot  water.  This  could  hardly  be 
said  to  embrace  filtering  material  which  would  not  perform 
the  office  or  function  assigned  to  it.  The  persons  acquainted 
with  the  business,  in  which  this  invention  was  to  be  used,  were 
familiar  with  the  various  kinds  of  filtering  material  suitable 
for  this  purpose,  and  would,  at  once,  use  it  and  put  it  into 
operation,  without  invention,  addition  or  experiment.  The 
patent  is  not,  therefore,  for  that  reason,  void. 

Passing  from  the  second  to  the  third  patent,  the  third 
and  fourth  claims  of  which  it  is  alleged  respondents  infringe— 
the  third  claim  of  the  patent  is:  "The  filtering  chamber 
D,  constructed  and  arranged  substantially  as  described." 
Without  entering  into  an  extended  review  of  the  evidence 
upon  this  claim,  but  examining  it  in  connection  with  the  speci- 
fication and  drawings,  and  with  the  other  claims,  and  in  the 
light  of  the  state  of  the  art  at  the  time  of  the  invention,  I  do 
not  think  it  can  receive  that  broad  construction  necessary  to 
embrace  the  filtering-chamber  of  the  respondents,  and,  receiv- 
ing a  strict  construction,  respondents  do  not  infringe  this 
claim. 

The  fourth  claim  is  :  "  The  mud  well  G1,  arranged  below 
a  filtering  chamber  D,  in  combination  with  the  shelves  and 
steam  inlets,  substantially  as  described."  A  broad  construc- 
tion of  this  claim  would  embrace  the  defendants' mud  well. 
But  can  this  claim,  from  the  state  of  the  art,  and  fair  inter- 
pretation, receive  such  construction  ? 

Mr.  Mill  ward  says  :  "  Mud  wells,  as  employed  in  steam  boil- 
ers and  other  apparatus,  have  long  been  known  as  appli- 
ances for  the  collection  and  discharge  of  mud,  and  not 
simply  for  the  collection  only."  Mr.  Stilwell  was  familiar 
with  the  state  of  the  art,  at  the  time  he  prepared  his  specifica- 
tions, and  from  the  specification,  it  is  very  clear  that  he  had 
no  idea  that  he  was  claiming  as  his  invention  anything  but 
the  particular  mud  well,  which  he  described  in  his  specifica- 
tions and  drawings.  Theclaim  is  the  mud  well  Gl,  and  the 
mud  well  Gl,  is  described  in  the  specifications  and  drawings, 
as  below  the  strainer  G,  and  as  of  funnel  shape  and  form.* 
Could  complainant  have  entertained  the  idea,  that  he  could 
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remove  the  entire  mud-well,  shown  in  his  drawings,  and  de- 
scribed in  his  specifications,  below  the  strainer  G,  and  substi- 
tute in  the  place  of  the  strainer  G,  a  plate  at  the  terminus  of 
shell  A,  and  claim  the  space  between  the  filtering' chamber 
D,  and  such  plate,  as  the  mud  well  of  his  invention,  as  de-* 
scribed  in  his  patent  ?  I  think  not.  Nor  do  I  think  that  the 
specification,  drawings  and  claim,  when  fairly  construed  to- 
gether, will  bear  any  such  construction  ;  but  his  invention  was 
the  mud  well,  which  he  so  particularly  and  minutely  de- 
scribed, and  as  such,  is  not  embraced  in  the  defendants' 
device. 

The  only  remaining  question  in  the  case  is,  whether  the  sub- 
ject of  the  first  and  second  claims  of  the  second  patent,  is  the 
invention  of  E.  R.  Stilwell,  or  of  the  defendant,  James  Arm- 
strong ? 

The  defendants  claim,  that  the  device,  as  used  by  them,  was 
the  invention  of  James  Armstrong;  that  it  was  invented  by 
him,  and  put  into  public  practical  use,  in  the  latter  part  of  the 
year  1845  or  1846  ;  and,  have  introduced  in  evidence,  a  model, 
which  they  claim  represents  the  device  which  was  so  con- 
structed,, and  so  used,  and  which  was  made,  they  say,  by 
James  Armstrong,  in  1857,  a  period  before  complainant 
claims  to  have  invented  his  device.  As  bearing  upon 
the  date  of  the  existence  of  the  model,  and  the  construc- 
tion of  the  device,  and  its  public  use,  the  depositions  of 
eighteen  witnesses  were  taken  by  the  parties,  twelve  by  the 
respondents,  and  six  by  the  complainants.  Of  the  re- 
spondents' witnesses,  six  testify  in  relation  to  the  model,  and 
eight  in  relation  to  the  device.  The  six  witnesses  of  the  com- 
plainant were  all  examined  in  relation  to  the  alleged  construc- 
tion and  use  of  the  device. 

As  to  the  model  :  James  Armstrong  testifies,  that  he  made 
it  in  1857,  and  that  it  represented  the  machine  he  made  and 
used  in  1845  and  1846.  William  Armstrong  testifies,  that  he 
saw  the  model  in  1857.  Ruby  E.  Lucas  testifies,  that  she 
saw  the  model  in  i860,  under  peculiar  circumstances,  and 
placed  upon  it  the  initials  of  herself  and  friend,  which  she 
finds  upon  it  now.  John  G.  Sherwood  testifies,  that  he  saw 
it  in  the  spring  of   1862.     Olin    Armstrong  testifies,  that  he 
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saw  the  model  in  1861  or  1862.  Irwin  R.  Harris,  that  he  saw 
it  in  1863.  This  testimony  would  seem  to  establish  the  exist- 
ence of  the  model  at  a  period  as  early  as  1857. 

The   testimony   offered   by   the    respondents,   to   establish 
'the  existence   and   public  use  of   the  device,  is  as   follows: 
James  Armstrong    testifies  to   the  construction  and    use   of 
the  device  in  the  latter  part   of   1845,  or  fore  part  of  1846. 
William   H.    Armstrong  testifies  to   the  use   of    the  device, 
about  the  same  time  ;  he  also  gives  a  general  description  of  it. 
Robert  A.  Gettings  testifies,  that  he  helped  make  the  device; 
that  he  furnished  the  plank  ;  and  gives  a  general  description 
of  it,  but  does  not  remember  all  its  parts,  and  also  testifies 
to  the  use  of  it.     George  A.    Mead,  testifies  to  the  use  of  a 
long  box,  from  five  to  eight  feet  long,  with  an  upright  at  one 
end  ;  saw  Armstrong   repairing  it,  with  a  pipe  at  one  end. 
William   Cuykendall  testifies,  that  he  went  to  look  at  Arm- 
strong's mill,  and  saw  there  a  wooden  heater  in  a  rough  state. 
This  was  before  he  put  steam  in  his  mill,  which  was  in  1847. 
F.  W.  Owings  testifies,  that  he  drew  a  load  of  straw  to  the 
mill,  which  was  put  into  a  box,  which  was  used  for  filtering 
or  clearing  water.     The  box  was  square  one  way,  Aand  long 
the  other,  with  a  spout  on  one  end  of  it,  resembling  the  model 
of  1857.     David  Trucell  testifies,  that  he  heard  William  Arm- 
strong speak  of  a  heater  that  he  was  going  to  have  put  in 
the   mill  ;  didn't  say  whether    it   was  wooden  or   no  ;    but 
didn't  know  that  it  ever  was  put  in.     James   S.   McCarrell 
testifies,  that,  in  1867,  William  Armstrong  told  him  his  brother 
had  a  similar  machine  in  successful  operation,  several  years 
before  that,    at    his  saw   mill,    made  of   wood  ;  heated   the 
water,  and  removed  the  mud  before  it  went  into  the  boiler. 
Stephen   R.  Harris  testifies,  that  he  saw  the  model  in  1869, 
and  James  Armstrong  then  told  him,  that  it  represented  a 
heater  and  filterer  he  had  made  many  years  before  that,  in  a 
steam    mill    in    Huron    County ;    that   it  was  of  wood,    and 
worked  well  in  practice. 

The  testimony  offered  by  the  complainants  to  disprove  the 
existence  and  public  use,  of  the  device,  as  claimed  by  the  re- 
spondents  is,  first,  the  deposition  of  John  Collins,  who  testi- 
fies that  he  assisted  in  putting  up  the  works,  setting  the  en- 
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gine,  and  fixing  the  machinery  for  starting  the  grist  mill  ; 
that  the  heater  used  there  was  of  sheet-copper,  and  used  for 
five  months,  up  to  the  time  he  left,  and  there  was  nothing  of 
the  kind  described  by  Armstrong  used  while  he  was  there. 
Seymour  N.  Sage,  who  testifies  that  he  commenced  working 
for  Armstrong,  Long  &  Gettings,  in  the  New  Haven  Mills,  in 
the  fall  of  1845,  and  worked  there  till  the  first  day  of  Decem- 
ber 1846  ;  that  he  helped  get  out  the  timber,  and  put  up  the 
saw-mill  frame,  late  in  the  winter,  or  early  in  the  spring,  of 
1846,  and  helped  put  in  a  steam  engine,  a  tub-shaped  iron 
heater,  used  from  the  time  it  was  put  up  until  he  left  in  De- 
cember ;  that  they  never  used  the  device  described  by  Arm- 
strong in  that  or  any  mill.  John  and  William  Armstrong  were 
the  owners  while  he  was  there.  Corydon  Curtiss  testifies, 
that  he  was  frequently  at  the  mill,  from  1846  to  1847  ;  saw 
Seymour  Sage  there,  saw  cast-iron  heater,  but  did  not  see 
wooden  one  ;  thinks  if  one  had  been  used,  would  have  seen  it  ; 
cast-iron  heater  used  as  long  as  he  recollected  the  mill,  and 
don't  recollect  of  ever  seeing  any  other  heater  used  in  the  mill. 
Russell  Curtiss  testifies,  that  he  lived  near  the  mill  from 
1845  to  1847  ;  was  acquainted  with  Seymour  N.  Sage,  who 
sometimes  ran  the  engine,  and  sawed  in  steam  mill  about 
eight  months  ;  taught  Sage  how  to  ran  the  saw  mill  ;  re- 
collects something  they  called  a  heater  ;  thinks  it  was 
made  of  iron  ;  it  was  removed,  he  thinks,  in  March,  1847, 
and  thinks  he  put  the  heater  in  the  wagon,  and  thinks  he 
would  have  seen  the  wooden  heater  if  it  had  been  there. 
David  Turcell  testifies,  that  he  worked  in  Armstrong's  mill 
in  January,  1846  ;  that  he  worked  there  about  eight  weeks  ; 
an  iron  heater  was  used  while  he  was  there  ;  no  other  was 
used  ;  don't  think  Seymour  N.  Sage  worked  there  while  he 
was  there  ;  quit  before  he  came  ;  heard  Armstrong  speak  of 
getting  another  heater  ;  didn't  say  whether  it  was  to  be  a 
wooden  one  or  not,  and  don't  know  whether  he  ever  put  it  in. 
Asher  Taylor  testifies,  that  he  owned  an  interest  in  the  mill 
during  the  time  that  Finch  owned  an  interest  in  it.  "  I 
bought  after  he  did,  and  sold  before  he  did."  Thinks  he  pur- 
chased in  May,  1846,  and  sold  last  of  August  or  in  the  fall, 
but  not  certain  whether   1846  or  1845  ;  an  iron  heater  used 
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while  he  was  there,  and  no  other  that  he  remembers  while  he 
owned  the  mill  ;  if  there  had  been  a  wooden  one,  would 
likely  have  recollected  it.  George  W.  Benard  testifies,  that 
he  is  a  machinist,  lived  within  three-fourths  of  a  mile  of  the 
mill  ;  worked  in  it  while  it  was  owned  by  William  Armstrong 
and  Finch,  and  when  Mr.  Sage  was  there  ;  began  the  latter 
part  of  April  or  May,  and  worked  till  July  ;  about  a  year 
after,  worked  for  Taylor  ;  tore  out  fore-bay  and  engine  tim- 
bers ;  supposed  the  heater  made  of  cast  iron  ;  no  other  in  use 
while  he  was  there  ;  if  wooden  heater  had  been  there,  he 
thinks  he  would  have  known  it. 

Having  thus  show  what  the  evidence  upon  these  points  is, 
does  it  establish  the  fact,  that  the  patentee  was  not  the  first 
and  original  inventor  ?  The  presumption  of  the  law  is,  that 
he  was  the  first  and  original  inventor,  and  it  casts  upon  the 
respondents,  who  deny  it,  to  show  by  clear  and  satisfactory 
proof,  that  he  was  not.  The  evidence,  in  regard  to  the  exist- 
ence of  the  wooden  heater  at  the  Armstrong  mills,  is  very  con- 
flicting. On  the  one  hand,  the  witnesses  state  it  was  there 
and  used  ;  on  the  other  hand,  they  say  that  no  such  heater 
was  there.  Two  of  the  witnesses  for  the  respondents  say  they 
made  the  device  ;  yet,  on  the  other  hand,  witnesses,  who  are 
not  impeached,  say  they  worked  there,  during  the  time  that  it 
is  claimed  to  have  been  made,  and  the  time  when  it  is  said  to 
have  been  used,  and  no  such  heater  was  there  ;  and  others 
say  they  saw  it  there  ;  and  yet  others,  who  were  frequently 
there,  and  familiar  with  the  premises,  say  they  never  saw  any 
such  heater  there  ;  and  if  it  had  been  there,  they  would  have 
been  apt  to  have  seen  it.  Again,  the  time  when  it  is  claimed 
this  wooden  heater  was  used,  was  seventeen  or  eighteen  years 
before  the  witnesses  were  testifying,  and  nothing  is  heard  from 
it,  until  eleven  or  twelve  years  afterward,  when  it  is  claimed 
that  a  model  of  it  was  made  ;  but,  then,  no  effort  is  made  to 
procure  a  patent  for  it,  or  to  put  it  into  use,  for  more  than  ten 
years  after  the  making  of  the  model.  And  it  is  a  matter  not 
to  be  forgotten,  that  James  Armstrong,  in  1868,  took  out  a 
patent  for  a  device  different  from  that  of  the  model  of  1S57, 
which  he  claims  represented  his  invention  of  1S45  or  1846, 
and  that  afterward,  in  1869,  he  took  out  a  patent  for  substan- 
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tially  the  same  invention  represented  by  said  model.  If  the 
making  of  the  model  constituted  invention,  I  should  hold,  that 
the  proof  established  the  fact,  that  James  Armstrong  was  the 
prior  inventor  ;  but  that  does  not  constitute  invention,  and  it 
can  only  be  used  as  an  item  of  testimony,  reflecting  upon  the 
making  and  using  of  the  wooden  heater  in  1845  or  1846. 
Taking  it  in  connection  with  the  testimony  on  that  point,  and 
weighing  all  the  testimony  together,  T  cannot  say,  that  it  is  of 
that  clear  and  satisfactory  character,  as  requires  me  to  find 
that  James  Armstrong  invented  the  device,  as  claimed,  in  1845 
or  1846. 

It  results,  therefore,  from  these  findings,  that  respondents 
infringe  the  first  and  second  claims  of  the  second  patent ;  but 
do  not  infringe  the  first  and  third  patents,  as  alleged  in  the 
complainants'  bill. 

Wood  cV  Boyd,  for  the  complainants. 

Fisher  <5r*  Duncan  and  John  E.  Hatch,  for  the  defendants. 


The  Gilbert  and  Barker  Manufacturing  Company 


vs. 
Abraham  Bussing.    In  Equity.* 

The  plaintiffs,  in  a  suit  in  this  court  against  T.,  for  manufacturing  and  sell- 
ing gas  machines,  in  infringement  of  a  patent,  obtained  a  decree  re- 
quiring T.  to  account  for  his  gains  and  profits  from  such  manufacture 
and.  sale,  and  for  all  damages  sustained  by  the  plaintiffs  from  such  in- 
fringement by  T.  No  final  decree  had  been  entered.  The  plaintiffs 
then  brought  this  suit  against  B.,  for  infringing  the  patent  by  the  use  of 
a  machine  purchased  by  him  from  T.,  and  applied  for  a  provisional  in- 
junction to  restrain  the  further  use  of  the  machine  :  IIcldt  that  B.  ought 
to  be  allowed  to  give  security  for  the  payment  of  any  decree  that  might 

*  12  Blatchf.  C.  C.  R.,  426. 
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be  rendered  against  him,  and  that,  if  he  would  do  so,  the  injunction 
ought  not  to  be  granted. 

The  payment  of  an  amount  awarded  for  such  damages  by  a  final  decree  in 
the  suit  against  T.  would,  it  seems,  as  to  the  particular  machines  made 
and  sold  by  T.,  vest  in  the  purchasers  a  right  to  the  further  use  of  such 
machines. 

But,  until  such  payment,  no  such  right  can  vest. 

(Before  Woodruff,  J.,  Southern  District  of  New  York,  January,  1875.) 

Woodruff,  J. 

The  complainants  heretofore  filed  their  bill  in  this  court 
against  Oakes  Tirrell,  in  which  they  charge  him  with  infring- 
ing their  patent,  by  the  manufacture  and  sale  of  gas  machines, 
the  exclusive  right  to  the  manufacture  and  sale  of  which  they 
claim  under  their  patent.  The  decision  in  that  case  (12  Blatchf. 
C.  C.  R.,  144),  sustained  the  complainants'  patent,  and  held 
Oakes  Tirrell  an  infringer.  Thereupon,  an  interlocutory  de- 
cree was  entered,  requiring  the  said  Oakes  Tirrell  to  account 
to  the  complainants  for  all  gains  and  profits  made  by  him 
by  the  manufacture  and  sale  of  such  infringing  machines, 
and  for  all  damages  sustained  by  the  complainants  from 
the  infringement  of  their  patent  by  the  said  Tirrell.  That 
interlocutory  decree  is  in  full  legal  force,  and  may  be 
carried  into  execution,  so  that  the  complainants  may  have 
a  final  decree  for  such  gains,  profits  and  damages.  I  am 
inclined  to  think,  that,  if  that  final  decree  were  made,  and 
the  amount  which  should  thereby  be  awarded  to  the  com- 
plainants should  be  paid,  it  would  be  held  an  indirect  affirm- 
ance of  all  sales  made  and  accounted  for,  or  a  satisfaction  of 
the  damages  resulting  from  such  sales,  so  that,  as  to  the  par- 
ticular machines  so  made  and  sold,  there  would  result  to  the 
purchaser  a  right  to  hold  and  take  the  benefit  of  his  purchase. 
Possibly,  the  question,  whether  demanding  and  receiving 
from  Tirrell  the  mere  profits  of  the  manufacture  and  sale, 
would  include  the  profits  of  the  use  of  the  machine,  might 
arise  ;  but,  in  general,  the  sale  of  a  machine  to  a  purchaser  for 
use  carries  with  it  the  right  to  use  it,  the  presumption  being, 
that  whatever  license  fee  or  compensation  for  the  use  is  due 
to  the  vendor,  is  included  in  the  price.     So,  when  a  patentee 
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claims  and  recovers,  not  only  the  actual  gains  and  profits  of 
the  manufacture  and  sale,  but  all  the  damages  which  he  has 
sustained  therefrom,  it  is,  at  least,  to  be  presumed,  that  such 
recovery  embraces  all  the  profit  which  the  patentee  would 
have  received  had  he  made  and  sold  the  machine  to  such  pur- 
chaser with  the  like  incidental  or  consequential  right  to  use 
it.  I  do  not,  however,  mean  to  affirm  that  a  patentee  may 
not  have  a  decree  against  him  who  manufactures  and  sells  an 
infringing  machine,  and,  also,  a  decree  against  the  purchaser 
thereof,  enjoining  such  manufacture  and  sale,  and,  also,  en- 
joining the  future  use  of  the  infringing  machine  ;  but,  only, 
that  the  patentee  cannot  take  compensation  for  the  infringe- 
ment, including  manufacture,  sale,  and  use,  and  thereafter 
enjoin  that  use  for  which  he  has  taken  compensation.  The 
patentee,  in  such  last  supposed  case,  would  stand  very  much 
in  the  condition  of  one  who  sues  in  trover  for  the  value  of  his 
property  wrongfully  converted,  and  recovers  and  receives 
such  value,  in  compensation  for  his  damages.  He  thereby  so 
far  affirms  the  conversion  that  his  title  to  the  property  is 
gone.  But,  to  effect  this,  something  more  than  the  bringing 
of  the  action,  and  more  than  a  verdict  assessing  damages,  is 
necessary.     There  must  be  satisfaction. 

An  analogous  rule,  I  think,  applies  to  this  case.  The  com- 
plainants brought  their  suit,  and  have  established  their  title, 
as  against  Oakes  Tirrell,  to  full  compensation  ;  but  they  have 
not  received  such  compensation.  Non  constat  they  ever  will. 
On  the  contrary,  the  proof,  on  this  motion,  is,  that  he  is  in- 
solvent ;  and,  if  so,  a  final  decree  against  him  may  be  of  no 
value.  Such  interlocutory  decree  ought  not,  therefore,  to  be 
regarded  as  any  defence  to  the  purchaser  from  Tirrell.  Upon 
the  case  made  by  the  bill,  both  Tirrell  and  the  defendant 
were  tort-feasors.  Nothing  has  occurred,  by  reason  of  which 
the  defendant  is  enabled  to  say,  that  he  has  acquired  a  right 
to  use  the  infringing  machine.  Until  the  complainants  have 
received  some  compensation  or  satisfaction,  which  will  oper- 
ate to  vest  such  right  in  the  defendant,  he  stands  undefended 
— assuming  of  course,  the  validity  of  the  patent.  On  the 
other  hand,  I  think  the  complainants  can  be  fully  protected 
without  an  unqualified  injunction  pendente  lite.     The  defend- 
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ant  is  not  engaged  in  manufacturing  and  selling,  and  does 
not,  therefore,  interfere  with  the  business  of  the  complain- 
ants, by  competition  or  otherwise.  He  is  not  injuring  their 
business,  or  impairing  the  present  value  or  profits  which  they 
derive  from  their  monopoly.  He  has  a  single  machine,  con- 
nected with,  and  used  for  lighting,  his  private  residence.  It 
would  be  a  great  inconvenience  to  him,  and,  so  far  as  I  can 
perceive,  of  no  legitimate  advantage  to  the  complainants,  to 
compel  him  to  discontinue  that  use  while  this  suit  is  pending, 
especially  as  the  decree  which  the  complainants  may,  if  they 
so  elect,  have  against  Tirrell,  may  be  fully  paid  and  satisfied, 
in  such  wise  that  it  might  operate  as  satisfaction  of  the  en- 
tire wrong  in  which  both  Tirrell  and  the  defendant  are  par- 
ticipators. The  complainants  may  be  secured  ample  indem- 
nity, and  so  the  order  of  the  court  will  work  no  hardship. 

I  do  not  mean  to  intimate,  that,  on  the  final  hearing,  the 
complainants  may  not  be  entitled  to  a  perpetual  injunction 
against  the  defendant.  The  complainants  cannot  be  com- 
pelled against  their  will,  to  permit  the  defendant  to  use  their 
invention.  All  that  I  mean  to  hold  now  is,  that  the  complain- 
ants can  be  fully  indemnified  for  that  use  pending  this  suit, 
and  I  am  of  opinion  that  such  indemnity  will  protect  them, 
without  subjecting  the  defendant  to  needless  inconvenience 
and  expense,  until  his  rights  can  be  considered  and  decided 
on  a  final  hearing. 

Neither  the  moving  papers,  nor  those  used  in  opposition  to 
the  motion,  give  much  information  as  to  the  amount  of  secu- 
rity which  should  be  required  ;  and,  if  the  complainants 
deem  the  amount  which  I  suggest  an  insufficient  protection, 
I  will  hear  the  parties  on  the  settlement  of  the  order,  which 
will  be,  that  an  injunction  issue,  unless  the  defendant,  within 
twenty  days  after  service  of  the  order  on  his  solicitor,  files  a 
bond  to  the  complainants,  with  two  sufficient  sureties,  in  the 
sum  of  fifteen  hundred  dollars,  conditioned  for  the  payment 
of  whatever  decree  may  be  rendered  against  him  in  this  suit. 

Edwin  W.  Stoughtony  for  the  complainants. 

Edmund  Wetmore^  for  the  defendant. 
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The  Burleigh  Rock  Drill  Company 

vs. 
George  W.  Lobdell  et  al.    In  Equity. 

Where  a  preliminary  injunction  is  sought,  to  restrain  an  alleged  infringe* 
ment  of  a  patent,  and  acquiescence  alone  is  relied  upon  as  a  basis  for  the. 
injunction,  the  infringement  must  be  palpable. 

The  fact  that  a  defendant  is  using  a  machine,  openly  made  and  sold,  unde* 
patents,  and  which  the  manufacturers  have,  in  good  faith,  put  upon  the 
market,  in  open  competition  with  the  machines  patented  to  the  com- 
plainant, honestly  believing  that  they  were  not  infringing  complain- 
ant's patent,  though  no  defence  to  the  charge  of  infringement  at  the 
final  hearing,  is  a  reason  why  the  court  should  hesitate  to  interfere, 
before  the  final  decree,  in  a  case  where  there  is  no  suggestion  of  any  ir- 
remediable injury  in  the  intervening  time,  or  of  any  want  of  ability  to 
respond  to  any  judgment  which  may  finally  be  recovered. 

(Before  Shepley,  J.,  District  of  Massachusetts,  January,  1875.) 

Shepley,  J. 

This  is  a  motion  for  preliminary  injunction,  pendente  Hie. 

Although,  upon  a  careful  consideration  of  the  evidence  in 
the  record,  I  see  no  good  reason  to  doubt  the  validity  of  the 
two  patents  of  the  complainant,  which  alone  were  in  issue  at 
the  hearing  upon  this  motion,  yet  there  has  been  no  prior  ju- 
dicial adjudication  in  favor  of  their  validity.  The  acquies- 
cence in  the  patent  has,  it  is  true,  been  sufficient  to  lay  the 
foundation  for  an  injunction  pendente  lite,  in  case  of  a  clear 
substantial  identity  between  the  patented  invention  and  the 
infringing  device  ;  but  where  acquiescence  alone  is  relied 
upon  as  a  basis  for  the  motion  for  a  preliminary  injunction, 
the  infringement  must  be  palpable.  This  is  not  a  case  of 
wilful  infringement,  or  of  the  use  of  a  device  identical  with 
the  patented  one,  or  a  mere  colorable  attempt  to  evade  it. 
The  respondents  are  using  a  machine  openly  made,  and  sold, 
vol.  1 — 40 
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and  used  under  patents,  and  which,  in  good  faith,  the  manu- 
facturers have  placed  in  open  competition  with  the  machines 
made  by  the  complainants,  honestly  believing,  that  they  were 
not  trespassing  upon  any  rights  of  the  complainants. 

This  is  no  defence,  if  they  are  adjudged  at  the  final  hearing 
to  infringe  ;  but  it  is  a  reason  why  the  court  should  hesitate 
to  interfere,  before  the  final  decree,  in  a  case  where  there  is  no 
suggestion  of  any  irremediable  injury  in  the  intervening  time, 
or  of  any  want  of  ability  to  respond  to  any  judgment  which 
may  finally  be  recovered. 

Without  anticipating,  at  this  time,  any  conclusions  which 
may  with  more  accuracy,  and  more  appropriately,  be  drawn  at 
the  final  hearing,  and  remarking  only,  that  for  the  purpose  of 
the  hearing  on  this  motion,  I  treat  the  ninth  claim  of  the 
patent,  No.  52,960,  as  a  claim  for  a  combination  of  three  ele- 
ments, it  is  sufficient  to  decide  that  a  case  of  infringement,  is 
not  made  so  clearly  to  appear,  as  to  require  any  action  by  the 
court  in  the  nature  of  an  injunction,  at  this  stage  of  the  pro- 
ceedings. 

Motion  denied. 

C.  Smith,  for  the  complainants. 
C.  H.  Drew,  for  the  defendants. 
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The  Lyman  Ventilating  and  Refrigerator  Company 

vs. 
John  Southard.     In  Equity.* 

A  corporation  created  by  the  State  of  New  York,  and  having  its  principal 
office  in  the  Southern  District  of  New  York,  brought  a  suit  in  equity  in 
the  Circuit  Court  for  the  Northern  District  of  New  York.  On  a  motion 
by  the  defendant,  that  the  corporation  give  security  for  the  costs  of  the 
suit :  Held,  that  it  must  give  such  security. 

(Before  Wallace,  J.,  Northern  District  of  New  York,  January,  1875.) 

Wallace,  J. 

This  is  a  motion  by  the  defendant  to  compel  the  complain- 
ant to  file  security  for  costs.  The  complainant  is  a  corpora- 
tion created  by  the  laws  of  the  State  of  New  York,  and  its 
principal  office  is  located  in  the  city  of  New  York,  as  appears 
by  the  bill. 

The  provisions  of  title  2,  chapter  10,  part  3,  of  the  Revised 
Statutes  of  the  State  of  New  York,  relative  to  security  for 
costs,  are  adopted  by  the  rules  of  this  court.  If,  therefore, 
the  corporation  complainant  resides  in  the  city  of  New  York, 
it  is  a  non-resident  of  this  district,  and  not  within  the  juris- 
diction of  this  court.  A  private  corporation  must  be  held  to 
reside  where  its  principal  office  is  located.  Its  residence  de- 
pends, not  on  the  habitation  of  its  stockholders,  but  on  the 
official  exhibition  of  its  legal  and  local  existence.  Angell  & 
Ames  on  Corporations,  §  107. 

It  is  urged,  however,  against  the  motion,  that,  by  force  of 
section  985  of  the  Revised  Statutes  of  the  United  States,  Act 
of  May  20,  1826,  (4  U.  S.  Stat,  at  Large,  184,)  by  which  writs 
of  execution  upon  judgments  or  decrees  obtained  in  a  circuit 
court  of  the  United  States,  in  any  State  which  is  divided  into 

*  12  Blatchf.  C.  C.  R.,  405. 
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two  or  more  districts,  may  run  and  be  executed  in  any  part 
of  such  State,  any  decree  which  may  be  obtained  against  the 
complainant  can  be  enforced  in  this  district,  and  it  cannot  be 
said,  therefore,  that  it  resides  beyond  the  jurisdiction  of  the 
court,  within  the  meaning  of  the  rule.  The  same  argument 
was  held  untenable  at  a  very  early  day  by  the  High  Court  of 
Chancery  in  England,  where  a  rule  similar  to  the  one  under 
consideration  prevailed,  requiring  security  for  costs  on  the 
part  of  complainants  residing  out  of  its  jurisdiction  ;  and  it 
was  held  that  a  plaintiff  resident  in  Ireland  must  give  secu- 
rity, notwithstanding  the  act  of  41  George  III.,  by  which  an 
attachment  could  issue  to  Ireland  to  enforce  there  any  order 
or  decree  made  by  the  English  Court  of  Chancery.  Afullett  v. 
Christmas,  2  Ball  &  B.,  422  ;  Ker  v.  Duchess  of  Afunster, 
Bunb.,  35  ;  Hill  v.  Reardon,  6  Madd.,  46.  A  similar  conclu- 
sion was  reached  in  the  courts  of  this  State,  where  a  plaintiff 
residing  in  Brooklyn  was  required  to  give  security  for  costs 
under  the  Revised  Statutes,  in  an  action  in  the  Superior 
Court  of  New  York  city,  notwithstanding  the  statute  by 
which  judgments  of  that  court  could  be  enforced  in  any  part 
of  the  State.  Gardner  v.  Kelly,  2  Sandf.  S.  C.  R.,  632  ;  Bol- 
ton v.  Taylor,  18  Abb.  Pr.  Rep.,  385.  These  decisions  must 
be  held  decisive  in  the  present  case. 
The  motion  is  granted. 

William  H.  Bright,  for  the  complainant. 

Edward  W.  Paige,  for  the  defendant. 
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George  G.  Saxe  et  al. 

vs. 
A.  H.  Hammond  et  al.     In  Equity. 

The  manufacture  of  one  of  the  elements  of  a  patented  combination,  not 
proved  to  be  made  for  use  in  connection  with  the  other  elements,  is  not 
an  infringement  of  the  patent  for  the  combination. 

Different  parties  may  all  infringe,  by  respectively  making  or  selling,  each  of 
them,  one  of  the  elements  of  a  patented  combination,  provided  those 
separate  elements  are  made  for  the  purpose,  and  with  the  intent,  of  their 
being  combined  by  a  party  having  no  right  to  combine  them. 

A  patent  for  the  application  to  organs,  etc.,  of  any  means  of  agitating  the  air 
"  by  agency  external  to  the  wind-chest,  which  shall  not  check  the  flow 
of  the  air  past  the  reeds,"  so  as  to  produce  a  continuous  tremulous 
note,  instead  of  a  succession  of  notes,  is  not  infringed  by  the  manufac- 
ture of  a  wooden  fan  capable  of  being  so  applied,  unless  the  manufacture 
is  proved  to  be  for  the  purpose  of  such  application. 

Whether  such  a  device  would  infringe,  would  depend  upon  the  position  and  ar- 
rangement of  it  in  the  organ — whether  or  not  it  be  placed  external  to  the 
wind-chest,  and  whether  it  be  placed  so  as  to  cut  off  the  sound  and  pro- 
duce a  succession  of  notes,  or  merely  to  agitate  the  air,  and  vary  the 
notes,  without  interrupting  their  continuity. 

Where  complainants  had  licensed  large  numbers  of  manufacturers  to  put  a 
patented  tremolo  attachment  upon  their  instruments,  and  had  agreed  to 
license  all  reputable  makers  who  might  apply  ;  Held,  that  one,  who 
simply  made  and  sold  the  attachment,  could  not  be  held  as  an  infringer, 
unless  it  appeared  that  the  sale  was  to  an  unlicensed  manufacturer. 

Where,  in  a  suit  in  equity  on  a  patent,  no  infringement  is  found,  the  court 
will  not  pass  upon  the  question  of  the  novelty  of  the  patented  inven- 
tion. 

The  case  of  Wallace  v.  Holmes  commented  on  approvingly. 
(Before  Shbpley,  J.,  District  of  Massachusetts,  January,  1875.) 

Shepley,  J. 

This  bill  in  equity  alleges  that  the  defendants  infringe  cer- 
tain letters  patent,  reissued  to  the  complainants,  as  assignees 
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of  R.  W.  Carpenter,  on  the  5th  of  October,  1869,  No.  3,665, 
for  a  "  tremolo"  attachment  to  musical  instruments.  The 
defendants  deny  infringement,  and  allege  prior  knowledge 
and  use  of  the  patented  invention  by  La  Fayette  Louis  and 
others,  more  than  two  years  before  the  date  of  the  applica- 
tion of  R.  W.  Carpenter  ;  and  also,  that  the  same  invention 
and  discovery,  and  the  same  devices  described  in  said  patent, 
and  substantial  and  material  parts  thereof,  were  patented  on 
the  eighteenth  day  of  November,  1856,  to  La  Fayette  Louis. 

If  the  defendants  could  be  held  as  infringers  of  the  Carpen- 
ter patent — if  it  be  a  valid  patent,  and  not  anticipated  by 
the  devices  which  were  made  and  used  by  La  Fayette  Louis  at 
Chicago  and  other  places — it  would  be  necessary,  carefully, 
to  consider  and  decide  upon  the  probative  force  and  effect  of 
the  testimony  in  relation  to  those  devices  of  Louis,  which,  if 
the  testimony  of  the  witnesses  in  relation  to  them  is  to  be  re- 
ceived with  full  credit,  acted  substantially  as  agitators  to,  or 
reflectors  of,  the  waves  or  currents  of  air  passing  through 
the  reeds  in  the  musical  instrument,  and  not  as  valves  to  in- 
terrupt the  continuity  of  the  musical  notes.  If  they  operated 
in  the  way  first  described,  they  would  seem  to  have  operated 
in  the  same  manner,  and  with  the  like  result,  as  Carpenter's 
fan-tremolo,  although  Louis  appears  to  have  been  ignorant  of 
the  philosophy  of  the  operation — a  want  of  knowledge  which 
is  imputable  as  well  to  Carpenter,  and  even  to  those  who 
have  the  benefit  of  the  theories  (which  are  only  claimed  to 
be  theories,  of  the  most  learned  scientists  who  have  testified 
as  experts  on  this  subject).  If,  however,  the  evidence  in 
this  record  is  not  sufficient  to  charge  the  defendants  as 
infringers  of  the  complainants'  patent,  it  is  not  necessary 
to  decide  that  question  in  this  case. 

The  defendants  are  manufacturers  of  supplies  of  materials 
which  are  elemental  parts  of  organs  and  other  musical  in- 
struments. They  sell  to  the  organ  manufacturers.  It  is  not 
claimed,  that  they  have  made  any  musical  instruments,  or  sold 
any,  in  which  the  tremolo  attachments  of  any  kind  are  ar- 
ranged, or  to  which  they  are  applied  in  any  manner.  The 
complainants  allege, that  they  (the  complainants)  have  licensed 
large  numbers  of  manufacturers  to  put  these  fans  in  their 
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organs,  and  prove  that  they  agreed  to  license  every  reputa- 
ble manufacturer  who  should  apply.  There  is  no  evidence,  in 
this  record,  of  a  sale  to  an  unlicensed  manufacturer  of  organs. 
The  thing  made  by  the  defendants  is  shown  by  the  exhibit 
produced  in  the  case  ;  a  wooden  structure  of  the  simplest 
kind,  which  is,  in  itself,  no  infringement,  and  which,  in  order 
to  constitute  an  infringement  of  the  complainants'  patent, 
must  be  placed  by  an  unlicensed  manufacturer  in  a  musical 
instrument,  and  placed  in  a  certain  position  in  that  instru- 
ment, external  to  the  wind-chest.  A  revolving  fan  is 
not  new.  All  the  defendants  make,  is  a  fan  capable  of  being 
made  to  revolve.  The  complainants  claim,  as  their  invention, 
the  application  of  any  means  to  the  musical  instrument 
whereby  the  air  may  be  agitated  to  produce  a  tremulous  note 
*'  by  agency  external  to  the  wind  chest,  which  shall  not  check  the 
flow  of  the  air  past  the  reeds/ *  so  as  to  give  a  continuous 
tremulous  note,  but  not  cut  off  the  sound,  and  make  a  succes- 
sion of  notes,  instead  of  a  continuation  of  one  note.  Whether 
the  fan  made  by  the  defendants,  would  infringe  this  claim, 
when  placed  in  the  instrument,  depends  upon  the  position 
and  arrangement  of  it  in  the  organ,  whether  or  not  it  be 
placed  external  to  the  wind-chest ;  whether  it  be  placed  so  as 
to  cut  off  the  sound  and  produce  a  succession  of  notes,  or 
merely  to  agitate  the  air  and  vary  the  musical  notes,  without 
interrupting  their  continuity.  Even  if  all  these  alternative 
conditions  were  on  the  side  of  infringement,  there  must  be 
the  additional  element  of  a  sale,  for  use,  by  an  unlicensed 
manufacturer,  which  is  not  proved  in  this  case. 

The  complainants  rely  upon  the  case  of  Wallace  v.  Holmes, 
9  Blatchf.  C.  C.  R.,  65.  There  can  be  no  doubt  as  to  the 
soundness  of  the  conclusions  of  the  court  in  that  case,  or  the 
cogency  of  the  reasons  given  by  the  learned  judge  (Wood- 
ruff), in  his  opinion.  But  without  rehearsing  the  facts  in  that 
case,  it  is  sufficient  to  say,  that  they  were  very  different  from 
the  case  now  before  the  court.  The  gist  of  the  decision  in 
that  case  was,  that  the  actual  concert  of  the  makers  of  the 
different  elements  in  the  combination,  was  a  certain  inference 
from  the  facts  in  that  case,  and  the  distinct  efforts  of  the  de- 
fendants, to  bring  into  use  those  elements  of  the  combination 
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which  comprised  the  whole  invention,  although  they  could 
not  be  used  without  adding  one  other  element,  were  found 
to  be  proved.  No  such  state  of  facts  is  proved  in  this  case,  as 
has  already  been  shown. 

I  must,  therefore,  repeat  what  I  stated,  to  counsel,  at  the 
argument  of  the  cause.  As  defendants  only  make  one  ele- 
ment of  the  patented  invention,  in  order  to  hold  them  guilty, 
I  must  find  proof  connecting  them  with  the  infringement. 
Different  parties  may  all  infringe,  by  respectively  making  or 
selling,  each  of  them,  one  of  the  elements  of  a  patented  com- 
bination, provided  those  separate  elements  are  made  for  the 
purpose,  and  with  the  intent,  of  their  being  combined  by  a 
party  having  no  right  to  combine  them.  But  the  mere  manu- 
facture of  a  separate  element  of  a  patented  combination,  un- 
less such  manufacture  be  proved  to  have  been  conducted  for 
the  purpose,  and  with  the  intent  ofaiding  infringement,  is  not, 
in  and  of  itself,  infringement.  A  patent  is  valid  for  a  new 
combination  of  old  elements.  A  person  who  uses  one  or 
more  of  the  old  elements  is  not  an  infringer,  unless  he  uses 
the  new  combination.  Prouty  v.  Ruggles,  16  Pet.  336,  341  ; 
Byam  v.  Farr,  1  Curt.  C.  C.  R.  265  ;  Foster  v.  Moore,  1  Id.  288  ; 
Fames  v.  Godfrey,  1  Wall.  80.  The  use  of  a  part,  less  than  the 
whole,  is  no  infringement. 

I  infer,  from  the  remarks  of  counsel  at  the  argument,  that, 
although  defendants  deny  infringement,  and  do  not  waive 
this  defence,  it  is  desired  that  the  court  should  pass  upon  the 
question  of  the  validity  of  the  interfering  patents  for  the  re- 
spective inventions  of  Louis  and  Carpenter.  If  the  court 
should  find  the  complainants'  patent  to  be  valid,  no  decree 
could  be  made  in  their  favor,  as  defendants  do  not  infringe. 
To  find  the  complainants'  patent  invalid,  in  a  case  in  which 
the  defendants  do  not  infringe,  would  partake  too  much  of 
the  nature  of  a  moot  case 

Bill  dismissed. 

Whitney  &*  Beits,  for  the  complainants. 

CausAn  Browne,  B.  F.  Valentine,  and    IV.   W.  Blackmar,  for 
the  defendants. 
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Otis  Tufts  et  al. 

vs. 

The  Boston  Machine  Company.    In  Equity. 

In  view  of  the  prior  state  of  the  art,  the  twelfth  claim  of  the  patent  for  im- 
provements in  hoisting  apparatus  and  elevators,  granted  to  Otis  Tufts, 
August  9.  1859,  No.  25,061,  which  is  for  "  passing  the  shipping-rods,  and 
the  cord  or  rod  that  operates  the  friction-brake,  through  the  car  or  plat- 
form, for  the  objects  and  purposes  set  forth,"  must  be  construed  strictly 
in  accordance  with  its  language,  as  a  claim  for  passing  the  described 
shipping  rods,  and  the  described  cord  or  rod  operating  the  friction-brake, 
or  their  equivalents,  through  the  car  or  platform,  for  the  purposes  set 
forth. 

The  first  claim  of  the  patent  for  improvements  in  the  mode  of  suspending 
and  operating  elevators,  etc.,  granted  to  Otis  Tufts,  May  28,  1861,  No. 
32,441,  which  is  for  "  constructing  an  elevator,  or  hoisting-apparatus, 
with  a  series  of  two  or  more  hoisting  ropes  or  chains,  having  independent 
attachments,  and  winding  simultaneous!)'  upon  the  hoisting-drum,  for 
greater  safety,  substantially  as  described,"  held  invalid  for  want  of  nov- 
elty. 

The  second  claim  of  the  patent  of  May  28,  1861,  for  "  equalizing  the  strain 
upon  the  series  of  ropes  or  chains  of  my"  (Tuft's)  '*  improved  elevator  or 
hoisting-machine  by  automatic  adjustment,  substantially  as  described," 
held  invalid  for  want  of  novelty. 

The  first  clause  of  the  patent  granted  to  Otis  Tufts,  Dec.  11,  1866,  No. 
60,443,  for  improvement  in  means  for  guiding  elevators,  held  invalid  for 
want  of  novelty. 

(Before  Shepley,  J.,  District  of  Massachusetts,  January,  1875.) 

Shepley,  J. 

This  is  a  bill  in  equity,  brought  for  alleged  infringement  of 
letters  patent,  issued  to  Otis  Tufts,  dated  August  9,  1859, 
and  extended  seven  years,  for  improvements  in  hoisting-ap- 
paratus, and  adapting  that  apparatus  for  use  as  a  passenger 
elevator,  for  carrying  persons  to  and  from  the  different*stories 
in  hotels  and  other  buildings  ;    and  also  of  letters-patent, 
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dated  May  28,  1861,  for  improvements  in  the  mode  of  sus- 
pending and  operating  the  elevator.  Also  for  infringement 
of  letters  patent,  dated  December  11,  1866,  for  improvements 
in  the  mode  of  adjusting  the  length  and  tension  of  the  ropes 
of  an  elevator:  and  of  letters  patent,  dated  December  11, 
1866,  for  an  improvement  in  elevator  guides.  All  of  these 
patents  were  duly  assigned  to  complainants. 

The  twelfth  claim  in  the  patent  of  August  9,  1859,  No.  25,- 
061,  is  the  one  on  which  infringement  is  claimed,  and  is  as 
follows  :  "  I  claim  passing  the  shipping-rods  and  the  cord,  or 
rod  that  operates  the  friction -brake  through  the  car  or  plat- 
form, for  the  objects  and  purposes  set  forth.' '    The  shipping- 
rods,  are  described  in  the  specification,  as  passing  up  through 
the  car  the   whole  height  of  the  building,  and  operating  a 
shipper,  by  which  the  driving-belt  is  shipped  from  a  fast  to  a 
loose  pulley,  when  the  power  is  to  be  thrown  off.     The  cord 
is  also  described,  as  passing  down  through  the  car  or  plat- 
form, so  as  to  be  accessible  within  the  car,  which  operates  to 
apply  a  counterpoise  spring  so  as  to  put  on  a  friction-strap 
brake,  its  office  being  to  check,  or  perfectly  stop,    the  de- 
scending motion  of  the  car,  at  the  will  of  any  person  within 
the  car  or  on  the  gallery.     "  The  great  advantage,"  claimed, 
"  of   running   the    shipping-rods,  and    the   cord    or   rod,  up 
through    the   car   itself,  is,  that  they  are   thus    rendered  ac- 
cessible  to  the  conductor,    or  any  person     within  the   car, 
without  incurring   the   danger   of   protruding   the   hand   or 
arms   beyond  the  same    while  in    motion."     If  the   twelfth 
claim   be  construed  broadly,  as  a  claim  for  passing  any  rod 
or    cord,    by   means    of   which    the   appropriate   mechanism 
is  operated  to   move   the   car   up   and  down,  or  hold  it  at 
rest,  through  the  car  or  platform^  instead  of   outside  the   car 
or   platform,    it   is   void    for  want   of   novelty.     George  V. 
Hecker  had  in  his  flour  mill,  in  Cherry  Street,  New  York,  an 
elevator,  which  was  put  in  twenty  years  ago,  and  which  has 
been  in  successful  operation  since  that  time.     A  chain  passed 
through  the  roof  and  floor  of  the  cage  or  car,  which  operated 
upon  a  friction-clutch  and  a  brake.     The  conductor  or  opera- 
tor within  the  car  could,  by  means  of  this  chain,  operate  the 
shipping   apparatus   and    the   brake,  without    incurring  the 
danger  of  protruding  the  hand  or  arms  beyond  the  car  while 
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in  motion.  This  chain  was  connected  with  a  brake,  in  such  a 
manner,  that  the  brake  could  be  thrown  off  by  pulling  upon 
the  chain,  or  put  on  by  relaxing  the  pull  upon  the  chain,  a 
weight  then  causing  the  brake  to  produce  friction  on  the 
friction-pulley.  The  pull  upon  the  chain,  by  raising  the 
weight,  first  relieved  the  friction  of  the  brake,  and  then  threw 
into  gear  a  friction-clutch,  and  the  car  ascended  by  the  force 
of  the  motor  applied  through  the  friction-clutch,  When  it 
was  desired  to  stop,  the  pull  upon  the  chain  was  relaxed, 
and  the  weight  threw  the  clutch  out  of  connection,  and  the 
cage  stopped,  held  in  place  by  the  bifeke.  When  it  was  de- 
sired to  descend,  a  slight  pull  was  made  upon  the  chain,  suffi- 
cient to  relax  the  pressure  upon  the  brake,  but  not  to  throw 
the  friction-clutch  into  gear.  The  car  then  descended,  under 
control  of  the  brake,  by  force  of  gravity,  at  a  speed  dependent 
upon  the  will  of  the  operator  who  controlled  the  brake. 
Within  the  car,  was  a  lever  with  one  long  and  two  short 
arms,  with  a  friction  pulley  on  each  of  the  short  arms,  which 
device  was  for  the  purpose  of  making  the  necessary  pulls 
upon  the  chain  which  passed  through  the  inside  of  the  car. 
The  friction-clutch  is  a  well-known  substitute  for  a  shaft  with 
a  fast  and  loose  pulley,  a  belt,  and  belt-shipper. 

It  is  manifest,  therefore,  that,  in  view  of  the  state  of  the 
art,  the  twelfth  claim  in  the  patent  can  only  be  sustained  by 
giving  to  it  a  much  narrower  construction  than  the  one 
claimed  for  it,  and  one  strictly  in  accordance  with  the  lan- 
guage of  the  claim  ;  viz.,  "  passing  the  shipping  rods  and  the 
cord  or  rod  that  operates  the  friction-brake  through  the  car 
and  platform,  for  the  objects  and  purposes  set  forth." 
The  defendant  does  not  infringe  the  twelfth  claim,  thus 
construed,  or  any  other  claim,  of  the  patent  of  August  9, 

1859. 
Infringement  is  also  alleged,  of  the  first  and  second  claims 

of  the  patent  of  May  28,  1861,  which  are  as  follows  :  "  1st, 
Constructing  an  elevator  or  hoisting-apparatus,  with  a  series 
of  two  or  more  hoisting  ropes  or  chains  having  independent 
attachments,  and  winding  simultaneously  upon  the  hoisting- 
drum  for  greater  safety,  substantially  as  described.  2d. 
Equalizing  the  strain  upon  the  series  of  ropes  or  chains  of 
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my  improved  elevator    or  hoisting  machine,   by  automatic 
adjustment,  substantially  as  described." 

To  construct  "an  elevator  or  hoisting-apparatus,  with  a 
series  of  two  or  more  hoisting-ropes  or  chains,  having  inde- 
pendent attachments,  and  winding  simultaneously  upon  the 
hoisting-drum,"  was  not  new  at  the  date  of  this  patent.    Let- 
ters patent  of  Great  Britain,  to  Frederick  Levick  and  Joseph 
Fieldhouse,  sealed  January   13,  1854,  describe  a  hoisting  car 
or  carriage  with  two  hoisting-ropes,  wound  around  the  same 
spirally  grooved  drum.     The  ends  of  both  of  these  ropes  are 
attached  to  a  connecting  chain,  which  passes  under  a  pulley 
attached  to  the  top  of  the  car.     Another  chain  is  attached  to 
the  first-described  chain,  in  such  a  manner,  that  the  chain  sur- 
rounds the  pulley.     If  one  breaks,  the  other,  with  the  chain, 
forms  a  loop  around  the  pulley,  and  sustains  the  car.     The 
second  chain  converts  the  attachment  into  an  independent  at- 
tachment   of    each  rope,  and,   when   one  rope    breaks,   the 
other  rope  will  continue  to  sustain  the  weight  of  the  car. 
Mr.  Ren  wick,  the  expert,  correctly  states  that  '*  the  ropes  act 
precisely  as  if  they  were  attached  to  the  two  ends  of  a  hori- 
zontal lever,  whose  centre,  upon   which  it  could  turn,  was 
secured  to  the  top  of  the  car."     In  the  patent  of  1861,  the 
patentee,  Tufts,  says  :    "  I  do  not  confine  myself  to  the  pre- 
cise method,  herein  described,  of  effecting  the  automatic  ad- 
justment of  the  strain  upon  the  hoisting  ropes,  as  I  sometimes 
accomplish  the  same  by  a  rocking  lever,  when  two  ropes  are 
used."  It  is  plain,  that,  in  the  Levick  and  Fieldhouse  elevator, 
the  two  ropes,  when  intact,  have  equal  strain  upon  them,  and 
that,  if  one  of  the  ropes  should  break,  the  weight  of  the  car 
would  be  supported  by  the  other  rope.     If  the  chain  should 
break  under  the  pulley,  the  car  would  fall,  as  it  would  in  the 
form  last  described  of  the  Tufts  elevator,  if  the  attachment  to 
the  car  at  the  centre  of  the  rocking  lever  should  fail.     It  is 
contended,  that   the  purpose  of  the  two  ropes  in  the  Levick 
and  Fieldhouse  machine  was  to  keep  the  cage  in  the  centre 
of  the  shaft,  and  that,  therefore,  the  Levick  and   Fieldhouse 
patent  does  not  anticipate  the  first  claim  in  the  patent  of  1861. 
The  answer  to  this  is,  first,  that,  whether  they  were  placed 
there  for  the  purpose  of  greater  safety  or  not,  they  effected 
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that  result ;  and,  secondly,  that  the  patentees  evidently  con- 
templated that,  as  one  of  the  beneficial  results  to  be  attained 
by  the  use  of  two  ropes  instead  of  one — as  there  is  no  con- 
ceivable use  for  the  cross-chain  before  described,  except,  in 
case  of  the  breakage  of  one  rope — to  form  a  loop  around  the 
pulley,  thus  attaching  the  surviving  rope  to  the  car. 

In  the  elevator  which  was  placed  in  the  mill  of  the  Parsons 
Paper  Company,  at  Holyoke,  Mass.,  in  1856,  there  were  two 
hoisting-ropes,  having  independent  attachments  to  opposite 
arms  of  a  rocking  lever.  They  jointly  and  equally  took  the 
strain  of  the  weight  of  the  car,  and  each  rope  was  sufficient 
to  sustain  the- load  put  upon  the  machine.  This  elevator  has 
been  in  constant  use  ;  and,  when  one  rope  has  broken,  the  ele- 
vator has  been  worked  several  days  with  the  remaining  rope. 
The  ropes  in  the  Holyoke  elevator  did  not,  it  is  true,  wind 
around  a  drum,  but  were  passed  around  a  series  of  pulleys, 
and  the  free  ends  of  the  ropes  were  attached  to  counterpoise 
weights  ;  but  these  two  means  of  winding  up  a  rope  to 
which  a  weight  is  attached,  are  well  known  substitutes  for 
each  other. 

Without  adverting  to  the  other  patents,  which  have  been 
introduced  in  evidence,  and  relied  upon  in  defence  on  this 
branch  of  the  case,  enough  has  been  stated  to  show  that,  the 
first  claim  of  the  patent  of  1861,  is  void  for  want  of  novelty. 
The  second  claim  in  this  patent  is,  "  equalizing  the  strain 
upon  the  series  of  ropes  or  chains  of  my  improved  elevator  or 
hoisting-machine  by  automatic  adjustment,  substantially  as 
described.' '  This  claim  can  only  be  construed  as  a  claim  for 
the  described  means  of  performing  this  function,  and  for  well 
known  substitutes  or  equivalents  of  those  described  means. 
The  means  the  patentee  describes,  are  three.  One  of  those 
modes,  is  by  means  of  a  rocking  lever,  or  system  of  rocking 
levers,  to  the  ends  of  which  the  suspensory  ropes  are  at- 
tached. The  Holyoke  elevator,  and  the  Levick  and  Field- 
house  elevator,  both  anticipate  this  claim.  One  had  a  rock- 
ing lever,  and  the  other  had  a  device  which  operated  in  the 
same  way  and  produced  the  same  result.  If  the  claim  is 
valid,  defendant  is  not  proved  to  have  infringed  it ;  for  there 
is  no  evidence  in  the  record  tending  to  show,  that  the  contri- 
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vance  used  by  the  defendant  of  a  series  of  pistons  fitting  into 
a  set  of  cylinders  with  connecting  pipes,  the  cylinders  being 
filled  with  an  incompressible  fluid,  were  at  the  date  of  the 
patent,  known  substitutes  for  either  of  the  means  of  adjust- 
ment described  in  the  patent. 

The  patent  of  December  11,  1866,  No.  60,441,  so  far  as  the 
second  claim  is  concerned,  which  is  the  one  alleged  to  be  in- 
fringed, relates  to  "  means  for  manipulatory  relative  adjust- 
ment, within  reasonable  limits,  of  the  series  of  ropes  or  chains, 
which  are  independently  attached  to  the  winding  drum  and 
to  the  car  of  the  elevator,  so  that  an  equal  degree,  or  very 
nearly  equal  degree,  of  tension  can  be  had  upon  each  rope  or 
chain  of  the  series,  by  proper  attention  or  manipulation  on 
the  part  of  the  party  having  such  an  elevator  in  charge. ,;  The 
patentee  states  in  his  specification,  that  considerations  of  sav- 
ing in  the  first  cost  of  construction,  render  it  desirable,  in  many 
instances,  to  substitute  for  an  automatic  adjustment  of  the 
ropes  or  chains,  a  means  for  adjusting  them  from  time  to  time, 
as  occasion  may  require  ;  in  other  words,  that  the  means  of 
manipulatory  adjustment  in  the  patent  No.  60,441  were 
intended  as  a  substitute  or  alternative  means  for  the  auto- 
matic adjustment  described  in  the  patent  of  May  28,  1861, 
No.  32,441.  The  defendant  has  put  into  its  elevators  means 
of  mechanical  manipulatory  adjustment ;  but  they  do  not 
perform  the  function  described  by  Tufts  as  a  substitute  for  the 
automatic  adjustment,  because  the  tension  on  the  ropes  or 
chains  cannot  be  varied  by  any  manipulation  of  the  nuts. 
Owing  to  the  presence  of  the  equalizer,  the  means  of  auto- 
matic adjustment  in  the  defendant's  elevator,  the  nuts  or  the 
stirrups  may  be  screwed  up  or  down  to  their  fullest  extent  on 
any  rope,  without  any  variation  of  the  tension,  on  that,  or  any 
other  rope.  As  defendant  does  not  infringe,  it  is  not  neces- 
sary to  consider  the  question  of  novelty  of  this  claim. 

The  patent  of  December  11,  1866,  No.  60,443,  relates  to  means 
by  which  an  elevator  is  so  guided  as  to  prevent  the  sway  there- 
of, and  the  noise  consequent  upon  contact  with  the  ways  by 
which  the  elevator  is  guided.  The  claim  is  as  follows  :  "  I  claim 
combining  the  suspended  car  of  an  elevator  with,  the  ways  or 
rails  which  confine  it,  by  means  of  guides  kept  by  springs 
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constantly  in  contact  with  said  ways  or  rails,  when  said 
guides  are  so  arranged  as  to  be  capable  of  motion  toward  and 
from  the  rails."  In  the  provisional  specification  filed  April 
6,  1858,  in  the  office  of  the  Commissioner  of  Patents  for  Great 
Britain,  accompanying  the  petition  of  Louis  T6tar  van  Elven 
for  a  patent,  which  did  not  proceed  to  the  Great  Seal,  but 
which  specification  was  printed  by  Eyre  &  Spottiswoode,  is 
a  clear  and  accurate  description,  which  contains  all  the  feat- 
ures of  this  claim.  Defendant's  exhibit  No.  13  is  a  model  of 
the  device  described  in  the  T6tar  van  Elven  specification.  It 
fully  anticipates  every  feature  of  this  claim. 
Bill  dismissed. 

James  B.  Robb^  for  the  complainants. 
Causten  Browne,  for  the  defendant. 


James  F.  Trader  et  al. 
A.  L.  Messmore  et  al.    In  Equity. 

Where  it  becomes  important,  in  interpreting  the  language  used  in  the  spec- 
ifications and  claims  of  the  patent,  to  determine  the  construction  the 
patentee  himself  placed  upon  it,  recourse  may  be  had  to  the  files  in  the 
Patent  Office,  to  ascertain  what  changes  were  made  in  the  original  spec- 
ification and  claims,  and  the  significances  of  those  changes. 

The  claim  of  the  patent,  granted  to  William  Blessing,  December  13,  1859, 
for  "  an  improvement  in  seed  planters,"  is  for  "  the  arrangement  of  the 
top  portion  of  the  distributor,  made  with  a  semi-lunar  opening,  and  the 
recess  under  the  covered  portion  of  the  said  top,  when  the  periphery  of 
the  said  top  is  made  with  the  chaff  openings  H,  on  either  side  of  the  re- 
ciprocating seed  bar,  so  that  the  said  bar,  by  its  reciprocating  action, 
shall  work  out  the  chaff  through  the  passage  H  H  on  either  side  of 
the  bar/'  must,  in  view  of  the  record  of  the  case  in  the  Patent  Office,  be 
interpreted,  so  as  to  limit  the  invention  to  a  particular  arrangement  of 
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a  particular  top  with  particular  openings,  so  that  the  chaff  may  be  re- 
moved in  a  particular  way. 

So  limited,  it  is  not  infringed  by  the  defendants*  device,  in  which  there  arc 
no  lateral  chaff  openings  in  the  periphery  of  the  distributor  through 
which  the  chaff  is  worked  out  by  the  vibrations  of  a  feed  bar,  bat  in 
which  the  chaff  falls  directly  to  the  ground. 

While  patents  should  be  liberally  construed,  they  should  not  be  so  inter- 
preted as  to  enable  patentees  to  reach  out  and  cover  every  improvement 
or  invention  which,  after  seeing,  they  conclude  they  might  have  em- 
braced and  included  within  their  patent,  but  which  were  not  so  embraced 
or  included. 

(Before  Swing,  J.,  Southern  District  of  Ohio,  January,  1875.) 

Swing,  J. 

This  suit  is  brought  by  the  complainants  against  the  re- 
spondents for  the  infringement  of  letters  patent,  granted  to 
William  Blessing,  December  13,  1859,  for  an  "  Improvement 
in  Seed  Planters,"  and  extended  for  seven  years  from  De- 
cember 13,  1873,  the  title  to  which,  for  certain  territory  de- 
scribed in  the  bill,  .has  become  vested  in  complainants. 

The  respondents  admit  the  manufacture  and  sale  by  them, 
within  the  territory  claimed,  of  a  certain  planter,  which  has 
been  introduced  in  evidence  as  the  "  Bowman  distributor," 
but  deny  that  this  is  an  infringement  of  the  invention  claimed 
in  the  Blessing  patent.  They  also  deny  that  Blessing  was  the 
original  and  first  inventor. 

The  determination  of  this  case. depends  upon  the  construc- 
tion which  shall  be  given  by  the  court  to  the  patent  of  the 
complainants.     It  is  said  by  the  courts. that,  "patents  should 
be  liberally  construed;"  that  we  should  lopk  at  the  whole 
instrument,   the  patent,  specifications,   drawings  and  claim, 
and  ascertain  from  them  the  nature  and  extent  of  the  paten- 
tee's invention.     This  is  undoubtedly  true  ;  but,  in  doing  so, 
Mr.   Justice  Woodbury,  in    Smith  v.   Downing,    1   Fisher,  69, 
said,  we  should  not  put  a  broader  construction  on  the  lan- 
guage of  the  patentee  than  the  whole   subject  matter  and 
description  and  nature  of  the  case  seem   to  indicate  as  de- 
signed ;  no  fancied  construction,  but  rather  what  is  natural 
and  clear,  considering  what  already  exists  upon  the  same  sub- 
ject. 


W9m 
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With  these  general  suggestions,  let  us  approach  the  exami- 
nation of  this  particular  invention.  In  the  specification  first 
filed  by  William  Blessing,  his  claim  was  for  "  the  employ- 
ment of  the  feed  bar,  in  combination  with  the  chaff  cham- 
ber ;"  but  this  application  was  rejected,  for  the  reason  that  the 
patent  granted  to  Chapin  Street,  for  grain  drill,  May  29,  1855, 
contained  substantially  the  same  device  claimed  by  him. 
Whether  it  did  so  or  not  may  not  be  material,  except  in  this, 
that  it  did  contain  a  feed  bar  and  chaff  chamber  ;  but  it  be- 
comes important,  in  interpreting  the  language  subsequently 
used  by  the  applicant  in  his  amended  specification  and 
claim,  to  know  the  construction  he  himself  placed  upon  it. 

The  rejection  was  on  the  5th  of  October.  Afterward,  on  a 
subsequent  day  in  October,  the  applicant  empowers  his  attor- 
ney, L.  D.  Gale,  to  amend  the  papers  ;  and,  soon  after,  Mr. 
Gale  files  with  the  commissioners,  by  way  of  amendment: 
41  In  reply  to  your  letter  of  5th  instant,  refusing  the  claim 
of  William  Blessing,  for  a  distributing  apparatus  for 
a  corn  planter,  I  have  amended  the  claim  to  modify  the 
application,  and  confine  the  claim  to  the  construction  of 
the  semi-lunar  top,  with  its  recess  and  the  side  openings  H. 
You  will  please,  therefore,  correct  the  existing  claim  and 
substitute  therefor  the  following  :  '  What  I  claim  as  my 
invention  and  desire  to  secure  by  letters  patent  is  : 
The  arrangement  of  the  top  portion  of  the  distributor 
made  with  a  semi-lunar  opening,  and  the  recess  under  the 
covered  portion  of  the  said  top,  when  the  periphery  of  the 
said  top  is  made  with  the  chaff  openings  H,  on  either  side  of 
the  reciprocating  seed  bar,  so  that  the  seed  bar,  by  its  recip- 
rocating action,  shall  work  out  the  chaff  through  the  passages 
H  H  on  either  side  of  the  seed  bar,  and  thus  prevent  the 
choking  of  the  distributor.'  " 

On  the  27th  of  October,  the  specifications  were  returned  to 
him,  so  as  to  enable  him  to  amend  or  erase  the  nature  of  his 
invention,  so  that  it  might  not  conflict  with  the  claim  as 
amended  ;  on  the  28th  day  of  October  he  filed  his  amend- 
ment, by  striking  out,  or  cancelling,  lines  fifteen  to  twenty- 
four  inclusive,  and  inserting  in  place  thereof  the  following  : 
"  The  nature  of  the  invention  consists  in  the  arrangement  of 
vol.  1— 41 
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the  top  part  of  the  seed  distributor,  having  on  its  periphery 
or  sides  peculiar  chaff  openings,  for  removing  chaff  and  other 
obstructions,  more  particularly  described  in  the  specification." 
The  original  claim  was  the  employment  of  the  feed  bar,  in 
combination  with  the  chaff  chamber,  but  the  amendment 
was  :  M  The  arrangement  of  the  top  portion  of  the  distributor, 
made  with  a  semi-lunar  opening,  and  the  recess  under  the 
covered  portion  of  the  said  top,  when  the  periphery  of  the 
said  top  is  made  with  the  chaff  openings  H,  on  either  side  of 
the  reciprocating  seed  bar,  so  that  the  said  bar  by  its  recip- 
rocating action,  shall  work  out  the  chaff  through  the  passages 
H  H  on  either  side  of  the  seed  bar.  And  he  said  the  object 
of  this  amendment,  was  to  confine  the  claim  to  the  construc- 
tion of  the  semi-lunar  top,  with  its  recess  and  side  openings; 
and  without  looking  to  what  he  said  was  his  object,  does  not 
a  fair  construction  of  the  language  show  plainly,  that  he  had 
limited  the  invention,  originally  claimed  by  him,  to  a  partic- 
ular arrangement  of  a  particular  top,  with  particular  open- 
ings, so  that  the  chaff  may  be  removed  in  a  particular  way  ? 
He  certainly  did  not  intend  to  claim  a  chaff  chamber,  however 
constructed,  and  certainly  not  every  mode  of  removing  chaff. 

We  think  it,  therefore,  clear,  that  this  patent  must  receive 
the  limited  construction  indicated.  If  so,  it  is  very  clear, 
that  the  respondents'  device  does  not  embrace,  either  the  par- 
ticular top  with  its  particular  arrangement,  or  its  particular 
openings.  But  suppose  we  give  it  a  broader  construction, 
and  say  complainants  are  entitled  to  a  chaff  chamber,  and  one 
of  a  different  form,  and  openings  of  a  different  form,  and  at  a 
different  place  ;  still,  in  order  to  find  that  the  respondents 
infringe,  we  must  find  that  they  have  a  chaff  chamber  and 
openings  substantially  alike  in  mode  of  operation  and  results. 

If  the  respondents'  device  can  be  said  to  have  a  chaff  cham- 
ber at  all,  it  is  so  different  in  operation,  that  it  can  hardly  be 
said  to  be  substantially  the  same.  The  complainants'  chaff 
chamber  is  for  the  reception  of  the  chaff,  and  openings  are 
made  necessary  for  its  escape,  and  the  operation  of  the  seed 
bar  is  necessary  to  carry  it  from  the  chamber  through  the 
openings.  In  the  respondents',  by  the  arrangements  of  the 
parts,  the  chaff  falls  directly  to  the  ground,  or  upon  that  por- 
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tion  of  the  mechanism  upon  which  the  device  is  fastened  ;  no 
other  openings  are  necessary  ;  and  the  seed  bar  performs  no 
office,  such  as  is  required  by  the  seed  bar  in  complainants' 
device. 

But  there  is  another  view  of  this  matter.  Their  devices  are 
very  different  in  form.  The  respondents  have  received  a 
patent  for  them  from  the  government ;  and  the  presumption 
of  law  is,  that  it  is  novel,  and  that  it  involved  invention  ; 
and  the  proofs  of  complainants'  and  respondents'  experts  show, 
very  clearly,  that  it  is  of  superior  utility  to  that  of  complain- 
ants. Under  such  circumstances,  I  do  not  feel  disposed  to 
give  such  a  construction  to  the  complainants'  patent  as  will 
embrace  the  respondents'  device  ;  and  more  so,  as  complain- 
ants had  been  using  their  device  for  thirteen  years,  without 
ever  ascertaining  that  their  patent  covered  such  a  device,  or 
its  suggesting  to  them  the  valuable  changes  and  alterations 
made  by  respondents'  invention.  While  patents  should  be 
liberally  construed,  they  should  not  be  so  construed  as  to 
enable  patentees  to  reach  out  and  cover  every  improvement 
or  invention  which,  after  seeing,  they  conclude  they  might 
have  embraced  and  included  in  their  patent,  but  which  was. 
not  so  embraced  and  included. 


Wood&  Boydy  for  the  complainants. 
Fisher  cV  Duncan,  for  the  defendants. 
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ABANDONMENT.  j 

1.  A  patentee  cannot  be  charged  with  having  abandoned  his  inven- 
tion, where  the  application  was  not  filed  in  the  Patent  Office,  for 
more  than  two  years  after  it  was  sworn  to,  during  all  which  time 
the  solicitors  had  the  application,  model,  and  requisite  funds  in 
their  hands,  but  neglected  to  file  the  application,  and  the  patentee 
was  ignorant  of  such  neglect.     Birdsall  v.  McDonald.  165 

2.  In  1856,  an  application  for  a  patent  was  improperly  rejected.  The 
inventor  did  not  withdraw  his  application,  or  in  any  manner  acqui- 
esce in  the  rejection,  nor  did  he  appeal  from  the  Commissioner,  but 
he  pressed  his  claim  for  a  patent,  from  time  to  time,  as  his  circum- 
stances allowed,  until  1864,  when  he  made  a  new  application  : 
Held,  That  the  patentee,  neither  lost,  nor  did  the  public  acquire 
against  him,  any  rights  by  their  unauthorized  use  of  his  invention, 
during  the  time  between  the  two  applications.  Goodyear  Dental 
Vulcanite  Co.  v.  Smith.  201 

3.  Cummings  applied  for  a  patent  in  April,  1855,  and  was  finally  re- 
jected by  the  Commissioner,  February,  1856.  In  1859,  he  unsuc- 
cessfully moved  for  a  rehearing.  In  March,  1864,  he  renewed  his 
application  ;  whereupon  the  Patent  Office  reversed  its  former  decis- 
ion and  the  patent  was  granted,  June  7,  1864.  The  invention  went 
into  public  use  about  i860  :  Held,  that  the  invention  was  not  thereby 
abandoned,  or  relinquished  to  the  public.  Goodyear  Dental  Vulcan- 
ite Co.  v.  Root.  384 

4.  Imperfect  and  crude  descriptions  of  an  invention,  imparted  to  oth- 
ers by  the  inventor,  at  a  lime  when  he  did  not  have  a  complete  con- 
ception of  the  invention  for  which  he  subsequently  obtained  his  pat- 
ent, are  no  evidence  of  an  intention  to  abandon  it.  Locomotive 
Engine  Safety  Truck  Co.  v.  Pennsylvania  R.  R.  Co.  470 

5.  Experimental  use  of  an  invention,  although  made  in  public,  from 
necessity,  is  not  a  public  use,  and  is  no  evidence  of  abandonment. 

Id.  470 
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6.  Cummings  applied  for  a  patent  in  April,  1855,  and  was  rejected  in 
1856.  He  filed  a  new  application  in  1864,  and  the  patent  was  then 
granted.  The  invention  went  into  public  use  in  1859  :  Held,  that 
where  successive  applications  are  made  for  a  patenttand  there  is  no 
proof  of  actual  abandonment,  the  subsequent  application  will  be 
deemed  a  continuation  of  the  first.     Goodyear  Dental  Vulcanite  Co. 

v.  Willis.  568 

7.  Delay  in  filing  an  application  is  no  ground  for  charging  the  inventor 
with  abandonment,  if  he  was  residing  in  the  Confederate  States 
during  the  war,  and  guarded  the  invention  with  scrupulous  care, 
and  there  is  no  evidence,  that  any  knowledge  or  use  of  it,  reached 
the  public.     Knox  v.  Lower ee.  5S9 

8.  If  between  the  first  and  second  application,  by  an  inventor,  for  a 
patent,  he  has  manifested  an  actual  intention  to  abandon  the  first, 
the  patent  granted  upon  the  second  application,  will  have  relation 
to  the  time  of  the  filing  of  that  application  only  ;  the  intention 
manifested  by  the  patentee,  to  abandon  the  first,  will  sever  the  con- 
nection between  the  two  applications.     Pelton  v.  Waters.  599 

See  Experiments,  i  ;  Novelty,  2  ;   Particular  Patents, 
70. 

ACCOUNT. 

See  Profits  and  Damages. 

ACQUIESCENCE. 

See  Abandonment  ;  Injunction,  10. 

ADMINISTRATORS. 

See  Executors  and  Administrators. 

AMENDMENT. 

See  Practice,  i,  ii,  14. 

ANSWER. 

See  Evidence,  i,  2,  5,  6,  10,  11  ;  Injunction,  i  ;   Practice, 
1,  4.  5. 

APPEAL  BOND. 

See  Practice,  7,  8. 
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APPLICATION. 

i.  If  between  the  first  and  second  application,  by  an  inventor,  for  a 
patent,  he  has  manifested  an  actual  intention  to  abandon  the  first, 
the  patent  granted  upon  the  second  application,  will  have  relation  to 
the  time  of  the  filing  of  that  application  only  ;  the  intention  mani- 
fested by  the  patentee,  to  abandon  the  first,  will  sever  the  connec- 
tion between  the  two  applications.     Pelton  v.  Waters.  599 

2.  W.  and  T.,  having  filed  applications  for  patents  showing  substan- 
tially the  same  device,  at  the  respective  dates  March  31,  1868,  and 
April  21,  1868,  were  both  rejected.  T.  persisted  in  his  claim,  and, 
upon  appeal,  secured  his  patent ;  while  W.  amended  his  applica- 
tion, excluding  from  his  claim  the  common  device,  and  thus,  with- 
out appeal,  obtained  a  patent  of  narrow  scope.  Subsequently  learn- 
ing of  T.'s  patent,  he  filed  a  second  application,  broad  enough  to 
include  the  device  previously  omitted,  and  in  the  consequent  inter- 
ference proceedings  with  T.  was  adjudged  the  prior  inventor,  and 
thereupon  obtained  a  patent  for  the  invention  previously  patented 
to  W.  :  Held%  in  a  suit  brought  by  T.  against  W.,  for  infringement, 
that  W.'s  second  application  was  the  commencement  of  a  new  pro- 
ceeding, to  which  alone  the  patent  granted  in  pursuance  of  it  re- 
lates ;  and  therefore,  that  said  second  application  being  subsequent 
in  date  to  T.'s  patent,  the  presumption  as  regards  priority  of  inven- 
tion was  with  T.     Id%  599 

See  Abandonment,  i,  2,  3,  6,  7,  8  ;  Particular.  Patents, 
35,  121  ;  Rejected  Application,  i,  2. 

ASSIGNMENT. 

1.  Prior  to  the  Act  of  1870,  relating  to  patents,  a  patentee  assigned  to 
A.  the  exclusive  right  to  make  and  sell  the  patented  articles  in  a 
specified  territory,  comprising  two  counties  in  the  State  of  Illinois. 
This  assignment  was  not  recorded.  On  November  18,  1870,  the 
patentee  assigned  to  B.  all  his  right,  title  and  interest  in  and  to  the 
said  letters  patent  in  and  for  the  whole  State  of  Illinois.  This  as 
signment  was  recorded  December  5,  1870  :  Held,  that  under  the  Act 
of  1836,  relating  to  patents,  the  unrecorded  assignment  to  A.  was 
valid  as  against  B.,  and  that  the  assignment  to  B.,  transferred  only 
the  residuary  interest  in  the  patent,  left  in  the  patentee,  after  the 
transfer  to  A.  of  the  exclusive  rights  in  the  specified  territory. 
Tumbull  v.  Weir  Plough  Co.  544 

2.  The  provisions  of  the  patent  law  of  1836,  relating  to  the  recording 
of  assignments  of  patents,  are  for  the  protection  of  bona  fide  pur- 
chasers, without  notice  of  prior  assignments,  and  an  assignee  of 
"  all  the  right,  title,  and  interest*'  of  the  patentee  (when  any  inter- 
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est  remains  in  the  patentee  upon  which  the  assignment  can  op- 
erate), is  a  purchaser  only  to  the  extent  of  the  residuary  interest  re- 
maining in  the  patentee  at  that  time.  As  between  the  parties  to  it, 
an  assignment  is  equally  binding  and  valid  without  recording.     Id.  544 

3.  A  subsequent  recorded  assignment,  of  "  all  the  right,  title,  and  in- 
terest' '  of  a  patentee  in  his  patent,  is  analogous,  both  in  effect  and 
the  rules  of  law  governing  it,  to  a  quit  claim  of  real  estate,  as  against 

a  prior  unrecorded  deed  of  the  same  property.     Id.  544 

4.  Where  any  interest  whatever,  upon  which  an  assignment  of  a  pat- 
ent can  operate,  remains  in  the  patentee,  the  court  will  not,  in  the 
absence  of  evidence,  presume  that  the  patentee,  by  a  subsequent  as- 
signment of  "  all  bis  right,  title,  and  interest"  in  a  patent,  intended 
to  convey  what  he  had  previously  conveyed  to  other  parties,  and 
thereby  perpetrate  a  fraud  on  his  second  assignee,  but,  on  the  other 
hand,  the  court  will  construe  the  second  assignment,  as  intending 
to  convey  only  such  residuary  interest  in  the  patent,  as  remained 

in  the  patentee  after  the  making  of  the  first  assignment     Id.  544 

5.  What  the  determination  of  the  court  would  be,  if,  at  the  time  of 
making  the  second  assignment,  no  interest  in  the  patent  remained 

in  the  patentee,  quart.    Id.  544 

See  License,  6. 

ATTACHMENT. 

1.  An  attachment  awarded  against  the  president  of  the  defendant  cor- 
poration, he  having  been  served  with  the  injunction,  and  having 
devised  and  practised  the  transgressing  process.  Wetkerill  v.  New 
Jersey  Zinc  Co.  105 

2.  A  final  decree,  in  an  equity  suit,  awarded  a  decree  against  the  de- 
fendant in  favor  of  the  plaintiff,  for  a  sum  named,  and  then  decreed  ' 
that  the  defendant  pay  to  the  master  $500,  allowed  to  him  as  his 
compensation,  less  such  sum  as  the  defendant  had  paid  to  the  mas- 
ter, and  that  the  plaintiff  have  execution  for  the  sum  awarded  to 
him.  The  defendant  paid  to  the  master  $35  on  account  of  the  $500, 
and  refused  to  pay  more.  He  appealed  to  the  Supreme  Court  from 
the  whole  of  the  decree,  and  gave  a  bond  to  the  plaintiff,  sufficient 
to  cover  the  amount  awarded  to  the  plaintiff  and  to  stay  the  execu- 
tion, and  a  citation  was  issued  and  served.  The  master  applied  for 
an  attachment  against  the  defendant  for  the  $465  :  Held,  that  the 
bond  did  not  cover  the  amount  directed  to  be  paid  to  the  master, 
and  was  not  a  bond  to  the  master  ;  that  the  provision  for  the  pay- 
ment of  the  master  was  not  subject  to  be  stayed  by  the  proceedings  : 
for  appeal ;  and  that  the  attachment  must  be  granted.  Myers _v. 
Dunbar.  5&5 

See  Violation  of  Injunction,  i.  . 
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BILL  IN  EQUITY. 

See  Pleading,  i,  2. 

BURDEN  OF  PROOF. 

i.  The  burden  of  proof  is  on  the  defendant,  to  show  want  of  novelty 
in  an  invention  ;  and  where  the  defendants'  testimony  is  inconsis- 
tent, and  contradictory,  and  there  is  a  reasonable  doubt  as  to  its 
correctness,  the  complainant's  prima  facie  case,  even  if  uncorrobo- 
rated, must  prevail.     Crouch  v.  Speer.  145 

2.  The  burden  of  proof  is  on  the  defendant  to  show  a  prior  invention, 
and,  if  the  evidence  is  too  vague  and  unsatisfactory  to  establish  af- 
firmatively, as  against  the  patent,  that  the  patentee  was  later  in  time 

in  invention,  the  patent  must  stand.     Taylor  v.  Wood.  270 

3.  As  the  plaintiffs  failed  to  show  the  profits  or  damages  arising  from 
the  use  of  the  improvement,  the  master  should  have  decided  that 
nominal  damages  only  could  be  recovered.  Goulds  Mfg.  Co.  v.  Cow- 
ing. 375 

4.  Under  the  circumstances  of  this  case,  the  onus  of  proving  that  in- 
strumentalities or  Improvements,  not  covered  by  the  infringed  pat- 
ent, contributed,  and  the  extent  and  value  to  which  they  contrib- 
uted, to  the  defendant's  profits,  rested  upon  the  defendants  ;  and,  as 
they  failed  to  give  affirmative  proof  thereof,  before  the  master, 
they  were  properly  charged  with  the  whole  amount  of  the  profits 
which  they  derived.  (Citing  Carter  v.  Baker,  4  Fish,  420.)  Ameri- 
can Nicholson  Pavement  Co.  v.  City  of  Elizabeth.  439 

See  Evidence,  2. 

CESTUI  QUE  TRUST. 

See  Executors  and  Administrators,  i. 

CLAIMS. 

1.  A  patentee  may  claim  broadly  a  new  product,  however  made,  or  he   * 
may  claim  the  new  product,  when  made  by  a  described  process,  or 
he  may  claim  the  process,  but  he  cannot  embrace  both  the  process 
and  the  product  in  the  same  claim.     Merrill  v.  Yeomans.  47 

2.  A  patentee  may  claim  a  combination  of  mechanical  elements,  which 
of  themselves  will  not  produce  a  new  and  useful  result,  when  his 
specification  shows  how  the  patented  combination  used  with  or  sup-    . 
plemented  by,  other  devices  and  instrumentalities  therein  described, 
will  produce  such  result.     Wells  v.  Jacques.  60 
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3.  A  claim  for  an  effect  or  function,  in  the  abstract,  cannot  be  sus- 
tained ;  the  means  by  which  the  effect  is  produced,  or  the  function 
performed,  must  be  specified.     Wheeler  v.  Simpson,  420 

See  Combination,  i  ;  Construction  of  Patents,  3,  7,  12, 

13.  14. 

COMBINATION, 

1.  The  separate  claims  of  a  patent  must  be  construed  in  reference  to 
the  specification,  and  a  claim  for  a  combination  which  will  produce 
a  useful  result  only  by  co-operation  with  other  mechanism  or  in- 
strumentalities, the  nature  and  operation  of  which  is  described  in 
the  specifications,  is  valid.      Wells  v.  Jacques.  60 

2.  A  combination  is  legitimate,  when  all  the  elements  co-operate  in  pro- 
ducing a  result,  and  are  necessary  to  it,  though  their  several  functions 
are  not  performed  simultaneously,  but  in  immediate  succession. 
BirdsaU  v.  McDonald.  165 

3.  A  patent  for  a  combination  is  infringed  by  the  use  of  a  similar  com- 
bination, although  one  of  the  elements  is  omitted  and  another  sub- 
stituted for  it,  unless  the  substituted  device  is  a  new  one,  or  was  not 
known  at  the  date  of  the  patent  as  a  proper  substitute  for  the  one 
omitted.      Welling  v.  Rubber  Coqjed  Harness  Trimming  Co.  28a 

4.  Where  the  patent  is  for  a  combination  of  several  distinct  parts,  a 
machine,  not  embracing  all  the  parts  that  go  to  make  up  the  com- 
bination, does  not  infringe  the  patent.    Fisher  v.  Craig.  3^5 

5.  It  is  not  an  infringement  of  a  patent  for  a  combination  to  use  any 
part  of  the  combination  less  than  the  whole,  when  the  part  used  is 
composed  of  elements  not  new  in  themselves.     Craig  v.  Smith.         55° 

See  Claims,  2 ;  Construction  of  Patents,  4  ;  Infringement, 
6,  7,  10,  11,  12,  15,  19,  20,  21,  22,  23,  24,  25,  26  ;  Partic- 
ular Patents,  8,  9,  56,  57,  64,  65,  68,  80,  81,  97,  107, 
108  ;  Patentability,  6,  15. 

COMITY. 

1.  The  principles  upon  which  the  several  circuit  courts  of  the  United 
States  are  bound  by  the  decisions  of  each  other,  examined  and  dis- 
cussed.    Goodyear  Denial  Vulcanite  Co.  v.  Willis.  5^ 

2.  The  adherence  to  decisions,  is  by  no  means  confined  to  those  which 
precede  the  case  in  question  in  the  same  tribunal.  Those  of  co- 
ordinate courts  are  equally  authoritative.     Id.  5^ 

3.  The  circuit  courts  of  the  United  States,  although  divided  in  jurisdic- 
tion geographically,  constitute  a  single  system  ;  and  where  one 
court  has  fully  considered  and  deliberately  decided    a  question, 
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every  suggestion  of  propriety  demands,  that  it  should  be  followed, 
until  modified  or  reversed  by  the  appellate  court.    Id.  568 

COMMISSIONER. 

See  Composition,  2  ;  Construction  of  Patents,  10,  11  ; 
Reissue,  3,  4,  12  ;  Res  Ad  judicata,  4,  5. 

COMPOSITION. 

1.  A  failure  to  deposit  in  the  Patent  Office,  a  sample  of  one  of  the  in- 
gredients of  a  composition  of  matter,  does  not  invalidate  a  patent 
for  such  composition,  when  the  specification  describes  all  the  ingre- 
dients.    Tarr  v.  Folsom.  24 

2.  It  is  for  the  Commissioner  to  decide,  before  the  granting  of  the  pat- 
ent, whether  the  deposit  of  the  ingredients  of  a  composition  has 
been  made,  and  after  the  patent  is  granted  for  such  composition,  it 
cannot  be  impeached  on  the  giound  that  such  deposit  has  not  been 
made.    Id.  24 

See  Equivalents,  i  ;  Infringement,  i,  2 ;  Patentability,  i. 

CONTEMPT. 

See  Attachment,  i  ;  Violation  of  Injunction,  i,  2. 

CONTRACT. 

See  Licensee,  4. 

CONSTRUCTION  OF  PATENTS. 

1.  In  the  construction  of  the  first,  third  and  fifth  claims  of  the  reissued 
patent  for  a  registering  steam  gauge,  granted  to  complainant,  as- 
signee of  Elijah  Clarke,  March  5,  1872  :  Held,  that  in  view  of  the 
state  of  the  art  at  the  date  of  the  invention,  these  claims  must  be 
limited  to  the  combination  of  the  particular  elements  which  the  pat- 
entee has  described,  or  their  substitutes,  known  ut  that  time.     U. 

S.  Steam  Gauge  Co.  v.  American  Steam  Gauge  Co.  30 

2.  So  limited,  the  claims  are  not  infringed  by  the  steam  gauge,  for 
which  letters  patent  were  granted  to  T.  C.  Hargrave,  March  19, 
1872.    Id.  30 

3.  A  claim  for  "  the  above  described  new  manufacture  of  deodorized 
heavy  hydrocarbon  oils,  suitable  for  lubricating  and  other  purposes, 
free  from  the  characteristic  odors  of  hydrocarbon  oils,  and  having 
a  slight  smell  like  fatty  oil,  from  heavy  hydrocarbons,  by  treating 
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them  substantially  as  hereinbefore  described/'  is  a  claim  for  a  heavy 
hydrocarbon  oil,  having  the  characteristics  described  in  the  patent, 
and  produced  by  treating  the  oils  in  the  manner  described  in  the 
patent,  and  is  not  infringed  by  a  similar  oil  produced  by  a  different 
process.     Merrill  v.  Yeomans.  47 

4.  'The  claim,  in  a  patent  for  an  amalgamating  pan,  was,  "  construct- 
ing and  placing  the  shoes  and  dies  upon  upper  and  nether  disks  ob- 
liquely, at  about  the  angle  as  described,  together  with  the  beveled 
bars  B,  B,  B,  etc.,  substantially  as  described  and  for  the  purposes 
set  forth."  The  inventor  in  his  specification  states,  "  the  nature 
of  my  invention  consists  in  the  arranging  of  shoes  and  dies  having 
grooves  or  channels  cut  obliquely  from  the  circumference  to  the 
centre  or  axis.  My  invention  also  relates  to  beveled  bars,  placed 
between  each  die  and  partially  filling  the  grooves,  for  the  purpose 
of  keeping  the  ore  near  the  same  as  they  pass  each  other."  *  *  * 
"  I  do  not  claim  broadly  the  use  of  shoes  and  dies  for  the  purpose 
of  reducing  amalgamating  ores,  for  these  are  well  known  and 
used  :"  Held,  that  the  claim  was  for  the  shoes  and  dies  as  de- 
scribed, in  combination  with  the  beveled  bars.     Coolidge  v.  AfcCont.     7$ 

5.  The  patent  is  not  infringed  by  making  and  vending  the  shoes  and 
dies  without  the  beveled  bars.     Id.  jS 

6.  The  word  "  independent,"  in  the  claim,  does  not  mean  that  the 
latch  and  its  mechanism  operate  without  any  contributory  aid  from 
the  main  case  or  adjuncts  thereto,  but  means  that  the  frame  con- 
taining the  latch  and  its  mechanism  is  separate  from,  or  forms  no 
part  of,  the  main  case.  Russell  6*  Erwin  Mfg.  Co.  v.  P.  &*  F. 
Corbin  Mfg.  Co.  159 

7.  The  claim  of  the  patent,  for  improvement  in  artificial  gums  and 
palates,  was  for  "  the  plate  of  hard  rubber  or  vulcanite  or  its  equiv- 
alent, for  holding  artificial  teeth,  or  teeth  and  gums,  substantially 
as  described.'1  The  specification  described  the  method  whereby 
the  plate  is  formed,  and  the  teeth,  gums,  etc.,  embedded  in  it :  l 
Held,  (following  Dental  Vulcanite  Co,  v.  Wetherbee,  2  Cliff.,  555, 
and  Goodyear  Dental  Vulcanite  Co.  v.  Gardner \  4  Fish.,  224),  that 
the  invention  patented,  was  the  described  product  and  manufacture, 
by  the  means  described  in  the  specification.  Goodyear  Dentaj  Vul- 
canite Co.  v.  Smith.  201 

8.  Hotchkiss  v.  Greenwood,  11  How.,  246,  commented  on  and  distin- 
guished.    Id.  201 

9.  The  invention  covered  by  the  claim  of  the  letters  patent  granted  to 
John  Barclay,  December  6,  1870,  for  an  "  improvement  in  the  man- 
ufacture of  plated  metal  bracelets,"  which  claim  is,  "  The  improved  . 
manufacture  or  bracelet,  as  made  with  the  turned  parts  or  beads, 
E,  E,  arranged  with  respect  to  the  plates,  C,  D,  in  the  manner  sub- 
stantially as  represented  and  described,"  has  relation  only  to  brace- 
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lets  in  which  the  fellow  piece  is  soldered  to  the  base  plate,  and  is  not 
anticipated  by  a  bracelet  in  which  the  fellow  piece  is  not  soldered  to 
the  base  plate.     Barclay  v.  Thayer.  267 

10.  In  a  suit  for  the  infringement  of  a  reissued  patent,  upon  an  allega- 
tion of  the  answer  that  the  reissue  was  improperly  granted,  the 
court  will  determine  only,  and  as  a  matter  of  construction,  from 
inspection  of  the  specifications,  claims  and  drawings  of  the  original 
and  reissued  patents,  whether  the  reissue  is  for  the  same  invention 

as  that  described  in  the  original  patent.     La  Baw  v.  Hawkins.  428 

11.  Jurisdiction  to  reissue  patents  is  vested  in  the  Commissioner,  and  his 
decision,  upon  an  application  for  reissue  is  final  and  conclusive,  and 
not  re-examinable  in  a  suit  for  infringement,  in  the  Circuit  Court, 
unless  it  is  apparent,  upon  the  face  of  the  patent,  that  the  Commis- 
sioner has  exceeded  his  authority,  or  there  is  such  a  repugnancy, 
between  the  old  and  the  new  patent,  that  it  must  be  held,  as  matter 
of  legal  construction,  that  the  new  patent  is  not  for  the  same  inven- 
tion as  was  embraced  and  secured  in  the  orginal.  Milligan  cV  Hig- 
gins  Glue  Co.  v.  Upton.  497 

12.  While  patenls  should  be  construed  liberally,  a  patentee  must  be 
limited  within  the  claims  of  the  patent,  and  the  description  of  the 
particular  mechanism,  and  the  application  he  has  made,  by  which 

the  result  is  produced.     Fuller  v.  Yentzer.  520 

13.  The  claim  of  complainant's  reissued  patent  was,  "  one  or  more 
swinging  bread-holders,  suspended  from  the  arms  or  end  plates  of 
a  rotating  reel,  in  combination  with  a  furnace,  so  arranged  and 
connected,  chat  ,the  products  of  combustion  will  pass  into  or 
through  the  chamber  within  which  the  bread-holders  move."  The 
specification  shows,  that  the  oven  of  the  patentee  is  constructed 
with  a  solid  bottom  which  completely  shuts  off  the  fire  from  the 
furnace,  and  flues  by  the  side  of  the  bread  chamber  so  far  removed, 
and  so  far  cut  off  from  the  fire,  that  nothing  but  heated  currents  of 
air  can  pass  into  the  chamber  :  Held,  that  the  claim  must  be  con- 
strued to  be  for  the  application  of  the  rays  of  heat  directly  from  the 
fire  to  the  baking  chamber,  and  that,  as  the  original  patent  con- 
tained nothing*  calculated  even  to  hint  how  this  could  be  done,  but 
the  drawings  and  model  suggest  a  mode  of  operation  wholly  differ- 
ent, viz.,  the  baking  of  bread  by  the  heat  derived  from  the  radia- 
tion of  heated  walls  and  heated  currents  of  air,  the  reissued  patent 
was  broader  than  the  original.    Ball  v.  Withington.  549 

14.  Where  it  becomes  important,  in  interpreting  the  language  used  in 
the  specifications  and  claims  of  the  patent,  to  determine  the  con- 
struction the  patentee  himself  placed  upon  it,  recourse  may  be  had 
to  the  files  in  the  Patent  Office,  to  ascertain  what  changes  were 
made  in  the  original  specification  and  claims,  and  the  significances 

of  those  changes.     Trader  v.  Messmore.  639 
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15.  While  patents  should  be  liberally  construed,  they  should  not  be  so 
construed  as  to  enable  patentees  to  reach  out  and  cover  every  im- 
provement or  invention  which,  after  seeing,  they  conclude  they  might 
have  embraced  and  included  within  their  patent,  but  which  were  not 
so  embraced  or  included.    Id.  639 

See  Combination  i  ;  Particular  Patents,  i,  2,  3,  9,  10,  15, 
22,  24,  25,  32,  36,  37,  38,  41,  49,  51,  55,  56,  58,  6a,  66,  84, 
86,  90,  91,  106,  107,  117,  127,  131 ;  Patentability,  13; 
Reissue,  3,  6,  n  ;  Scope  of  Patent,  3. 

COPARTNERS. 

ee  Parties,  3  ;  Revivor,  i. 

« 

CORPORATION. 

See  Attachment,  i  ;  Practice,  10 ;  Security  for  Costs,  3. 

COSTS. 

See  Attachment,  2  ;  Security  for  Costs,  i. 

DATE  OF  INVENTION. 

1.  The  date  of  the  invention  in  this  case  held  to  have  been,  when  the 
patentee  had  a  machine,  embodying  it,  completed,  and  in  operation 
and  actual  use,  although  the  use  was  private.    Knox  v.  Loweree.        589 

2.  If  between  the  first  and  second  application,  by  an  inventor,  for  a 
patent,  he  has  manifested  an  actual  intention  to  abandon  the  first, 
the  patent  granted  upon  the  second  application,  will  have  relation 
to  the  time  of  the  filing  of  that  application  only  ;  the  intention  man- 
ifested by  the  patentee  to  abandon  the  first,  will  sever  the  connec- 
tion between  the  two  applications.     Pelton  v.  Waters.  599 

See  Estoppel,  i. 

DAMAGES. 

See  Profits  and  Damages  ;  Burden  of  Proof,  3. 

DECREE. 

1.  The  decree  of  a  court  of  probate,  appointing  an  administrator,  can- 
not be  impeached  in  a  suit  upon  a  patent  granted  to  him  as  the  rep- 
resentative of  the  inventor  ;  such  a  decree  must  be  treated  as  valid, 
until  it  is  reversed  or  annulled  by  some  direct  proceeding  to  that 
end.  It  cannot  be  attacked  in  a  collateral  proceeding.  North' 
western  Fire  Extinguisher  Co.  v.  Philadelphia  Ftre  Extinguisher  Co.  177 
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DEDICATION. 

See  Abandonment,  2  ,  Experiments,  i. 

DEFENCE. 

See  Licensee,  5  ;  Pleading,  3. 

DELAY. 

See  Abandonment,  x,  7. 

DISCLAIMER. 

See  Particular  Patents,  69. 

DOUBLE  USE. 

1.  A  patent  for  an  apparatus,  in  which  the  alkaline  solutions  for  form- 
ing carbonic-acid  gas  were  kept  separate  until  required  to  extin- 
guish a  fire,  when  they  could  be  readily  mingled,  held  void,  on  it 
appearing  that  similar  apparatus  had  been  employed  in  soda  foun- 
tains for  the  supply  of  beverages.  Northwestern  Fire  Extinguisher 
Co,  v.  Philadelphia  Fire  Extinguisher  Co,  177 

EQUIVALENTS. 

• 

i.  A  paint  for  ships'  bottoms,  composed  of  oxide  of  copper,  yielding 
in  sea-water  a  poisonous  solution,  with  a  suitable  vehicle  or  me- 
dium and  a  base  of  earthy  or  mineral  matter,  is  not  an  equivalent  to 
a  paint  composed  of  a  combination  of  oxide  of  copper,  an  alloy  of 
antimony  and  copper,  with  the  same  vehicle  ;  the  three  elements 
operating  together  to  produce  the  poisonous  action.  Tarr  v.  Fol- 
som.  24 

See  Combination,  3  ;  Infringement,  i,  2,  4,  5,  6,  7,  10,  n, 
12,  1$,  22  ;  Particular  Patents,  34,  50,  52,  72. 

ESTOPPEL. 

1.  The  statement  made  by  a  patentee,  to  the  Patent  Office,  of  the  date 
of  his  invention,  upon  an  interference  between  himself  and  another 
applicant  for  a  patent,  does  not  estop  his  assignee  from  introducing 
evidence,  in  a  proceeding  under  Section  58  of  the  Patent  Act  of 
1870,  to  prove  that  the  patentee's  invention  was  made  by  him,  prior 
to  the  time  specified  in  the  statement.  Union  Paper  Bag  Machine 
\Co.  v.  Crane,  494 
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EVIDENCE. 

i.  In  a  suit  for  d^  infringement  of  a  patent,*wfctre  the  defendant  offers 
the  evidence  of  persons,  without  having  gtvea  .notice  in  the  answer 
of  their  names  and  residences,  for  the  purpose  o/  proving  that  the 
eomplainant  is  not  the  original  and  first  inventor  of  any  material 
and  substantial  part  of  the  thing  patented,  and  the  evidence  is  re- 
ceived without  objection  from  the  complainant's  solicitor,  and  the 
witnesses  are  cross  examined  on  behalf  of  the  complainant,  it  is  a 
waiver  of  the  want  of  notice  in  the  answer,  aad  the  acceptance  of 
the  testimony  cannot  afterward  be  objected  to  on  that  ground. 
Roemtr  v.  Simon.  13S 

2.  Where  witnesses  are  called  to  prove  want  of  novelty  in  the  inven- 
tion, of  whom  notice  was  not  given  in  the  answer,  the  evidence  of 
such  witnesses,  if  objected  to,  will  not  be  considered  in  determin- 
ing the  question  of  novelty.  When,  however,  the  evidence  is  taken 
without  objection,  the  defect  of  want  of  notice  is  deemed  waived, 
and  the  evidence  cannot  afterward  be  objected  to  on  that  ground. 
A  patent  is  prima  facie  evidence  that  the  patentee  was  the  original 
and  first  inventor,  and  any  one,  who  controverts  this,  assumes  the 
burden  oi  proof,  and  undertakes  to  show  affirmatively  that  there 
was  a  prior  knowledge  and  use  of  the  alleged  invention,  under  such 
circumstances  as  to  give  to  the  public  the  right  to  its  continued  use 

as  against  the  patentee.     Crouch  v.  Speer.  145 

3.  Observations  on  an  attempt  to  impeach,  fey  the  testimony  of  the  in- 
ventor, the  validity  of  the  reissue  to  his  assignees.  National  Spring 
Co.  v.  •  TkcVnion  Car  Spring  Mfg.  Co.  240 

4.  Where  suit  is  brought  upon  reissued  letters  patent,  a  defence  that  the 
patent  as  reissued  "  covers  more  than  was  contained,"  in  the  origi- 
nal, cannot  be  considered' by  the  court,  when  the  original  patent 
has  not  been  put  in  evidence,  the  question  requiring  for  its  deter- 
mination, a  comparison  and  construction  of  the  two  instruments. 
Doherty  v.  Haynes.  '   *  •  289 

5.  In  a  suit  in  equity  to  restrain  the  infringement  of  a  patent,  it  is  not 
admissible  to  give  in  evidence  against  the  objection  of  the  com- 
plainant, copies  of  drawings  of  foreign  patents,  with  evidence  re- 
specting them,  for  the  purpose  oi  showing  that  the  patentee  was  not 
the  original  and*  first  inventor  of  the  improvement,  where  the  anr 
swer  of  the  defendant  denies  that  the  patentee  was  such  original 
and  first  inventor,  but  does  not,  in  compliance  with  the  statute,  give 
any  notice  of  the  peffcens  by  whom,  or  tjie  pieces  where,  the  alleged 
invention  was  known  or  used  before  the  intention  of  the  patentee. 
Earl  v.  Dexter,        ,  4<» 

6.  Evidence  upon  the  questlen  of  novelty,  of  which  notice  was  not 
given  in  the  answer,  will  not,  when  taken  under  complainant's  00- 
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jection,  be  considered  by  xhe  com  as  bearing  upon  the  question 
whether  the  patentee  was  the  first  inventor  ;  such  evidence  is  ad- 
missible only  for  the  pnrp6se  of  showing  the-state  of  the  art  at  the 
date  of  the  invention/   La  Baw  v.  Hawkins,  42  S 

7.  Evidence,  before  'a  master,'  uf>on  an  accounting  under  a  decree  in 
a  suit  for  infringing  a  patent  for  wooden  pavements,  is  incompetent 
to  show  that  there  were  olher  forms  of  wooden  pavement  oJ>en  to 
the 'public,  which  they  might  "have*  used,  and  made  the  profits,  or 
some  portion  of  the  profits,  which  'had  been  realized  in  the  use  of 
complainant's  invtfrftioii.  c  American  Nicholson  Pavement  Co,  v.  City 
of  Elizabeth.  *     ■  '  439 

8*.  Imperfect  and  crude  descriptions  of  an  invention,  imparted  to  others 
by  the  inventor,"  at  a'tirrieSvheii  he  did  not  have  a  complete  concep- 
tion of  the*  invention  for  which  he  subsequently  obtained  his  patent, 
are  ho  evidence  of  an  intention  to  abandon  it.  '  Locomotive  Engine 
Safety  Truck  Co,  v.  Pennsylvania  R,  R.  Co,   '  470 

9.  The  statement  made  by  a  patentee,  tp  the  Patent  Office,  of  the  date 
of  bis  invention,  upon  an  interference  between  himself  and  another 
applicant  for  a  patent,  does  not  estop  his  assignee  from  introduc- 
ing evidence,  in  a  proceeding  under  Section  58  of  the  Patent  Act  of 
1 8 70, to  prove  that  the  patentee's  invention  was  made  by  him,  prior 
to  the  time  specified  in  the  statement.  Union  Paper  Bag  Macldne 
Co,  v.  Crane,  f       t  494 

10.  Testimony  of  witnesses  examined  in  a  case  as  to  alleged  prior  use 
by  parties  of  whom  no  notice  was  given  in,  the  answer,  can  only.be 
considered  by  the  court,  for  the  purpose  of  showing  the  state  of 
the  art  at  the  time,  of  the  patentee's  invention..  ,  Geier  v.  Goetin- 
g<r,  553 

11.  The  same  rule  applies  to  printed  publications,  by  which  it  is 
sought  tp  anticipate  the  invention*    Id.  553 

%  .See  Burden  of  Proof,  i,-  a,  3.  4  ;  Injunction,  i  ;  Novel- 
ty, 3  ;  Practice,  6  ;  Profits  and  Damages,  2,  12,  13  ; 
,  Reissue,  7  ;  Utility/  3.         •.  . 

EXECUTORS  AND  ADMINISTRATORS. 

1.  A  patent,  granted  to  an  ackninistratortof  a  deceased  inventor,  is  a 
grant,  in  trust  for  the 'heirs  of  the  inventor,  but' it  is  not  essential 
to  the  validity  of 'the  patent,  *or  the  efficacy  of  the  trust,  that  the 
beneficiaries  should  be  named  upon  the  face  ofjhe  patent.  (Citing, 
Stimpson  y.  Rogers  et  a£,  4  Blatchf:  C.-C  R.,  53f$s^  Northwestern 
Fire  Extinguisher  Co,  v.  Philadelphia  Fire  Extinguisher  Co,  177 

See  Decree,  i.  ;  Parties,-  3,  5 .;  Pa&Fi??  antj  Damages,  i  ; 
•Revivor,  1,  2. '  «  •'•■•• 

VOL.  1 — 42 
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EXPERIMENTS. 

1.  Public  use  in  good  faith,  for  experimental  purposes,  and  for  a  rea- 
sonable period,  more  than  two  years  before  applying  for  a  patent, 
cannot  affect  the  rights  of  the  inventor.  The  objection  rests  upon 
the  principle  of  forfeiture,  and  is  not  to  be  favorably  regarded. 
Every  reasonable  doubt  should  be  raised  against  it.  But  if  clearly 
established,  it  is  fatal.     Birdsall  v.  McDonald.  165 

2.  Where  an  inventor  has  perfected  bis  invention  and  obtained  letters 
patent  therefor,  the  patent  cannot  be  invalidated  by  evidence  show- 
ing that  crude  and  unsuccessful  experiments  were  made  by  others 
previous  to  his  invention.     La  Baw  v.  Hawkins.  423 

See  Invention,    i  ;   Novelty,   2,  4  ;  Particular  Patents, 
119,  126  ;  Prior  Invention,  i  ;  Public  Use,  2. 

EXTENSION. 

1.  A  patent  was  extended,  and  assigned,  as  extended,  to  W.,who  entered 
into  an  agreement  in  writing,  under  seal,  with  T.,  which  set  forth 
that  T.  was  "  desirous  of  obtaining"  a  license  to  use  the  improve- 
ments covered  by  the  patent,  to  the  extent  of  the  use  of  the  article 
necessary  to  his  business,  and  that,  in  consideration  of  the  perform- 
ance by  T.  of  the  covenants  in  the  agreement,  W.  granted  to  T.  the 
license  to  use  the  improvement  to  said  extent  for  one  year,  at  a 
specified  place,  "and  not  longer,  otherwise  or  elsewhere,  without 
written  permission  of "  W.,  and  that  T.  agreed  to  pay  a  specified  pat- 
ent fee,  and  to  stamp  each  article  with  the  dates  of  the  patent  and 
of  the  extension,  and  the  words  "  licensed  to  T.  only,"  and  that  W. 
might  revoke  the  license  on  the  failure  of  T.  to  perform  any  of  said 
conditions,  in  which  case  it  should  cease,  and  that  the  license  was 
a  personal  privilege  to  T.,  and  no  right  to  use  the  article  should, 
under  it,  be  vested  in  any  purchaser  or  user  of  it,  other  than  T. 
After  the  expiration  of  one  year,  T.  continued  to  use  nineteen  of  the 
articles,  claiming  that  he  had  them  lawfully  in  use  at  the  expiration 
of  the  first  term  of  the  patent,  and  that,  by  virtue  of  Section  67  of 
the  Act  of  July  8,  1870  (16  U.  S.  Stat,  at  Large,  209),  he  had  a  right 
to  continue  the  use  of  them  so  long  as  they  remained  capable  of 
use.  W.,  on  bill  filed,  applied  for  an  injunction  to  restrain  such 
use  :  Held,  That,  as  T.  knew  all  the  facts  relied  on,  when  the  first 
term  expired,  and  when  such  license  was  given,  under  the  exten- 
sion, he  waived,  by  taking  such  license,  any  rights  which  he  then 
had  to  use  the  nineteen  articles  ;  that  a  mistake  of  the  law  could 
not  avail  to  destroy  the  force  of  the  covenants  in  the  license  ;  that, 
although  the  term  of  the  license  had  expired,  T.  was  bound  and 
estopped  by  the  recitals  and  covenants  in  it;  and  that  the  injunction 
must  be  granted.      Wooster  v.  Taylor.  594 
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2.  Held,  also,  that,  as  the  license  was  granted  at  a  nominal  sum,  for 
special  reasons,  it  would  be  inequitable  to  allow  T.  to  evade  the 
force  of  the  terms  of  the  license,  when  he  did  not  set  up,  at  the  time 
it  was  granted,  any  then  existing  right  to  use  the  article.     Id.  594 

FORFEITURE. 

See  Abandonment  ;  Experiments,  i. 

FUNCTION. 

See  Claims,  3  ;  Combination,  2. 

IMPEACHMENT. 

See  Evidence,  3  ;  Reissue,  4,5. 

IMPROVEMENTS. 

See  Burden  of  Proof,  4 ;  Infringement,  5  ;  Profits  and 
Damages,  6,  20,  22. 

INFRINGEMENT. 

i.  A  patent  for  a  paint  for  ships'  bottoms,  composed  of  a  combination 
of  oxide  of  copper,  yielding  in  sea  water  a  poisonous  solution,  with 
a  suitable  vehicle  or  medium,  and  a  base  of  earthy  or  mineral  mat- 
ter, which  serves  to  divide  the  particles  of  oxide  of  copper,  inter- 
posing between  them  substances  which  dissolve  more  slowly  than 
they  do,  or  which  do  not  dissolve  at  all,  is  infringed  by  the  use  of 
a  paint  composed  of  the  same  vehicle,  oxide  of  copper,  and  Bran- 
don red,  which  is  an  oxide  of  iron  associated  with  more  or  less  of 
earthy  matter,  which,  by  its  imperfect  solution  in  sea  water,  retards 
the  solution  of  the  oxide  of  copper.     Tarrv.  Folsom,  24 

2.  The  first  claim  in  the  patent  to  Isaac  Adams,  Jr.,  August  3,  1869, 
for  "  the  electro-deposition  of  nickel  by  means  of  a  solution  of  the 
double  sulphate  of  nickel  and  ammonia,  or  a  solution  of  the  double 
chloride  of  nickel  and  ammonium,  prepared  and  used  in  such  a 
manner  as  to  be  free  from  the  presence  of  potash,  soda,  alumina, 
lime  or  nitric  acid,  or  from  any  acid  or  alkaline  reaction,"  is  in- 
fringed, by  the  use  in  the  electro-deposition  of  nickel,  of  a  solution 
of  the  double  sulphate  of  nickel  and  ammonia,  containing  one  one- 
thousandth  part  of  tartrate  of  ammonia,  and  one  eight-hundredth 
part  of  ammonia,  the  evidence  showing  the  first  of  these  to  be  an 
inert  substance  in  the  solution,  and  the  second  to  be  speedily  elimi- 
nated from  the  solution,  in  use,  by  evaporation.  United  Nickel  Co 
v.  Keith, 
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3.  A  patent  for  a  deodorized  heavy  hydrocarbon  oil,  made  from  heavy 
hydrocarbon  oils  (from  which  the  lighter  oils  and  mechanical  im- 
purities have  been  previously  separated  by  distillation),  by  distill- 
ing from  them,  under  atmospheric  pressure,  the  volatile  matters 
from  which  the  objectionable  odors  arise,  is  not  infringed  by  a 
hydrocarbon  oil  of  the  same  characteristics,  obtained  directly  from 
the  crude  petroleum  by  distillation  in  vacuo,  in  such  a  manner  as  to 
leave  the  heavy  hydrocarbon  oil  as  the  distillate,  free  from  the 
odorous  bodies.     Merrill  v.  Yeomans.  47 

4.  A  hat-body  machine,  in  which  it  is  claimed  that  the  fur  is  projected 
by  a  rotary  picker  downward  against  a  surface,  by  which  it  is  guided 
upon  a  former,  is  an  infringement  of  a  patent  for  a  like  machine,  in 
which  the  fur  is  blown  by  such  a  picker  upward  against  the  upper 
side  of  a  tunnel  through  which  it  is  carried  on  the  former.      Wells 

v.  Jacques,  60 

5.  The  complainant's  reissued  patent  for  improvement  in  machines  for 
making  hat-bodies,  having  been  adjudged  valid  in  the  case  of  Wells 
v.  Jacques  et  al.  {ante,  p.  6o),  it  was  held  that  the  defendant's  ma- 
chine infringed  the  patent,  although  their  arrangement  for  conduct- 
ing, or  projecting,  or  getting  the  fur  from  the  brush  or  picker  to  the 
exhaust  cone,  might  be  in  some  respects  novel,  and  an  improvement 
on  the  complainant's  machine.      Wells  v.  Gill.  77 

6.  Where  a  patent  has  been  granted  for  a  combination  of  old  mechan- 
ical elements,  it  is  an  infringement  to  use  all  of  the  elements  but 
one,  and  for  the  one  not  used,  substitute  another  old  element, 
which,  at  the  time  of  the  invention,  was  known  as  its  mechanical 
equivalent,  performing  substantially  the  same  functions.      Webster 

v.  New  Brunswick  Carpet  Co,  84 

7.  In  order  to  avoid  the  charge  of  infringement  in  such  cases,  the  sub- 
stituted element  must  be  a  new  one,  or  must  perform  a  substantially 
different  function,  or  must  be  unknown  at  the  date  of  the  patent  as 
a  proper  substitute  for  the  one  omitted  from  the  patented  combina- 
tion.    Id.  S4 

8.  A  patent  for  a  process  for  making  white  oxide  of  zinc,  by  spreading 
mingled  ore  and  coal,  in  a  comminuted  form,  upon  a  thin  layer  of 
chestnut  coal,  placed  upon  perforated*  grate  bars,  and  forcing  air 
through  the  grate  and  the  mass  above  it  to  keep  up  combustion,  and 
also  supply  the  vaporized  zinc  with  sufficient  oxygen  in  the  furnace 
chamber  to  convert  it  into  white  oxide  ;  and,  when  the  metallic  zinc 
is  expelled  from  the  ore,  removing  the  scoria  or  slag,  ready  for  a 
repetition  of  the  process,  is  infringed  by  spreading  upon  a  bed  of 
coarsely  broken  slag,  without  grate  bars,  a  layer  of  charcoal,  upon 
which  is  placed  pea  coal,  finely  crushed  ore,  dust  coal  and  marble, 
and  forcing  a  blast  of  air  through  the  broken  slag  and  the  mass 
above '  it ;  and,  when  the  metallic  zinc  is  ejected,  withdrawing  a 
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sufficient  amount  of  the  slag  from  the  bottom  to  allow  a  fresh  charge 
of  ore,  coal  and  marble,  to  be  placed  on  the  top  of  the  remaining 
slag,  while  still  in  a  heated  condition  and  broken  into  fragments. 
Wetherill  v.  New  Jersey  Zinc  Co.  105 

9.  It  is  not  less  an  infringement,  because  air  is  introduced  above  the 
charge,  after  the  zinc  vapor  appears,  in  order  to  supply  any  defi- 
ciency in  the  blast  through  the  slag,  for  oxidizing  the  zinc.     Id.         105 

10.  Infringement  is  not  avoided  by  the  fact  that,  when  the  patentee's 
latch-bolt  is  drawn  forward  for  the  purpose  of  reversing  it,  the  case 
or  frame  moves  forward  with  it  in  a  straight  line,  and  that  the  de- 
fendants' frame,  when  the  latch-bolt  is  drawn  forward,  moves  for- 
ward in  a  curved  line.  Russell  <5r*  Envin  Mfg.  Co.  v.  P.  cV  F.  Cor- 
bin  Mfg.  Co.  159 

11.  Nor  is  infringement  avoided  by  the  fact,  that  the  defendant  intro- 
duces a  catch,  operated  by  a  spring,  to  hold  in  position  the  latch 
and  its  mechanism,  after  reversal,  until  the  knob-spindle  is  insert- 
ed.    Id.  159 

12.  A  patent  for  a  combination  is  infringed  by  the  use  of  a  similar 
combination,  although  one  of  the  elements  is  omitted  and  another 
substituted  for  it,  unless  the  substituted  device  is  a  new  one,  or  was 
not  known  at  the  date  of  the  patent  as  a  proper  substitute  for  the  one 
omitted.      Willing  v.  Rubber  Coated  Harness  Trimming  Co.  2  82 

13.  A  patent  for  spelling  blocks,  cubical  in  shape,  having  different  let- 
ters upon  two  or  more  of  their  sides,  and  upon  one  side  of  each 
block  a  numeral,  by  the  aid  of  which,  in  connection  with  a  printed 
key,  the  blocks  needed  for  spelling  any  word,  may  be  readily  found, 
is  not  infringed,  by  the  manufacture  and  sale  of  similar  cubical 
spelling  blocks,  without  numerals  and  a  printed  key,  but  having  a  pic- 
ture on  each  block,  in  place  of  the  numeral.     Hill  v.  Houghton.         291 

14.  A  watchman's  time-detector,  in  which  the  dial-paper  is  pressed 
down  upon  a  surface  furnished  with  projections  by  which  it  is  in- 
dented, is  an  infringement  of  a  patent  for  a  like  detector  in  which 
points  are  forced  upward  from  below  by  similar  means  to  perforate 
the  paper,  the  former  device  being  an  equivalent  for  the  other,  and 

an  evasion  of  the  patent.    Buerk  v.  Imhaeuser.  337 

15.  Where  the  patent  is  for  a  combination  of  several  distinct  parts,  a 
machine,  not  embracing  all  the  parts  that  go  to  make  up  the  com- 
bination, does  not  infringe  the  patent.     Fisher  v.  Craig.  365 

16.  A  patent  for  a  saw,  claiming,  in  combination,  clearing  teeth  hol- 
lowed out  in  front,  so  as  to  plane  out  the  wood  between  the  scores 
cut  by  the  fleam  teeth,  is  not  infringed  by  a  saw  in  which  the  wood 
is  rasped  out  by  clearing  teeth,  which  are  straight  and  perpendicu- 
lar in  front.      Wheeler  v.  Simpson.  420 

17.  A  saw  having  its  fleam  teeth  of  the  usual  triangular  form,  with  in- 
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tervals  between  them,  operates  by  means  of  a  construction  so  unlike 
that  of  a  saw  having  its  fleam  teeth  arranged  in  pairs,  with  only  a 
perpendicular  slit  between  them,  that  it  is  no  infringement  of  a  pat- 
ent for  the  latter,  although  the  effect  may  be  the  same.    Id.  420 

18.  An  infringer  of  a  patent  is,  in  equity,  a  trustee  of  the  patentee,  of 
the  gains  derived  by  him  from  the  infringement.  Wethcrill  v.  Nrsp 
Jersey  Zinc  Co.  -P5 

19.  The  complainants1  patent  was  for  clamps,  having  a  lateral  elastic 
movement,  independent  of  the  roller  beds  of  a  circular  saw,  to 
which  the  clamps  are  attached,  for  the  purpose  of  compensating  for 
the  varying  thickness  of  different  pieces  of  lumber,  and  keeping 
them  in  a  proper  relative  position  to  the  saw.  The  defendants  used 
pressure  rollers,  having  the  same  mode  of  operation,  and  perform- 
ing the  same  functions  as  the  clamps.  The  evidence  showed  no 
device  prior  to  the  clamps  for  accomplishing  the  result :  Held,  that 
the  defendants  infringed  complainants'  patent.    Myers  v.  Duker.      555 

2*\  A  patented  mechanical  device,  by  which  a  new  result  is  produced, 
is  infringed  by  the  use  of  another  device,  which,  although  different 
in  form,  produces  the  same  result  by  substantially  the  same  means. 

Id.  535 

21.  It  is  not  an  infringement  of  a  patent  for  a  combination,  to  use  any 
part  of  the  combination  less  than  the  whole,  when  the  part  used  is 
composed  of  elements  not  new  in  themselves.     Craig  v.  Smith.         55b 

22.  Making  the  lower  roll,  in  a  fluting  machine,  ad  jus  table,  is  an  infringe- 
ment of  a  patent  for  making  the  upper  roll  adjustable,  by  similar 
means,  and  for  the  same  purpose  ;  and  making  the  roll  adjustable, 
by  a  rack  and  pinion,  instead  of  a  screw,  is  also  an  infringement. 
Knox  v.  Loweree.  5^9 

23.  The  manufacture  of  one  of  the  elements  of  a  patented  combination, 
not  proved  to  be  made  for  use  in  connection  with  the  other  ele- 
ments, is  not  an  infringement  of  the  patent  for  the  combination. 
Saxe  v.  Hammond.  629 

24.  Different  parties  may  all  infringe  by  respectively  making  or  selling, 
each  of  them,  one  of  the  elements  of  a  patented  combination,  pro- 
vided those  separate  elements  are  made  for  the  purpose  and  with 
the  intent  of  their  being  combined  by  a  party  having  no  right  to 
combine  them.     Id.  629 

25.  A  patent  for  the  application  to  organs,  etc.,  of  any  means  of  agitat- 
ing the  air  "  by  agency  external  to  the  wind-chest,  which  shall  not 
check  the  flow  of  the  air  past  the  reeds,'*  so  as  to  produce  a  con- 
tinuous tremulous  note,  instead  of  a  succession  of  notes,  is  not  in- 
fringed by  the  manufacture  of  a  wooden  fan  capable  of  being  so 
applied,  unless  the  manufacture  is  proved  to  be  for  the  purpose  of 
such  application.     Id.  ^9 
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26.  Whether  such  a  device  would  infringe,  would  depend  upon  the  posi- 
tion and  arrangement  of  it  in  the  organ — whether  or  not  it  is  placed 
external  to  the  wind-chest,  and  whether  it  be  placed  so  as  to  cut  off 
the  sound  and  produce  a  succession  of  notes,  or  merely  to  agitate  the 
air,  and  vary  the  notes,  without  interrupting  their  continuity.     Id.    629 

See  Combination,  3,  4.  5  :  Construction  of  Patents,  i,  2, 
3,  5  ;  Novelty,  6  ;  Particular  Patents,  i,  2,  8,  18,  23, 
26,  33.  44,  45.  46,  59»  60.  61,  85,  87,  89,  95,  120,  132. 

INFRINGER. 

1.  An  infringer  of  a  patent  is,  in  equity,  a  trustee  of  the  patentee  of  the 
gains  derived  by  him  from  the  infringement.  WetJurill  v.  New 
Jersey  Zinc  Co.  485 

2.  Where  the  infringed  patent  is  for  an  art,  a  fair  measure  of  the  in- 
fringer's actual  profits  is  the  saving  in  cost  of  production  by  the 
use  of  the  appropriated  invention,  over  the  cost  of  production  by 
the  use  of  cognate  means,  used  and  available.    Id.  485 

3.  Where  complainants  had  licensed  large  numbers  of  manufacturers 
to  put  a  patented  tremolo  attachment  upon  their  instruments,  and 
had  agreed  to  license  all  reputable  makers  who  might  apply  -  Held, 
that  one  who  simply  made  and  sold  the  attachment,  could  not  be 
held  as  an  infringer,  unless  it  appeared  that  the  sale  was  to  an  un- 
licensed manufacturer.     Saxe  v.  Hammond.  629 

See  Infringement,  24 ;  Injunction,  ii  ;  Profits  and  Dam- 
ages, 8,  9  :  Revivor,  2. 

INGREDIENTS. 

See  Composition,  i  ;  Patentability,  i. 

INJUNCTION. 

I.  In  a  suit  in  equity  for  the  infringement  of  letters  patent,  the  answer 
did  not  state  the  name  or  residence  of  any  person  alleged  to  have 
had  prior  knowledge  of  the  patented  invention,  or  set  up  a  defence 
of  the  abandonment  of  the  invention  to  the  public  by  the  inventor, 
although  it  averred  generally  prior  knowledge  and  use  of  the  inven- 
tion. The  plaintiff  took  proofs  for  final  hearing,  and  rested  his 
case.  The  defendant  took  no  proofs.  The  court  then  granted  a 
preliminary  injunction  in  the  suit,  restraining  the  infringement  of 
one  of  the  claims  of  the  patent.  Afterward,  and  after  the  time  for 
taking  proofs  had  expired,  the  defendant,  without  having  obtained 
leave  to  amend  his  answer,  or  an  extension  of  the  time  for  taking 
proofs,  applied  to  the  court  to  dissolve  the  injunction,  on  affidavits 
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setting  out  matters  intended  to  show  that  the  invention  covered  by 
said  first  claim  was,  with  the  consent  and  allowance  of  the  inventor, 
in  public  use,  at  a  place  named,  for  more  than  two  years  before  the 
patent  was  applied  for,  and  that  the  invention  was  previously 
known  by  persons  named  :  Held,  that,  inasmuch  as  such  defences 
could  not  be  availed  of  by  the  defendant  in  the  taking  of  proofs  for 
final  hearing,  they  could  not  be  availed  of  to  dissolve  the  injunc- 
tion.     Union  Paper  Bag  Machine  Co.  \.  Newell.  113 

2.  In  a  suit  in  equity,  in  this  court,  on  letters  patent,  containing  four 
claims  against  two  defendants,  J.  andG.,  the  plaintiff  had  a  decree 
adjudging  infringement  of  the  fourth  claim,  and  an  account  of  pro- 
fits, and  an  injunction.  The  accounting  was  proceeded  with.  One 
of  the  defendants,  G.,  was  called  as  a  witness  for  the  plaintiff,  on 
the  accounting,  and  objected  to  give  certain  information  asked,  on 
the  ground  that  the  inquiry  went  beyond  the  scope  of  the  claim  in- 
fringed, until  the  defendants  could  apply  to  this  court  for  instruc- 
tions. The  plaintiff  then  brought  a  suit  in  equity  in  New  Jersey, 
on  the  same  patent,  against  G.  alone,  claiming  to  recover  in  it,  for 
the  time  covered  by  the  suit  in  this  court,  damages  for  the  infringe- 
ment covered  by  the  suit  in  this  court,  (such  damages  not  being 
claimed  in  the  bill  in  the  suit  in  this  court,  it  having  been  filed  be- 
fore the  enactment  of  the  55th  section  of  the  Act  of  July  8,  1870, 16 
U.  S.  Stat,  at  Large,  206.)  and  also  profits  and  damages  for  the  in- 
fringement of  the  patent  after  the  date  of  the  decree  in  the  suit  in 
this  court.  Proofs. for  final  hearing  were  taken  and  closed  in  the 
suit  in  New  Jersey.  The  plaintiff  also  brought  suits  for  infringe 
ment  in  South  Carolina  and  Georgia,  against  persons  who  had  in- 
fringed only  by  selling  articles  bought  by  them  from  the  defendants 
in  the  suit  in  this  court.  The  taking  of  proofs  for  final  hearing  in  the 
South  Carolina  suit  had  been  closed.  The  defendants  in  the  suit  in 
this  court  then  applied  to  this  court,  in  the  suit  in  this  court,  for  an 
injunction  restraining  the  plaintiff  from  further  prosecuting  the  said 
other  three  suits,  and  from  commencing  other  suits  against  pur- 
chasers from  them,  alleging  that  they  had  been  called  on  to  account,  . 
in  the  suit  in  this  court,  for  the  making  and  selling  of  the  articles 
covered  by  the  said  other  three  suits  :  Held,  That  ttiis  court  had  no 
power,  in  the  suit  in  this  court,  to  regulate  the  conduct  of  the  plain 
tiff  by  injunction  or  stay  or  repression,  except  as  regarded  proceed- 
ings in  this  suit,  and  that  the  New  Jersey  suit  might  properly  have 
been  brought  even  in  this  court,  and  that,  as  to  the  New  Jersey  and 
South  Carolina  suits,  the  application,  to  be  entertained  at  all,  should 
have  been  made  before  the  plaintiff  took  proofs  for  final  hearing. 
Rum  ford  Chemical  Works  v.  Hecker.  120 

3.  Where  there  did  not  appear  to  be  danger  of  irreparable  injury  to  the 
plaintiff,  and  his  right  was  not  clear,  a  preliminary  injunction  was 
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refused.     Dorsey  Revolving  Harvester  Rake  Co.  v.  Bradley  Mfg. 
Co.  330 

4.  Where,  upon  the  filing  of  a  bill  for  the  infringement  of  a  patent,  an 
injunction  order  has  been  granted,  restraining  the  defendant  pen- 
dente lite,  from  manufacturing  and  selling  the  patented  article  ;  and 
an  application,  on  behalf  of  the  defendant,  is  made  to  the  court,  to 
modify  the  injunction,  by  permitting  the  defendant  to  manufacture 
a  limited  number  of  the  patented  articles,  with  which  to  complete 
contracts  between  the  defendant  and  third  parties  ;  and,  as  a  con- 
dition to  the  modification,  the  defendant  offers  to  file  a  bond,  to 
secure  complainant  against  loss  occasioned  thereby  ;  and  it  appears, 
from  the  papers  used  upon  the  application,  that  the  defendant  is  the 
assignee  of  a  part  only  of  the  rights  secured  to  his  assignors  by 
license  from  the  patentee,  and  that,  at  the  time  of  the  assignment 
to  the  defendant,  a  suit  was  pending  in  New  York,  between  the 
present  complainant  and  the  assignors  of  the  defendant,  wherein  the 
relief  sought  was  to  have  the  license  from  the  patentee  to  the  de- 
fendant's assignors  held  fraudulent  and  void,  of  which  suit  the  de- 
fendant admitted  having,  at  some  time,  received  actual  notice : 
Held,  that  the  absence,  in  the  moving  papers,  of  sufficient  proof, 
that  the  notice  to  the  defendant  of  the  pendency  of  the  former  suit 
was  subsequent,  and  not  prior,  to  the  making  of  the  contracts  which 
the  defendant  now  desires  to  carry  out,  is  fatal  to  the  defendant's 
motion,  and,  that  the  papers  did  not  present  a  proper  case  for  the 
exercise  of  the  equitable  powers  of  the  court.  Consolidated  Fruit 
Jar  Co.  v.  Whitney.  356 

5.  The  rule  that  where  the  complainant  has  established  a  right  to  an 
injunction,  the  defendant  cannot  defeat  it  by  tendering  security  for 
damages,  is  applicable  to  patent  cases.    Id.  356 

6.  In  another  suit  against  other  defendants,  but  in  which  this  defend- 
ant contributed  to  the  defence,  the  complainant's  patent  had  been 
sustained.  Upon  a  motion,  in  this  suit,  for  a  preliminary  injunction, 
the  defendant  claimed  to  be  able  to  produce,  if  the  opportunity 
were  given,  additional  witnesses  to  establish  the  contrary  of  some 
of  the  facts  found  in  the  other  suit,  which  would  invalidate  the 
complainant's  patent,  by  showing  its  want  of  novelty  :  Held,  that 
whatever  may  be  the  effect  of  the  additional  testimony  upon  the 
case  at  the  final  hearing,  the  complainant  ought  now  to  have  the 
benefit  of  his  adjudicated  rights,  and  was  entitled  to  an  injunction. 
Birdsall  v.  Hagerstown  Agricultural  Implement  Mfg.  Co.  426 

7.  The  plaintiffs,  in  a  suit  in  this  court  against  T.,  for  manufacturing 
and  selling  gas  machines,  in  infringement  of  a  patent,  obtained  a 
decree  requiring  T.  to  account  for  his  gains  and  profits  from  such 
manufacture  and  sale,  and  for  all  damages  sustained  by  the  plain- 
tiffs from  such  infringement  by  T.     No  final  decree  had  been  en- 
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tered.  The  plaintiffs  then  brought  this  suit  against  B.,  for  infring- 
ing the  patent  by  the  use  of  a  machine  purchased  by  him  from  TM 
and  applied  for  a  provisional  injunction  to  restrain  the  further  use 
of  the  machine  :  Held,  that  B.  ought  to  be  allowed  to  give  security 
for  the  payment  of  any  decree  that  might  be  rendered  against  him, 
and  that,  if  he  would  do  so,  the  injunction  ought  not  to  be  granted. 
Gilbert  &  Barker  Mfg.  Co.  v.  Bussing.  621 

8.  The  payment  of  an  amount  awarded  for  such  damages  by  a  final 
decree  in  the  suit  against  T.  would,  it  seems,  as  to  the  particular 
machines  made  and  sold  by  T,,  vest  in  the  purchasers  a  right  to  the 
further  use  of  such  machines.     Id.  621 

9.  But,  until  such  payment,  no  such  right  can  vest.     Id.  621 

10.  Where  a  preliminary  injunction  is  sought,  to  restrain  an  alleged  in- 
fringement of  a  patent,  and  acquiescence  alone  is  relied  upon  as  a 
basis  for  the  injunction,  the  infringement  must  be  palpable.  Bur- 
leigh Rock  Drill  Co.  v.  Loodell.  625 

11.  The  fact  that  a  defendant  is  using  a  machine,  openly  made  and  sold, 
under  patents,  and  which  the  manufacturers  have,  in  good  faith,  put 
upon  the  market,  in  open  competition  with  the  machines  patented 
to  the  complainant,  honestly  believing  that  they  were  not  infring- 
ing complainant's  patent,  though  no  defence  to  the  charge  of  in- 
fringement at  the  final  hearing,  is  a  reason  why  the  court  should 
hesitate  to  interfere,  before  the  final  decree,  in  a  case  where  there 
is  no  suggestion  of  any  irremediable  injury  in  the  intervening  time, 
or  of  any  want  of  ability  to  respond  to  any  judgment  wi.ich  may 
finally  be  recovered.     Id.  625 

See  Attachment,  i  ;  Violation  of  Injunction,  i,  2. 

INTERFERING  PATENTS. 

i.  The  determination,  by  the  Patent  Office,  of  an  interference  between 
a  patentee  and  a  petitioner  for  a  patent,  is  not  final  upon  the  rights 
of  the  parties,  and  either,  feeling  aggrieved  by  the  decision,  may 
thereafter  bring  a  bill  under  Section  58  of  the  Patent  Act  of  1870,  to 
have  the  patent  granted  to  the  other,  declared  void.  Union  Papet 
Bag  Machine  Co.  v.  Crane.  494 

2.  Section  58  of  the  Patent  Act  of  1S70,  authorizing  a  court,  in  a  suit 
thereunder,  to  adjudge  and  declare  either  of  the  interfering  patents 
void,  in  whole  or  in  part,  is  broader,  in  its  application,  than  Section 
16  of  the  Patent  Act  of  1836  ;  and  under  the  Act  of  1870  the  court 
may  review  both  patents  on  their  merits,  and  decree  the  cancellation 
of  either  or  both  on  the  ground  of  want  of  novelty,  or  any  other 
ground  that  would,  in  an  action  of  infringement,  affect  the  validity  of 

-  either  of  the  patents.     Foster  v.  Lindsay.  605 

3.  The  case  of  Moiuryv.  Whitney ',  14  Wall.,  434,  in  which  Section  16 
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of  the  Patent  Act  of  1836  was  construed,  considered  and  distin- 
guished.    Id.  605 

See  Estoppel,  i  ;  Evidence,  9  ;  Presumption,  3. 

INVENTION. 

1.  A  trial  of  a  machine  in  public,  which  proves  the  capacity  of  the  ma-  ' 
chine  to  effect  what  its  inventor  proposed,  entitles  him  to  the  merit 
of  having  produced  a  complete  invention,  and  cannot  be  regarded 
as  a  mere  experiment,  entitling  a  subsequent  inventor  to  a  patent 
for  the  same  invention.  Gayler  v.  Wilder,  10  How.,  477,  amdLParh- 
hutst  v.  Kinsman,  1  Blatchf.  C.  C.  R.,  488,  distinguished.  North- 
western Fire  Extinguisher  Co.  v.  Philadelphia   Fire  Extinguisher 

Co.  \-j-j 

2.  Semble,  that,  neither  the  pencil  nor  the  eraser,  nor  the  combination 
of  the  two  being  new,  it  was  no  invention  to  increase  the  size  of  the 
eraser,  in  the  combination,  that  having  been  before  done  in  a  sepa- 
rate eraser.     Reckendorfer  v.  Fader.  229 

3.  An  invention  reduced  to  practice  in  the  United  States,  prior  to  the 
granting  of  an  English  patent,  sustained  as  against  such  patent. 
National  Spring  Co.  v.  Union  Car  Spring  Mfg.  Co.  240 

4.  A  written  description  of  a  machine,  although  illustrated  by  draw- 
ings, which  has  not  been  given  to  the  public,  does  not  constitute  an 
invention,  within  the  meaning  of  the  patent  laws,  so  as  to  defeat  a 
subsequent  patent,  to  an  independent  inventor,  even  though  it  be 
deposited  in  the  Patent  Office,  as  part  of  an  application  for  a  pat- 
ent.    Lyman  Ventilating  and Refrigerator  Co.  v.  Lalor.  403 

5.  To  attain  the  character  of  a  complete  invention,  it  must  be  embod- 
ied in  a  form  capable  of  useful  operation.     Id.  403 

6.  A  reissued  patent,  claimed  comminuted  glue  as  a  new  article  of 
manufacture.  The  patented  glue  was  made  by  cutting  or  rasping 
the  common  commercial  glue,  so  that  its  large  flakes  were  reduced 
to  small  particles.  The  mechanism,  by  which  this  result  was  ac- 
complished, was  not  claimed  in  the  patent.  The  advantages  of  the 
patented  glue,  over  the  glue  in  its  commercial  form,  were  said  to 
be  :  1st  that  the  particles  of  the  glue  being  smaller,  presented  a 
greater  surface  to  the  soluble  action  of  water,  and  thereby  insured 
its  more  speedy  solution  ;  2d,  that  the  patented  glue  could  be  more 
conveniently  put  up  in  small  packages,  for  domestic  use  and  for  the 
retail  trade,  than  the  glue  in  flakes,  and  with  less  danger  of  loss. 
Unimpeached  proof  was  exhibited  in  the  record,  showing  that  flake 
or  commercial  glue  had  been  ground  into  small  particles,  long  be- 
fore the  alleged  invention,  and  that  the  glue  comminuted  by  this 
and  other  means  than  those  described  in  the  specification,  is  as  read- 
ily dissolved  and  prepared  for  practical  use,  as  the  patented  glue  : 
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Held,  that  the  reduction  of  the  glue  as  manufactured  in  flakes,  to 
small  particles,  as  described  in  the  specification  of  the  complain- 
ant's patent,  does  not  involve  the  exercise  of  invention  or  discov- 
ery, without  which,  the  product  of  the  described  process  or  appa- 
ratus, cannot  be  regarded  as  a  patentable  improvement.  Milligan 
6*  Higgins  Glue  Co.  v.  Upton.  497 

7.  The  date  of  the  invention  in  this  case  held  to  have  been,  when  the 
patentee  had  a  machine,  embodying  it,  completed,  and  in  opera- 
tion, and  actual  use,  although  the  use  was  private.  Knox  v.  Low- 
eree.  589 

8.  The  accidental  making  of  an  improved  article,  in  a  single  instance, 
without  knowledge  on  the  part  of  the  producer  of  how  it  was  accom- 
plished, or  how  to  make  another  like  it,  is  not  invention.     Pelton 

v.  Waters.  599 

9.  The  mere  making  of  a  model  by  a  party,  held  not  to  constitute  in- 
vention, as  against  a  patent  subsequently  granted  to  another  for  the 
same  thing.  Stilwell  &  Bierce  Mfg.  Co.  v.  Cincinnati  Gaslight  and 
Coke  Co.  tio 

See  Date  of  Invention,  i,  2  ;  Evidence,  8  ;    Patentabil- 
ity, 7,  14,  15  ;  Prior  Publication,  2 ;  Utility,  3. 

INVENTOR. 

1.  The  patentee  must  not  only  believe  himself  to  be  the  original  inven- 
tor of  the  thing  patented,  but  he  must  in  fact  be  the  original  and  the 
first  inventor.  If  he  acquired  his  knowledge  of  the  invention  from 
another,  he  is  not  the  original  inventor  ;  and  if  another  has  antici- 
pated him  without  his  knowledge,  by  use  of  the  patented  article  in 
the  United  States,  or  by  a  published  description  of  it  in  the  United 
States,  or  abroad,  he  is  not  the  first  inventor.     Roemer  v.  Simon.       158 

JOINT  LIABILITY. 

See  Parties,  i,  2. 

JURISDICTION. 

See  Injunction,  2  ;  Licensee,  3,  4. 

LICENSE. 

1.  A  patentee  has  the  right  to  grant  the  right  to  make  and  sell  the  pat- 
ented invention  within  specified  territory,  and  to  make  that  right 
exclusive  in  the  grantee,  and  yet  limit  the  use  of  the  thing  so  made 
and  sold,  within  specified  limits.  Dorsey  Revolving  Harvester  Rake 
Co.  v.  Bradley  Mfg.  Co.  33° 
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2.  A  patentee,  while  granting  to  another  a  right  to  make  or  to  make 
.  and  sell,  may  retain  to  hjmself  the  exclusive  right  to  make  and  sell 

for  export  or  use  in  other  countries.     Id.  330 

3.  Whether  the  grant  of  a  right  to  make  and  sell  carries  with  it  a  right 

to  use,  quare.     Id.  330 

4.  Whether,  when  a  mere  licensee  to  make  and  sell  a  patented  ma- 
chine within  specified  limits,  sells  a  machine  so  made  to  another, 

the  machine  may  be  used  anywhere,  quare.     Id.  330 

5.  A  mere  license  is  not  apportionable,  so  as  to  permit  the  licensee  to 
grant  to  others  separate  rights  to  use  or  work  the  patent,  by  sub- 
dividing the  rights  that  may  have  been  granted  to  himself.  Brooks 
v.  Byam,  2  Story.,  525,  commented  on  and  followed.  Consolidated 
Fruit  Jar  Co.  v.   Whitney.  356 

6.  The  patentee  gave  to  A.  and  his  assigns,  a  license  to  manufacture 
and  sell  the  Mason  fruit  jar,  patented  September  24,  1872,  within  a 
specified  territory.  Afterward,  the  patentee  assigned  the  patent, 
and  all  his  rights  thereunder,  to  the  complainant :  Held,  that  a 
transfer  by  A.  of  a  portion  of  the  rights  and  privileges  secured  to 
him  by  the  license,  was  void,  as  against  the  complainant,  even  if  the 
complainant's  assignment  was  held  subject  to    the  prior  license. 

Id.  •  356 

7.  Where  a  machine  was  licensed  for  use  in  a  particular  territory  :  Held, 
That  the  use  of  it  by  subsequent  purchasers,  in  territory  other  than 
that  for  which  it  was  licensed,  was  unlawful.  Wicke  v.  Kleinknecht.  608 

8.  The  mere  fact  that  the  agent  of  the  patentee,  after  the  transfer  of 
the  machine  to  the  unlicensed  territory,  demanded  of  the  purchasers 
the  back  royalties  due  upon  it,  for  use  in  the  licensed  territory,  con- 
ferred no  right  to  use  it  outside  the  territory  named  in  the  license. 

Id.  60S 

See  Extension,  i,  2  ;  Licensee,  i,  2,  3,  5  ;  Parties,  2,  6  ;  Profits 
and  Damages,  ii  ;  Purchaser,-  i. 

LIMITATION. 

•   See  Statute  of  Limitations,  i. 

LICENSEE. 

1.  A  licensee  under  a  patent,  with  the  exclusive  right  to  use,  rent  and 
vend  a  patented  article  within  a  specified  territory,  cannot  maintain 
a  suit  for  an  injunction  and  account,  against  parties  using  the  pat- 
ented article  in  violation  of  the  license.     Hill  v.  Whitcomb.  34 

2.  A  licensee  cannot  maintain  an  action  for  infringement  in  his  own 
name.     Id.  34 
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3.  When  the  patentee  sells,  to  a  person,  a  machine,  embodying  the  pat- 
ented invention,  with  a  covenant  that  the  vendee  shall  be  the  exclu-  . 
sive  licensee,  and  have  the  sole  right  to  use  the  patented  invention, 
within  a  specified  territory,  and,  thereafter,  sells  to  another  the  pat- 
ented invention  in  violation  of  the  contract,  the  licensee  cannot  en- 
force his  rights  by  bill  in  equity,  under  the  jurisdiction  conferred 
upon  the  federal  courts  by  the  Patent  Act     Id.  34 

4.  The  licensee  might  seek  relief  for  the  breach  of  contract  under  the 
general  equitable  jurisdiction  of  the  federal  courts,  but  in  that  case, 
he  must  bring  himself  within  the  rule  with  regard  to  the  citizenship 
of  the  parties,  otherwise  he  must  seek  redress  in  the  State  courts. 
Id.  ji 

5.  A  licensee  who  has  elected  to  put  an  end  to  his  license,  and  denies 
the  validity  of  the  patent,  and  refuses  to  recognize  any  title  in  the 
patentee,  will  not  afterwards,  when  the  validity  of  the  patent  has 
been  sustained,  be  permitted  to  set  up  the  license  from  the  patentee 
as  a  defence  to  the  action.     Moody  v.  Tabtr.  41 


MANUFACTURE. 

See  Patentability,  ii,  12. 

MARKING  PATENTED  ARTICLES. 

i.  The  suit  was  brought  for  the  infringement  of  complainant's  pat- 
ent for  bottle  stopper  fasteners,  and  the  defendant  set  up  as  a  de- 
fence, the  failure  of  the  complainant  to  mat  k  or  stamp  the  patented 
articles,  as  required  by  section  38  of  the  Patent  Act  of  1870  ;  and  it 
appeared  that  the  fasteners  made  were  not  so  marked.  The  com- 
plainant claimed,  that  such  marking  or  stamping  would  have  been 
so  expensive  as  to  exhaust  his  profit  on  the  manufactured  article  ; 
it  was,  however,  shown  that  the  fasteners  could  have  been  stamped 
as  required  by  the  law  :  Held,  that  the  impossibility  or  impractica- 
bility of  marking  or  stamping  patented  articles,  is  not  dependent 
upon  the  question  of  pecuniary  loss  or  gain  to  the  patentee,  and 
that  said  section  38  was  applicable  to  this  case,  and  that  the  com- 
plainant's fasteners  should  have  been  marked  in  compliance  there- 
with ;  and  also  that  the  complainant's  failure  to  mark  them,  de- 
barred him  from  recovering  *'  damages."     Putnam  v.  Sudhoff.        19* 

MASTER. 

See  Attachment,  2. 
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MISNOMER. 

i.  A  patent  will  not  be  void,  because  of  an  error  in  the  Christian  name 
of  one  of  the  patentees,  provided  it  contains  a  description  of  him, 
by  which  he  can  be  identified.  Northwestern  Fire  Extinguisher 
Co.  v.  Philadelphia  Fire  Extinguisher  Co,  177 

2.  Where  the  Christian  name  of  one  of  the  patentees  was  erroneously 
stated  in  the  patent,  but  he  was  described  in  it,  as  a  joint  inventor 
with  another,  and  was  identified  as  such,  the  patent  was  held  to  be 
valid,  notwithstanding  such  error.     Id.  177 


MULTIFARIOUSNESS. 

See  Pleading,  i,  2. 

NOTICE. 

See  Evidence,  i,  2,  5,6,  io,  11 ;  Injunction,  1,4;  Novelty,  3. 

NOVELTY. 

i.  A  patent  for  abdominal  supporters,  intended  to  sustain  the  viscera 
of  well  formed  persons,  will  not  be  held  void  for  want  of  novelty, 
upon  the  testimony  of  a  physician,  that,  prior  to  the  complainant's 
invention, 'he  had  made  several  supporters,  of  which  no  specimens 
are  produced,  "  of  the  same  general  character,'1  for  deformed  pa- 
tients ;  each  being  peculiar  and  special  in  its  construction,  and  made 
with  a  view  to  the  particular  deformity  of  the  patient  for  whom  it 
was  intended.     Moody  v.  Taber.  41 

2.  When  the  complainant's  patent  is  assailed  for  want  of  novelty,  and 
neither  of  the  witnesses  give  any  drawings  or  models  of  the  looms, 
which  they  testify  were  used  prior  to  the  complainant's  invention, 
and  neither  of  them,  nor  the  experts,  testify  that  the  mechanism  de- 
scribed by  them  was  substantially  like  that  described  by  the  com- 
plainant in  his  specification,  and  it  is  not  easy  to  determine  how 
much  of  the  product  was  made  by  the  use  of  such  looms,  they  are 
to  be  regarded  as  abandoned  experiments,  and  will  not  affect  the 
validity  of  the  complainant's  patent.  Smith  v.  Glendale  Elastic 
Fabrics  Co.  58 

3.  Evidence  upon  the  question  of  novelty,  of  which  notice  was  not 
given  in  the  answer,  will  not,  when  taken  under  complainant's  ob- 
jection, be  considered  by  the  court  as  bearing  upon  the  question 
whether  the  patentee  was  the  first  inventor  ;  such  evidence  is  admis- 
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sible  only  for  the  purpose  of  showing  the  state  of  the  art  at  the  date 
of  the  invention.     La  Baw  v.  Hawkins,  428 

4.  Where  an  inventor  has  perfected  his  invention,  and  obtained  letters 
patent  therefor,  the  patent  cannot  be  invalidated,  by  evidence  show- 
ing that  crude  and  unsuccessful  experiments  were  made  by  others 
previous  to  his  invention.    Id,  42S 

5.  The  decision  of  the  Patent  Office  is  never  final  upon  the  question  of 
the  novelty  or  priority  of  an  invention.  Union  Paper  Bag  Machine 
Co,  v.  Crane,  494 

6.  Where,  in  a  suit  in  equity  on  a  patent,  no  infringement  is  found, 
the  court  will  not  pass  upon  the  question  of  the  novelty  of  the  pat- 
ented invention.     Saxe  v.  Hammond,  629 

See  Double  Use,  i  ;  Evidence,  1,  2,  4,  5, 6, 10 ;  Particular  Pat- 
ents, 13,  16,  20,  24,  39,  40,  42,  43,  47,  48,  52,  80,81,  83,96,98, 
101,  in,  112, 123,  124, 128, 129;  Patentability,  10 ;  Public 
Use,  3  ;  Utility,  3. 

PARTICULAR   PATENTS. 

FRINK— REFLECTOR  FOR  GASLIGHTS. 

i.  The  first  claim  of  reissued  letters  patent.  No.  3,826,  granted  to 
Isaac  P.  Frink,  February  8,  1870,  the  original  letters  patent  hav- 
ing been  granted  to  him,  as  inventor,  April  17,  i860,  for  an  "  im- 
proved reflector  for  gas-lights,"  namely,  "  In  a  reflector  in  which 
the  illuminating  rays  are  thrown  down  below  the  source  from  which 
they  proceed,  a  reflecting  surface,  or  series  of  reflecting  surfaces,  as 
set  forth,  lined,  covered,  coated  or  plated  with  either  plain,  corru- 
gated or  figured  glass,  in  combination  with  another  reflecting  sur- 
face placed  above  or  over  the  first  surface,  when  suitable  space  is 
provided  between  the  uppei  and  lower  surfaces  for  the  passage  of 
air  and  for  ventilation,  substantially  as  described,"  is  infringed  by 
a  reflector  in  which  the  upper  reflecting  surface  is  of  a  black  color 
and  which  has  all  the  features  of  said  claim.     Frink  v.  Petry,  1 

2.  The  second  claim  of  reissued  letters  patent,  No.  3,827,  granted  to 
Isaac  P  Frink,  February  8,  1870,  on  the  surrender  of  the  before- 
named  original  letters  patent,  namely,  "  The  combination  with  the 
metallic  body  of  a  reflector,  of  a  glass  covering  or  lining  therefor, 
applied  in  sections  or  panels,  substantially  as  and  for  the  purposes 
described,"  is  infringed  by  a  reflector  in  which  there  is  a  silvery 
coating  on  the  outer  surface  of  the  glass,  the  inner  surface  of  such 
coating  acting  as  a  reflecting  surface,  and  the  inner  surface  of  the 
metallic  body  of  the  reflector  having  no  capacity  as  a  reflecting  sur- 
face, and  large  parts  of  the  metallic  body  of  the  reflector  exterior  to 
the  glass  being  cut  away,  and  the  exterior  surface  of  such  silvery 
coating  being  covered  with  paint.    Id,  1 
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3.  The  said  second  claim  of  No.  3,827,  does  not  claim  the  use  of  glass 
in  sections,  in  any  and  all  reflectors,  but  claims  a  glass  covering  or 
lining  for  the  metallic  body  of  a  reflector,  applied  in  sections  or 
panels,  and  combined  with  such  metallic  body,  substantially  as  and 
for  the  purposes  described.  This  means,  the  metallic  body  of  such 
a  reflector  as  is  described  and  shown  in  the  drawings — a  reflector  in 
which  the  illuminating  rays  are  thrown  down  beneath  the  flame  or 
source  from  which  they  proceed,  and  which  has  a  metallic  body,  and 
in  which  such  metallic  body  is  lined  or  covered  on  the  inside  with 
glass,  so  that  there  is.no  intercepting  of  any  of  the  rays  of  light  by 
any  part  of  the  metallic  body,  in  contradistinction  to  having  part  of 
the  metallic  body  inside  of  the  glass,  so  that  such  intercepting  of 
rays  of  light  is  produced,  and  which  is  capable  of  having  the  glass 
lining  to  the  metallic  body  applied  by  moulding  or  blowing  the 
glass,  if  it  be  not  attached  in  sections  or  panels,  and  which  is  ma- 
nipulated and  bandied  as  a  unit,  and  is  supported  and  kept  in  posi- 
tion from  above  and  not  from  below.     Id.  1 

4.  Although  a  reflector  may  have  existed  before,  embodying  all  the 
features  specified  in  the  first  claim  of  No.  3,826,  except  the  one  of 
a  glass  lining  to  the  reflecting  surface  or  surfaces,  yet,  the  employ- 
ment of  the  glass,  in  the  entire  arrangement,  being  new,  and  being 
useful  both  in  increasing  the  reflection  of  the  light  and  in  prevent- 
ing the  reflecting  surface  behind  the  glass  from  being  scratched  or 
tarnished,  the  entire  arrangement  in  such  first  claim  is  patentable, 
all  the  features  embodied  in  it  having  a  mutual  relation  and  inter- 
dependence, which  make  them  patentable,  as  a  whole.  1 

5.  The  claims  above  mentioned  are  new  and  valid.    Id.  1 

ADAMS — ELECTRO  DEPOSITION  OF  NICKEL. 

6.  The  validity  of  the  patents  for  improvements  in  the  electro  deposi- 
tion of  nickel,  granted  to  Isaac  Adams,  Jr.,  August  3,  1869,  and 
May  10,  1870,  affirmed.     United  Nickel  Co.  v.  Keith,  44 

SMITH — WEAVING. 

7.  Divisions,  numbers  2,843  and  2*844,  °*  tne  reissued  patent,  for  an 
improvement  in  weaving,  granted  to  William  Smith,  January  14, 
1868,  held  valid.     Smith  v.  Glen  dale  Elastic  Fabrics  Co.  58 

WEBSTER — LOOMS. 

8.  The  patent  granted  to  William  Webster,  August  27,  1872,  for  "  a 
new  and  useful  improvement  in  looms  for  weaving  pile  fabrics," 
described  and  claimed  the  invention  to  be  a  combination  of  me- 

« 

chanical  elements,  one  of  which  was  a  wire  bar  or  trough  mounted 
on  a  vertical  shaft,  pivoted  at  the  outer  end,  with  the  end  nearest  to 
VOL.  1 — 43 
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the  loom  oscillating  to  the  extent  required  to  transport  the  wire 
into  the  shed.  The  defendant  used  a  loom  containing  all  of  the  ele- 
ments of  Webster's  patent,  except  that  last  mentioned,  for  which 
was  substituted  a  wire  bar  or  trough  mounted  upon  a  horizontal 
rock  shaft,  supported  by  two  arms,  and  reciprocating  equally 
throughout  its  whole  length.  It  was  shown  by  the  evidence  that 
the  latter  method  of  supporting  the  trough  was  old  in  the  art  at  the 
date  of  Webster's  invention,  and  that  it  performed  no  different  func- 
tion from  the  Webster  method  :  Held,  that  the  defendant's  loom  in- 
fringed the  patent  of  Webster.  Webster  v.  New  Brunswick  Carpet 
Co.  84 

MONCE — GLASS  CUTTER. 

9.  The  invention  covered  by  the  letters  patent  granted  to  Samuel  G. 
Moncc,  June  8,  1869,  for  an  "  improved  tool  for  cutting  glass,"  the 
claims  of  which  are,  "  1.  The  cutter,  A,  constructed  substantially  as 
shown  and  described,  and  for  the  purposes  set  forth  ;  2.  The  com- 
bination of  the  cutter,  A,  frame,  B,  and  handle,  C,  substantially  as 
and  for  the  purposes  described,"  consists,  so  far  as  the  revolving 
steel  cutter  is  concerned,  in  the  fact  that  its  sides  are  made  parallel 
and  then  bevelled  toward  each  other  at  an  angle  of  about  45  °  to  the 
axis  of  the  cutter,  so  as  to  meet  about  midway  between  the  same, 
in  a  cutting  edge,  and  to  be  at  right  angles  to  each  other.  Monce 
v.  Adams.  126 

10.  The  value  of  a  diamond,  for  cutting  glass,  depends  not  merely  on 
its  hardness,  but  on  the  fact  that  its  surfaces  are  curved,  the  meet- 
ing of  any  two  of  them  presenting  a  curvilinear  edge,  and  that  the 
diamond  is  so  placed  that  the  line  of  the  intended  cut  is  a  tangent 
to  this  edge,  near  to  its  extremity,  and  that  the  two  surfaces  of  the 
diamond  laterally  adjacent  are  equally  inclined  to  the  surface  of 
the  glass,  and  the  cutting  edges  are  at  right  angles  to  each  other. 

Id.  126 

11.  The  conditions  necessary  to  form  a  glazier's  diamond  are  found  in 
the  invention  of  the  patent.     Id.  126 

12.  The  patent  is  valid.     Id.  126 

13.  The  cutter  of  the  patent  was  not  anticipated  by  a  cutter  for  cutting 
glass,  made  of  hardened  steel,  which  made  a  cut  at  an  angle  of  45° 
to  the  surface  of  the  glass,  the  cutter  of  the  patent  making  the  cut 

at  a  right  angle  to  such  surface.     Id.  126 

14.  The  cutter  of  the  patent  was  the  first  successful  substitute  for  the 
glazier's  diamond.     Id.  126 

15.  The  specification  of  the  patent  is  not  ambiguous,  in  saying,  merely, 
that  the  cutter  is  to  be  "  hardened,"  and  in  not  saying  what  degree 

of  hardness  is  to  be  given  to  it.     Id.  126 
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ROEMER— -TRAVELLING  BAGS. 

16.  The  patent  granted  to  William  Roemcr,  July  31,  1866,  for  "  Im- 
provement in  travelling  bags  ;"  held  invalid  for  want  of  novelty. 
Roemerv.  Simon,  138 

CROUCH— SHAWL  STRAPS. 

17.  The  reissued  patent,  granted  to  George  Crouch,  March  7,  1871,  for 
improvement  in  shawl  straps,  held  valid.     Crouch  v.  Speer.  145 

WEBB— REVERSIBLE  LATCH. 

18.  The  claim  of  the  letters  patent  granted  to  Rodolphus  L.  Webb,  De- 
cember 31,  1867,  for  an  "  improvement  in  reversible  locks  and 
latches/'  namely,  "  The  combination  of  a  lock  and  latch,  when  the 
latch-bolt  and  its  operative  mechanism  are  arranged  in  a  case  or 
frame  independent  of  the  main  case,  and  constructed  so  that  the 
latch-bolt  may  be  reversed,  substantially  as  described,  without  re- 
moving the  said  independent  case  from  the  main  case/1  is  infringed 
by  the  combination  of  a  lock  and  latch,  in  which  the  latch-bolt  and 
its  operative  mechanism  are  arranged  in  a  skeleton  frame  in  an 
outer  or  lock  case,  which  operates  to  preserve  the  proper  relations 
of  the  yoke  and  tumbler,  while  being  moved  forward  and  backward, 
although  it  does  not  so  operate  when  the  latch  and  latch  mechanism 
are  removed  from  the  outer  or  lock  case.     Russell  cV  Erwin  Mfg. 

Co.  v.  P.  &  F.  Corbin  Mfg.  Co.  159 

BIRDSALL — CLOVER  HULLER. 

19.  The  reissued  patent,  granted  to  John  C.  Birdsall,  numbered  1,299, 
held  valid.     Birdsall  v.  McDonald.  165 

MILES-VIGNON — FIRE  EXTINGUISHERS. 

20.  The  reissued  patent,  for  an  improvement  in  extinguishing  fires, 
gianted  July  16,  1872,  to  Dawson  Miles,  as  administrator  of  P.  F. 
Carlier,  and  to  Alphonse  A.  C.  Vignon,  adjudged  void  for  want  of 
novelty  in  all  the  devices  claimed  to  have  been  infringed.  North- 
western Fire  Extinguisher  Co.  v.  Philadelphia  Fire  Extinguisher 
Co.  177 

CUMMINGS— ARTIFICIAL  GUMS  AND  PALATES. 

21.  The  reissued  patent,  for  an  improvement  in  artificial  gums  and  pal- 
ates, granted  to  the  Dental  Vulcanite  Company,  assignee  of  John 
A.  Cummings,  March  21,  1865,  held  valid.  Goodyear  Dental  Vul- 
canite Co.  v.  Smith.  20  & 
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ASHCROFT — SAFETY  VALVES. 

22.  The  reissued  patent  for  a  steam  safety  valve,  with  an  overhanging 
downward  curved  lip  or  periphery  and  annular  recess,  granted  to 
£.  H.  Ashcroft,  assignee  of  William  Nay  lor,  November  9,  1869, 
must,  in  view  of  the  state  of  the  art,  if  sustained  at  all,  be  limited 
to  the  combination  of  the  described  valve  with  its  overhanging 
downward-curved  lip,  with  precisely  such  an  annular  recess  sur- 
rounding the  central  chamber  as  the  specification  described.  Ask- 
cioft  v.  Boston  <5r*  Lowell  R.  R,  Co,  215 

23.  So  construed,  the  safety  valve  patented  to  George  W.  Richardson, 
September  25,  1S66,  although  having  an  overhanging  downward- 
curved  lip  or  periphery  and  an  annular  recess  surrounding  the  valve 
seat  into  which  a  portion  of  the  steam,  issuing  from  between  the 
valve  and  its  seat,  is  deflected,  is  not  an  infringement  of  the  Nay  lor 
patent ;  the  Richardson  valve  differing  substantially  from  the  Nay- 
lor  valve,  in  the  construction  and  operation  of  the  lip  and  annular 
recess.    Id.  215 

LIPMAN-RECKENDORFER — PENCILS. 

24.  The  claim  of  the  letters  patent  granted  to  Hymen  L.  Lipman, 
March  30,  1858,  and  extended  for  seven  years  from  March  30,  1872, 
for  a  "  combination  of  a  lead  pencil  and  eraser,"  namely,  "  The  1 
combination  of  the  lead  and  india  rubber,  or  other  erasing  sub- 
stance, in  the  holder  of  a  drawing  pencil,  the  whole  being  con- 
structed and  arranged  substantially  in  the  manner  and  for  the  pur- 
pose set  forth,"  cannot,  in  view  of  the  state  of  the  art  and  of  prior 
inventions  in  public  use,  be  sustained  as  a  broad  claim  for  an  imple- 
ment which  is  a  combined  lead  pencil  and  eraser,  nor  as  a  claim 
for  the  mere  combination  of  a  lead  pencil  with  an  eraser,  when  the 
lead  and  the  erasing  material  have  a  common  sheath,  nor  as  a  claim 
for  such  mere  combination,  when  the  sheath  is  of  wood,  susceptible 

of  being  cut  away  as  the  implement  is  worn  by  use,  nor  as  a  broad 
claim  for  every  supposable  mode  of  combining,  within  the  holder  of 
a  drawing  pencil,  the  material  for  erasing  with  the  lead  of  the  pen- 
cil, but,  if  such  claim  be  sustained  as  valid,  it  must  be  limited  to  the 
insertion,  in  the  pencil  holder,  of  an  erasing  substance,  by  means 
of  a  groove  in  such  holder,  of  dimensions  differing  from  the  groove 
containing  the  lead.     Reckendorfer  v.  Faber.  229 

25.  The  claims  of  the  reissued  letters  patent  granted  to  Joseph  Recken- 
dorfer, March  1,  1870,  for  an  "  improvement  in  pencils."  the  origi- 
nal letters  patent  having  been  granted  to  him  November  4,  1862, 
namely,  "  1.  A  pencil,  composed  of  a  wooden  sheath  and 
lead  core,  having  one  end  of  the  shealh  enlarged  and  re- 
cessed, to  constitute  a  receptacle  for  an  eraser,  or  other  similar 
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article,  as  shown  and  set  forth.  2.  A  pencil,  the  wooden  case  of 
which  gradually  tapers  from  its  enlarged  and  recessed  head  toward 
its  opposite  end,  for  the  whole  or  a  portion  of  its  length,  substan- 
tially as  shown  and  described,"  are  claims  which  only  superadd  to 
the  devices  of  Lipman  an  enlarged  head  and  a  uniform  taper.    Id.  229 

26.  Such  claims  of  the  Lipman  and  Reckendorfer  patents  are  not  in- 
fringed by  a  pencil  in  which  the  india  rubber  is  inserted  in  a  paper 
tube  placed  on  the  end  of  a  pencil,  even  though  the  paper  sheath 
can  be  cut  away,  as  the  eraser  is  worn,  and  the  wood  containing  the 
eraser  in  the  Lipman  instrument  can  be  cut  away.     Id.  229 

BUSSELI^— SPRINGS. 

27.  The  reissued  letters  patent  granted  to  the  National  Spring 
Company,  as  assignees  of  Erastus  T.  Bussell,  December  13,  1870, 
for  an  "  improvement  in  combined  india  rubber  and  steel  springs," 
the  original  patent  having  been  granted  to  Bussell,  as  inventor,  No- 
vember 29,  1853,  and  extended  for  seven  years  from  November  29, 
1867,  are  valid.    National  Spring  Co.  v.  Union  Car  Spring  Mfg.  Co.  240 

28.  The  original  specification,  drawings,  and  model  exhibit  fully  what 
the  reissue  claims,  and  what  the  original  fails  to  claim.     Id.  240 

29.  The  original  specification  contains,  on  its  face,  sufficient  evidence 
that  there  was  inadvertence  and  mistake  of  some  kind  in  preparing 

it.    Id.  240 

30.  The  reissued  patent  is  not  open  to  the  objection  that  it  is  not  for  the 
same  invention  as  that  embodied  in  the  original  patent,  or  that  the 
specifications  of  the  two  patents  are  repugnant  to  each  other.     Id.    240 

31.  The  original  specification  shows  that  Bussell  supposed  that  a  patent 
had  been  granted  to  Ray  for  surrounding  a  column  of  vulcanized 
india  rubber  with  a  helical  spring ;  whereas,  in  fact,  Ray  had  no 
such  patent,  and  no  specification  of  any  patent  to  Ray  disclosed 
such  an  arrangement,  and  all  that  any  patent  to  Ray  disclosed  was 
a  column  of  rubber  with  a  spiral  metal  spring  in  its  centre,  such 
spring  surrounding  a  bolt  extending  the  length  of  the  column  of  rub- 
ber, and  there  being  detached  rings  of  metal  surrounding  on  the 
outside  the  column  of  rubber.     Id.  240 

32.  The  original  specification  state  the  invention  of  Bussell  to  be 
a  combination  of  vulcanized  india  rubber  with  spiral  steel,  so 
arranged  with  the  spiral  steel  on  the  outside  of  the  rubber,  that  each 
sustains  the  other,  when  they  are  both  under  longitudinal  pressure, 
the  result  being  independent  of  any  fluting  of  the  rubber.  There- 
fore, although  the  claim  of  the  original  patent  was,  "  The  fluting  of 
a  column  of  vulcanized  india  rubber  longitudinally,  and  then  so  sur- 
rounding it  with  the  helical  spring,  mine  being  an  improvement 

♦   upon  Ray's  spring,"  it  was  proper  to  claim,  in  the  reissue,.44  The 
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combination  of  a  column  of  rubber,  or  its  equivalent,  whether  solid 
or  hollow,  with  a  spiral  metallic  spring,  when  the  said  spring  is 
arranged  external  to  and  surrounding  the  rubber,  substantially  as 
and  for  the  purposes  specified."    Id.  240 

33.  The  reissued  patent  is  infringeed  if  the  column  of  rubber  is  com- 
bined with  a  spiral  metallic  spring  arranged  external  to  and  sur- 
rounding the  rubber,  whether  there  be  or  be  not  a  longitudinal  hole 
in  the  centre  of  the  rubber,  or  whether  there  be  or  be  not  flutes  in 
the  rubber,  or  other  provision  for  the  vent  of  the  rubber,  under 
pressure.     Id.  240 

34.  The  language  of  the  specification  of  the  reissue,  that  "  any  other 
material  that  is,  for  the  purpose  of  a  spring,  the  equivalent  of  india 
rubber,,  such  as  compressed  animal  and  vegetable  fibre,  gutta  per- 
cha,  etc.,  may  be  employed  in  place  of  the  rubber,"  when  the  original 
specification  made  no  mention  of  such  equivalents,  is  not  to  be  re- 
garded as  an  interpolation,  or  as  determining  that  any  particular 
thing  is  an  equivalent,  but  is  to  be  interpreted  only  as  meaning, 
that,  if  the  articles  named  be,  for  the  purposes  of  a  spring,  the  equiv- 
alents of  india  rubber,  they  may,  when  in  a  condition  10  be  such 
equivalents,  be  employed  in  the  place  of  the  rubber.     Id.  240 

35.  The  complete  application  for  the  reissue  was  filed  March  12,  1870, 
the  fee  or  duty  having  been  previously  paid.  The  petition  and 
specification  were  not  signed  by  Bussell,  although  he  was  living, 
but  were  signed  by  the  assignees,  to  whom  the  reissue  was  granted, 
and  the  oath  was  not  made  by  Bussell.  These  proceedings  were 
in  conformity  with  the  statutes  in  force  when  the  33d  section  of  the 
Act  of  July  8,  1870,  (16  U.  S.  Stat,  at  Large,  202)  was  enacted, 
requiring,  in  case  of  a  reissue  to  an  assignee,  that  the  application 
be  made,  and  the  specification  be  sworn  to,  by  the  inventor,  if  he 
be  living.  The  111th  section  of  the  latter  act,  while  repealing  the 
prior  acts,  provides  that  such  repeal  shall  not  take  away  any  right 
existing  under  any  of  the  prior  laws,  and  that  all  applications  for 
patents  pending  at  the  time  of  the  passage  of  the  Act  of  1870,  "  in 
cases  where  the  duty  has  been  paid,  shall  be  proceeded  with  and 
acted  on  in  the  same  manner  as  though  filed  after  the  passage 
thereof :"  Held,  that  the  application  was  to  be  proceeded  with,  and 
acted  on,  on  the  merits,  in  like  manner  as  though  filed  after  the 
passage  of  the  act  of  1870,  with  the  requirements  complied  with 
which  the  33d  section  of  that  act  prescribes.    Id.  240 

36.  When  the  specification  of  the  reissue  speaks  of  a  "  solid"  column 
of  rubber,  it  means  one  which  is  not  hollow,  as  distinguished  from 
Ray's  arrangement,  in  which  the  column  of  rubber  is  hollow.    Id.   240 

37.  The  claim  of  the  reissue,  in  speaking  of  a  column  of  rubber, 
"  whether  solid  or  hollow,"  means  only  a  column  of  rubber,  whether 
hollow  or  not  hollow.     Id.  240 


INDEX.  679 


Particular  Patents. 


DALTON — HAIR  NETS. 

38.  The  claim  of  the  letters  patent  granted  to  Joseph  Dallon,  March  5, 
1S72,  for  an  "  improvement  in  ladies'  hair  nets,"  namely,  "  A  head 
or  hair  net,  composed  of  a  main  set  of  meshes  fabricated  of  coarse 
thread,  combined  with  an  auxiliary  set  or  sets  of  meshes  fabricated 
of  fine  thread,  substantially  as  described,"  covers  broadly  a  head 
or  hair  net  composed  of  a  main  set  of  meshes  fabricated  of  coarse 
thread,  combined  with  an  auxiliary  set  or  sets  of  meshes  fabricated 
of  fine  thread,  without  reference  to  the  degree  of  fineness  of  the  finer 
threads  and  without  reference  to  the  manner  of  tying  the  finer 
threads  to  the  coarse  threads.     Dalton  v.  Jennings.  256 

39.  The  patented  net,  arrived  at  by  taking  a  net  of  large  squares 
made  by  large  threads,  and  filling  up  partially  the  large  squares  by 
crossings  of  finer  threads,  is  not  a  different  net  from  one  made  by 
taking  a  net  of  small  squares,  sufficiently  small  to  keep  short  hairs 
from  protruding,  such  small  squares  being  formed  by  fine  threads, 
and  all  the  threads  of  the  net  being  of  uniform  size,  and  substitut- 
ing for  each  alternate  fine  thread,  in  both  directions,  a  coarse  thread, 

so  as  to  arrive  at  a  net  like  the  patented  net.    Id.  256 

40.  Such  a  head  or  hair  net,  of  small  squares,  sufficiently  small  to  keep 
short  hairs  from  protruding,  such  small  squares  being  formed  by 
threads  which  were  so  small  as  to  be  entitled  to  be  called  fine 
threads,  and  were,  at  a  certain  and  reasonable  distance  away,  invisi- 
ble, all  the  threads  of  the  net  being  of  uniform  size,  existed  prior  to 
the  invention  of  Dalton  ;  and,  to  substitute  in  it,  for  each  alternate 
fine  thread,  in  both  directions,  a  coarse  thread,  and  so  produce  the 
net  of  Dalton,  does  not  produce  a  new  article  of  manufacture,  capa- 
ble of  sustaining  a  patent.     Id.  256 

MEYER-EVANS — OVERSHOES. 

41.  The  invention  covered  by  the  claim  of  the  letters  patent  granted  to 
Christopher  Meyer  and  John  Evans,  July  16,  1872,  for  an  "  im- 
provement in  rubber  overshoes,"  namely,  "As  a  new  article  of 
manufacture,  india  rubber  shoes,  with  strengthening  or  other  ribs 
homogeneous  with  the  substance  of  the  body,  formed  by  thickening 
up  the  said  substance  in  the  forming  of  the  sheet,  substantially  as 
specified/'  is,  to  thicken  up  the  plastic  india  rubber  in  desired 
places,  in  the  sheet,  as  the  sheet  is  being  formed  between  two  rolls, 
by  means  of  grooves  and  ribs  on  one  of  the  rolls,  the  other  roll  be- 
ing plain,  so  as  to  leave  the  sheet  thicker  where  the  india  rubber 
has  entered  the  grooves  than  it  is  in  the  other  parts  of  it,  and  thus 
make  a  sheet  which  is  a  flat  plane  on  one  side,  and  has  raised  ribs 
or  projections  on  the  other  side,  and  to  make  such  ribs  or  projec- 
tions on  that  part  of  the  sheet  which  is  to  be  used  to  form  the  upper 
part  of  the  shoe.     Meyer  v.  Pritchard.  261 
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42  There  is  no  patentable  novelty  in  such  invention,  beyond  what  is 
shown  in  the  patent  granted  to  Elias  C.  Hyatt  and  Christopher 
Meyer,  January  17,  1854,  for  an  "  improvement  in  the  manufacture 
of  boot  and  shoe  soles  of  gutta  percha  or  india  rubber."    Id.  261 

43.  A  sheet  made  according  to  the  patent  of  Meyer  and  Evans  is  made 
strictly  in  accordance  with  the  directions  of  the  earlier  patent,  with- 
out any  addition.  The  sheet  of  the  earlier  patent  was  used  to  cot 
therefrom  the  sole  of  an  india  rubber  shoe,  the  sheet  and  the  sole 
having  a  variety  of  thickness  in  different  parts,  and  being  formed 
in  one  piece,  at  a  single  operation,  by  the  use  of  rollers,  one  of 
which  had  a  surface  the  reverse  of  the  form  to  be  produced.  The 
sheet  of  the  later  patent  is  used  to  cut  therefrom  ihe  upper  part  of 
an  india  rubber  shoe,  such  sheet  and  such  upper  part  having  a 
variety  of  thickness  in  different  parts,  and  being  formed  in  the  man- 
ner above  described.  The  two  manufactures  are  analogous,  the 
sole,  in  the  one  case,  and  the  upper  part,  in  the  other,  being  cut 
and  made  from  the  sheet  in  the  same  manner  ;  and  the  shoe  with 
the  upper  part  so  thickened  up  is  not  a  new  article  of  manufacture, 

in  view  of  the  prior  shoe  with  the  sole  so  thickened  up.     Id.  26 1 

TAYLOR — APPARATUS  FOR  EXERCISE. 

44.  The  apparatus  described  in  letters  patent  granted  to  Allen  L.  Wood, 
December  7,  1869,  for  an  "  improved  apparatus  for  treating  dis- 
eases by  mechanical  movement,"  is  an  infringement  of  the  1st,  2d 
and  5th  claims  of  letters  patent  No.  75,218,  granted  to  George  H. 
Taylor,  March  3,  1868,  for  an  "  apparatus  for  exercise,"  and  of  the 
1st  and  4th  claims  of  letters  pateut  No.  77,933,  granted  to  said 
Taylor,  May  12, 1868,  for  an  "  oscillating  rubbing  machine  for  medi- 
cal uses,"  and  of  the  1st  claim  of  letters  patent  No.  75,217,  granted 
to  said  Taylor,  March  3,  1868,  for  an  "apparatus  for  exercise." 
Taylor  v.  Wood.  270 

45.  Although,  in  patent  No.  75,218,  the  handle  and  the  foot  holder  are 
described  as  having  oscillating  or  vibrating  motions  communicated 
to  them,  while  the  handle  and  foot  holder  of  Wood  have  a  rotary 
motion,  yet  the  latter  motion,  although  circular,  is  not  a  continuous 
motion  in  one  direction,  but  is  an  oscillating  or  vibrating  motion  to 
and  fro,  in  view  of  the  action  on  the  limb.    Id.  270 

46.  Although,  in  patent  No.  77,933,  the  rubber  is  described  as  having 
india  rubber  on  its  external  surface,  and  the  rubber  of  Wood  has  a 
surface  of  cloth  or  leather,  and  is  stuffed  with  some  material,  and  is 
very  slightly  elastic,  and  is  corrugated,  yet,  the  inferior  adhesion 
of  the  cloth  or  leather  to  the  skin,  in  rubbing,  requires  .the  corruga- 
tions, and  there  is  more  or  less  adhesion  in  each  of  the  surfaces. 
The  change  does  not  avoid  the  infringement.     Id.  270 

47.  The  inventions  claimed  in  patent  No.  75,218,  are  not  anticipated 
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by  a  prior  machine  the  motion  of  which  was  so  slow  as  not  to  pro- 
duce a  rapid  vibratory  or  oscillating  motion,  in  the  sense  of  such 
patent.     Id.  270 

48.  As  only  one  of  such  prior  machines  was  built,  and  that  more  than 
35  years  before,  and  the  recollection  of  the  mechanism  which  con- 
stituted it  had  passed  away  from  the  mind  of  the  witness'  who  de- 
posed to  its  existence,  if  he  ever  knew  what  it  was,  and  it  could  not, 
from  such  recollection,  be  reconstructed,  and  there  was  no  other 
record  of  it,  and  it  was  only  an  abandoned  experiment,  it  did  not 
anticipate  such  patent.    Id.  270 

WELLING — MARTINGALE-RING. 

49.  In  the  specification  of  letters  patent,  granted  to  William  M.  Well- 
ing, March  17/1863,  for  "  a  new  and  useful  improvement  in  rings 
for  martingales,"  he  described,  as  a  new  article  of  manufacture,  a 
martingale-ring  formed  by  taking  a  metallic  ring,  and  a  sufficient 
amount  of  any  suitable  composition,  preferably  an  artificial  ivory 
composition,  called  "  factitious  ivory/'  previously  invented  by  him, 
and  by  dies  or  by  hand,  causing  the  composition  to  completely  en- 
velop the  metallic  ring,  the  mass  of  composition  being  pressed  and 
solidified  around  it,  by  means  of  dies  ;  the  object  of  using  the  metal- 
lic ring  inside  of  the  ivory  composition  being  to  give  it  strength. 
The  patentee  claimed,  "  the  ring  for  martingales,  etc.,  manufactured 
as  set  forth,  with  a  metal  ring  enveloped  in  composition  as  and  for 
the  purpose  specified  :"  Held,  that  the  patent  would  cover  the  appli- 
cation of  hard  rubber  to  a  metal  ring  by  means  of  dies.     Welling 

v.  Rubber  Coated  Harness  Tridtming  Co.  282 

50.  The  fact  that  the  rubber  must  necessarily  undergo  the  additional 
process  of  vulcanization,  does  not  exempt  it  from  the  control  of  the 
patent.  Though  not  the  same  substance,  in  its  essence  and  constit- 
uents, as  the  "  factitious  ivory/'  it  is  a  similar  material  as  regards 
its  capability  of  being  adapted  to  the  purposes  for  which  the  facti- 
tious ivory  is  used.     Id.  282 

51.  The  Welling  patent,  construed  to  be  for  a  metal  ring  surrounded 
with  some  plastic  composition,  like  artificial  ivory,  capable  of  being 
compressed,  solidified,  and  polished  by  the  action  of  dies,  and  which 
is,  in  fact,  subjected  to  such  action,  whereby  a  martingale-ring  is 
produced  with  an  exterior  surface  more  durable  and  more  highly 
polished  than   had  before  been   obtained  by  different  processes. 

Id.  282 

52.  The  Welling  invention  held  not  to  have  been  anticipated  by  rings 
made  of  ivory,  or  of  compositions  known  as  arificial,  factitious  or 
imitation  ivory,  or  of  metal  coated  with  varnish,  lacquer,  japan, 
enamel,  porcelain,  or  metallic  plating,  such  coatings  being  applied 
with  a  brush  or  the  fingers,  or  fused  on  by  heat.    Id.  282 
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HILL— SPELLING  BLOCKS. 

53.  The  reissued  patent  of  complainant  is  for  spelling  blocks,  cubical  in 
shape,  and  having  different  letters  of  the  alphabet  upon  two  or  more 
of  their  sides.  It  is  shown,  that,  prior  to  the  patentee's  invention, 
spelling  blocks  of  the  same  shape  had  been  made,  having  numbers, 
letters  and  pictures  upon  them,  and  some  of  which  had  two  letters 
upon  each  block  :  Held,  that,  in  view  of  this  state  of  the  art,  it  was 
not  a  patentable  improvement  to  place  two  or  more  letters  on  each 
block,  even  though  the  patentee  may  have  been  the  first  person  to 
place  them  systematically,  with  a  view  to  enlarge  the  usefulness  of 
the  blocks.     Hill  v.  Houghton,  291 

54.  The  first  claim  of  the  reissued  patent,  granted  to  the  complainant, 
for  new  and  useful  spelling  blocks,  held  invalid.    Id.  291 

CAMMEYER — STILL-WATER  DAM, 

55.  The  specification  of  the  letters  patent  granted  to  William  H.  Cam* 
meyer,  as  assignee  of  Samuel  Lewis,  as  inventor,  July  28,  186S,  for 
an  "  improved  portable  and  adjustable  still- water  dam,"  describes  a 
dam  so  constructed  and  arranged  as  to  require  to  be  suspended,  at 
all  times  when  it  is  used  as  a  dam,  from  the  main  deck  of  the  boat 
above  iL     Cammeyer  v.  Newton.  294 

56.  In  the  first  claim  of  the  patent,  namely,  "  1.  The  construction  and 
arrangement  of  a  portable  and  adjustable  dam  in  sliding  or  tele- 
scopic sections,  in  the  manner  and  for  the  purposes  herein  de- 
scribed," it  is  a  necessary  part  of  the  manner  of  construction  and 
arrangement  of  the  dam  in  such  sections,  that  it  shall  be  suspended 
from  the  deck  when  in  use,  and  such  suspension  is  a  necessary  ele- 
ment of  the  claim.    Id.  294 

57.  In  the  second  claim  of  the  patent,  namely,  "  2.  The  combination 
of  the  self-anchors,  3,  with  the  dam,  in  the  manner  and  for  the  pur- 
poses herein  described,"  the  feature  of  self-adjustment,  in  the  self- 
anchors,  that  is,  freedom  to  slide  in  their  sockets,  with  the  rise  and 
fall  of  the  bottom  section,  so  as  to  rest  always  on  the  bottom,  what- 
ever the  position  of  the  bottom  section  relatively  to  the  bottom,  is 
inseparable  from  the  feature  of  the  suspension  of  the  telescopic  dam 
from  the  boat     Id.  294 

58.  The  organization  of  the  structure  described  in  the  patent  proceeds 
on  the  principle  that  it  is  to  be  firmly  attached  to  and  suspended 
from  a  floating  boat,  and  to  be  subject  to  all  the  movements  of 
such  boat,  whether  vertical,  lateral,  or  undulatory.  It  does  not  sug- 
gest the  idea  that,  when  once  put  in  place  on  the  bottom,  it  is  to 
remain  there  uninfluenced  by  the  involuntary  movements  of  a  boat, 
nor  the  idea  that  the  self-adjusting  features  of  the  self -anchors  can  be 
dispensed  with,  and  that  such  self-anchors  may  be  replaced  by  legs 
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capable  of  being  set  at  desired  lengths,  but  then  necessarily  to  be 
deprived  of  all  capacity  of  self-adjustment.     Id.  294 

59.  A  structure  consisting  of  an  iron  dome,  to  be  sunk  on  the  rock,  to 
protect  drills  and  divers  from  the  velocity  of  the  current,  and 
which,  although  lowered  and  raised  from  a  boat,  is  disconnected 
therefrom  and  uncontrolled  thereby,  when  in  position,  and  a  series 
of  drill  tubes  rigidly  affixed  to  and  within  the  dome,  in  which  tubes 
to  work  the  drills,  by  dropping  them  by  their  own  weight,  and  rais- 
ing them  by  connection  with  the  motive  power  on  the  boat,  and 
having  legs  or  spuds  around  the  lower  edge  of  the  dome,  which  fall 
by  gravity  until  they  bear  on  the  bottom  in  such  manner  as  to  in- 
sure  the  horizontally  of  such  lower  edge,  and  then  are  prevented 
from  moving  by  self-acting  cams  which  hold  them  permanently  in 
place,  the  dome  and  the  drill-tubes  being  unaffected  by  any  motion 
in  the  boat,  and  the  attachments  to  the  drills,  being  by  loose  connec- 
tions, and  no  part  of  the  dome  being  self-adjusting  to  varying 
depths  of  water,  is  not  an  infringement  of  the  first  and  second 
claims  of  said  patent.     Id.  294 

60.  The  third  claim  of  said  patent,  namely,  "  3.  The  combination  of  the 
boats,  supports  or  floats  with  the  dam,  as  above  described,  and  the 
arrangement  of  anchors  to  hold  such  boats  in  position,  in  the  man- 
ner and  for  the  purposes  described/*  is  not  infringed  by  a  structure 
in  which  there  are  no  anchors  connected  with  the  dam  by  chains 
which  also  connect  the  dam  with  the  boat.     Id.  294 

61.  The  fourth  claim  of  said  patent,  namely,  "  4.  The  combination  of 
windlasses,  chains  and  boats  with  the  dam,  as  above  described*  so 
that,  by  the  construction  thereof,  a  series  of  drills  may  be  operated 
within  and  inclosed  by  the  dam,  in  the  manner  and  for  the  pur- 
poses herein  described,"  is  not  infringed  by  an  apparatus  in  which 
there  are  no  chains  combined  with  the  dam,  and  in  which  the  drills 
are  not  operated  in  the  manner  described  in  said  patent,  namely,  in 
reference  to  the  movements  of  the  boat.    Id.  294 

BARKER  AND  GILBERT — APPARATUS  FOR  CARBURETTING  AIR. 

62.  The  chief  feature  of  the  improvement  set  forth  in  the  letters  patent 
granted  to  J.  F.  Barker  and  C.  N.  Gilbert,  August  3,  1869,  for  an 
"  improved  apparatus  for  carburetting  air,"  is  in  the  placing  of  the 
carburetter  undergound,  in  a  vault  separate  from  the  building  to  be 
lighted,  at  any  desired  or  convenient  distance  therefrom,  while  the 
power  and  the  motor,  by  means  whereof  atmospheric  air  is  forced 
through  pipes  leading  into  the  carburetter,  are  placed  in  an  apart- 
ment in  the  building,  or  near  thereto,  conveniently  accessible,  with 
or  without  a  light,  as  occasion  may  require,  whenever,  for  adjustiog 
the  motive  power,  or  the  machinery  thereof,  it  is  desired  to  do  so. 
Gilbert  &  Barker  Mfg.  Co,  v.  TirrelL  315 
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63.  Such  isolation  of  the  carburetter  avoids  danger  from  the  explosion  of 
the  gas  which  escapes  from  it,  and  secures  an  even,  regular  supply 
of  gas,  from  the  carburetter,  unaffected  by  changes  of  temperature 
above  ground,  and  secures  a  preliminary  condensation  before  the 
gas  enters  the  distributing  pipes.     Id.  315 

64.  In  this  view,  the  new  arrangement  was  patentable,  and  the  claim, 
namely,  "  The  arrangement  of  the  carburetter  with  a  motor-wheel, 
said  wheel  being  driven  by  a  descending  weight,  or  other  equivalent 
mechanical  power,  applied  to  force  the  air  through  the  carburetter  to 
the  burners,  said  carburetter  being  placed  within  a  vault,  by  itself, 
separate  from  the  building  to  be  lighted,  the  whole  arranged  and 
connected  with  pipes  substantially  as  herein  described  and  set 
forth,"  is  valid.     Id.  315 

65.  The  arrangement  is  not  merely  a  change  in  the  location  of  an  old 
device.     Id.  3x5 

66.  The  vault  described  in  the  patent  has  surrounding  walls,  and  a  re- 
movable opening  above,  but  the  essence  of  the  structure  is  not 
changed  by  placing  the  carburetter  in  a  cavity  below  the  ground, 
and  surrounding  it  with  earth  in  direct  contact  therewith,  and  mak-     • 
ing  a  communication,  by  a  pipe  from  above,  with  the  carburetter. 

Id.  .  315 

MASON — FRUIT  JAR. 

67.  The  letters  patent  granted  to  John  L.  Mason,  May  10,  1870,  for  an 
11  improvement  in  fruit  jars,"  are  invalid.     Consolidated  Fruit  jfar 

Co.  v.  W fight.  320 

68.  The  claim  of  such  patent  is  to  a  combination  of  three  elements  : 
first,  a  shoulder  to  receive  a  gasket  outside,  and  a  little  below  the 
top,  of  the  jar  ;  second,  a  cover,  with  a  rim  extending  down  out- 
side of  the  top,  to  press  upon  the  gasket ;  third,  a  screw-ring  or 
screw-cap,  with  its  screw-threads  operating  upon  those  of  the  jar 
below  the  gasket  shoulder.     Id.  320 

69.  Mason  invented,  in  1859,  a  fruit  jar  containing  such  a  combination, 
and  put  several  such  jars  into  use,  and  sold  others..  He  did  nothing 
towards  applying  for  a  patent  until  1868.  Meantime,  in  1865,  a 
patent  was  issued  for  a  fruit  jar  containing  the  same  combination, 
except  that  the  gasket  was  on  the  top  of  the  jar,  to  receive  the 
pressure  of  the  cover,  instead  of  upon  the  exterior  shoulder  beneath 
the  overlapping  flange  of  such  cover.  Another  patent  was  issued, 
in  1865,  for  a  combination  of  shoulder,  cover  and  screw-ring, 
wherein  the  shoulder  and  cover  were  inside,  and  a  gasket  was  used. 
Patents  were  issued  in  1861  and  1862  for  jars  with  shoulders,  cov- 
ers and  gaskets  outside,  and  a  clamp  instead  of  a  screw-ring.     These 

•  inventions  are  disclaimed  by  Mason,  in  his  specification.     Whether, 
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under  such  disclaimer,  anything  patentable  remained  which  Mason 
could  secure  to  himself,  qucere.    Id.  320 

70.  Jars  constructed  like  Mason's  were  put  into  use  by  others  in  1865, 
and  were  extensively  made  and  sold  in  1866  and  1867.  Mason  ap- 
plied for  his  patent  in  1868.  No  reason  was  shown  for  the  delay  : 
Held,  that  Mason  had  abandoned  his  invention.    Id.  320 

MAGOWN— WINDOW-SCREENS. 

71.  The  reissued  patent,  granted  to  complainant,  as  assignee  of  Abner 
B.  Magown,  for  an  adjustable  window-screen,  held  to  be  invalid, 
by  reason  of  the  claim  being  too  broad,  and  comprehending  the  in- 
vention patented  to  Lewis  S.  Thompson,  February  24,  1863.  Ad- 
justable Window  Screen  Co.  v.  Boughton.  327 

BUERK — TIME  DETECTOR. 

72.  A  watchman's  time  detector,  in  which  the  dial-paper  is  pressed  down 
upon  a  surface  furnished  with  projections  by  which  it  is  indented, 
is  an  infringement  of  a  patent  for  a  like  detector  in  which  points  are 
forced  upward  from  below  by  similar  means  to  perforate  the  paper, 
the  former  device  being  an  equivalent  for  the  other,  and  an  evasion 

of  the  patent.     Buerk  v.  Imhaeuser.  337 

73.  The  case  of  Buerk  v.  Valentine,  9  Blatchf.  C.  C.  R.,  479,  examined 
anew  upon  its  merits  in  a  suit  upon  the  same  patent,  and  a  decision 
rendered  following  it.     Id.  337 

COHN — CORSETS. 

74.  Thelletters  patent  granted  to  Moritz  Cohn,  April  15,  1873.  for  an 
"  improvement  in  corsets/'  the  claim  of  which  is,  "A  corset  hav- 
ing the  pockets  for  the  reception  of  the  bones  formed  in  the  weav- 
ing, and  varying  in  length  relatively  to  each  other,  as  desired,  sub- 
stantially in  the  manner  and  for  the  purpose  set  forth,"  are  void, 
because  the  invention  set  forth  therein  was  previously  described  in 
a  publication  printed  in  England,  being  a  provisional  specification 
left  by  John  Henry  Johnson  at  the  office  of  the  Commissioner  of 
Patents,  with  his  petition,  on  the  20th  of  January,  1854.  Cohn  v. 
United  States  Corset  Co.  340 

75.  The  patent  to  Cohn  claims,  that  the  corset,  to  be  his  corset,  must  not 
only  have  the  pockets  stopped  and  finished  off  in  the  weaving,  but 
must  have  them  varying  in  length  relatively  to  each  other,  as  de- 
sired, each  pocket  starting  from  one  edge  of  the  fabric  and  running 
towards  the  other,  but  stopping  short  of  it  at  a  point  predetermined 
as  the  point  at  which  the  end  of  the  bone  to  be  inserted  in  that 
pocket  is  to  be  located,  according  to  the  shape  to  be  given  to  the 
corset.  Johnson's  provisional  specification  describes  the  same  fea- 
tures in  a  corset.    Id.  340 
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76.  The  fact  that  a  corset  made  in  pursuance  of  Johnson's  description 
existed,  is  sufficiently  shown  by  such  description,  and  it  is  not  ne- 
cessary to  show  otherwise  the  existence  or  use  of  such  a  corset.    Id.  340 

77.  Nor  is  it  necessary  that  Johnson's  description  should  show  how  the 
apparatus  for  weaving  the  corset  should  operate,  to  produce  the 
features  he  describes  as  pertaining  to  his  woven  corset.    Id.  340 

78.  If  that  were  held  to  be  a  defect  in  Johnson's  description,  the  speci- 
fication of  Cohn's  patent  would  be  defective  in  the  same  respect,  in 
not  stating  the  arrangement  of  machinery  necessary  to  produce  the 
features  of  his  corset.     Id,  340 

BANTZ — BOILER  FURNACE. 

79.  Letters  patent  for  an  "  Improvement  in  Boiler-Furnaces,  for  Burn- 
ing Wet  Fuel,"  reissued  to  Gideon  Bantz,  February  6,  1872,  and 
extended  for  seven  years  from  June  22,  1872,  examined  and  sus- 
tained.    Bantz  v.  Elsas.  351 

* 

FISHER — MINING  APPARATUS. 

80.  Where  there  are  two  patented  machines  for  hydraulic  mining,  each 
having  a  supply  pipe,  and  a  discharge  pipe  coupled  by  a  horizontal 
swivel  joint,  in  combination  with  a  nozzle,  connected  by  a  joint, 
which  enables  the  operator  to  elevate  or  depress  the  nozzle,  and  the 
claim  is  for  a  combination  of  these  several  parts,  for  the  accom- 
plishment of  the  same  object ;  the  prior  machine  will  be  an  antici- 
pation of  the  latter,  although,  the  joint  in  the  latter,  is  a  semi-uni- 
versal or  knuckle  metallic  joint,  while,  that  in  the  former,  is  made 

of  india  rubber  or  other  flexible  material.     Fisker  v.  Craig.  365 

81.  The  metallic  ioint  in  the  latter  machine  being  old,  and  it  having 
been  long  in  use  for  the  purposes  required  in  the  machine  in  ques- 
tion, it  is  but  a  known  mechanical  substitute  in  the  combination  for 
the  flexible  joint  in  the  prior  machine,  and,  for  the  purposes  of  the 
combination,  must  be  regarded  as  the  same  thing  as  the  joint  in  the 
earlier  combination.     Id.  365 

CUMMINGS — ARTIFICIAL  GUMS  AND  PALATES. 

82.  The  validity  of  Cummings'  patent,  reissue  No.  1,904,  for  "  Im 
provement  in  Artificial  gums  and  Palates,' *  sustained.     Dental  Vul- 
canite Company  v.  Wetherbee,  3  Fisher,  87,  and  Goodyear  Dental  Vul- 
canite Company  v.  Smith,    5   Off.    Gaz..  585,  cited  and  followed. 
Goodyear  Dental  Vulcanite  Co.  v.  Hoot.  384 

KING — FLUTED  PUFFING — FLUTING  MACHINE. 

83.  The  reissued  letters  patent,  No..  3;OOi,  granted  to  George  E.  King, 
June  23,  1868,  the  original  patent  having  been  granted  to  him;  as 
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inventor,  February  26,  1867,  for  an  "improvement  in  fluted  puff- 
ing, "  are  void,  for  want  of  novelty.     King  v.  Werner.  386 

84.  The  claim  of  such  reissued  letters  patent,  namely,  "  The  within  de- 
scribed puffing,  as  a  new  article  of  manufacture,  the  same  being 
formed  by  crinkling,  gathering,  or  irregularly  waving  one  portion 
of  the  strip  of  muslin,  or  other  material,  simultaneously  with  fluting 
it  along  the  edges  of  such  portion,  as  at  gt  and  forming  flattened 
borders  or  portions,  A,  outside  of  the  flutes,  or  between  two  next 
adjacent  rows  of  them,  to  receive  stitching,  substantially  as  speci- 
fied," claims  the  puffing  it  describes  as  a  new  article  of  manufac- 
ture, without  reference  to  how  it  is  made,  whether  by  hand,  or  ma- 
chinery, or  otherwise,  and  is  anticipated  by  a  like  puffing  pre- 
viously made  on  a  sewing  machine.     Id.  386 

* 

85.  The  machine  described  in  letters  patent  granted  to  Robert  Werner, 
January  7,  1873,  for  an  "  improvement  in  crimping  and  fluting  ma- 
chines," is  an  infringement  on  reissued  letters  patent.  No.  3,000, 
granted  to  George  JE.  King,  June,  23,  1868,  for  an  "  improvement 
in  fluting  machines,"  the  original  letters  patent  having  been  granted 

to  him,  as  inventor,  February  26,  1867.     Id.  386 

86.  The  claim  of  such  reissued  letters  patent,  namely,  "  The  guide  E, 
constructed  with  one  or  more  curved  or  arched  portions,  a\  in  com- 
bination with  suitable  fluting  rollers,  substantially  as  herein  set 
forth,  for  the  purpose  specified,"  presents,  as  its  main  feature,  a 
device  for  pulling  away  the  fabric  before  the  fluting  rollers  grasp  it 
too  firmly,  so  as  to  get  an  increased  width  of  fabric  opposite  the 
pair  of  plain  zones,  such  device  being  an  arched  guide,  the*  arch  of 
which  raises  up  the  fabric,  so  that  the  fabric  rides  over  it  and  is 
pulled  away  from  the  fluted  parts  of  the  rollers.  The  Werner  ma- 
chine uses,  in  connection  with  fluting  rollers,  a  detent  or  finger,  by 
which  a  portion  of  the  fabric  is  held  back,  so  as  to  get  an  increased 
width  of  fabric  opposite  a  pair  of  plain  zones,  the  fabric  being 
pressed  between  the  detent  and  a  platform.  In  both  machines,  the 
width  of  the  fabric  passed  between  ihe  pair  of  plain  zones  is  greater 
than  the  width  of  such  zones,  and,  as  the  fluting  gathers  the  fabric, 
the  portion  of  it  which  passes  between  the  pair  of  plain  zones  is 
crinkled.    Id.  386 

DUDLEY — HAND  MIRROR. 

87.  The  claim  of  the  patent  was,  "Asa  new  article  of  manufacture, 
a  hand  or  portable  toilet  mirror,  constructed  substantially  as  de- 
scribed, of  a  base  piece,  B,  with  its  handle-extension  piece  or 
stiffener,  C,  glass,  A,  and  outer  back  and  handle,  D,  made  of  any 
suitable  composition  or  cement,  substantially  as  specified."  The 
specification  described  the  mirror  as  being  constructed,  by  first 
using  a  base  piece  of  wood  or  other  suitable  material,  preferably  of 
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similar  contour  to  the  glass  designed  to  be  mounted  on  it,  and 
elongated  at  one  end,  with  a  strip  of  metal  or  other  stout  material 
at  its  back,  to  form  a  stiffener  for  the  handle  of  the  mirror  :  Held3 
that  the  patent  was  not  infringed  by  making  and  selling  hand  mir- 
rors, in  other  respects  like  those  described  in  the  patent, but  having 
no  base-piece  of  wood  or  other  suitable  material  behind  the  glass 
designed  to  be  mounted  on  it,  and  having  no  extension  from  such 
base-piece  into  the  handle.     Florence  Mfg.  Co.  v.  Boston  Diatite  Co.  396 

CHASE — BUCKLES. 

88.  The  reissued  patent,  granted  to  Lucius  C.  Chase,  May  26,  1363,  for 
improvement  in  buckles,  held  invalid,  for  want  of  novelty.     Chase 

v.  Sabin.  399 

» 

;    MONROEr— EGG  BEATER. 

89.  The  second  claim  of  the  reissued  patent,  granted  to  Edwin  P.  Mon- 
roe, October  16,  i860,  for  a  new  and  improved  egg-beater,  is  for 
"  the  beaters,  I,  and  J,  revolved  in  opposite  directions  by  suitable 
mechanism,  substantially  as  set  forth."  The  Monroe  beaters  re- 
volve concentrically.  The  defendant  made  and  sold  beaters,  under 
the  patent  granted  to  Turner  Williams  and  E.  D.  Goodrich,  dated 
May  31,  1870,  numbered  103,811.  These  latter  consist  of  two  beat- 
ers revolved  in  opposite  directions,  the  axes  being  some  distance 
apart :  Held,  that  the  manufacture  and  sale  of  the  Williams  & 
Goodrich  beaters  did  not  infringe  complainant's  patent     Monroe 

v.  Dover  Stamping  Co,  401 

CUTTER — COOLING  AND  VENTILATING  ROOMS. 

90.  The  reissued  letters  patent  granted  to  Stephen  Cutter,  March  10, 
1874,  for  an  "  improvement  in  methods  of  cooling  and  ventilating 
rooms*'  (the  original  patent  having  been  granted  to  Azel  S.  Lyman, 
as  inventor,  March  25,  1S56,  and  extended  for  seven  years  from 
March  25,  1870,  and  reissued  to  said  Lyman,  December  26,  1S71), 
defined,  as  to  the  meaning  of  the  claims  in  it.  Lyman  Ventilating 
and  Refrigerator  Co.  v.  Lalor,  .  403 

91.  The  principle  and  mode  of  operation  of  the  apparatus  described  in 

it,  explained.     Id.  403 

92.  Various  alleged  prior  inventions,  examined  and  distinguished.    Id.  403 

■ 

LA  BAW — MITRE  MACHINE. 

93.  The  reissued  patent,  granted  to  George  W.  La  Baw,  May  18,  1869, 
for  improvement  in  mitre  machines,  held  not  to  be  void  fur  repug- 
nancy between  the  invention  therein  described  and  that  described 

in  the  original  letters  patent.     La  Baw  v.  Hawkins.  4^ 
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94.  The  reissued  patent,  granted  May  18,  1869,  to  George  W.  La  Baw, 
for  improvement  in  mitre  machines,  held  valid.    Id.  428 


HALL — MITRE  MACHINE. 

95.  The  machine  for  cutting  mitres,  patented  to  Stephen  W.  Hall, 
August  17,  1858,  held  to  infringe  the  reissued  patent  granted  to 
George  W.  La  Baw,  May  18,  1869,  for  improvement  in  mitre  ma- 
chines.   Id,  428 

SMITH— LOCOMOTIVE  TRUCKS. 

96.  The  complainant's  patent,  granted  to  Alba  F.  Smith,  February  11, 
1862,  for  an  "  Improvement  in  Trucks  for  Locomotive  Engines," 
construed  and  held  valid  ;  and,  that  it  was  not  anticipated  by  let- 
ters patent,  granted  to  Davenport  and  Bridges  in  1841,  nor  by  the 
improvement  subsequently  made  by  Kipple  and  Bullock,  for  which 
a  patent  was  granted  to  them,  December  20,  1859.  Locomotive  En- 
gine Safety  Truck  Co,  v.  Pennsylvania  R.  JR.  Co,  470 

97.  The  complainant's  patent,  was,  for  the  combination  of  a  locomotive 
engine,  with  a  pilot  truck,  having  a  lateral  motion  by  means  of  a 
swinging  bolster  and  pendent  links,  and  having  also  a  rotary  mo- 
tion around  the  king  bolt,  at  its  centre.  The  evidence  showed,  that 
prior  to  the  invention,  passenger  cars,  each  having  two  of  the  same 
trucks,  had  been  used,  both  trucks  rotating  freely  on  their  respect- 
ive centres  around  the  king-bolts  :  Held,  that  the  truck  used  in  com- 
bination with  an  engine,  the  hindmost  or  driving  wheels  of  which 
are  rigid,  produced  a  new  and  useful  result,  different  from  the  result 
produced  by  the  use  of  two  of  the  trucks  upon  a  passenger  car,  in 
that  the  drivers  of  the  engine  move  on  a  curved  track  with  less 
grinding  or  sliding,  and  the  friction  is  greatly  diminished :  Held 
also,  that  the  invention  was  not  a  mere  double  use  or  aggregation  of 
two  devices  acting  independently  of  each  other  ;  and,  that  the.  in- 
vention was  not  anticipated  by  the  use  of  the  trucks  on  cars,  and 
was  patentable.     Id.  470 

98.  The  combination. claimed  in  complainant's  patent,  of  a  locomotive 
engine  with  a  pilot  truck  having  a  lateral  motion  by  means  of  a 
swinging  bolster  and  pendent  links,  and  having  also  a  rotary  mo- 
tion around  the  king-bolt  at  its  centre,  is  not  anticipated  by  the  in- 
vention previously  patented  to  Levi  Bissell,  of  a  combination  with 
a  locomotive  engine  of  a  pilot  truck  fitted  to  allow  lateral  motion  by 
means  mechanically  equivalent  to  the  sliding  bolster  and  pendent 
links,  but  incapable,  when  in  combination  with  the  engine,  of  rotaN 
ing  on  a  king-bolt  at  its  centre,  the  centre  of  rotation  being  a  pin  in 

the  rear  of  and  outside  the  frame  of  the  truck.     Id.  4-0 
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LOCKWOOD— PAPER  COLLARS. 

99.  The  second  reissued  patent  for  paper  collars  and  cuffs,  granted  to 
W.  £.  Lockwood,  January  24,  1873,  held  invalid.  Union  Paper 
Collar  Co.  v.  Iceland.  491 

100.  Where  the  original  patent  was  for  ornamented  collars  and  cuffs, 
especially  those  for  ladies'  use,  and  the  specification,  in  describing 
the  mode  of  obtaining  the  result,  points  out  that  the  surface  of  the 
linen  or  other  textile  fabric  will  be  imitated  as  well  as  the  orna- 
ments, the  reissue  of  the  patent  may  lawfully  claim  the  imitated 
surface  instead  of  the  imitated  ornamented  cuffs  ;  and  collars  gene- 
rally, as  well  as  those  to  be  worn  by  ladies.    Id.  491 

101.  The  state  of  the  art  showing  that,  prior  to  the  invention,  collars  and 
cuffs  made  of  paper  were  known  ;  and  that  paper  embossed  in  vari- 
ous modes,  some  of  which  were  imitations  of  the  surface  of  textile 
fabrics,  was  also  known,  there  is  no  patentable  novelty  in  the  appli- 
cation of  [paper,  embossed  in  imitation  of  linen,  to  the  making  of 
collars  and  cuffs.    Id.  491 

REED — HEAD  LINING  FOR  BARRELS. 

102.  The  letters  patent  granted  to  George  A.  Reed,  March  11,  1873,  for 
an  "  improvement  in  head  linings  for  barrels/'  are  invalid.    Reed 

v.  Reed.  515 

103.  The  improvement  intended  to  be  covered  by  the  claim  of  that  pat- 
ent, which  is,  "  As  a  new  article  of  manufacture,  barrel  head  lin- 
ings prepared  In  the  manner  specified,  when  bundled  as  shown  and 
described,"  is  not  the  proper  subject  of  a  patent     Id.  51$ 

104.  The  patentee  merely  adapted  the  same  appliances  to  the  manufac- 
ture of  head  linings  that  had  before  been  used  in  the  manufacture  of 
hoops,  and  thereby  produced  a  crimped  machine-made  hoop  on  a 
small  scale,  but  of  uniform  width  and  thickness,  and  having  rec- 
tangular ends,  adapted  to  fit  inside  of  the  staves  of  a  barrel,  and  to 
support  the  chime  of  the  barrel,  hoops  as  well  as  head  linings  having  a 
before  been  made  by  machinery,  and  hoops  having  previously  been 
crimped  or  permanently  bent  before  setting.    Id.  5J5 

105.  The  only  merit  in  bundling  the  head  linings  is,  to  render  the  article 
more  attractive  to  purchasers,  and  more  convenient  for  the  purposes 

of  sale.    Id.  5U 

FULLER — MECHANISM  FOR  MARKING  CLOTH. 
ROSE— TUCK-CREASING  ATTACHMENTS. 

106.  The  three  suits  were  brought  upon  two  patents,  one  granted  to 
#  Henry  W.  Fuller,  June  5,  i860,  for  an  "  improvement  in  mechan- 
ism for  marking  cloth  in  sewing  machines,"  and  the  other  the  re- 
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issued  patent  No.  3,218,  granted  to  Israel  M.  Rose,  December  1, 
1 868,  for  "  tuck-creasing  attachment  for  sewing  machines."  Upon 
the  construction  given  to  the  patents  by  the  court,  the  defendants 
were  held  not  to  have  infringed.     Fuller  v.  Yentzer.  520 

T07.  The  invention  uf  Fuller  was  for  a  device  for  creasing  and  tucking 
cloth,  by  means  of  a*  notch  and  blade,  constructed  so  as  to  be  at- 
tached to  the  bed-plate  of  the  sewing  machine,  and  operated  by 
means  of  the  needle  bar.  The  notch  cculd  be  above  or  below,  and 
the  device  arranged  in  front  of  the  needle  or  behind  it,  according 
to  the  function  it  was  required  to  perform.  The  notch  and  blade 
.  were  old  :  Held,  that  the  invention  of  Fuller  consisted  in  the  appli- 
cation of  the  notch  and  blade,  and  the  various  other  parts  of  the 
mechanism,  to  the  sewing  machine  ;  that  he  could  not  claim  the 
power  of  the  needle  bar  in  all  its  various  applications,  and  that  his 
invention  must  be  limited  to  the  particular  device  which  he  adapted, 
in  its  appji cation  to  the  bed-plate  of  the  sewing  machine  and  to  the 
.needle  bar,  and  that  other  devices,  though  with  the  notch  and  blade, 
could  be  made  and  applied  to  the  bed-plate  and  needle  bar  of  a  sew- 
ing machine,  for  the  purpose  of  tucking  and  creasing,  without  in- 
fringing the  Fuller  patent.    Id.  520 

108.  The  claim  of  the  Rose  reissued  patent, was  for  "a  tuck-creasing 
mechanism,  such  as  described,  having  its  upper  and  lower  parts 
connected,  and  together  adjustable  as  to  its  relation  to  the  needle  of 
the  sewing  machine,  and  operated  by  the  sewing  machine,  substan- 
tially as  set  forth :"  Held,  that  this  claim  must  be  restricted  to 
the  unity  of  adjustment,  in  a  tucker,  of  the  mechanism  described  in 
the  specification,  and  that  it  does  not  cover  every  kind  of  tuck-creas- 
ing mechanism,  having  its  upper  and  lower  parts  connected  and  to- 
gether adjustable,  but  only  the  particular  kind  of  mechanism  de- 
scribed, and  that  the  words,  substantially  such  as  described,  are  mate- 
rial, and  limit  the  claim  to  the  particular  form  of  mechanism  de- 
scribed, or  that  which  is  substantially  the  same.    Id.  520 


BURROWS— FURNACES.. 

109.  The  suit  was  brought  upon  a  patent,  granted  to  John  E.  Burrows, 
for  a  furnace  to  be  used  in  the  manufacture  of  white  oxide  of  zinc. 
Burrows  filed  his  application  in  October,  1852,  and  sought,  in  this 
suit,  to  carry  his  invention  back  to  the  date  of  experiments,  made 
by  him  in  the  early  part  of  185 1.  It  appeared  that  Samuel  Weth- 
erill  filed  a  caveat  in  the  Patent  Office  in  September,  1852,  dated  in 
July  previous,  and  about  that  time  erected  an  experimental  furnace 
to  illustrate  a  new  method  of  producing  white  oxide  of  zinc,  which 
embodied  the  essential  features  of  Burrows'  invention.  This  fur- 
nace was  successful,  and  a  patent  was  afterward  granted  to  Wether- 
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ill,  for  his  invention :  Held,  that  Burrows'  invention  was  anticipat- 
ed.    Burrows  v.  Lehigh  Zinc  Co,  529 

SPRING — LATHES. 

1 10.  The  patent  granted  to  Charles  Spring  and  Andrew  Spring,  May  10, 
1859,  for  improvement  in  lathes  for  turning  irregular  forms,  held 
invalid  for  want  of  novelty.     Spring  v.  Packard.  531 

in.  In  a  patent  for  a  lathe  for  turning  irregular  forms,  the  claim  was, 
for  "  the  combination  of  a  griping  chuck,  by  which  an  article  can  be 
so  held  by  one  end  as  to  present  the  other  free  to  be  operated  upon, 
with  a  rest  preceding  the  cutting  tool,  when  it  is  combined  with  a 
guide  cam  or  its  equivalent  which  modifies  the  movement  of  the 
cutting  tool,  all  operating  together  for  the  purpose  set  forth."  The 
evidence  showed  that  prior  to  the  invention,  a  lathe  had  been  con- 
structed and  used  for  thirteen  years,  having  the  griping  chuck,  the 
rest,  the  cutting  tool,  and  instead  of  a  guide  cam  a  fixed  pattern, 
which  was  at  the  date  of  the  patent  a  well-known  equivalent  for  a 
•cam  pattern  or  guide  :  Held,  that  the  invention  patented  was  antici- 
pated, and  the  patentee  was  not  the  first  inventor  of  the  improve- 
ments claimed,  although  the  anticipating  invention  had  been  guarded 
from  view  to  conceal  the  mode  of  its  operation.    Id.  531 

MCLAUGHLIN — BRUSH  HEAD. 

112.  The  patent  granted  to  John  Dwyer,  administrator,  etc.,  of  Francis 
McLaughlin,  deceased,  January  11,  1870,  for  an  improved  brush 
head,  provided  with  an  angular  groove,  and  a  rubber  ring  fitted 
therein,  held  valid,  and  not  anticipated  by  a  door-stop  provided  with 

a  rubber,  fitted  in  an  angular  groove.     Murphy  v.  Kissling.  534 

113.  The  patent  held  to  be  infringed  by  the  defendant's  brush  head,  which, 
though  different  in. form,  embodies  the  patented  invention.    Id.       534 

BALL — OVENS. 

114.  The  reissued  patent,  granted  to  Hosea  Ball,  June  14,  1870,  and  ex- 
tended for  seven  years  from  September  23,  1870,  for  improvement 

"""  in  ovens,  held  void  for  claiming  what  was  not  embraced  in  the  orig- 
inal patent.     Ball  v.  Withington,  549 

115.  The  claim  of  complainant's  patent  was,  "  One  or  more  swinging 
bread- holders,  suspended  from  the  arms  or  end  plates  of  a  rotating 
reel,  in  combination  with  a  furnace,  so  arranged  and  connected  that 
the  products  of  combustion  will  pass  into  or  through  the  chamber 

4  within  which  the  bread-holders  move."  The  specification  shows 
'  that  the  oven  of  the  patentee  is  constructed  with  a  solid  bottom, 
'which  completely  shuts  off  the  fire  from* the  furnace  ;  and  flues  by 
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the  side  of  the  bread  chamber  so  far  removed  and  so  far  cut  off 
.  from  the  fire,  that  nothing  but  heated  currents  of  air  can  pass  into 
the  chamber  :  Held,  that  the  claim  must  be  construed  to  be  for  the 
application  of  the  rays  of  heat  directly  from  the  fire  to  the  baking 
chamber,  and  that,  as  the  original  patent  contained  nothing  calcu- 
lated even  to  hint  how  this  could  be  done,  but  the  drawings  and 
model  suggest  a  mode  of  operation  wholly  different — viz.,  the  bak- 
ing of  bread  by  the  heat  derived  from  the  radiation  of  heated  walls 
and  heated  currents  of  air,  the  reissued  patent  was  broader  than  the 
original.    Id,  549 

GEIER-— BUNGS. 

116.  Letters  patent  granted  to  Philip  Geier,  February  23,  1869,  for  "  im- 
proved method  of  rendering  wooden  bungs  impervious  to  liquids 
and  gases,"  held  valid.     Geier  v,  Goetinger,  553 

117.  The  patentee,  in  his  specification,  described  his  invention  as  con- 
sisting in  rendering  wooden  bungs  impervious  to  the  passage  of 
gases,  or  beer,  or  other  liquor  through  the  pores  of  .the  wood,  by 
means  of  any  suitable  substance  ;  and  having  pointed  out  the  par- 
ticular material  which  he  regards  as  the  most  suitable  for  the  pur- 
pose, his  claim  was  for  "  a  wooden  bung,  rendered  impervious  to 
the  passage  of  fluids  through  the  pores  of  the  wood,  by  means  of 
the  described  or  other  suitable  substance  .*"  Held,  that  the  invention  of 
the  patentee,  consisted  in  a  wooden  bung,  rendered  impervious  to 
the  passage  of  gases,  or  beer,  or  other  liquids.    Id.  553 

CRAIG — WELL  TUBE, 

118.  The  patent  granted  to  Samuel  F.  Craig,  June  11,  1867,  for  an  im- 
proved well  tube,  held  void  for  want  of  novelty  (reversing  the  de- 
cree entered  in  Craig  v.  Smith,  at  June  term,  1873,  2  Dillon,  375). 
Craig  v.  Smith,  556 

GRIGGS — SPARK  ARRESTER. 

1 19.  An  invention  of  a  spark  arrester  and  consumer  for  locomotives,  which 
consists  in  the  combination  of  a  blast-pipe  with  a  return  flue,  so 
arranged  that  the  sparks  are  driven  by  the  blast  in  a  continuous 
current  through  the  flue  from  the  smoke-pipe  back  into  the  fire- 
chamber  without  resting,  is  not  anticipated  by  prior  spark  arresters 
which,  though  in  some  respects  of  construction  the  same,  were  not 
practically  effectual  to  produce  a  continuous  current  carrying  the 
sparks  into  the  fire- chamber  without  resting.  Pike  v.  Providence  6° 
Worcester  JR.  R.  Co*  560 

1 20.  A  patent  for  a  spark  arrester  and  consumer  for  locomotives,  which 
consists  in  the  combination  of  a  blast-pipe  with  a  return-flue,  so 
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arranged  that  the  sparks, etc.,  are  driven  by  the  blast  in  a  continu- 
ous current  through  the  flue  from  the  smoke-pipe  back  into  the  fire- 
chamber,  is  infringed  by  the  use  of  a  spark  arrester  and  consumer 
consisting  of  a  blast-pipe  and  two  return-flues,  so  arranged  that  the 
sparks  are  carried  by  the  blast  into  the  fire-chamber  in  a  con- 
tinuous current  through  the  flues  without  resting,  although  the  cur- 
rent is  accelerated,  and  the  combustion  of  the  returned  sparks  is 
aided,  by  a  current  of  air  brought  into  the  return-flues  by  an  addi- 
tional device.    Id.  56c 

CUMMINGS— ARTIFICIAL  GUMS  AND  PALATES.  \ 

121.  Cummings  applied  for  a  patent  in  April,  1855,  and  was  rejected  in 
1856.  He  filed  a  new  application  in  1864,  and  the  patent  was  then 
granted.  The  invention  went  into  public  use  in  1859  :  Heldy  That 
where  successive  applications  are  made  for  a  patent,  where  there  is 
no  proof  of  actual  abandonment,  the  subsequent  application  will  be 
deemed  a  continuation  of   the  first      Goodyear  Dental .  Vulcanite 

Co,  v.  Willis.  568 

TAYLOR— -LUBRICATORS. 

122.  Letters  patent  for  M  Improvement  in  Lubricators,"  granted  to 
Hiram  Taylor,  June  23,  1868,  held  valid.    Pelton  v.  Waters.  599 

STILWELL — FEED-WATER  HEATER  AND  FILTER. 

123.  The  first  claim  in  reissued  patent,  for  feed-water  heater  and  filter, 
granted  to  E.  R.  Stilwell,  August  24,  1869,  which  is  for  "  filter- 
ing material  F,  between  a  series  of  shelves,  and  outlet  r,  substan- 
tially as  described,"  held  valid,  notwithstanding  the  fact  that  filters 
had  been  used  for  freeing  the  feed  water  for  boilers  from  the  matter 
held  in  mechanical  suspension  therein,  and  the  further  fact,  that 
heaters,  composed  of  a  series  of  shelves,  had  been  used,  for  a  simi- 
lar purpose,  to  remove  from  the  water  the  matter  held  in  solution 
and  a  portion  of  that  held  in  suspension.  The  Stilwell  cV  Bierce 
Mfg.  Co,  v.  The  Cincinnati  Gaslight  and  Coke.  Co.  610 

124.  Although  the  operation  of  neither  the  shelves  nor  the  filter  is  affect- 
ed by  the  union  of  the  two,  in  the  same  machine,  a  new  result  is 
produced,  inasmuch  as  the  water  is  passed  into  the  boiler  in  a  con- 
dition different  from  that  which  would  have  been  produced  by 
either  of  the  devices  separately.     Id.  610 

125.  The  Stilwell  patent  is  not  invalidated  by  the  earlier  English  patent 
of  Wagner,  since  it  is  doubtful  whether  Wagner's  device  could  be 
practically  used  with  success.    Id.  610 

126.  There  is  no  force  in  the  objection,  that  the  Stilwell  patent  does  not 
specify  what  filtering  material  is  to  be  used.     The  patent  permits 
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the  use  of  any  suitable  filtering  material,  and  persons  skilled  in  the 
art.  could  at  once  use  the  invention  without  experiment  or  additional 
invention.    Id.  610 

TUFTS — ELEVATORS. 

127.  In  view  of  the  prior  state  of  the  art,  the  twelfth  claim  of  the  patent 
for  improvements  in  hoisting  apparatus  and  elevators,  granted  Otis 
Tufts,  August  9,  1859,  No.  25,061,  which  is  for  "  passing  the  ship- 
ping-rods, and  the  cord  or  rod  that  operates  the  friction  brake, 
through  the  car  or  platform,  for  the  object  and  purposes  set  forth, " 
must  be  construed  strictly  in  'accordance  with  its  language,  as  a 
claim  for  passing  the  described  shipping  rods,  and  the  described 
cord  or  rod  operating  the  friction-brake,  or  their  equivalents,  through 
the  car  or  platform,  for  the  purposes  set  .forth.  Tufts  v.  Boston 
Machine  Co.  633 

128.  The  first  claim  of  the  patent  for  improvements  in  the  mode  of  sus- 
pending and  operating  elevators,  etc.,  granted  Otis  Tufts,  May  28, 
1861,  No.  32,441,  which  is  for  "  constructing  an  elevator,  or  hoist- 
ing-apparatus, with  a  series  of  two  or  more  hoisting  ropes^or  chains, 
having  independent  attachments,  and  winding  simultaneously  upon 
the  hoisting-drum,  for  greater  safety,  substantially  as  described/' 
held  invalid  for  want  of  novelty.     Id.  633 

129.  The  second  claim  of  the  patent  of  May  28,  1861,  for  "  equalizing 
the  strain  upon  the  series  of  ropes  or  chains  of  my"  (Tuft's)  "  im- 
proved elevator  or  hoisting-machine  by  automatic  adjustment,  sub- 
stantially as  described,*'  held  invalid  for  want  of  novelty.    Id.  633 

130.  The  patent  granted  Otis  Tufts,  December  11,  1866,  No.  60,441,  for 
improvement  in  means  for  guiding  elevators,  held  invalid  for  want 

of  novelty.    Id.  633 

BLESSING— SEED  PLANTERS. 

131.  The  claim  of  the  patent  granted  to  William  Blessing,  December  13, 
1859,  for  "  an  improvement  in  seed  planters,"  is  for  '*  the  arrange- 
ment of  the  top  portion  of  the  distributor,  made  with  a  semi -lunar 
opening,  and  the  recess  under  the  covered  portion  of  the  said  top, 
when  the  periphery  of  the  said  top  is  made  with  the  chaff  opening  H, 
on  either  side  of  the  reciprocating  seed  bar,  so  that  the  said  bar,  by 
its  reciprocating  action,  shall  work  out  the  chaff,  through  the  pas- 
sage H,  H,  on  either  side  of  the  bar,"  must,  in  view  of  the  record  of 
the  case  in  the  Patent  Office,  be  interpreted  so  as  to  limit  the  in- 
vention to  a  particular  arrangement  of  a  particular top  with  particu- 
lar openings,  so  that  the  chaff  may  be  removed  in  a  particular  way. 
Trader  v.  Messmore.  639 

132.  So  limited,  it  is  not  infringed  by  the  defendant's  device,  in  which 
there  are  no  lateral  chaff  openings  in  the  periphery  of  the  distribu- 
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tor,  through  which  the  chaff  is  worked  out  by  the  vibrations  of  a 
feed  bar,  but  in  which  the  chaff  falls  directly  to  the  ground.    Id,       639 

PARTIES. 

i.  Where  there  is  privity  or  connection  between  the  different  defend- 
ants, they  are  jointly  liable  upon  a  bill  for  infringing  a  patent. 
Wells  v.  yacques,  60 

2.  The  rule  in  equity,  that  two  or  more  distinct  subjects  cannot  be  em- 
braced in  the  same  suit,  does  not  apply  to  a  suit  for  the  infringement 
of  a  patent,  brought  against  two  defendants,  one  of  whom  was  the 
owner  of  the  infringing  machines,  and  the  other  the  lessee  of  the 
machines  from  such  owner.  Such  a  relationship  created  a  privity 
I  etween  them,  which  made  it  proper  to  embrace  them  in  the  same 
suit.     Id.  60 

3.  No  suit  at  law  or  in  equity  can,  in  this  country,  be  sustained  against 
the  representatives  of  a  deceased  copartner,  or  to  charge  his  estate 
for  the  copartnership  debts,  if  the  surviving  partners  are  solvent 
and  the  assets  of  the  firm  are  sufficient     Troy  Iron  cV  Nail  Factory 

v.  Winslow.  9S 

4.  Cases  in  England,  holding  apparently  a  contrary  doctrine,  noticed. 

Id.  98 

5.  In  a  suit  upon  a  patent,  granted  to  the  administrator  of  a  deceased 
inventor,  the  heir  of  the  inventor,  being  the  beneficiary  of  the  trust 
raised  by  the  grant  of  the  patent  to  the  administrator,  is  a  neces- 
sary party  to  the  suit,  unless  the  inventor,  prior  to  his  death,  had 
parted  with  all  of  his  inchoate  or  equitable  title  to  the  invention  ;  in 
which  case,  the  administrator  would  take  and  hold  the  patent  for 
the  use  of  those  upon  whom  the  beneficial  ownership  of  it  was  de- 
volved by  the  inventor's  own  act  before  it  was  granted,  and  the 
heir,  having  no  beneficial  interest,  would  not  be  a  necessary  party 
to  the  suit.  Northwestern  Fire  Extinguisher  Co.  v,  Philadelphia 
Fire  Extinguisher  Co.  177 

6.  In  a  suit  in  equity,  brought  on  letters  patent  for  a  machine,  to 
restrain  the  defendant  from  making  the  patented  machines  and  sell- 
ing them  to  parties  who  buy  them  for  exportation  to  and  use  in  for- 
eign countries,  it  is  proper  to  join,  as  plaintiffs,  the  owner  of  the 
legal  title  to  the  patent  with  the  holder  of  the  exclusive  right  to 
make  and  vend  the  patented  invention  for  use  in  foreign  countries. 
Dorsey  Revolving  Harvester  Rake  Co.  v.  Bradley  Mfg.  Co.  330 

See  Licensee,  i,  a  ;  Practice,  10. 

PATENTABILITY. 

1.  The  omission  of  one  of  the  ingredients  of  a  composition,  before  sup- 
posed to  be  essential,  is  a  patentable  subject,  under  certain  circum- 
stances.    Tarr  v.  Folsom.  24 
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2.  A  rigid  cross  bar,  connecting  the  ends  of  the  handle  of  a  shawl 
strap,  and  provided  with  loops  for  the  straps,  is  a  patentable  inven- 
tion.'   Crouch  v.  Speer.  145 

3.  Where  an  effect  or  result  has  been  before  produced,  the  mechani- 
cal agencies  by  which  it  is  reproduced,  if  they  are  not.  in  them- 
selves new,  are  not  the  subject  of  a  patent  Northwestern  Fire  Ex* 
tinguisher  Co.  v.  Philadelphia  Fire  Extinguisher  Co,  177 

4.  Where  the  patent  is  for  a  machine  of  old  construction,  and  the  in- 
vention consists  in  producing  a  new  and  different  result  by  operating 
the  old  machine  in  a  new  and  different  manner,  the  patent  cannot 
be  sustained.     Boston  Elastic  Fabrics  Co.  v.  East  Hampton  Rubber 

Thread  Co.  222 

5.  The  discovery  of  a  new  mode  of  operating  an  old  machine,  to  pro- 
duce a  new  result,  does  not  give  a  right  to  a  monopoly  of  the  old 
machine.    Id.  222 

6.  Before  the  invention  of  the  complainant,  grain  separators  were 
used  having  (1)  zigzag  screens  and  boxes  having  shake  motion ; 
(2)  zigzag  screens  and  boxes  having  a  side  shake  motion  ;  (3)  zig- 
zag screens  and  boxes  having  a  shake  motion  and  a  side  shake  mo- 
tion, used  in  connection  with  a  fan  blast,  and  vertical  spout ;  all 
of  which  are  used  in  the  complainant's  invention  :  Held,  that  as, 
in  the  complainant's  combinations,  the  screens  and  boxes  were 
located  and  constructed  with  reference  to  their  width,  inclination 
and  motion,  as  well  as  in  relation  to  the  blast  from  the  fan  through 
the  vertical  spout,  in  a  novel  manner,  and  so  as  to  produce  more 
perfect  separation  of  the  grain,  the  combinations  claimed  by  him 
were  patentable.    Booth  v.  Parks.  225 

7.  Whether  the  uniting  of  two  implements  in  a  common  handle  or 
holder  constitutes  patentable  invention,  quatre.  Reckendorfer  v. 
Faber.  229 

8.  A  small  degree  of  utility,  in  the  invention,  will  protect  the  patent 
from  attack  upon  the  ground  that  the  invention,  not  being  useful, 

is  not  patentable.    Doherty  v.  Haynes.  289 

9.  The  reissued  patent  of  complainant,  is  for  spelling  blocks,  cubical 
in  shape,  and  having  different  letters  of  the  alphabet  upon  two  or 
more  of  their  sides.  It  is  shown,  that,  prior  to  the  patentee's  in- 
vention, spelling  blocks  of  the  same  shape  had  been  made,  having 
numbers,  letters,  and  pictures  upon  them,  and  some  of  which,  had 
two  letters  upon  each  block  :  Held,  that,  in  view  of  this  state  of  the 
art,  it  was  not  a  patentable  improvement,  to  place  two  or  more  let- 
ters on  each  block,  even  though  the  patentee  may  have  been  the 
first  person  to  place  them  systematically,  with  a  view  to  enlarge  the 
usefulness  of  the  blocks.    Hill  v.  Houghton.  ■   291 

10.  The  state  of  the  art  showing  that,  prior  to  the  invention,  collars 
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and  cuffs  made  ofpaper  were  known  ;  and  that  paper  embossed  in 
i  various  modes,  some  of  which  were  imitations  of  the  surface  of  tex- 
tile fabrics,  was  also  known,  there  is  no  patentable  novelty  in  the 
application  of  paper,  embossed  in  imitation  of  linen,  to  the  making 
of  collars  and  cuffs.     Union  Paper  Collar  Co.  v.  Leland.  491 

11.  Articles  of  manufacture  may  be  new  in  a  commercial  sense,  when 
they  are  not  new  in  the  sense  of  the  patent  law  ;  and  the  mere 
reduction  of  an  article  of  bulk,  to  one  of  a  smaller  size,  is  not,  in 
general,  the  subject  of  a  patent  as  a  new  manufacture,  unless  the 
properties  of  the  article  are  improved  by  the  introduction  of  some 
new  ingredients,  or  by  the  subtraction  of  one  or  more  of  the  ingre- 
dients of  the  original  article,  by  which  the  new  product  is  improved 
and  made  more  useful.     Milligan  and  Higgins  Glut  Co.  v.  Upton.       497 

12.  The  rule  that  new  articles  of  commerce  are  not  patentable  as  new 
manufactures,  unless  it  appears,  that  the  production  of  the  new 
article  involved  the  exercise  of  invention  or  discovery,  beyond 
what  was  necessary  to  construct  the  apparatus  for  its  manufacture 
or  production,  reaffirmed,  and  the  authorities,  sustaining  it,  exam- 
ined and  approved.     Id.  497 

13.  No  one  can  take  something  old,  and  apply  it  in  a  new  way,  or  in  a 
new  form,  so  as  to  produce  a  particular  result,  and  be  protected  by 
the  patent  law  beyond  the  particular  way,  or  form,  or  device  and 

the  application  which  he  has  made.    Fuller  v.  Yentzer.  520 

14.  Prior  to  the  complainant's  patent  for  an  improvement  in  casting 
car  wheels,  steel  tires,  previously  heated  to  a  required  degree  of 
heat,  were  placed  in  the  mould  in  which  the  body  of  the  wheel 
was  to  be  cast,  the  flask  immediately  closed,  and  the  molten  iron 
poured  into  the  mould  through  one  or  more  openings  or  sprues  in 
its  centre,  a  suitable  flux  being  employed  to  promote  the  welding  of 
the  two  metals,  which,  when  cool,  formed  one  solid  mass.  The 
evidence  showed,  that  iron  and  steel  had,  from  time  immemorial, 
been  welded,  both  with  aud  without  a  flux  :  Held,  that  it  was  not  a 
patentable  invention,  but  merely  the  product  of  ordinary  mechani- 
cal skill,  in  the  casting  of  wheels  in  this  method,  to  pour  the  molten 
iron  through  openings  or  sprues  made  just  inside  the  inner  edge  of 
the  steel  tire  instead  of  at  the  centre  of  the  mould,  for  the  purpose 
of  preventing  particles  of  foreign  matter  being  carried  by  the  flow- 
ing metal  to  the  points  of  union  of  the  two  metals,  and,  thereby, 
preventing  a  perfect  weld  :  Held  also,  that  the  state  of  the  art  show- 
ing that  iron  and  steel  had  long  previously  been  welded  both  with 
and  without  the  medium  of  a  flux,  and  that  mechanics  skilled  in 
the  art  differed  in  opinion  as  to  the  utility  of  any  flux,  it  was  not  a 
patentable  subject  to  cast  car  wheels  in  the  manner  described,  but 
with  the  omission  of  a  flux  previously  used.  Needham  v.  Wash- 
burn.  537 
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15.  The  rule  that  the  use  of  one  material,  instead  of  another,  in  con* 
strutting  a  known  machine,  is,  in  most  cases,  so  obviously  a  mat- 
ter of  mere  mechanical  construction,  that  it  cannot  be  called  an  in- 
vention, is  not  applicable  where  the  substituted  material  produces  a 
new  and  useful  result,  or  an  increase  of  efficiency,  or  a  decided  sav- 
ing in  the  operations  of  the  machine,  and  cases  may  exist  where 
the  degree  of  superiority  may  be  such  as  to  amount,  within  the  law 
of  patents,  to  a  difference  in  kind.  Hotchkiss  v.  Greenwood,  11 
How.,  248,  and  Hicks  v.  JCelsey,  18  Wall.,  670,  cited  and  examined. 
Goodyear  Dental  Vulcanite  Co.  v.   Willis.  568 

See  Invention,  2,  6 ;  Particular  Patents,  42,  43,  53,  103,  104, 
105  ;  Utility,  i,  4. 

PLEADING. 

1.  Where  the  bill  is  brought  for  the  infiingement  of  two  separate  pat- 
ents, for  improvements  in  the  manufacture  of  brooms,  owned  by 
the  complainant,  and  it  appears  that  the  broom  manufactured  by 
the  defendant,  if  an  infringement  at  all,  is  an  infringement  of  both 
patents,  the  bill  is  not  bad  for  multifariousness.  Gillespie  v.  Cum- 
mings.  587 

2.  Where  the  right  for  the  State  of  California,  to  two  patents,  alleged 
to  be  infringed,  has  been  assigned  to  complainant,  the  bill  brought 
for  the  infringement  of  the  two  patents  is  not  bad  for  multifarious- 
ness, because  the  assignment  of  one  of  the  patents  also  embraces 
other  territory  than  the  State  of  California.    Id.  587 

3.  In  a  suit  brought  under  Section  58  of  the  Act  of  1870,  to  repeal  an 
interfering  patent,  motion  was  made  to  strike  out  such  part  of  de- 
fendant's answer  as  related  to  an  alleged  lack  of  novelty  in  the  in- 
vention covered  by  complainant's  patent,  on  the  ground  that  the 
object  of  the  statute  was  merely  to  enable  the  complainant  to  deter- 
mine the  question  of  priority  as  between  himself  and  his  adversary,' 
prior  to  going  before  the  public,  to  test  the  validity  of  the  patent  on 
its  merits  :  Held,  That  this  allegation  of  the  answer  was  admissible, 
and  the  motion  was  accordingly  overruled.     Forster  v.  Lindsay.         605 

See  Evidence,  i,  2,  5,  6,  10,  11 ;  Injunction,  i  ;  Novelty,  3  ; 
Practice,  4. 

PRACTICE. 

1.  The  defendants,  when  sued,  in  equity,  for  infringing  letters  patent 
for  a  stove,  admitted,  in  their  answer,  the  infringement  charged,  and 
set  forth  the  number  of  infringing  stoves  they  had  made  and  sold, 
and  rested  their  defence  on  their  claim  of  ownership  of  the  patent. 
The  plaintiff  had  a  decree.  A  motion  by  the  defendants  for  a  re- 
hearing was  denied,  and  an  accounting  in  regard  to  profits  was  had, 
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in  which  the  defendants  were  charged  with  the  profits  on  the  said 
number  of  stoves,  and  the  report  of  the  master  was  made.  The 
defendants  then,  upon  allegations  of  mistake  and  error  in  such  ad- 
mission, moved  for  leave  to  amend  their  answer,  and  open  the  case, 
so  as  to  contest  the  question  of  infringement,  or,  at  least,  the  ex* 
tent  thereof,  before  the  master  :  Held,  that  the  motion  must  be  de- 
nied.    Ruggles  v.  Eddy.  92 

2.  In  this  case  two  motions  were  made,  one  on  behalf  of  the  com- 
plainant, that  the  cause  be  set  down  for  trial,  and  the  other  on  be- 
half of  the  defendant,  for  a  continuance  to  the  next  term  and  for 
relief  from  a  stipulation  for  its  trial  at  the  present  term.  The  cause 
had  been  at  issue  for  more  than  four  months,  and  the  time  for  tak- 
ing testimony  had  expired  and  had  not  been  extended  by  the  court. 
Notice  had  been  given  by  complainant's  counsel,  that  the  cause 
would  be  placed  on  the  calendar,  and  thirty  days'  additional  time 
for  the  taking  of  testimony  had  been  allowed  to  the  defendant  by 
the  complainant's  counsel,  upon  the  condition  that  the  cause  should 
be  put  on  the  calendar  and  argued  at  such  time  as  the  court  would 
hear  it.  The  cause  was  placed  upon  the  calendar  and  the  court 
was  ready  for  the  arguments.  It  appeared  from  affidavits  and  the 
certificate  of  a  physician,  read  upon  the  motion  for  a  continuance, 
that  the  defendant's  attorney,  who  had  from  the  first  been  inti-  • 
mately  connected  with  and  had  charge  of  this  case,  and  previous 
cases  involving  the  same  subject  matter,  was  unable,  by  reason  of 
protracted  ill  health,  to  argue  the  cause,  and  that  it  was  necessary 
he  should  have  at  least  three  months'  rest,  before  he  could  under- 
take professional  labors,  and  undergo  the  mental  anxieties  connected 
with  important  law  suits.  Under  these  circumstances,  the  court 
granted  the  motion  for  a  continuance,  stating,  that  as  the  motion  was 
made  at  the  first  term  after  the  joinder  of  issue,  it  should  be  con- 
sidered favorably,  although  ordinarily,  it  would  not  be  a  safe  ground 
upon  which  to  rely,  when  the  proceedings  had  been  long  pending 

'         and  the  sickness  of  long  standing.     Rumford  Chemical  Works  v. 

Hecker.  135 

3.  In  a  suit  in  equity,  brought  on  letters  patent  for  a  machine,  to  re- 
strain the  defendant  from  making  the  patented  machines  and  sell- 
ing them  to  parties  who  buy  them  for  exportation  to  and  use  in  for- 
eign countries,  it  is  proper  to  join  as  plaintiffs,  the  owner  of  the 
legal  title  to  the  patent  with  the  holder  of  the  exclusive  right  to 
make  and  vend  the  patented  invention  for  use  in  foreign  countries. 
Dorsey  Revolving  Harvester  Rake  Co.  v.  Bradley  Mfg.  Co.  33° 

4.  An  answer,  in  a  suit  in  equity,  put  in  in  the  names  of  all  three  of 
the  defendants,  as  their  joint  and  several  answer,  but  signed  and 
•sworn  to  by  only  two  of  them,  will  be  stricken  from  the  files,  as 
irregular,  but  with  leave  to  the  two  to  erase  therefrom  the  name  of 
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the  third,  and  file  it  as  their  own  answer  only.  Bailey  Washing 
Machine  Co.  v.  Young.  3  62 

5.  In  a  suit  in  equity,  to  restrain  the  infringement  of  a  patent,  it  is  not 
admissible  to  give  in  evidence,  against  the  objection  of  the  com- 
plainant, copies  of  drawings  of  foreign  patents,  with  evidence 
respecting  tbem,  for  the  purpose  of  showing,  that  the  patentee  was 
not  the  original  and  first  inventor  of  the  improvement,  where  the 
answer  of  the  defendant  denies  that  the  patentee  was  such  original 
and  first  inventor,  but  does  not,  in  compliance  with  the  statute, 
give  any  notice  of  the  persons  by  whom,  or  the  places  where,  the 
alleged  invention  was  known  or  used  before  the  invention  of  the 
patentee.     Earl  v.  Dexter.  400 

6.  Where,  upon  an  accounting  before  a  master,  evidence  is  offered 
which  is  objected  to,  and  which  the  master  does  not  exclude,  the 
objection  that  the  master  erred  in  failing  to  exclude  the  evidence  does 
not  properly  come  before  the  court  upon  exceptions  to  the  master's 
ruling.  The  testimony  should  have  been  taken  down,  a  note  made 
of  the  objections  of  the  opposing  counsel,  and  the  reasons  for  its 
incompetency  stated  ;  and  its  admissibility  determined  by  the  court, 
on  the  argument,  where  the  question  would  arise  upon  a  motion  to 
strike  out  by  those  objecting.  American  Nicholson  Pavement  Co.  v. 
City  of  Elizabeth,  439 

7.  Where  the  decree  is  for  recovery  of  money  not  otherwise  secured, 
the  practice  of  the  court,  upon  an  allowance  of  an  appeal  from  the 
Circuit  to  the  Supreme  Court,  requiring  a  bond,  with  one  or  more 
sureties,  for  double  the  amount  of  the  decree  with  costs,  should  not 
be  departed  from,  except  in  cases  where  the  appellee  is  made  secure 
in  other  ways,  and  where  such  requirement,  under  some  special  cir- 
cumstances, will  operate  as  a  hardship  on  the  appellant.     Id.  463 

8.  The  practice  of  requiring  the  bond  to  be  in  double  the  amount  ought 
not  always  to  be  insisted  on,  as  the  law  does  not  require  that  the 
security  should  be  in  any  fixed  proportion  to  the  decree.  It  is  only 
necessary  that  it  should  be  sufficient.     Id.  463 

9.  The  case  of  Stafford  v.  Union  Bank,  16  How.,  135,  considered.    Id.  463 

10.  Whether,  in  a  snit  brought  against  the  respondents  as  copartners \  but 
in  which  the  proofs  fail  to  show  a  copartnership,  but  do  show  that 
the  respondents,  with  others,  were  organized  into  a  corporation, 

■  with  the  same  name  as  the  alleged  copartnership,  it  would  be  com- 
petent for  the  court  to  enter  a  decree  against  the  corporation,  quare. 
,Needham  v.  Washburn.  537 

11.  In  such  case  the  court  will  not  delay  the  hearing  of  the  cause  ;  since 
the  defect,  if  it  be  one,  may  be  cured  by  an  amendment.  (Citing 
Goodyear  v.  Phelps,  3  Blatchf.  C.  C.  R.,  91,  and  Poppenhusen  v. 
Falke,  4  Id.,  494.)  •/<&  .      .  537 


702  INDEX. 


Presumption— 'Prior  Inventions. 


12.  Testimony  of  witnesses  examined  in  a  case  as  to  alleged  prior  use 
by  parties  of  whom  no  notice  was  given  in  the  answer,  can  only  be 
considered  by  the  court,  for  the  purpose  of  showing  the  state  of  the 
art  at  the  time  of  the  patentee's  invention.     Geier  v.  Goetinger.  553 

13.  The  same  rule  applies  to  printed  publications,  by  which  it  is  sought 

to  anticipate  the  invention.     Id.  553 

14.  If  it  should  appear  that  such  testimony  clearly  established  the  inva- 
lidity of  the  patent,  the  court  might  grant  the  respondent  leave  to 
amend.    Id.  553 

See  Attachment,  3  ;  Injunction,  4. 

* 

PRESUMPTION. 

i.  The  fact  of  reissue  raises  a  presumption  that  the  inventions  claimed 
in  the  original  and  reissued  patents  are  the  same,  and  that  the  reis- 
sued patent  has  not  been  extended  beyond  the  original  invention. 
Bants  v.  Elsas.  35  X 

2.  The  presumptions  of  the  law  are  in  favor  of  the  patent  and  the  utility 

•  of  the  invention.     Geier  v.  Goetinger.  553 

3.  Where  there  are  two  interfering  patents,  the  patentee  of  the  inven- 
tion described  in  the  patent  of  earlier  date  is  entitled  to  the  pre- 
sumption of  priority  and  novelty.     Pelton  v.  Waters.  599 

See  Application,  2 ;  Assignment,  4. 

PRIOR  DECISIONS. 

See  Comity. — Res  Adjudicata. — Novelty,  5. 

PRIOR  INVENTIONS. 

I.  The  suit  was  brought  upon  a  patent,  granted  to  John  E.  Burrows, 
for  a  furnace  to  be  used  in  the  manufacture  of  white  oxide  of  zinc 
Burrows  filed  his  application  in  October,  1852,  and  sought,  in  this 
suit,  to  carry  his  invention  back  to  the  date  of  experiments,  made 
by  him  in  the  early  part  of  185 1.  It  appeared  that  Samuel  Weth- 
erill  filed  a  caveat  in  the  Patent  Office,  in  September,  1852,  dated 
in  July  previous,  and,  about  that  time,  erected  an  experimental 
furnace  to  illustrate  a  new  method  of  producing  white  oxide  of  zinc, 
which  embodied  the  essential  features  of  Burrows'  invention.  This 
furnace  was  successful,  and  a  patent  was  afterward  granted  to 
Wetherill  for  his  invention  :  Held,  that  Burrows'  invention  was  an- 
ticipated.    Burrows  v.  Lehigh  Zinc  Co.  5*9 

See  Burden  of  Proof,  2 ;  Construction  of  Patents,  9 ;  Novel- 
ty, 5 ;  Particular  Patents,  92, 109. 
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PRIOR  PUBLICATION. 

1.  A  prior  printed  publication,  in  order  to  invalidate  a  subsequent  pat- 
ent, must  describe  the  thing  claimed  by  such  patent,  and  must  do  so 
in  a  manner  so  distinct  and  clear  as  to  leave  no  reasonable  doubt 
that  the  thing  described  is  the  same.     Cohn  v.  United  States  Corset 

Co.  340 

2.  A  written  description  of  a  machine,  although  illustrated  by  drawings, 
which  has  not  been  given  to  the  public,  does  not  constitute  an  in- 
vention, within  the  meaning  of  the  patent  laws,  so  as  to  defeat  a 
subsequent  patent  to  an  independent  inventor,  even  though  it  be  de- 
posited in  the  Patent  Office,  as  part  of  an  application  for  a  patent. 
Lyman  Ventilating  and  Refrigerator  Co.  v.  Lalor.  403 

See  Evidence,  10,  11 ;  Inventor,  i  ;  Invention,  4  ;  Particular 
Patents,  74,  75,  76,  77,  78  ;  Practice,  13  ;  Rejected  Appli- 
cation, i,  2. 

PRIOR  USE. 

See  Public  Use.  * 


PROCESS. 


See  Claims,  i. 


PRODUCT. 

See  Claims,  i. 

PROFITS  AND  DAMAGES. 

1.  The  English  rule,  that,  as,  upon  the  death  of  the  defendant,  there 
can  be  no  decree  for  an  injunction,  therefore  there  can  be  no  decree 
for  an  accounting,  because  the  equity  for  an  account  is  incident  to 
the  injunction,  is  inapplicable  to  the  equitable  jurisdiction  of  the 
federal  courts  of  the  United  States,  conferred  upon  those  courts  by 
the  patent  laws,  and  especially  since  this  jurisdiction  has  been  am- 
plified by  the  act  of  1870,  to  embrace  the  allowance  of  damages  in 
an  equitable  proceeding  for  infringement,  which  were  before  recov- 
erable only  at  law.     Smith  v.  Baker's  Administrators.  117 

2.  In  taking'an  account  of  profits  in  this  suit,  under  the  decree  therein 
(10  Blatchf.  C.  C.  R.,  66),  the  master  proceeded  on  the  principle  of 
charging  to  the  defendants,  as  profits,  the  cost  or  value  of  all  the 
wood  which,  but  for  the  use  of  the  patented  improvements,  they 
would  have  burned  in  their  furnaces,  and  made  a  report  accord- 


704  INDEX. 

Profits  and  Damages. 


ingly.  On  the  accounting,  the  defendants  inquired  of  one  of  their 
witnesses,  whether  he  had  examined  and  worked  any  furnaces  sub- 
stantially differing  from  the  plaintiffs'  furnace  and  worked  substan- 
tially different  from  the  plaintiffs'  process,  which  existed  at  the  time 
the  defendants  constructed  their  furnaces,  and,  if  he  had,  what  was 
the  economical  working  of  such  furnaces,  as  compared  with  the 
plaintiffs'  furnace  and  process.  The  master,  on  the  plaintiffs*  ob- 
jection, excluded  the  evidence,  as  incompetent.  The  defendants 
excepted  to  the  ruling,  and  afterward  excepted  to  the  report  on  the 
ground  of  the  exclusion  of  such  evidence  :  Held,  (i)  That  the  ascer- 
tainment of  the  profits  made  by  the  use  of  the  patented  improve- 
ments to  produce  heat,  by  the  burning  of  wet  fuel,  necessarily  pre- 
sented, as  the  question  to  be  determined— what  advantage  did  the 
defendants  derive,  in  producing  heat,  from  burning  wet  tan  by  the 
employment  of  the  patented  improvements,  over  what  would  have 
resulted  to  them  from  the  use,  to  produce  equally  beneficial  results 
in  the  way  of  heat,  of  other  methods  for  producing  such  equally 
beneficial  results,  open  to  the  public  and  to  them  to  be  used  at  the 
time  they  used  the  patented  improvements.  (2).  That  the  evidence 
excluded  ought  to  have  been  received.    Black  v.  Thome,  155 

3.  Whether  section  38  of  the  Patent  Act  of  1870  applies  to  profits, 
qua  re.     Putnam  v.  Sudhoff.  19S 

4.  In  this  case,  the  court,  instead  of  granting  a  provisional  injunction, 
ordered  an  account  to  be  kept  by  the  defendants  of  the  infringing 
articles  sold  by  them  :  Held,  that  as  section  55  of  said  act  seemingly 
maintains  a  distinction  between  profits  and  damages,  the  equities 
of  this  case  required  that,  at  least,  profits  from  the  time  of  the  order, 
should  be  allowed  the  complainant.     Id,  19S 

5.  In  a  suit  in  equity  brought  for  the  infringement  of  letters  patent 
granted  to  the  plaintiffs,  the  Goulds  Manufacturing  Company,  as 
assignees  of  William  H.  Pollard,  the  inventor,  August  8,  1S71,  for 
an  "  improvement  in  gas-pumps,"  the  plaintiffs  had  a  decree  refer- 
ring it  to  a  master  to  ascertain  and  report  their  damages.  He  re- 
ported the  damages  at  (47.71  per  pump  on  298  pumps.  The  plain- 
tiffs proved  the  expenses  of  .making  and  selling  the  pumps,  that 
they  were  prepared  and  ready  to  fill  the  orders  taken  by  the  de- 
fendants, and  the  prices  at  which  the  pumps  were  sold  by  the  de- 
fendants. The  master  took,  as  the  measure  of  damages,  the  differ- 
ence between  such  expenses  and  such  prices  :  Held,  that  the  rule 
was  an  erroneous  one.     Goulds  Mfg.  Co.  v.  Coitting.  375 

6.  The  invention  was  one  only  of  an  improvement  in  the  pump,  and  not 
of  the  entire  pump.  Numerous  parts  of  the  pump  were  in  general 
use  prior  to  the  patent,  and  were  not  claimed  therein,  and  were  free 
to  be  used  by  the  defendants.  The  patented  invention  claimed  was 
a  special  construction  of  a  side-chamber,  whereby  the  same  was 
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adapted  to  use  with  the  valve  casings  bolted  on  the  outside,  and 
the  damages  could  not  exceed  the  profits  upon  such  improvement. 
Id.  375 

7.  As  the  plaintiffs  failed  to  show  the  profits  or  damages  arising  from 
'  the  use  of  the  improvement,  the  master  should  have  decided  that 
nominal  damages  only  could  be  recovered.     Id.  375 

6.  The  rules  upon  which  the  equitable  accountability  of  an  infringer 
is  to  be  estimated  and  ascertained,  considered.  American  Nicholson 
Pavement  Co.  v.  City  of  Elizabeth,  439 

9.  In  general,  the  infringer  is  liable  for  the  whole  profits  derived  from 
the  infringement,  unless  it  be  shown,  that  some  portion  of  the  profits 
were  derived  from  the  use  of  instrumentalities  or  improvements  not 
covered  by  the  infringed  patent,  and  which  co-operated  with  the 
patented  invention  in  producing  the  result  from  which  the  profits 
accrued.     Id.  •  439 

10.  Under  the  circumstances  of  the  case,  the  onus  of  proving  that  instru- 
mentalities or  improvements,  not  covered  by  the  infringed  patent, 
contributed,  and  the  extent  and  value  to  which  they  contributed, 
to  the  defendant's  profits,  rested  upon  the  defendant ;  and,  as 
they  failed  to  give  affirmative  proof  thereof  before  the  master,  they 
were  properly  charged  with  the  whole  amount  of  the  profits  which 
they  derived.     (Citing  Carter  v.  Baker,  4  Fish.,  420.)    Id.  439 

11.  The  owner  of  a  patent  for  a  wooden  pavement,  granted  the  exclu- 
sive right  to  J.  &  M.  to  construct  and  lay,  and  license  others  to 
construct  and  lay,  the  patented  pavement,  within  a  specified  terri- 
tory, subject  to  an  agreement,  that  if,  by  reason  of  decisions  of  the 
courts,  or  otherwise,  it  should  be  found  impracticable  for  J.  &  M. 
to  obtain  contracts  to  be  made  with  them  in  any  town  or  city  in 
said  territory,  or  the  work  of  constructing  such  pavement  should  be 
required  by  law  to  be  let  under  public  lettings,  open  to  general 
competition,  then  J.  &  M.  were  to  grant  to  any  such  town  or  city 
desiring  to  lay  the  same,  a  license  so  to  do,  upon  a  license  fee  not 
to  exceed  thirty-one  cents  a  square  yard,  or  they  were  to  publicly 
authorize  any  person  or  persons  desiring  to  bid  at  such  lettings,  to 
lay  the  same  upon  the  same  terms,  of  which  sum,  sixteen  cents  per 
yard  were  to  be  made  payable  to  the  assignor  of  the  patent  and  the 
remainder  to  J.  &  M.  A  license  was  granted  to  the  complainants 
by  J.  &  M.,  subject  to  the  above  agreement,  to  construct  and  lay 
the  patented  pavement  in  the  city  of  Elizabeth,  the  charter  of  which 
(Laws  of  N.  J.,  1863.  p.  156),  required  that  all  contracts  for  doing 
work  or  furnishing  materials  for  any*  improvement  should  be  ad- 
vertised for  three  weeks  in  a  newspaper  printed  and  circulating  in 
said  city,  and  should,  at  all  times,  be  given  to  the  lowest  bidder. 
The  charter  was  amended  in  1870,  by  Act  of  the  Legislature,  pro- 
viding, that  whenever,  in  any  intended  improvement,  it  was  con- 
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templated  jto  use  any  patented  process  or  materials,  the  owners  of 
one  half  of  the  property,  in  running  feet  along  the  line  of  the  in- 
tended improvement,  should  remonstrate  in  writing  against  the  use 
of  any  specified  patent,  or  petition  for  the  use  of  any  specified  pat- 
ent, or  for  the  use  of  one,  or  two  or  more  specified  patents,  and, 
thereupon,  the  contract  for  the  said  work  should  be  awarded  only  in 
accordance  with  the  request  of  such  proportion  of  owners.     The 
majority  of  the  owners  of  property  on  certain  of  the  streets  in  the 
city  of  Elizabeth,  petitioned  that  those  streets  be  paved  by  certain 
of  the  defendants,  who,  thereupon,  obtained  contracts  therefor, 
and  performed  the  work.  The  pavement  laid  by  them  was  decided, 
in  this  suit,  to  be  an  infringement  of  the  patent  under  which  the 
complainant's  rights  exist.     Upon  the  accounting  before  the  mas- 
ter, under  the  decree  in  this  suit,  the  defendants  claimed  that,  as, 
under  the  charter,  the  complainant  could  not  lay  the  pavements 
which  had  been  awarded  to  defendants  upon  the  application  of  the 
majority  of  the  land-owners,  its  profits  were  limited  to  fifteen  cents 
a  square  yard  by  the  terms  of  its  license  :  Held,  that  the  defendants' 
accountability  was  not  limited  to  the  payment  of  the  royalty  re- 
served by  the  license.    Id,  439 

12.  Where,  upon  an  accounting  before  a  master,  evidence  is  offered 
which  is  objected  to,  and  which  the  master  does  not  exclude,  the 
objection,  that  the  master  erred  in  failing  to  exclude  the  evidence, 
does  not  properly  come  before  the  court  upon  exceptions  to  the 
master's  ruling.  The  testimony  should  have  been  taken  down,  a 
note  made  of  the  objections  of  the  opposing  counsel,  and  the  reasons 
for  ks  incompetency  stated,  and  its  admissibility  determined  by  the 
court,  on  the  argument,  where  the  question  would  arise,  upon  a 
motion  to.  strike  out,  by  those  objecting.     Id.  439 

13.  Evidence,  before  a  master,  upon  an  accounting  under  a  decree  in  a 
suit  for  infringing  a  patent  for  wooden  pavements,  is  incompetent 
to  show  that  there  were  other  forms  of  wooden  pavement  open  to 
the  public,  which  they  might  have  used,  and  made  the  profits,  or 
some  portion  of  the  profits,  which  had  been  realized  in  the  use  of 
complainant's  invention.     Id.  439 

14.  The  master,  upon  an  accounting,  charged  the  defendants  with  the 
gross  profits,  and  allowed  them  the  amount  of  an  uncoilectable  bal- 
ance of  account  against  the  city  of  Plainfield,  included  in  the  gross 
profits  :  Held,  no  error.     Id.  439 

15.  The  master  allowed  to  the  defendant,  the  N.  J.  Wood  Pavitig  Co. 
$7,000,.  as  reasonable  compensation  for  the  services  of  its  officers ; 
it  being  shown,  that  the  sole  business  of  the  corporation,  was  the 
business  which  involved  the  infringement  of  the  complainant's  pat- 
ent, and  that  its  contracts  in  said  business  had  produced  upward  oi 
$300,000:  Held,  no  error.     Id.  439 
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16.  The  master  allowed  $6,107.50,  for  an  "  expense  account,"  the  items 
and  vouchers  for  which  were  produced  before  him  :  Held,  no  error. 

Id.  439 

17.  The  master  allowed  the  amount  of  royalties,  reserved  under  a 
license,  and  paid  by  defendants  to  the  owners  of  a  patent  for  the 
pavement  constructed  by  them,  which  is  adjudged  in  this  suit,  to 
infringe  complainant's  patent.  The  infringing  pavement  appeared 
to  contain  a  novel  feature,  alleged  to  have  been  an  improvement 
over  complainant's  pavement,  and  patented.  The  license  was  to 
lay  the  pavement  upon  the  payment  of  the  royalties,  and  the  same 
had  been  paid  :  Held,  that  as  the  complainant  failed  to  show  that  the 
money  thus  expended  was  unnecessary  or  extravagant  in  amount, 
the  court  would  not  hold  that  the  master  erred  in  allowing  the  pay- 
ment. It  seems,  that  the  onus  was  upon  the  complainant  to  show 
that  the  improvement  did  not  contribute,  so  much  as  the  amount  of 

!  the  royalties,  toward  the  aggregate  profits  of  the  enterprise.   Id.        439 

18.  The  complainants  are  entitled  to  interest  upon  the  profits,  only 
from  the  date  of  the  final  decree.  (Citing  Moivry  v.  Whitney,  14 
Wall.,  653.)    Id.  439 

19.  Where  the  infringed  patent  is  for  an  art,  a  fair  measure  of  the  in- 
fringer's actual  profits  is  the  saving  in  cost  of  production  by  the 
use  of  the  appropriated  invention,  over  the  cost  of  production  by 
the  use  of  cognate  means,  used  and  available.  Wetherill  v.  New 
yersey  Zinc  Co.  485 

20.  The  infringed  invention  consisted  of  an  improved  process  of  reduc- 
ing zinc  ores,  and  of  thereby  producing  white  oxide  of  zinc  :  Held, 
that  the  measure  of  the  infringer's  liability  was  the  difference  in 
cost  of  producing  the  white  oxide  of  zinc  obtained  by  the  infringer 
by  the  use  of  the  patented. invention,  and  the  cost  of  producing  a 
similar  quantity  of  the  oxide  by  the  old  method.    Id.  485, 

21.  The  infringer  of  a  patented  process  of  reducing  zinc  ores  for  the 
production  of  white  oxide,  cannot  be  charged  with  the  value  of  an 
increased  residuum  obtained  by  using  the.  process,  available  for 
renewed  treatment,  which  residuum  fluctuates  with  the  varying  rich- 
ness of  the  ore,  and  results  from  its  inherent  natural  properties, 
and  is  not  imparted  to  it  by  the  direct  operation  of  any  contemplated 
function  of  the  process.    Id.  4 85 

22.  Where  a  patented  process  of  reducing  zinc  ores  for  the  production 
of  white  oxide  of  zinc,  required  for  its  successful  practice,  a  furnace 
of  special  aptitude,  and  the  furnaces  in  use  at  the  time  of  the  in- 
vention'of  the  process  were  inapplicable  to  its  successful  or  profita- 
ble practice,  and  the  infringer  employed  another  furnace,  of  special 
aptitude  to  the  distinctive  requirements  of  the  patented  process,  the 
property  of  another,  from  whom  he  secured  the  right  to  its  use  : 
Held,  that  the  infringer's  liability  to  the  patentee  of  the  process,  esti- 
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mated  by  the  rule  before  enunciated,  must  be  diminished  by  the 
contributive  value  of  the  furnace  to  the  result  produced  :  Held  also, 
that  although  the  evidence  supplied  no  data  by  which  the  contribu- 
tory value  of  the  furnace  could  be  accurately  estimated,  yet,  as  the 
furnace  and  the  process  are  indispensable  co-efficients  in  producing 
the  result,  the  court,  upon  an  accounting  of  the  infringer's  equita- 
ble accountability,  would  treat  them  as  co-equal  in  their  contribu- 
tion to  the  joint  result.     Id.  485 

See  Burden  of  Proof,  3 ;  Evidence,  7  ;  Infringer,  2. 


PUBLIC  USE. 

1.  Circumstances  considered  as  bearing  on  the  question  of  the  prior 
existence  of  an  alleged  prior  invention,  such  as,  the  failure  of  the 
alleged  prior  inventor  to  apply  for  a  patent  for  it,  when  he  was  ap- 
plying for  a  patent  for  kindred  inventions.     Frink  v.  Petty.  1 

2.  Experimental  use  of  an  invention,  although  made  in  public,  from 
necessity,  is  not  a  public  use,  and  is  no  evidence  of  abandonment. 
Locomotive  Engine  Safety  Truck  Co.  v.  Pennsylvania  R.  R.  Co.  470 

3.  In  a  patent  for  a  lathe  for  turning  irregular  forms,  the  claim  was 
for  "  the  combination  of  a  griping-chuck,  by  which  an  article  can  be 
so  held  by  one  end  as  to  present  the  other  free  to  be  operated  upon, 
with  a  rest  preceding  the  cutting  tool,  when  it  is  combined  with  a 
guide  cam  or  its  equivalent  which  modifies  the  movement  ol  the 
cutting  tool,  all  operating  together  for  the  purpose  set  forth.**  The 
evidence  showed  that,  prior  to  the  invention,  a  lathe  had  been  con- 
structed and  used  for  thirteen  years,  having  the  griping  chuck,  the 
rest,  the  cutting  tool,  and,  instead  of  a  guide  cam,  a  fixed  pattern, 
which  was,  at  the  date  of  the  patent,  a  well-known  equivalent  for  a 
cam  pattern  or  guide  :  Held,  that  the  invention  patented  was  antici- 
pated, and  the  patentee  was  not  the  first  inventor  of  the  improve- 
ments claimed,  although  the  anticipating  invention  had  been  guard- 
ed from  view,  to  conceal  the  mode  of  its  operation.  Springy. 
Packard.  S31 

See  Abandonment,  3,  6  ;  Experiments,  i  ;  Inventor,  i  ;  Nov- 
elty, 1,  2,  3 ;  Particular  Patents,  hi. 


PURCHASER. 

1.  One  who  purchases  patented  articles,  from  a  licensee,  with  knowl- 
edge of  his  having  repudiated  his  contract  with  the  patentee,  will  be 
liable  for  the  sale  of  such  article,  as  well  as  for  the  sale  of  those  he 
makes  afterwards.     Moody  v.  Taber.  41 
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RECORD. 

See  Assignment,  i,  2,  3. 

REISSUE. 

1.  The  original  patent  for  paints  for  ships'  bottoms,  describes  the  paint 
as  compounded  of  a  vehicle,  and  oxide  of  copper  finely  pulverized. 
In  another  part  of  the  specification,  the  patentees  describe  the  oxide 
of  copper  to  be  used,  as  "  copper  ore  in  the  form  of  an  oxide,"  and 
say  :  "  We  prefer  to  employ  the  pyrituus  friable  ores,  which  are 
easily  reduced  to  a  fine  powder."  In  a  reissue  of  the  patent,  it  is 
stated  that  the  pyritous  friable  ores  contain  mineral  and  earthy  sub- 
stances, such  as  various  other  metallic  oxides,  sulphur,  etc.,  which 
serve  to  divide  the  particles  of  oxide  of  copper,  interposing  between 
them  substances  which  dissolve  more  slowly  than  they  do,  or  which 
do  not  dissolve  at  all.  The  patentees  say  in  the  reissue  :  "  We  pre- 
fer to  employ  the  oxide  of  copper,  made  from  pyritous  friable  ores/' 
that,  is,  the  oxide  of  copper  made  by  roasting  the  pyritous  ores 
exposed  to  air  and  heat,  and  thus  converting  the  copper,  which  they 
contain,  into  oxide.  It  is  proved  that  the  oxide  of  copper,  thus  man- 
ufactured, was  well  known  in  the  arts  prior  to  the  patent :  Held,  that 
the  reissued  patent  is  not  for  an  invention  different  from  the  one  sub* 
stantially  described  in  the  original  specification.     Tarr  v.  Folsom.        24 

2.  Every  inventor  is  entitled  to  the  benefit  of  all  that  he  invents,  and 
if,  from  inadvertency  or  mistake,  and  not  from  fraud  in  drawing  the 
specifications  or  claims  of  his  patent,  he  fails  to  acquire  a  right  to 
his  whole  invention,  he  may  surrender,  and  have  a  reissue  of  the 
patent,  from  time  to  time,  until  his  specifications  and  claims  cover 

the  whole  ground.      Wells  v.  Jaeqtus.  60 

3.  The  decision  of  the  Commissioner  of  Patents,  in  awarding  a  reissue, 
cannot  be  reviewed  in  a  suit  brought  for  infringement  of  the  reis- 
sued patent,  unless  it  is  apparent  upon  the  face  of  the  reissue,  that 
there  is  such  a  repugnancy  between  the  old  and  the  reissued  patent, 
that  the  court  can  hold,  as  a  matter  of  legal  construction,  that  they 
are  not  the  same  invention.  (Citing  Seymour -v.  Osborne,  11  Wall., 
543).     Id.  60 

4.  The  decision  of  the  Commissioner  of  Patents,  in  awarding  a  reis- 
sue, is  prima  facie  correct  in  all  cases,  and  it  is  conclusive,  unless 
impeached  for  fraud,  or  unless  it  is  clear,  upon  the  face  of  the  seve- 
ral specifications,  that  the  reissue  is  not  for  the  same  thing  as  the 
original  patent.     Birdsall  v.  McDonald.  165 

5.  A  reissued  patent  can  be  impeached  on  the  ground  of  fraud,  only 
by  bill  in  equity  in  an  independent  proceeding  had  directly  for  that 
purpose,  in  the  name  and  by  the  authority  of  the  United  States. 
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(Citing  Rubber  Company  v.  Goodyear,  9  Wall.,  788  ;  Mowry  v.  Whit- 
ney,  14  Wall.,  434.)    /</.  165 

6.  In  the  reissued  patent,  number  1,826,  granted  to  complainant,  No- 
vember 29,  1864,  for  a  new  and  useful  improvement  in  grain  sepa- 
rators, the  inventor  claimed  as  part  of  his  combination,  zigzag 
screens  and  boxes,  the  same  having  "  a  lateral  shake  motion,  or 
one  at  right  angles  to  the  passage  of  the  grain."  In  the  original 
patent,  the  motion  was  merely  described  as  a  "  shake  motion  :" 
Held,  that,  as  the  drawings  of  the  original  patent  showed  the  motion 
of  the  screens  to  be,  of  necessity,  a  lateral  motion,  and  at  right  an- 
gles to  the  passage  of  the  grain  over  the  screens,  the  reissue  was  for 
the  same  invention.     Booth  v.  Parks.  225 

7.  Where  suit  is  brought  up6n  reissued  letters  patent,  a  defence  that 
the  patent,  as  reissued,  "  covers  more  than  was  contained"  in  the 
original,  cannot  be  considered  by  the  court,  when  the  original  pat- 
ent has  not  been  put  in  evidence  ;  the  question,  requiring  for  its 
determination,  a  comparison  and  construction  of  the  two  instru- 
ments.    Doherty  v.  Haynes.  289 

8.  The  fact  of  reissue  raises  a  presumption,  that  the  invention, 
claimed  in  the  original  and  reissued  patents,  are  the  same,  and 
that  the  reissued  patent  has  not  been  extended  beyond  the  original 
invention.     Bantz  v.  Els  as.  351 

9.  Dead  chambers  were  shown  in  the  drawings  of  the  original  patent, 
but  were  not  referred  to  in  the  specification  :  Held,  that  it  was  com- 
petent to  describe  them,  point  out  their  func^ons,  and  claim  them, 

in  a  reissue.    Id.  351 

10.  In  a  suit  for  the  infringement  of  a  reissued  patent,  upon  an  allega- 
tion of  the  answer  that  the  reissue  was  improperly  granted,  the 
court  will  determine  only,  and  as  a  matter  of  construction,  from  in- 
spection of  the  specifications,  claims  and  drawings  of  the  original 
and  reissue  patents,  whether  the  reissue  is  for  the  same  invention 

as  that  described  in  the  original  patent.    La  Baw  v.  Hawkins*  428 

11.  Where  the  original  patent  was  for  ornamented  collars  and  cuffs, 
especially  those  for  ladies*  use,  and  the  specification,  in  describing 
the  mode  of  obtaining  the  result,  points  out  that  the  surface  of  the 
linen  or  other  textile  fabric  will  be  imitated  as  well  as  the  orna- 
ments, the  reissue  of  the  patent  may  lawfully  claim  the  imitated 
surface  instead  of  the  Imitated  ornamented  cuffs  ;  and  collars  gen- 
erally y  as  well  as  those  to  be  worn  by  ladies.  Union  Paper  Collar 
Co.  v.  Leland.  49* 

12.  Jurisdiction  to  reissue  patents  is  vested  in  the  Commissioner,  and 
his  decision,  upon  an  application  for  a  reissue,  is  final  and  conclu- 
sive, and  not  re-examinable  in  a  suit  for  infringement,  in  the  Cir- 
cuit Court,  unless  it  is  apparent,  upon  the  face  of  the  patent,  that 
the  Commissioner  has  exceeded  his  authority,  or  there  is  such  a 
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repugnancy  between  the  old  and  the  new  patent,  that  it  must  be 
held,  as  matter  of  legal  construction,  that  the  new  patent  is  not  for 
the  same  invention  as  was  embraced  and  secured  in  the  original. 
Milligan  &*  Higgins  Glue  Co.  v.  Upton.  497 

13.  The  principles,  governing  the  awarding  and  granting  of  reissues  of 
patents,  examined.    Id.  497 

See  Construction  of  Patents,  10, 11 ;  Evidence,  3,  4;  Partic- 
ular Patents,  27,  28,  29,  30,  31,  32,  34,  35,  36,  37,  71,  93, 100, 
114, 115  ;  Res  Ad  judicata,  i. 


REJECTED  APPLICATIONS. 

1.  A  description  of  an  invention,  contained  in  an  application  for  a 
patent  which  was  rejected,  cannot  be  given  the  effect  which  the  act 
of  Congress  gives  to  a  publication,  because  it  lacks  the  essential 
quality  of  a  publication,  in  that  it  was  not  .designed  for  general  cir- 
culation, nor  made  accessible  to  the  public  generally.  Northwest- 
ern Fire  Extinguisher  Co.  v.  Philadelphia  Fire  Extinguisher  Co.  177 

2.  Although  a  written  description  of  a  machine,  illustrated  by  draw- 
ings, which  has  not  been  given  to  the  public,  does  not  constitute  an 
invention,  still,  rejected  specifications  and  drawings  may  be  re- 
ceived in  evidence,  after  the  invention  is  perfected,  to  ascertain  the 
date  of  the  invention,  the  design  of  the  inventor,  and  the  principle, 
intended  functions,  and  the  mode  of  operation  of  the  mechanism. 

Id.  177 

RES  ADJUDICATA. 

1.  Suit  was  brought  for  infringement  of  complainant's  patent,  as  it  ex- 
isted prior  to  its  last  reissue.  The  defendant  was  using  a  machine 
known  as  the  Boyden  machine.  The  suit  went  to  the  Supreme 
Court,  which  held  that  the  use  of  the  Boyden  machine  was  not  an 
infringement  of  the  complainant's  patent,  as  it  then  existed.  The 
complainant  subsequently  surrendered  the  patent,  and  obtained  a 
reissue,  and  then  brought  the  present  suit  for  the  infringement  of 
the  reissued  patent,  against  users  of  the  same  Boyden  machine : 
Held,  that  the  defendants  were  not  protected  in  the  use'of  the  Boy- 
den machine  by  the  decree  in  the  former  suit,  which  was  tried  and 
decided  in  reference  to  the  patent  as  it  then  existed,  and  that  they 
must  now  test  their  right  to  use  it  as  against  the  complainant's  re- 
issued patent,  as  it  now  exists.      Wells  v.  yacques.  60 

2.  The  case  of  William  Roemer  v.  Samuel  Logowitz  et  al.%  wherein  the 
same  patent  was  held  valid,  not  followed.     Roemer  v.  Simon.  13V 

3.  In  another  suit,  against  other  defendants,  but  in  which  these  de- 
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fendants  contributed  to  the  defence,  the  complainant's  patent  had 
been  sustained.  Upon  a  motion  in  this  suit,  for  a  preliminary  in- 
junction, the  defendants  claimed  to  be  able  to  produce,  if  the  op- 
portunity were  given,  additional  witnesses  to  establish  the  contrary 
of  some  of  the  facts  found  in  the  other  suit,  which  would  invalidate 
the  complainant's  patent,  by  showing  its  want  of  novelty  :  Held, 
that  whatever  may  be  the  effect  of  the  additional  testimony  upon 
the  case  at  the  final  hearing,  the  complainant  ought  now  to  have  the 
benefit  of  his  adjudicated  rights,  and  is  entitled  to  an  injunction. 
Birdsall  v.  Hagerstown  Agi  icultural  Implement  Mfg.  Co.  426 

4.  The  determination  by  the  Patent  Office  of  an  interference  between 
a  patentee  and  a  petitioner  for  a  patent,  is  not  final  upon  the  rights 
of  the  pariies,  and  either,  feeling  aggrieved  by  the  decision,  may 
thereafter  bring  a  bill  under  Section  5S  of  the  Patent  Act  of  1870. 
to  have  the  patent  granted  tc  the  other  declared  void.  Union  Paper 
Bag  Machine  Co.  v.  Crane.  494 

5.  The  decision  of  the  Patent  Office  is  never  final  upon  the  question  of 
the  novelty  or  priority  of  an  invention.     Id.  494 

6.  The  circuit  courts  cf  the  United  States,  although  divided  in  juris- 
diction geographically,  constitute  a  single  system  ;  and,  where 
one  of  those  courts  has  fully  considered  and  deliberately  decided  a 
question,  every  suggestion  of  propriety  demands,  that  it  should  be 
followed,  until  modified  or/eversed  by  the  appellate  court.  Goodyear 
Dental  Vulcanite  Co.  v.  Willis.  5^3 

7.  The  principles  upon  which  the  several  circuit  courts  of  the  United 
States  are  bound  by  the  decisions  of  each  other,  examined  and  dis- 
cussed.    Id.  5&3 

8.  The  adherence  to  decisions,  is  by  no  means  confined  to  those 
which  precede  the  case  in  question  in  the  same  tribunal.  Those  of 
co-ordinate  courts  are  equally  authoritative.     Id.  56S 

See  Decree,  i. 


RESERVATION   OF  RIGHTS. 

1.  A  patentee,  while  granting  to  another  a  right  to  make,  or  to  make 
and  sell,  may  retain  to  himself  the  exclusive  right  to  make  and  sell 
for  export  or  use  in  other  countries.  Dorsey  Revolving  Harvester 
Rake  Co.  v.  Bradley  Mfg.  Co.  330 


RESULTS. 

See  Patentability,  3,  5,  13,  15  ;  Scope  of  Patent,  i. 
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REVIVOR. 

i.  A  suit  in  equity  was  brought  against  three  persons  doing  business 
as  copartners,  and,  as  such,  carrying  on  a  manufactory,  to  restrain 
them  from  using  a  machine  for  which  the  plaintiff  held  letters  pat- 
ent, and  to  compel  the  defendants  to  account  for  and  pay  to  the 
plaintiff  the  profits  realized  by  the  defendants  from  the  use  of  said 
machine  at  said  manufactory.  The  plaintiff  had  a  decree  for  such 
injunction  and  account.  The  accounting  was  had,  the  master's 
report  thereon  was  filed,  reporting  an  amount  of  profits  as  due  to  the 
plaintiff,  exceptions  thereto  were  filed  and  argued,  the  opinion  of 
the  court  on  such  exceptions  was  filed,  but  no  final  decree  had  been 
entered.  Then  one  of  the  defendants  died,  leaving  a  will  appoint- 
ing an  executor.  The  plaintiff  then  filed  a  bill  of  revivor,  praying 
the  revival  of  the  suit  against  the  executor :  Held,  (1)  That  the 
profits  reported  constituted  a  debt  due  by  the  copartnership  to  the 
plaintiff  ;  (2)  that  the  suit  did  not  abate  by  the  death  of  one  of  the 
copartners  ;  (3)  that,  it  not  being  alleged  that  the  surviving  copart- 
ners were  insolvent,  or  that  the  copartnership  assets  were  not  suffi- 
cient to  satisfy  the  plaintiff's  demand,  the  bill  of  revivor  must  be 
dismissed.      Troy  Iron  6°  Nail  Factory  v.  Winslow.  98 

2.  Where  the  defendant,  in  a  suit  for  an  injunction  to  restrain  the  in- 
fringement of  a  patent  and  for  an  account,  dies  before  the  decree, 
his  equitable  liability  as  an  infringer  is  not  determined  by  his  death, 
and  a  bill  of  revivor  against  his  personal  representatives  will  lie,  to 
prevent  the  abatement  of  the  suit.     Smith  v.  Baker* s  Administrators.  117 

SCOPE  OF  PATENT. 

1.  A  patentee  is  entitled  to  all  the  legitimate  results  of  his  invention, 
and  it  is  not  necessary  that  he  fully  comprehended  the  extent  of 
his  improvement,  or  the  capabilities  of  his  machine,  in  order  to 
give  to  him,  and  those  claiming  under  him,  all  the  rights  and  bene- 
fits of  his  invention.      Wells  v.  Jacques,  60 

2.  No  one  can  take  something  old  and  apply  it  in  a  new  way  or  in  a 
new  form,  so  as  to  produce  a  particular  result,  and  be  protected  by 
the  patent  law  beyond  the  particular  way  or  form  or  device  and  the 
application  which  he  has  made.     Fuller  v.  Yentzcr.  520 

3.  A  patentee  will  be  protected,  when  a  device  is  subsequently  used, 
which  may  be  said  fairly  to  come  within  the  principle  of  the  orig- 
inal invention,  but  an  inventor  cannot  go  beyond  the  legitimate 
bounds  of  his  discovery,  so  as  to  exclude  all  other  inventions  with- 
in the  same  field  of  operations.     Id.  520 

See  Application,  2 ;  Construction  of  Patents,  15  ;  Particular 
Patents,  49,  108  ;  Patentability,  13  ;  Reissue,  2. 
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SECURITY. 

See  Security  for  Costs  ;  Injunction,  5,  7. 

SECURITY  FOR  COSTS. 

1.  A  corporation  created  by  the  State  of  New  York,  and  having  its 
principal  office  in  the  Southern  District  of  New  York,  brought  a  suit 
in  equity  in  the  Circuit  Court  for  the  Northern  District  of  New 
York.  On  a  motion  by  the  defendant  that  the  corporation  give 
security  for  the  costs  of  the  suit :  Held,  that  it  must  give  such  se- 
curity.    Lyman  Ventilating  <5r»  Refrigerator  Co.  v.  Southard.  627 

SPECIFICATION. 

See  C 1  aims,  i,  2,  3  ;  Composition,  i  ;  Construction  of  Patents. 
14. 

STATE  OF  ART. 

See  Construction  of  Patents,  i  ;  Patentability,  10 ;  Practice, 
12. 

STATE  STATUTES. 

See  Statute  of  Limitations,  i. 

STATUTE  OF  LIMITATIONS. 

1.  State  Statutes  of  Limitation  have  no  application  to  cases  affecting 
statutory  rights,  cognizable  exclusively  by  the  federal  courts.  Such 
rights  can  be  affected  only  by  laws  of  Congress.  Wetherill  v.  New 
Jersey  Zinc  Co*  4S5 

STATUTES  OF  THE  U.  S.   CITED. 

1789,  September  24th.  Sec.  22  (1  U.  S.  Stat  at  Large,  84).  Writs 
of  error  and  appeals.  464 

1794,  December  12th  (1  Stat,  at  Large,  404).  Writ  of  error ; 
supersedeas.  465 

1803,  March  3d.    Sec.  2  (2  Stat,  at  Large,  244).     Writ  of  error.        464 

1826,  May  20th  (4  Stat,  at  Large,  184).  Writ  of  execution,  where 
may  run.  627 

1836,  July  4th.  Sec.  11  (5  Stat,  at  Large,  121).  Recording  assign- 
ment of  patent.  546>  54$ 
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1836,  July  4th.     Sec.  13  (5  Stat,  at  Large  t  122).     Reissue.        253,  429 

1836,  July  4th.  Sec.  16  (5  Stat,  at  Large,  123).  Repeal  of  interfer- 
ing patent.  605,  607 

1837,  March  3d.    Sec.  6  (5  Stat,  at  Large,  193).     Reissue.  253 

1870,  July  8th.  Sec.  24  (16  Stat,  at  Large,  201).  Patents  may  be 
obtained  for  what.  143 

1870  July  8th.  Sec.  26  (16  Stat,  at  Large,  201).  Description  of 
invention  in  specification.  381 

1870,  July  8th.  Sec.  33  (16  Stat,  at  Large,  202).  Reissue  to  as- 
signee. 242,  253,  254 

1870,  July  8th.  Sec  36  (16  Stat.,  at  Large,  203).  Recording  as- 
signment of  patent.  548 

1870,  July  8th.  Sec.  38  (16  Stat,  at  Large,  203).  Marking  patented 
articles.  199,  200,  201 

1870,  July  8th.     Sec.  53  (16  Stat,  at  Large,  205).     Reissue.        429,  499 

1870,  July  8th.  Sec.  55  (16  Stat  at  Large,  206).  Jurisdiction  in 
patent  cases.  39,  119,  122 

Damages  recoverable  in  equity.  200,  201 

1870,  July  8th.  Sec.  56  (16  Stat,  at  Large,  207).  Writs  of  error 
or  appeals.  464 

1870,  July  8th.  Sec.  58  (16  Stat,  at  Large,  207).  Suits  in  regard 
to  interfering  patents.  605,  607 

1870,  July  8th.  Sec.  61  (16  Stat,  at  Large,  208).  Notice  of  special 
defences.  114,  143,  346,432 

1870,  July  8th.  Sec.  62  (16  Stat,  at  Large,  208).  Prior  use  in  for- 
eign countries.  143 

1870,  July  8th.  Sec.  67  (16  Stat,  at  Large,  209).  Benefit  of  exten- 
sion to  extend  to  assignee.  596 

1870,  July  8th.  Sec.  11 1  (16  Stat,  at  Large,  216).  Repealing  clause 
saving  existing  rights  and  actions.  253,  254 

1 871,  March  3d.  (16  Stat  at  Large,  583).     Reissue  to  assignee.        254 

1872,  June  1st  Sec.  5  (17  Stat,  at  Large,  197).  Practice,  etc.,  in 
U.  S.  Circuit  Courts  to  conform  to  practice,  etc.,  of  State 
courts.  104 

1872,  June  1st  Sec.  7  (17  Stat  at  Large,  197).  Granting  injunc- 
tions. 361 

1872,  June  1st  Sec.  11  (17  Stat  at  Large,  198).  When  writ  of 
error  acts  as  a  supersedeas.  465 


SUIT. 

See  Licensee,  i,  2. 
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TRUSTEE. 

See  Executors  and  Administrators,  i  ;  Infringer,  i. 

UNRECORDED   ASSIGNMENT. 

See  Assignment,  i,  2,  3. 

UTILITY. 

i.  The  fact  that  defendant  prefers  to  use  the  mechanism  patented  to 
complainant,  instead  of  other  mechanism  which  would  accomplish 
his  purpose  and  not  infringe  complainant's  patent,  is  evidence  that 
there  is  sufficient  utility  in  the  invention  to  support  a  patent.  Smith 
v.  Glendale  Elastic  Fabrics  Co.  5S 

2.  The  test  whether  an  invention  is  useful  in  the  sense  of  the  law,  is 
not  whether  it  is  not  mischievous,  or  hurtful,  or  insignificant,  but 
whether  it  is  capable  of  use  for  a  purpose  from  which  some  advan- 
tage can  be  derived.  If  it  be  useful  in  this  sense,  the  degree  or 
extent  of  its  usefulness  is  altogether  unimportant.  It  is  not  neces- 
sary that  it  should  be  the  best  means  of  producing  a  desirable  result, 
but  a  means,  although  inferior  to  others,  of  producing  it.     CrvucA 

v.  Spcer,  145 

3.  The  superiority  of  an  alleged  invention  in  utility  and  effect,  over 
what  had  gone  before  it,  is  proof,  tending  to  establish  the  fact  of 
novelty.     Birdsallv.  McDonald.  165 

4.  A  small  degree  of  utility,  in  the  invention,  will  protect  the  patent 
from  attack  upon  the  ground  that  the  invention,  not  being  useful, 

is  not  patentable.     Doherty  v.  Haynes.  2S9 

See  Presumption,  2. 

USE. 

f 

1.  A  patentee  has  the  right  to  grant  the  right  to  make  and  sell  the  pat- 
ented invention  within  specified  territory,  and  to  make  that  right 
exclusive  in  the  grantee,  and  yet  limit  the  use  of  the  thing  so  made 
and  sold,  within  specified  limits.     Dorsey  Revolving  Harvester  Rake 

Co.  v.  Bradley  Mfg.  Co.  330 

2.  Whether  the  grant  of  a  right  to  make  and  sell  carries  with  it  a  right 

to  use,  quaere.     Id.  330 

3.  Whether,  when  a  mere  licensee  to  make  and  sell  a  patented  machine 
within  specified  limits,  sells  a  machine  so  made  to  another,  the  ma- 
cine  may  be  used  anywhere,  quarre.     Id.  330 

4.  Where  a  machine  was  licensed  for  use  in  a  particular  territory  : 
Held,  that  the  use  of  it  by  subsequent  purchasers,  in  territory  other 
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than  that  for  which  it  was  licensed,  was  unlawful.      Wicke  v.  Klein- 
knecht.  608 

5.  The  mere  fact  that  the  agent  of  the  patentee,  after  the  transfer  of 
the  machine  to  the  unlicensed  territory,  demanded  of  the  purchas- 
ers the  back  royalties  due  upon  it,  for  use  in  the  licensed  territory, 
conferred  no  right  to  use  it  outside  the  territory  named  in  the 
license.     Id.  608 

See  Extension,  i,  2  ;  Invention,  3  ;  License,  5 ;  Licensee,  i,  3. 

VALIDITY. 

1 
See  Novelty;  Double  Use,  i  ;  Executors  and  Administrators,  i. 

VIOLATION  OF  INJUNCTION. 

i.  This  was  a  motion  for  an  attachment  against  the  defendants  for 
contempt,  by  reason  of  their  alleged  violation  of  the  perpetual  in- 
junction decreed  in  this  suit,  enjoining  the  defendants  from  con- 
structing, using  or  selling  the  complainants'  patent  for  a  process 
for  making  white  oxide  of  zinc.  The  affidavits  of  the  complainants 
used  upon  the  motion,  fully  sustained  the  alleged  violation  of  the 
injunction,  which  was  denied  by  the  affidavits  read  by  defendants, 
who  urged,  that,  as  the  proofs  were  conflicting,  the  motion  should 
be  denied,  and  the  question  of  infringement  involved,  be  deter- 
mined upon  a  new  bill  :  Held,  that  where  application  is  made  to  the 
court  for  summary  correction  for  violation  of  an  injunction,  if  the 
violation  has  been  wilful,  the  summary  method  of  correction  is  im- 
perative ;  but  if  the  violation,  either  as  to  its  character,  or  the  fact 
of  its  commission,  is  doubtful  upon  the  proofs,  such  mode  of  inter- 
position ought  not  to  be  applied.  The  court  must  weigh  the  con- 
flicting evidence,  and  as  it  establishes  clearly,  or  falls  short  of  estab- 
lishing, a  substantia]  transgression,  it  must  act  or  forbear  to  act  ac- 
cordingly. The  summary  exercise%>f  the  power  of  the  court  will 
not  be  arrested  by  the  mere  fact  that  the  proofs  of  violation  are 
conflicting,  or  that  the  thing  used  by  the  defendants  is  in  some 
respects  different  from  the  thing  whose  use  is  interdicted.  Wetke- 
rill  v.  New  Jersey  Zinc  Co.  105 

2.  The  defendant,  who  had  been  enjoined,  by  the  decree,  from  in- 
fringing the  complainants'  patent,  adjudged  guilty  of  contempt. 
Id.  105 

See  Attachment,  i. 

WAIVER. 

See  Evidence,  i. 
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